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Section II is identical in Petitioners’ reply briefs in IPR2025-00687 and -688.

I. INTRODUCTION

In the POPR, PO does not identify any claim limitations missing from any
grounds. Rather, PO argues: (i) the Petition is time-barred; (ii) Downs-Boiler and
Lissianski are not prior art because of a swear behind; and (i11) lack of motivation to
combine Vosteen589 with other references. These arguments are without merit and
mirror those the Board already rejected in previously instituted proceedings against
the ancestor ’147 Patent (IPR2020-00926, -00928) and counterpart *114 Patent
(IPR2020-00832, -00834).! The same outcome is warranted here.

II. THE PETITION IS NOT TIME-BARRED

PO states that “the Petition is time-barred based on a 2019 patent infringement
case that ME2C filed against real-parties-in-interest of Petitioners.” PO also asserts
that “[a]ll of the Petitioners or their privies own power plants that were accused of
infringement case that ME2C filed in Delaware in 2019.” IPR2025-00687, Paper
17 at 1; IPR2025-00688, Paper 17 at 2. PO does not provide any bases for this

statement, nor can it, because PO never asserted the 370 Patent against anyone in

I TPR2020-00928 and -00832 relied on prior art dated after Patent Owner’s asserted
August 2004 priority date, while IPR2020-00926 and -00834 relied on prior art

dated before that date.
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Delaware. See EX2023 (first amended complaint). The first time PO sued anyone
on the ’370 Patent was with the complaint filed in lowa on July 18, 2024. The two
petitions challenging the *370 Patent (IPR2025-00687 and IPR2025-00688) were
filed March 24, 2025, which is less than one year before the date on which anyone
was ever “served with a complaint alleging infringement of the patent.” See 35
U.S.C. § 315(b). Thus, there can be no time bar.

In any event, PO has not identified any persons who are alleged to be RPIs or
privies with respect to these IPR proceedings and Petitioners, nor does PO explain
the basis for RPI or privity. Petitioners already confirmed: “Other than Petitioners
and the above-identified real-parties-in-interest, no other person or entity is funding
this petition, advising on strategy for this petition, or exercising any control over
Petitioners’ decision to file the petition (or the arguments included therein).”
IPR2025-00687, Paper 1 at 1-2; IPR2025-00688, Paper 1 at 1-2. PO’s RPI/privity
arguments should be rejected because they are entirely unsupported—precisely the
kind of “[t]heoretical, hypothetical, or speculative” assertions that the Board has
repeatedly found insufficient. See ASSA ABLOY AB v. CPC Patent Techs. Pty,
[PR2022-01094, Paper 19 at 13—14 (P.T.A.B. Feb. 2, 2023).

III. DOWNS-BOILER AND LISSIANSKI ARE PRIOR ART

The ’370 Patent was filed in 2018, purportedly claiming priority to a

Provisional filed August 30, 2004. Both dates are after the March 22, 2004, prior
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art date for Downs-Boiler (EX1006) and the January 6, 2004, prior art date for
Lissianski (EX1012). Paper 1 at 17-18, 55-56, 74. Accordingly, Downs-Boiler and
Lissianski are each presumptively prior art. The burden of production shifts to PO
to produce evidence: (i) that the *370 Patent qualifies as a pre-AlA patent and PO
can avail itself of a swear behind; and (i1) supporting a date of invention before the
prior art. Sonos, Inc. v. Implicit, LLC, IPR2018-00767, 2019 WL 4419356, at *6
(P.T.A.B. Sept. 16, 2019). PO has not met its burden for either, and PO does not
even seek to swear behind Vosteen589, Starns, or Mass-EPA. The Board already
rejected nearly identical arguments in IPR2020-00834 in connection with a related
patent that PO concedes “cover[s] similar subject matter.” EX1134; see also EX1114
at 20-25. PO sought to swear behind Downs-Boiler, and the Board concluded:
“[W]e are not persuaded that the evidence and arguments before us are sufficient to
show the asserted conception date, reduction to practice date(s), or diligence.”
IPR2020-00834, Paper 18 at 33. And in an ancestor patent to the 370 Patent, the
Board provided similar reasoning when rejecting PO’s attempt to swear behind the
Lissianski reference. IPR2020-00926, Paper 19 at 32-33. The same result is

warranted here, as PO relies upon the same Pavlish declaration from 2020. Ex. 2018.
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A. A Swear Behind Is Not Available

As stated in the Petition, “PO bears the burden to come forward with evidence
that it is entitled to a priority date earlier than the actual filing date. PowerQasis, Inc.
v. T-Mobile USA, Inc., 522 F.3d 1299, 1304-05 (Fed. Cir. 2008).” Paper 1 at 18.
This is because Petitioners provided evidence that Lissianski and Downs-Boiler are
prior art by January and March, 2004, which are before the filing date of the 370
Patent (April 2018) and the earliest filing date set forth on the cover (August 2004).
Paper 1 at 17-18, 55-56, 74; see Mueller Sys., LLC v. Rein Tech, Inc., IPR2020-
00100, 2020 WL 2478524, at *10 (P.T.A.B. May 12, 2020) (burden on PO to “argue
or produce evidence that ... the reference is not prior art because the claims are
entitled to an earlier filing date”). PO has not produced evidence that the *370 Patent
is entitled to a pre-AlA filing date, such that that a “swear behind” is available. See
Ex. 1004; Paper 1 at 12 (citing EX1063-EX1064); M.P.E.P. § 2152.01 (“no longer
possible to antedate or ‘swear behind’” references for post-AlA patents). The Board
addressed the issue in [IPR2020-00834, holding that PO was obligated to establish
pre-AlA status when asserting a pre-filing invention date. See IPR2020-00834,
Paper 18 at 36-38 (“Petitioner, however, appears to make its Reply argument in
response to Patent Owner’s assertion of a prior invention date in their Preliminary
Response .... Patent Owner argues that Petitioner may not ‘raise the issue after the

fact,” but we are not directed to any authority indicating that we must disregard this
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potentially dispositive issue entirely, particularly if the parties are on notice that the
issue is relevant to this proceeding.”). The Board provided similar reasoning in its
institution decision for the 147 Patent, a parent to the *370 Patent. See IPR2020-
00926, Paper 19 at 35.

B. No Evidence of Early Conception

PO’s assertion of early conception should be rejected. First, the only support

for the August 2002 date is an uncorroborated declaration related to other patents

(i.e., not the ’370 Patent), discussing a hodgepodge of “research ideas” from others
that “Mr. Pavlish maintained.” POPR at 23; Ex. 2015. PO fails to describe the
“specific, settled idea, [the] particular solution to the problem at hand” required for
conception, and is “just a general goal or research plan he hopes to pursue.”
Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1228 (Fed. Cir. 1994)
(requiring “every feature of [the] claimed invention” for conception). Nor does PO
articulate diligence in reduction to practice. See IPR2020-00834, Paper 18 at 32-33.
PO’s assertions of early conception are irrelevant.

C. No Evidence of Early Actual Reduction to Practice

Though PO asserts that “reduction to practice is confirmed by testimony from
all three inventors” (POPR at 29), PO submits an inventor declaration only from Mr.
Pavlish (Ex. 2018), who does not even discuss the 370 Patent. PO asserts, based on

unwitnessed laboratory notebooks, that “the inventors reduced the claims of the *370
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Patent to practice by performing tests using sodium bromide [(NaBr)] as the pre-
combustion chamber additive and activated carbon as a post-combustion sorbent.”
POPR at 24. But “an unwitnessed notebook is insufficient on its own to support a
claim of reduction to practice.” Medichem, S.A. v. Rolabo, S.L.,437F.3d 1157,1170
(Fed. Cir. 2006).

There is also no evidence of an actual reduction to practice “that met all the
limitations of the claim.” In re Steed, 802 F.3d 1311, 1318 (Fed. Cir. 2015). There
is no corroborating evidence for limitations from the independent claims, such as:
(1) “combusting ... coal and an additive in a combustion chamber ..., wherein the
additive is chosen from halides, halogens, salts thereof, and combinations
thereof...the additive added to the coal, added to the combustion chamber, or a
combination thereof” (Claims 1 and 17); and (i1) “the additive comprises a and b, b
and ¢, a and c, or a, b: a) I- and/or I,, b) Br- and/or Br; ¢) CI and/or Cl,” (Claim 17).
PO in its POPR does not address applying any iodine-containing additives to the
coal (e.g., the I- and I, in independent Claim 17). See POPR at 31-37, 49. Nor does
PO address applying additives in combination (e.g., “a and b” or “b and ¢” in Claim
17). PO does not demonstrate possession of the invention for the broad categories
of all “halides, halogens, salts thereof.” See Tronzo v. Biomet, Inc., 156 F.3d 1154,
1158-60 (Fed. Cir. 1998) (denying priority where earlier application did not support

the full scope of alternative shapes in the claims).
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Beyond the above deficiencies in independent claims, PO ignores the vast
majority of 370 Patent claims. SAS Inst., Inc. v. lancu, 584 U.S. 357, 365 (2018)
(“reasonable prospect of success on a single claim justifies review of all”). For
example, the POPR says nothing about adding “HCI” or “Cl,” (claim 7), “Br,” or
“HBr” (claim 8), or “I,” or “HI” or “potassium iodide” (claim 10)—to coal or
anywhere else. See POPR at 48. PO utterly ignores independent claim 18, and
glosses over dependent claims 13-17, making no attempt to match its testing data
with the actual claim limitations. POPR at 49-51. That cannot carry PO’s burden.

Last, where “[t]he evidence of the dates of conception and actual reduction to
practice consists of declaration testimony from [] people who have not yet had their
testimony tested by deposition,” that inquiry “is best left for trial after full
development of the record.” Shenzhen Tuozhu Technology Co., Ltd. v. Stratasys,
Inc., IPR2025-00321, Paper 10 at 20-21 (P.T.A.B. June 18, 2025). Petitioners have
had no opportunity to depose the declarants to probe their declarations.

IV. COMBINATIONS WITH THE VOSTEENS89 REFERENCE

PO is wrong that “Petitioners offer no evidence to support [obviousness] other
than the fact that the references qualify as prior art.” POPR at 11.

First, PO admits that “activated carbon injection was known in the art,” as was
“the use of halogen additives.” POPR at 13; see also EX1008 at 2 (““most mature,

retrofit technology available today [i.e., in 2002] is the injection of sorbents such as



IPR2025-00687
USP 10,933,370

powdered activated carbon (PAC) into the flue gas”).

Second, the Petition includes a section entitled “Reasons to Combine.” Paper
1 at 26-30. Dr. Niksa also explains, consistent with KSR, how “injecting” activated
carbon (as in Starns and Mass-EPA) represents no more than combining prior art
elements according to known methods to yield predictable results. EX1002 9997-
115, 129-151, 294-307. This contrasts with Virtek cited by PO, where the expert
“stated eleven times that he did not provide any reason to combine the references in
his expert declaration.” Virtek Vision Int’l ULC v. Assembly Guidance Sys., Inc., 97
F. 4th 882, 887 (Fed. Cir. 2024).

V. CONCLUSION

Petitioners respectfully request that IPR of the 370 Patent be instituted.
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