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Patent Owner respectfully submits the following Mandatory Notice under 37 

C.F.R. § 42.8(a)(2).  

I. REAL PARTY-IN-INTEREST UNDER 37 C.F.R. § 42.8(b)(1) 

Pursuant to 37 C.F.R. § 42.8(b)(1), SiOnyx, LLC, as the current owner of all 

right, title and interest in and to U.S. Patent No. 11,721,714 (“the ’714 Patent”), is 

a real party-in-interest.   

II. RELATED MATTERS UNDER 37 C.F.R. § 42.8(b)(2) 

Pursuant to 37 C.F.R. § 42.8(b)(2), records of the U.S. Patent and Trademark 

Office indicate that the ’714 Patent issued August 8, 2023, from U.S. Patent 

Application Serial No. 17/214,333, filed March 26, 2021;  

 which is a Continuation of U.S. Patent Application Serial No. 

16/290,740, filed March 1, 2019, which issued as U.S. Patent No. 

10,985,198 on April 20, 2021; 

 which is a Continuation of U.S. Patent Application Serial No. 

15/216,244, filed on July 21, 2016, which issued as U.S. Patent No. 

10,244,359 on March 26, 2019; 

 which is a Continuation of U.S. Patent Application Serial No. 

14/747,875, filed on June 23, 2015, which issued as U.S. Patent No. 

9,905,599 on February 27, 2018; 
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 which is a Continuation of U.S. Patent Application No. 13/841,120, 

filed on March 15, 2013, which issued as U.S. Patent No. 9.064,764 

on June 23, 2015; 

 which claims priority from U.S. Provisional Patent Application No. 

61/614,275, filed March 22, 2012. 

The ’714 Patent is the subject of a pending proceeding filed in the District of 

Massachusetts captioned SiOnyx, LLC v. Apple Inc., Case No. 1:24-cv-12354, a 

pending proceeding filed in the Eastern District of Texas captioned SiOnyx, LLC v. 

Samsung Electronics, Co., Ltd., Case No. 2:24-cv-00291, and a pending 

proceeding filed with the International Trade Commission captioned In the Matter 

of Certain Sensors with Pixels and Products Containing the Same, Inv. No. 337-

TA-1403.  Additionally, the ’714 Patent is the subject of a pending IPR proceeding 

captioned Samsung Electronics Co., Ltd. v. SiOnyx, LLC, IPR2025-00161 filed on 

November 22, 2024. 

These cases may affect, or be affected by, decisions in these proceedings. 

III. LEAD AND BACK-UP COUNSEL UNDER 37 C.F.R. § 42.8(b)(3) 

 Pursuant to 37 C.F.R. §§ 42.8(b)(3) and 42.10(a), Patent Owner provides the 

following designation of counsel.   

 

 



IPR2025-00689 (Patent 11,721,714) 
Patent Owner’s Mandatory Notice 
 

 
3 

309613508 

Lead Counsel Back-up Counsel 
Alison L. McCarthy (Lead Counsel) 
Registration No. 51,998 
Troutman Pepper Locke LLP 
125 High Street, 19th Floor 
Boston, MA  02110 
Tel:  (617) 204-5100 
Fax:  (617) 204-5150 
Email:  alison.mccarthy@troutman.com 
 

Dustin N. Ferzacca (Back-up Counsel) 
Registration No. 76,449 
Troutman Pepper Locke LLP 
125 High Street, 19th Floor 
Boston, MA  02110 
Tel:  (617) 204-5124 
Fax:  (617) 204-5150 
Email: Dustin.Ferzacca@Troutman.com 
 

 

II. SERVICE INFORMATION UNDER 37 C.F.R. § 42.8(b)(4) 

Pursuant to 37 C.F.R. § 42.8(b)(4), service information (by e-mail, postal 

mailing or hand delivery) for Patent Owner is provided in the designation of Lead 

and Back-up Counsel, above.  Patent Owner consents to electronic service by e-

mail. 

Respectfully submitted, 

Date:  April 1, 2025 /Alison L. McCarthy/    
Alison L. McCarthy (Lead Counsel) 
Registration No. 51,998 
 
Counsel for Patent Owner 
 

Troutman Pepper Locke LLP 
125 High Street, 19th Floor  
Boston, MA  02110 
Tel:  (617) 204-5100 
Fax:  (617) 204-5150 
E-mail:  Alison.McCarthy@Troutman.com 
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CERTIFICATE OF SERVICE 
 

 Pursuant to 37 C.F.R. § 42.6(e), this is to certify that on this 1st day of April, 

2025, I caused to be served a true and correct copy of the foregoing PATENT 

OWNER’S MANDATORY NOTICE UNDER 37 C.F.R. § 42.8 by e-mail on 

the following counsel of record (as agreed in the Service Information section of the 

Petition):  

Jennifer C. Bailey (Lead Counsel) 
Reg. No. 52,583 
ERISE IP, P.A. 
7015 College Blvd., Suite 700 
Overland Park, Kansas 66211 
Tel:  (913) 777-5600 
Fax:  (913) 777-5601 
Service email: 
Jennifer.bailey@eriseip.com 
PTAB@eriseip.com 
 
Counsel for Petitioner Apple Inc. 

Matthew A. Smith (Back-up Counsel) 
Reg. No. 49,003 
SMITH BALUCH LLP 
700 Pennsylvania Ave SE, Suite 2060 
Washington, DC  20003 
Tel: (202) 669-6207 
Service email: smith@smithbaluch.com 
 
Counsel for Petition Sony Group 
Corporation 

 Callie A. Pendergrass (Back-up Counsel) 
Reg. No. 63,949 
ERISE IP, P.A. 
7015 College Blvd., Suite 700 
Overland Park, Kansas 66211 
Tel:  (913) 777-5600 
Fax:  (913) 777-5601 
Service email: 
callie.pendergrass@eriseip.com 
 
Counsel for Petitioner Apple Inc. 
 

 
 /Alison L. McCarthy/    

 Alison L. McCarthy (Lead Counsel) 
 Registration No. 51,998 
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