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I. INTRODUCTION 

In the POPR (Paper 16), PO does not identify any claim limitations missing 

from any grounds. Rather, PO argues: (i) the ’218 Patent has an effective filing date 

before Sjostrom, Baldrey, Olson-646, and Olson-235; and (ii) Sjostrom was not 

publicly accessible. These arguments are without merit and mirror those the Board 

rejected in previously instituted proceedings against the ancestor ’147 Patent 

(IPR2020-00926, -00928) and counterpart ’114 Patent (IPR2020-00832, -00834).1   

The Board granted institution, holding that the ancestor ’147 Patent lacks 

support to earlier applications before 2009. IPR2020-00928, Paper 17 at 32.  The 

Board explained that there was “no suggestion that bromine and the activated carbon 

are separately injected into mercury-containing flue gas.” Id. at 29.  Like the ’147 

Patent, the child ’218 Patent also requires separate injection.  Claim 1 of the ’218 

Patent claims require adding “HI, an iodide salt, or a combination thereof … to the 

coal before the coal enters the combustion chamber,” and then injecting activated-

carbon sorbent “downstream of the combustion chamber.”  POPR at 8 (emphasis 

added) (arguing that Claim 1 should be “considered as a representative claim”). 

The ’218 Patent drifts even further from the written-description of the parent 

 
1 IPR2020-00928 and -00832 relied on prior art dated after PO’s asserted 2004 

priority date, while IPR2020-00926 and -00834 relied on earlier prior art. 
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patents.  The parent patents focus on what PO calls “the critical bromine component”  

(POPR at 19), but the ’218 Patent does not claim bromine components.  The ’218 

Patent claims upstream addition of “HI” or an “iodide salt.”  The parent applications 

cannot support this, which is why the POPR repeatedly references a different set of 

chemicals, “Br2” (molecular bromine) and “HBr” (hydrogen bromide).  The ’147 

Patent could not trace earlier support before the asserted prior art, and neither can 

the ’218 Patent.   

II. THE ’218 PATENT IS NOT ENTITLED TO EARLIER PRIORITY 

PO seeks to pre-date the ’218 Patent and trace priority to the 2004 Provisional, 

but the Board previously rejected this argument when granting institution for the 

counterpart ’114 Patent with “similar subject matter.” IPR2020-00832, Paper 17 at 

25. And for the parent ’147 Patent, the Board granted institution, holding that it lacks 

support before 2009. IPR2020-00928, Paper 17 at 32. If the ’147 Patent does not 

have an earlier effective filing date, its child (’218 Patent) also does not. 

A. The Board Determined the Incorporation Statement Was Unclear 

PO contents that the “Pre-2018 applications state that the provisional 

application ‘is hereby incorporated by reference in [its] entirety for all purposes.”  

POPR at 14.  That is not true.  The ’147 Patent (parent to the ’218 Patent) does not 

use the “entirety for all purposes” language.  See EX1065.  Rather, as the Board 

recognized, the ’147 Patent (filed as App. No. 12/419,219) “claims priority to the 



IPR2025-00718 

USP 10,926,218 

 3 

extent appropriate from provisional application 60/604,640” and then states merely 

that the Provisional is “incorporated by reference.”  IPR2020-00928, Paper 17 at 31-

32 (emphasis added); Pet., Paper 1 at 26-27.  The Board stated regarding the ’147 

Patent that “[i]t is unclear to us what ‘to the extent appropriate’ means in this 

context.”  IPR2020-00928, Paper 17 at 32.  The ’147 Patent “fails to identify with 

detailed particularity the specific material incorporated and fails to clearly indicate 

where that material is found in the various documents,” and the “ambiguity creates 

an additional concern regarding the chain of priority for the ’219 application.”  Id. 

(holding the ’147 Patent could not claim priority to the Provisional). 

B. The Board Determined that the Provisional Was “Essential” 

Material that Could Not Be Incorporated by Reference 

Another reason the ’114, ’147, and ’218 Patents cannot achieve priority to 

2004 is because, as the Board previously held, the Provisional is “essential” material, 

and essential material may not be incorporated by reference from an unpublished 

patent application under 37 C.F.R. § 1.57(d). IPR2020-00832, Paper 17 at 29; 

IPR2020-00928, Paper 17 at 23-24. PO urges reconsideration over M.P.E.P. 

608.01(p) and Maquet Cardiovascular LLC v. Abiomed, Inc., 627 F. Supp. 3d 72, 

78-84 (D. Mass 2022).  POPR at 15.  Petitioners already addressed these two sources. 

IPR2025-00718, Paper 1 at 29-33. PO ignores the Petition, and PO is wrong. 

a. The Board Was Consistent with M.P.E.P. § 608.01 

PO faults the Board’s prior decisions for not citing M.P.E.P. § 608.01, but 
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M.P.E.P. § 608.01 supports the Board’s prior holding.  Because a provisional is 

unpublished and cannot be incorporated by reference under 37 C.F.R. §1.57(d), an 

applicant can add omitted material from a provisional—but the “application must be 

amended to include the inadvertently omitted portion of the specification or 

drawing(s) … in no case later than the close of prosecution” of the child application. 

M.P.E.P. 608.01(p)(I) (quoting 37 C.F.R. §1.57(b)); Pet., Paper 1 at 32-33. When 

PO “physically incorporate[d] the content of the provisional application” (POPR at 

17) in April 2018 in the ’370 Patent (parent of ’218 Patent), that was too late. The 

’370 Patent is the eighth non-provisional from the Provisional (EX1004); the Pre-

2018 Applications were either abandoned or issued, but never “amended to include 

the inadvertently omitted portion of the [Provisional before] the close of 

prosecution.” 37 C.F.R. §1.57(b); see M.P.E.P. 217(III) (Example 3). 

This understanding is consistent with other provisions in the M.P.E.P. cited 

by PO.  Because the Pre-2018 Applications did not physically incorporate the 

Provisional, the ’370 Patent “contains subject matter that would have been new 

matter in the application.” Thus, when filing the ’370 Patent in 2018, the “applicant 

[was] required to delete the benefit claim or change the relationship (continuation or 

divisional application) to continuation-in-part.”  M.P.E.P. 201.06(c)(III) (cited by 

POPR at 17). The ’370 Patent added new matter in 2018, not present in earlier 

applications, and the priority chain was broken.   
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b. The Board Was Consistent with Maquet 

PO also faults the Board for not applying a district court decision, Maquet, 

which analyzed whether material from an unpublished application is “essential” to 

support claim limitations not only in the challenged patent, but also in intervening 

applications. See Paper 1 at 15 (discussing Maquet, 627 F. Supp. 3d at 81-82). The 

’218 Patent is a child to the ’147 Patent, which has claims whose sole support (if 

any) is from the Provisional. EX1004.  

Claims 18-19 of the ’147 Patent require “injecting separately” a sorbent 

material and a bromine-containing promoter “whereby in-flight reaction produces 

the promoted brominated sorbent.” IPR2025-00718, Paper 1 at 29-31; EX1002 ¶¶ 

190-208.  The Board previously held that in the ’147 Patent, there is “no suggestion 

that bromine and the activated carbon are separately injected into mercury-

containing flue gas.” IPR2020-00928, Paper 17 at 29.  PO’s expert in Delaware, Mr. 

O’Keefe, then buttressed the Board’s opinion.  He agreed that in the ’147 Patent: 

“[t]here are no examples where bromine is introduced into the flue gas apart from 

activated carbon”; there “is no example where the brominated activated carbon 

sorbent is being prepared in flue gas”; and “there’s no example here where there is 

bromine in a form being added to coal.”  EX1093 (O’Keefe) at 156:1-170:5.  Thus, 

PO’s Delaware expert unequivocally asserted that Figure 2 of the Provisional and its 

accompanying text are “essential material for the patents at issue” in the Delaware 
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case, which included the ’147 Patent (parent to the ’218 Patent).  IPR2025-00718, 

Paper 17 at 28 (discussing EX1094 at 237:20-241:19).  PO ignores its expert’s prior 

sworn concessions. 

Under both Maquet and M.P.E.P 608.01, there is a lack of written-description 

support in parent applications, confirming a break in priority. 

C. The Parent Applications Do Not Support the ’218 Patent Claims 

As discussed in the Petition, the Provisional and Pre-2018 Applications fail to 

provide written-description support for the “Newly-Introduced Limitations” in the 

’218 Patent: (i) “HI, an iodide salt, or a combination thereof”; and (ii) these 

chemicals “added to the coal.”  Pet., Paper 1 at 21.  PO relies on attorney argument 

to patch together non-existent written-description support. 

1. Patent Owner Applies the Wrong Standard for Disclosure 

PO improperly applies an obviousness-type analysis for priority, rather than 

the required written-description analysis. For example, PO argues that “Petitioners 

cannot meaningfully contend that a POSITA would understand Sjostrom’s arrow to 

disclose adding bromine to pulverized coal, but reach a different conclusion with 

respect to the provisional application.”  POPR at 25 & n.2. PO conflates two 

standards, while ignoring that Sjostrom expressly refers to this embodiment as “coal 

additives.” For priority, “[t]he question is not whether a claimed invention is an 

obvious variant of that which is disclosed in the specification. Rather, a prior 
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application itself must describe an invention ....”  Lockwood v. Am. Airlines, Inc., 

107 F.3d 1565, 1571-72 (Fed. Cir. 1997) (emphasis added); see PowerOasis, Inc. v. 

T-Mobile USA, Inc., 522 F.3d 1299, 1306 (Fed. Cir. 2008) (similar). PO provides 

attorney argument for what would have been obvious to a POSITA, rather than what 

was actually disclosed in Provisional and Pre-2018 Applications. 

2. PO Conflates Downstream and Upstream Processes 

The only support PO identifies for iodine-containing materials “added to the 

coal” upstream of the combustion chamber (as in independent claims 1, 25, and 26) 

is how “the inventive sorbent can be injected where desired (e.g., before, after, or 

within the boiler.”). POPR at 12, 16 (citing ’595 App ¶ 107). The Board expressly 

rejected this passage, as it does not support separate injection: 

[T]his disclosure regards the promoted sorbent material [and] describes 

the addition of both the promoter and the sorbent material at a single 

point, not (1) the addition of the promoter with the coal or the 

combustion chamber and (2) the injection of the sorbent material into 

mercury-containing gas downstream of the combustion chamber, as 

claims 1 and 23–25 of the ’114 patent recite. As a result, we do not 

agree with Patent Owner’s arguments regarding paragraph 107 of the 

’595 application. 

IPR2020-00832, Paper 17 at 24 (emphasis added). PO presents no reason for a 

different result.   

3. No Disclosure of “Iodide Salt”  

Even if the Provisional could be incorporated, there is still no written-

description support in the Pre-2018 Applications for coal comprising “added HI, an 
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iodide salt, or a combination thereof,” as required by each of the independent claims.  

Pet., Paper 1 at 21.  In its POPR, PO hops around the Provisional and Pre-2018 

Applications and their various disclosures of downstream addition of HBr or Br2, 

and then tries to extrapolate that to upstream addition of HI and iodide salt.  But a 

“written description sufficient to satisfy the requirement of the law requires a 

statement of an invention, not an invitation to go on a hunting expedition to patch 

together after the fact a synthetic definition of an invention.”  Indivior UK Ltd. v. 

Dr. Reddy’s Labs. S.A., 18 F.4th 1323, 1329 (Fed. Cir. 2021).  PO cannot 

demonstrate written-description in the Provisional. 

The POPR does not identify any disclosure in the Provisional or Pre-2018 

Applications of an “iodide salt,” whether added to the coal or anywhere else.  

EX1002 ¶178.  Absent any supporting citation or other evidence, PO asserts that “a 

halogen/halide promoted sorbent necessarily includes a halogen/halide such as HI 

and iodide salts.”  POPR at 16 (emphasis added).  However, an “iodide salt” is never 

disclosed at all in the Provisional or Pre-2018 Applications.  And even considering 

the broader “salt” category, the patentee taught not to use the category of halide salts: 

“In the conventional view therefore, a halide-salt-treated activated carbon will not 

effectively oxidize elemental mercury and capture elemental mercury.”  EX1010 at 

exhibit page 10; EX1002 ¶178.   

PO seeks to bypass the disclosure requirements by arguing that “the general 
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rule [is] that disclosure of a species provides sufficient written description support 

for a later filed claim directed to the genus.”  IPR2025-00718, Paper 17 at 20-21 

(quoting Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)).  Even 

Bilstad itself clarifies that this “general” rule does not apply when “the difference 

between members of the group is such that the person skilled in the art would not 

readily discern that other members of the genus would perform similarly to the 

disclosed members, i.e., if the art is unpredictable, then disclosure of more species 

is necessary to adequately show possession of the entire genus.”  Bilstad, 386 F.3d 

at 1125 (emphasis added).  Bilstad is even more inapt when the disclosed species in 

the Provisional (e.g., HBr or HI) are not even members of the claimed genus (iodide 

salt).  As Mr. Pavlish previously informed the USPTO, HBr and HI “are gases that 

dissolve in water to give acids which are commonly known as hydrohalic acids.”  

Ex. 1026 at 320-321 (Pavlish Decl. C) ¶¶ 11-12.  In contrast, “salt” is “an ionic 

compound that can be formed by the neutralization reaction of an acid and a base.”  

Id. at 329-330 ¶ 29; see also ¶¶ 31-33 (further describing salts). 

Subsequent cases have further explained that though “a single example can 

provide written description support for a genus, that is not the case unless the 

specification provides the required ‘blaze marks.’”  PureCircle USA Inc. v. 

SweeGen, Inc., No. 2022-1946, 2024 WL 20567, at *3 (Fed. Cir. Jan. 2, 2024) 

(analyzing Bilstad); see also Ariad Pharms., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 
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1350 (Fed. Cir. 2010) (disclosure of a type does not provide sufficient written 

description support for a claimed class).  In the Pre-2018 Applications, there is not 

even a single example disclosed of potassium iodide or any other “iodide salt,” let 

alone “blaze marks” for the entire genus.  EX1002 ¶¶ 178, 189. 

4. No Disclosure of “HI” Added to Coal 

There is also no disclosure of hydrogen iodide (HI) added to coal, even 

considering Example 1E of the Provisional, which recites that the “additional 

substance is hydrohalide (HI, HBr, HCl), etc., 1%-10% of bromine.” Here, the 

Provisional refers to an “additional substance” (i.e., to downstream base chemistry) 

rather than an “additive” (i.e., added to combustion chamber or coal).  EX1020 at 6 

(Example 1E); EX1002 ¶176.  The primary function recognized by this “additive” 

in the Provisional is to neutralize other contaminants within the flue gas that would 

otherwise “compete for mercury reactive/sorption sites” on the sorbent.  EX1020 at 

7 (Example 9); EX1002 ¶177. As the Board held, “the ’640 provisional application 

refers to ‘additives’ as ‘Ca, Na, and others’ as separate from the ‘additional 

substances,’ including bromine.”  IPR2020-00928, Paper 17 at 22 (emphasis added). 

To the extent that any of HI or iodide salt are individually disclosed as being 

added to coal (they are not), the Provisional and Pre-2018 Applications still fail to 

provide written-description support the additive comprising “a combination thereof” 

of such chemicals (i.e., both HI and iodide salt), as recited in the independent claims. 
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Thus, even if the Provisional could be legally considered in the priority 

analysis—despite the improper incorporation and priority language, the fact it is 

“essential” material, and that Patent Owner waited until April, 2018 to physically 

incorporate the Provisional into the non-provisional applications—the Provisional 

and Pre-2018 Applications still fail to provide written-description support for the 

’218 Patent claims. 

III. SJOSTROM WAS PUBLICLY ACCESSIBLE 

As the Board previously held, “Petitioner has demonstrated a reasonable 

likelihood that Sjostrom was publicly available.”  IPR2020-00928, Paper 17 at 47.  

PO now accuses Petitioners of a “blatant mischaracterization,” suggesting 

Petitioners’ evidence as limited to whether “the relevant public has a means of 

accessing” it.  POPR at 26.  But Petitioners did not merely present that the public 

was able to access Sjostrom; rather, Petitioners presented evidence that POSITAs 

actually did access Sjostrom.   

The Sjostrom reference (EX1010) relied upon in the Petition and Dr. Niksa’s 

declaration was copied from the physical CD that Dr. Niksa personally received 

within a few weeks of completion of the conference in 2005.  EX1002 ¶¶243, 248 

(discussing EX1030 and EX1031).  As the Board held when previously qualifying 

Sjostrom as prior art, “Petitioner also provides evidence of the CD that was mailed 

to the conference attendees and copies of the Sjostrom presentation from the CD, 
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without any apparent restriction of expectation of confidentiality.”  IPR2020-00928, 

Paper 17 at 47-48.   

PO asserts that “Dr. Niksa claims, without support, that ‘[h]undreds of people 

attended’ the relevant track presentations, including POSITAs.”  POPR at 27 

(emphasis added).  Dr. Niksa attended the 2005 EUEC Conference where Sjostrom 

was presented, and Dr. Niksa presented his research findings at that conference.  

EX1002 ¶249 (discussing EX1030).   Dr. Niksa further provided “the attendee list 

included in the EUEC Handout.”  EX1002 ¶250 (citing EX1030 at 106-118).  This 

list included the names, titles, and companies of 848 attendees, including Dr. Niksa. 

 

Thus, Sjostrom was publicly accessible in 2005.  This is more than a decade 

before the 2018 date when PO amended the specification in App. No. 15/951,570, 

and is more than four years before the filing date of the 12/419,219 Application, 

which the Board held was not “entitled to a priority date early than April 6 2009.”  

IPR2020-00928, Paper 17 at 32; see EX1004 (family tree). 

IV. CONCLUSION 

Petitioners respectfully request that IPR of the ’218 Patent be instituted.  
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  Respectfully submitted, 

 

Aug. 26, 2025  /s/ David J. Tobin 

Date  David J. Tobin (Reg. No. 60,776) 

McDermott Will & Schulte LLP 

2801 North Harwood Street, Suite 2600 

Dallas, TX 75201 

Tel: (214) 210-2793 

Email: dtobin@mwe.com   
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August 26, 2025, a complete copy of the foregoing Petitioners’ Authorized Reply 

to Patent Owner’s Preliminary Response was served on Lead and Back-up 

Counsel for Petitioner at the service address provided in Patent Owner’s 

Mandatory Notices:  

hhamad@caldwellcc.com 

jnemunaitis@caldwellcc.com 

rcochrane@caldwellcc.com 

midwest@caldwellcc.com 

 

Aug. 26, 2025  /s/ David J. Tobin 

Date  David J. Tobin (Reg. No. 60,776) 

McDermott Will & Schulte LLP 

2801 North Harwood Street, Suite 2600 

Dallas, TX 75201 

Tel: (214) 210-2793 

Email: dtobin@mwe.com   
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