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1. Introduction

The Board has authorized this Sur-Reply to address two issues: priority date
and qualification of prior art. The 218 Patent is entitled to its earliest claimed
priority date, and Petitioners have not met their burden to show that Sjostrom was
publicly available.

II. The °218 Patent Is Entitled to Its Earliest Claimed Priority Date.

Petitioners’ priority date theory and the Board’s prior institution decision on
a related patent depend on the assertion that a provisional application cannot be
incorporated by reference to sustain a priority date. This is incorrect. See, e.g.,
MPEP 608.01(p) (“The limitations on the material which may be incorporated by
reference in U.S. patent applications which are to issue as U.S. patents do not
apply to applications relied on only to establish an earlier effective filing date
under 35 U.S.C. 119 or 35 U.S.C. 120.”); see also Maquet Cardiovascular LLC v.
Abiomed, Inc., 627 F. Supp. 3d 72, 78-84 (D. Mass. Sept. 12, 2022) (explaining
that a provisional application can be incorporated by reference to preserve a
priority date). The *218 Patent is entitled to its earliest claimed priority date.

A.  The Incorporation Statement Is Effective.

According to Petitioners, the inclusion of the phrase “to the extent
appropriate” renders this incorporation statement ineffective. As an initial matter,

the intervening continuation applications following the *595 Application (Ex.
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1022) claim priority to the provisional application “to the extent appropriate.” But
the ’595 Application incorporates the provisional application by reference “in [its]
entirety for all purposes.” Ex. 1022 at 256. So, Petitioners are wrong that the
incorporation is ineffective. Even if “to the extent appropriate” is taken as part of
the incorporation statement, it does not exclude any portion of the provisional
application from the incorporation. Indeed, it is merely a correct statement of the
law. For example, it is not appropriate to incorporate essential material from a
provisional application for responding to a § 112 invalidity challenge. However,
as explained herein, it is appropriate to incorporate essential material from a
provisional application to preserve a priority date. MPEP 608.01(p).

Petitioners and the Board in [IPR2020-00928 rely on Zenon to argue the
incorporation statement is ineffective. But that reliance was misplaced as the facts
of Zenon show. In Zenon, the incorporation statement at issue read:

The vertical skein is not the subject matter of this invention and any
prior art vertical skein may be used. Further details relating to the
construction and deployment of a most preferred skein are found in
the parent U.S. Pat. No. 5,639,373, and in Ser. No. 08/690,045, the
relevant disclosures of each of which are included by reference

thereto as if fully set forth herein.

Zenon Env’t, Inc. v. U.S. Filter Corp., 506 F.3d 1370, 1379 (Fed. Cir. 2007)

(emphasis in original). The context included with the incorporation statement
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makes it clear that a reference to “relevant disclosures™ refers to “construction and
deployment of a most preferred skein.” The Federal Circuit thought so, too. /d. In
contrast, the incorporation statement at issue in the parents of the *218 Patent
appears in the section titled “CROSS-REFERENCE TO RELATED
APPLICATIONS.” See, e.g., Ex.1033 at 1:7-16. The context of that incorporation
statement is, like most patents, a listing of the related applications to which a
patent claims priority. It reflects a correct statement of law.

Regardless, the provisional application is incorporated by reference in all
applications leading to the *218 Patent, but the phrase “to the extent appropriate”
only appears in a subset of those applications. And all of those applications
independently provide written description support for the *218 claims. See POPR
at 10-18.

B.  Essential Material in the Provisional Application Can Be
Incorporated for Priority Date Purposes.

Petitioners argue that this incorporation statement is ineffective for
determining priority date because a provisional application cannot be incorporated
by reference to provide essential material. This is incorrect. See MPEP 608.01(p)
(further explaining the policy reasons why § 1.57(d) limitations on the types of
documents that can be incorporated into a patent do not apply in the context of a
priority date challenge); see also Maquet Cardiovascular LLC v. Abiomed, Inc.,

No. CV 17-12311, 2022 WL 4138711, at *5 (D. Mass. Sept. 12, 2022) (explaining
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the difference between incorporation by reference under § 120 versus § 112 and
further explaining that an application can incorporate a provisional application by
reference for purposes of maintaining a priority date).

This makes sense. The reason for limiting incorporation by reference
practice is to provide the public with a patent disclosure which minimizes the
public’s burden to search for and obtain copies of documents incorporated by
reference. That same policy concern does not apply where the sole purpose for
which an applicant relies on an earlier U.S. application is to establish an earlier
filing date. The MPEP makes this explicit:

The limitations on the material which may be incorporated by reference
in U.S. patent applications which are to issue as U.S. patents do not
apply to applications relied on only to establish an earlier effective
filing date under 35 U.S.C. 119 or 35 U.S.C. 120. Neither 35 U.S.C.
119(a) nor 35 U.S.C. 120 places any restrictions or limitations as to how
the claimed invention must be disclosed in the earlier application to
comply with 35 U.S.C. 112(a). Accordingly, an application is entitled
to rely upon the filing date of an earlier application, even if the earlier
application itself incorporates essential material by reference to
another document. See Ex parte Maziere, 27 USPQ2d 1705, 1706-07
(Bd. Pat. App. & Inter. 1993).

M.P.E.P. 608.01(p)(I)(B) (emphasis added). Petitioners’ discussion of a different
portion of the MPEP simply repeats the same confusion between incorporation for

priority date purposes and incorporation for written description purposes.
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Petitioners cite a portion of the MPEP explaining how an applicant can avoid a
new matter rejection using incorporation statements. Reply at 3—4. But new matter
is a § 112 issue, not a priority issue.

Finally, Petitioners argue that the Board’s earlier decision in [PR2020-00832
and IPR2020-00928 is consistent with Macquet, but they fail to explain the basis
for that assertion. Instead, Petitioners go into an extended discussion of examples
in the specification of the 147 Patent to show that material from the provisional
application is essential material. But this does not rebut Patent Owner’s
explanation above that essential material in the provisional application can be
incorporated for priority date purposes.

The Board’s earlier decision should not govern this proceeding. The Board’s
previous decision did not consider MPEP 608.01(p), and it could not have
considered Macquet.

C. The Parent Applications Support the ’218 Patent Claims

First, Petitioners claim that PO is applying an “obviousness-type analysis for
priority, rather than the required written-description analysis. Reply at 6. That
appears to be a mischaracterization of the analysis provided in the POPR for
written description support of a genus in light of disclosed species. POPR at 20-22.

Second, Petitioners assert there is no support in the *°595 Application for

separate injection of promoter and sorbent material based on the Board’s earlier
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discussion of 107 of the ’595 Application. Even if the earlier decision is correct as
to a single paragraph of the *595 Application, support is found in Figure 2 of the
provisional and associated description as explained in the POPR. POPR at 11-13.
Petitioners’ final arguments concern the disclosure of iodine salts and the
addition of HI added to coal. The POPR identifies how the provisional application
describes halogen-containing materials combusted with coal. POPR at 18-25. For
example, a halogen-containing additive is shown being added to the coal, to the
boiler, or after the boiler, and the activated carbon sorbent is shown being added

after the boiler in Fig. 2 of the provisional:

Coal Additive Sorbent
Injection orben
N 7z 5!{* Sorbent Bed
ﬂ - Injection E
ﬂ Bago?use Scrubber E
. Boiler ESP Stack
Pulverizer Capture/Recover/
Regenerate
FIG. 2

Ex.1020, fig. 2.

Second, claim 1E of the provisional states: “additional substance is a
compound comprised of a Group V or VI element or combination of Group V or

VI with Group VII element, such as SCI2, 1-10 wt% of bromine.” As Petitioners’
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expert explained, a group VII element includes chlorine, bromine, and iodine and
how salts are halide compounds (Petitioners’ expert providing table salt NaCl as an
example), and thus example claim 1E discloses the use of various halogen-
containing compounds, including salts. Ex. 1002 9 61-64. Thus, the provisional
provides support for halogens/halides, salts thereof, and combinations.

III. Petitioners Have Not Shown That Sjostrom Was Publicly Accessible.

Petitioners maintain that their evidence is sufficient to show the public
accessibility of Sjostrom. As explained in the POPR, Petitioners must show that
“persons interested and ordinarily skilled in the subject matter or art exercising
reasonable diligence, can locate [the reference].” POPR at 26-28; Kyocera
Wireless Corp. v. Int’l Trade Comm ’n, 545 F.3d 1340, 1350 (Fed. Cir. 2008).
Evidence that there happened to be attendees that qualify as POSITAs at the 2005
Electric Utilities Environmental Conference is not the same as evidence that
POSITAs exercising reasonable diligence could have located the reference.

IV. Conclusion

For the reasons explained above and in its POPR, Patent Owner respectfully

requests that the Board deny the Petition.
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