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I. INTRODUCTION

Patent Owner respectfully requests Director Review of the Director’s August
22,2025 Decision Referring the Petition to the Board (“Referral Decision™)
concerning the Challenged Patent. This decision presents at least one ground
meriting reversal.

Patent Owner respectfully requests that the Director reconsider its Referral
Decision to preserve the efficiencies of multi-district litigation. Patent Owner’s
infringement claims against Petitioners have been consolidated by the Judicial
Panel on Multi-District Litigation to preserve judicial efficiency. Because
Petitioners filed multiple petitions on a staggered schedule for the patents at issue,
the Board is engaged in multiple duplicative proceedings, which is what the MDL
Panel sought to avoid. That result is particularly inappropriate here given the
settled expectations resulting from the fact that nearly all of those patents were
litigated in Patent Owner’s 2019 action (“the Delaware Litigation™) against
Petitioners’ suppliers of refined coal.

II. STANDARD FOR DIRECTOR REVIEW

“Requests for Director Review of a Board’s decision on institution . . . shall
be limited to decisions presenting (a) an abuse of discretion, (b) important issues of
law or policy, (¢) erroneous findings of material fact, or (d) erroneous conclusions

of law.” USPTO, Revised Interim Director Review Process § 2.B (last modified
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Oct. 8, 2025), https://www.uspto.gov/patents/ptab/decisions/director-review-
process. “Both discretionary and merits-based issues may be raised.” Id. “The
Director Review process provides a mechanism to correct errors at the institution
stage, for example, to avoid unnecessary trials for patent owners.” /d.

III. INEFFICIENT USE OF THE BOARD’S AND PARTIES’

RESOURCES STRONGLY FAVORS ADJUDICATION IN THE MDL
COURT

Before the Director and Board were originally 17 [IPRs—now 15—filed
against 6 patents.' The IPRs were filed over a six-month period from January 17,
2025, to July 18, 2025, by at least two different groups of petitioners. Each of the
six patents are part of a single patent family, see Ex. 1004, and the claims of each
patent cover similar subject matter. The district court is handling the dispute
between the parties as a centralized MDL (the “MDL Court”), which operates with
efficiencies that the Board should recognize and defer to. There is likely to be
significant duplicative effort across the 15 remaining IPRs on related patents with

similar subject matter.

(1) IPR2025-00274 (filed Jan. 17, 2025), (2) IPR2025-00278, (3) IPR2025-00280,
(4) IPR2025-00281, (5) IPR2025-00422 , (6) IPR2025-00423, (7) IPR2025-00424,
(8) IPR2025-00425, (9) 1PR2025-00687, (10) IPR2025-00688, (11) IPR2025-
00717, (12) IPR2025-00718, (13) IPR2025-01117, (14) IPR2025-01118, (15)
IPR2025-01322, (16) IPR2025-01323, (17) IPR2025-01324 (filed July 18, 2025).
As the preceding list shows, there were originally 17 IPRs, but the Director denied
institution of [IPR2025-01117 and IPR2025-01118 on October 31, 2025. IPR2025-
01117, Paper 19 (Oct. 31, 2025); IPR2025-01118, Paper 20 (Oct. 31, 2025).

2
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The Director previously found that the existence of the MDL favors
institution. By citing the existence of the MDL as support for IPR proceedings, the
Director’s decision may result in encouraging Defendants to seek venue transfers
and avoid efficient MDL consolidation. Indeed, Patent Owner initially filed suit
against Petitioners in a single venue and only sought MDL consolidation after
Petitioners moved to sever and transfer portions of the case to various other
districts.

Patent Owner also respectfully submits that this decision is contrary to the
guidance from the Judicial Panel on Multi-District Litigation that: “Centralization
is warranted to eliminate duplicative discovery; prevent inconsistent pretrial
rulings (particularly with respect to claim construction and issues of patent
validity); and conserve the resources of the parties, their counsel, and the
judiciary.” In Re: Midwest Energy Emissions Corp. Patent Litigation, MDL No.
3132, Dkt. No. 38 at 1-2. While a decision of unpatentability from the Board could
result in some efficiency gains, that is also true when one patent is litigated in
multiple courts and one of those courts resolves the question of invalidity first.
Despite that fact, the Judicial Panel found it appropriate to consolidate Patent
Owner’s claims in the Southern District of lowa. The Director should not create a

contrary rule that undermines the efficiency of MDL. That is particularly true here
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where the various IPRs are set on different schedules which may lead to iterative
claim construction proceedings and duplicative discovery.

In recent IPRs, the Director determined that “eleven patents spanning nine
different families that involve a diverse range of subject matter” weigh against
discretionary denial. Tesla, Inc. v. Intellectual Ventures Il LLC, No. IPR2025-
00217, Paper 9 at 3 (June 13, 2025) (emphasis added). In particular, the Director
found that the “the Board is better suited to review a large number of patents
involving diverse subject matter.” Id. (emphasis added). The situation in this IPR
is different. Here, there are six patents in a single family, that cover similar subject
matter. Because of that similarity, the Board and parties would be engaged in
duplicative efforts throughout these 15 IPRs. This is an inefficient use of the
Board’s and parties’ resources when efficient adjudication is already available and
ongoing in the MDL.

Furthermore, there are at least two distinct groups of Petitioners across the
15 IPRs. The present Petitioners, or combinations thereof, have filed 12 of the
original 17 IPRs and Union Electric Company filed the remaining five.? Union
Electric Company filed their IPRs almost five months after this IPR was filed.
Thus, adjudication in the single MDL proceeding is more efficient than the 15

IPRs before the Director and Board.

2 Union Electric Company filed the IPRs numbered (13)—(17) in footnote 1.

4
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In addition, there are other mechanisms for efficient litigation available to
the district courts that are not available to the Board when conducting IPRs. For
example, in the earlier Delaware Litigation, several patents were asserted but the
Court imposed a claim narrowing requirement that ultimately simplified the issues
to two patents. See Midwest Energy Emissions Corp., et al. v. Arthur J. Gallagher
& Co., etal., C.A. 1:19-cv-01334, ECF No. 689 (D. Del. March 1, 2024) (Final
Jury Instructions). A similar method of simplification is not available to the Board
in the conduct of these 15 IPRs.

Finally, Petitioners decided to file two petitions per patent with different
theories of priority date. This gives rise to significant inefficiencies. These
inefficiencies are likely to be replicated across at least 12 of the 15 IPRs because
the Petitioners have filed two petitions against each of the six patents asserted in
the MDL.

For the Director, the Board, and the parties, a simpler and more efficient
solution to these challenges already exists—the MDL litigation. For all the reasons

above, institution of this IPR should be discretionarily denied.
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