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Innoscience America, Inc. (“Petitioner”) requests review of U.S. Patent
9,899,481 (Ex-1001) and cancellation of claims 1-17. Petitioner is effectively filing
parallel petitions (IPR2024-00975 and IPR2025-00721) separately challenging
claims 1-17.

The Board should institute this Petition in the event that it maintains its
decision denying institution of IPR2024-00975 (Ex-1027). Both petitions raise
material patentability questions of the challenged claims of the ’481 Patent,
including whether the Board erred in a manner material to the patentability of the
challenged claims by relying on Patent Owner’s misrepresentations of the patent, its
prosecution history, and the prior art (Ex-1028).

This Petition further confirms that post-grant review is appropriate and raises
deposition testimony of the named-inventor acknowledging that at least claim 5
should never have issued. See Ex-1030 Otremba Depo. Trs., 99:18-100:3, 127:1-
128:9 (“Q: And you said you reviewed the claims before they were submitted to the

99 ¢¢

patent office?” “A: Yes. I didn’t recognize that.” “Q: Did you or Infineon ever
inform the patent office that this claim was unexplainable?” “A: T just—I just

realized that right now, just now.”).
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I. REASONS WARRANTING ADDITIONAL PETITIONS

A. Discretionary Denial Under 35 U.S.C. §325(D) Is Not
Warranted

The factors in Becton, Dickinson and Advanced Bionics favor institution.

Advanced Bionics, step 1 (BD factors (a), (b), (d)) is satisfied as the same cited
references and arguments in this petition were presented in petition [IPR2024-00975,
which the Board denied institution. Ex-1025; Ex-1027.

Advanced Bionics, step 2, (BD factors (c), (e), (f)) favor institution because,
in denying institution of IPR2024-00975 (Ex-1027), the Board erred in a manner
material to the patentability of the challenged claims by relying on Patent Owner’s
misrepresentations of the patent, its prosecution history, and the prior art (Ex-1028).
The cited references in IPR2024-00975 (and here) nevertheless disclose 1) “the first
transistor device is a lateral transistor device and a drain or a source of the first
transistor device is coupled to the die pad” (which applicants argued was not
presented in the examined art (Ex-1002, 31-32)), and 2) “the first current electrode
is coupled to the die pad by a plurality of bond wires or a contact clip” (which the
Examiner identified in the reasons for allowance (id., 12-14)).

The institution decision based its decision on whether the petition’s prior-art
combinations rendered obvious the “lateral transistor” limitation of claim 1. Ex-

1027, pp. 8-10,21-23, 47-48. Indeed, as discussed above (Grounds 1A and 2A, [11]),
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the 481 patent definitively defines a “lateral transistor” as a device with its
electrodes arranged laterally on the same surface. Ex-1001, 5:56-60. And when
applying for the patent, Patent Owner disclaimed “vertical transistors” by defining
them based on the electrode locations. Ex-1002, pp. 31-32. Yet, when addressing
this prosecution history in its Patent Owner’s Preliminary Response in IPR2024-
00975, Patent Owner clipped its admissions about the electrode placement and
argued that only current flow can dictate whether a transistor is defined as “lateral”
or “vertical.” Ex-1026, pp. 8-10, 21-23, 47-48.

Patent Owner then doctored evidence in its POPR, arguing that the petition’s
prior-art designs were distinguishable because they were not lateral transistors. Ex-
1028, pp. 1-2. Patent Owner presented a state-of-the-art reference (“Murari”)
disclosing a transistor structure with mixed current flows (i.e., parallel and
perpendicular) similar to the transistor structure described in the IPR2024-00975
petition’s prior art and argued that Murari’s disclosures undermined the petition’s
obviousness case. Id. Patent Owner, however, egregiously doctored the most
material figure in Murari for its argument. /d. At bottom, Patent Owner tried to
rewrite a transistor reference to suggest that the presence of vertical current flow
makes a transistor a vertical transistor, and that the petition’s prior-art designs were

not lateral transistors because they had vertical current flows. /d., pp. 2-3.
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When the record is viewed accurately, however, and not through the lens of
the doctored evidence, it becomes clear that the lateral transistor in claim 1 can have
both lateral and vertical current flows—as Murari and the petition’s obviousness
combinations show. /d. It is also clear from the decision denying institution that
Patent Owner’s misrepresentations, omissions, and doctored evidence caused the
Board to misapprehend the record. /d., p. 3. The Board incorrectly relied on these
very misrepresentations in its analysis. Ex-1027, pp. 10, 15.

This Petition includes further discussion underscoring the plain & ordinary
meaning of the “lateral transistor” element—defined by the current flow and
electrode placement—as described in the 481 patent and as applied by applicant
throughout the prosecution history (Grounds 1A and 2A, [1f]). Institution is
appropriate here to further address these material errors and the challenges to the
patentability of the *481 patent claims.

B. The Differences for the Petitions

The Grounds challenging the claims of the 481 patent for both petitions are
the same, but the new petition (IPR2025-00721) further adds named-inventor public
testimony from the ITC Investigation material to the patentability of the challenged
claims and also addresses the Office’s updated policy procedures for Fintiv

discretionary denial. It would be efficient to institute one of the petitions so the Board
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may consider the Grounds in light of the new named-inventor testimony and address
errors pertaining to the patentability of the challenged claims.

C. The Petitions Do Not Constitute an Abuse of Process

Other than Petitioner’s two petitions discussed herein, there have been no
petitions previously filed by any petitioner challenging the claims of the *481 Patent.
As noted above, institution is appropriate for two reasons—(1) the named-inventor
already acknowledged that claim 5 should never have issued in the first place, and
(2) in denying institution of [IPR2024-00975 (Ex-1027), the Board erred in a manner
material to the patentability of the challenged claims by relying on Patent Owner’s
misrepresentations of the patent, its prosecution history, and the prior art (Ex-1028).
Instituting review of at least one of the petitions will allow the efficient consideration

of the patentability of the challenged claims.

II.  ORDERING OF THE PETITIONS

Petitioner requests the Board consider the petitions in the following order and
not exercise its discretion to deny either: Rank 1 - TPR2024-00975; Rank 2 —

[PR2025-00721.
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