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Outline Of Petitioner’s Oral Argument

Overview of Proceedings

Disputed Issues
 Do Schaffer + Hartley or Eller render obvious the “second filament” required by ’921 Patent, 

Claim 10 (’921 Grounds 3-4)?
 Do Schaffer + Hartley or Eller disclose or render obvious an “actuator having at least a first 

member movably coupled to the support” (’291 Grounds 3-4)?

Disputed Issues Previously Resolved by the Board
 POSITA Qualifications
 Board found a POSITA would have been motivated to combine Schaffer + Hartley or Eller 

(’921 Grounds 3-4; ’291 Grounds 3-4)
 Board found a POSITA have been motivated to combine Hartley + Eller (’921 Ground 5)
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Issues Not In Dispute

No dispute that Hartley and Eller disclose a “filament” that forms a 
“loop”

PO raises no unique arguments concerning any dependent claims 
besides ’921 Patent, Claim 10

No dispute that Petitioner’s references qualify as prior art

No evidence of secondary considerations of nonobviousness
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Overview Of IPR Proceedings
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’921 Patent IPR Grounds

Challenged ClaimsBasisReferencesGround
1-7, 9-10, 15-18, 

20-2435 U.S.C. § 102Schaffer1

1-7, 9-10, 15-18, 
20-2435 U.S.C. § 103Schaffer2

1-7, 9-10, 15-18, 
20-2435 U.S.C. § 103Schaffer + Hartley3

1-7, 9-10, 15-18, 
20-2435 U.S.C. § 103Schaffer + Eller4

1-3, 5-6, 9-10, 
15-18, 21-2435 U.S.C. § 103Hartley + Eller5

— ’921 Petition (Paper 1) at 20.
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’291 Patent IPR Grounds

Challenged ClaimsBasisReferencesGround

1-3, 5-8, 12-17, 1935 U.S.C. § 102Schaffer1

1-3, 5-8, 12-17, 1935 U.S.C. § 103Schaffer2

1-8, 12-17, 1935 U.S.C. § 103Schaffer + Hartley3

1-8, 12-17, 1935 U.S.C. § 103Schaffer + Eller4

18-1935 U.S.C. § 103Garrison + Schaffer5

18-1935 U.S.C. § 103Garrison + Schaffer + Hartley6

18-1935 U.S.C. § 103Garrison + Schaffer + Eller7

— ’291 Petition (Paper 1) at 26.



7DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’921 And ’291 Patents Related To Two Unpatentable Patents

’921 Patent
IPR2025-00728

’011 Patent
IPR2024-01157

FWD - Unpatentable

’012 Patent
IPR2025-00156

FWD - Unpatentable

Continuation

Continuation

— ’921 Ex. 1012 (’011 Pat.); ’921 Ex. 1032 (’012 Pat.); ’921 
Ex. 1042 (’011 FWD); ’921 Ex. 1048 (’012 FWD).

’291 Patent
IPR2025-00989

Divisional
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’921 Claims Overlap With Unpatentable ’011 Claims

1. A valve, comprising:
a tubular member defining a lumen configured to slidably 
receive a catheter;
a constricting mechanism including at least one filament and 
an actuator coupled to the filament, the filament comprising 
a first portion extending around at least a portion of the 
tubular member and a second portion having a first end 
extending from the first portion in one direction and a 
second end extending from the first portion in another 
direction, and the actuator comprises a first member 
coupled to the first end of the filament and a second 
member coupled to the second end of the filament, wherein 
the first member and the second member of the actuator are 
moveable between (a) a first position wherein the filament 
circumferentially constricts the lumen to create a seal and 
(b) a second position wherein the filament is moved to at 
least partially open the lumen; and
a biasing system configured to bias the first member and
the second member to the first position.

1. A valve, comprising:
an elongate member defining a lumen;
an active tensioning mechanism including an actuator 
coupled to the elongate member via a filament extending at 
least partially around the elongate member, wherein the 
actuator is moveable between (a) a first position wherein the 
lumen is constricted and sealed and (b) a second position 
wherein the lumen is at least partially open; and
a biasing member configured to bias the actuator to the first 
position.

’011 Patent [Unpatentable]’921 Patent

— ’921 Ex. 1001 (’921 Pat.), claim 1; ’921 Ex. 1012 (’011 Pat.), 
claim 1; ’921 Reply (Paper 22) 3-5. 
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’921 Claims Overlap With Unpatentable ’012 Claims

1. A valve, comprising:
an elongate member defining a lumen;
an active tensioning mechanism including an actuator 
coupled to the elongate member via a filament extending at 
least partially around the elongate member, wherein the 
actuator is moveable between (a) a first position wherein the 
lumen is constricted and sealed and (b) a second position 
wherein the lumen is at least partially open; and
a biasing member configured to bias the actuator to the first 
position.

’012 Patent [Unpatentable]’921 Patent
1. An aspiration catheter, comprising:
an elongate, flexible tubular body, having a proximal end, a 
distal end and a central lumen;
a hemostasis valve on the proximal end of the catheter, the 
hemostasis valve comprising
(a) a collapsible tubular sidewall defining a valve lumen in 
communication with the central lumen; and (b) a 
constricting mechanism having at least a first actuator, a 
first filament formed into a loop around the collapsible 
tubular sidewall, the filament having at least a first end 
portion extending away from the loop and connected to the 
first actuator, and a first spring configured to move the first 
actuator in a direction that pulls the first end portion such 
that a diameter of the valve lumen decreases in response to 
reducing a diameter of the loop.

— ’921 Ex. 1001 (’921 Pat.), claim 1; ’921 Ex. 1032 (’012 Pat.), 
claim 1; ’921 Reply (Paper 22) 3-5. 



10DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’291 Claims Overlap With Unpatentable ’011 Claims

1. A valve, comprising:
a tubular member defining a lumen configured to slidably 
receive a catheter;
a constricting mechanism including at least one filament and 
an actuator coupled to the filament, the filament comprising 
a first portion extending around at least a portion of the 
tubular member and a second portion having a first end 
extending from the first portion in one direction and a 
second end extending from the first portion in another 
direction, and the actuator comprises a first member 
coupled to the first end of the filament and a second 
member coupled to the second end of the filament, wherein 
the first member and the second member of the actuator are 
moveable between (a) a first position wherein the filament 
circumferentially constricts the lumen to create a seal and 
(b) a second position wherein the filament is moved to at 
least partially open the lumen; and
a biasing system configured to bias the first member and
the second member to the first position.

1. A hemostasis valve, comprising:
a support;
an actuator having at least a first member movably coupled 
to the support;
a collapsible tubular sidewall defining a lumen carried by the 
support;
a filament formed in a loop around the tubular sidewall, the 
filament having at least a first end portion extending away 
from the loop to the first member, and
a spring configured to move the first member in a direction 
that pulls the first end portion away from the tubular 
sidewall, reducing a diameter of the lumen in response to 
reducing a diameter of the loop.

’011 Patent [Unpatentable]’291 Patent

—’291 Ex. 1001 (’291 Pat.), claim 1; ’291 Ex. 1012 (’011 Pat.), 
claim 1; ’291 Reply (Paper 19) 2-5. 
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’291 Claims Overlap With Unpatentable ’012 Claims

1. A hemostasis valve, comprising:
a support;
an actuator having at least a first member movably coupled 
to the support;
a collapsible tubular sidewall defining a lumen carried by the 
support;
a filament formed in a loop around the tubular sidewall, the 
filament having at least a first end portion extending away 
from the loop to the first member, and
a spring configured to move the first member in a direction 
that pulls the first end portion away from the tubular 
sidewall, reducing a diameter of the lumen in response to 
reducing a diameter of the loop.

’012 Patent [Unpatentable]’291 Patent
1. An aspiration catheter, comprising:
an elongate, flexible tubular body, having a proximal end, a 
distal end and a central lumen;
a hemostasis valve on the proximal end of the catheter, the 
hemostasis valve comprising
(a) a collapsible tubular sidewall defining a valve lumen in 
communication with the central lumen; and (b) a 
constricting mechanism having at least a first actuator, a 
first filament formed into a loop around the collapsible 
tubular sidewall, the filament having at least a first end 
portion extending away from the loop and connected to the 
first actuator, and a first spring configured to move the first 
actuator in a direction that pulls the first end portion such 
that a diameter of the valve lumen decreases in response to 
reducing a diameter of the loop.

— ’291 Ex. 1001 (’291 Pat.), claim 1; ’291 Ex. 1022 (’012 Pat.), 
claim 1; ’291 Reply (Paper 19) 2-5. 
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District Court-PTAB Make Consistent Preliminary Findings 

Inari asserted ’921 Patent (claims 1 and 10) in preliminary injunction motion

District Court found Imperative Care raised “substantial question of validity”

 District Court cited Board’s ’011 Patent institution decision

 District court found overlap in the ’011 and ’921 patent claims

District Court found argument that claim 10 is patentable “not persuasive” 
based on Schaffer

—’921 Ex. 1038 (Order Denying PI) at 15-17.
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Schaffer + Hartley or Eller Render Claim 10 of the 
’921 Patent Obvious 

(’921 Patent, Grounds 3-4)
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’921 Patent, Claim 10

Do Schaffer + Hartley or Eller disclose or render obvious the “second 
filament” required by Claim 10 (Grounds 3-4)?

—’921 POR (Paper 18) at 61-66.
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Eller Shows That POSITAs Possessed The Skills To 
Optimize The Number Of Wire Members

—’921 Reply (Paper 22) at 19-20; Ex. 1007 (Eller) at 16:7-19, 
Fig. 2.
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Hartley Discloses A String For Constricting A Valve

—’921 Petition (Paper 1) at 66; Ex. 1006 (Hartley), [0031], Fig. 3.
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No Dispute Hartley’s String Includes Multiple Threads

—’921 Ex. 1014 (Google Def.); ’921 Ex. 1015 (Cambridge Def.); ’921 Ex. 
1003 (Thornton Decl.) ¶152; ’921 Sur-Reply (Paper 23) at 11.

“String” Definition

PO’s Sur-Reply
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Eller’s “Wire Member” Includes Multiple Strands

—Ex. 1007 (Eller) at 15:61-16:6, Fig. 2.
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No Dispute A Thread Or Strand Is A “Filament”

’921 Patent: “In some embodiments, the filament 150 can comprise one or 
several threads, lines, cords, rope, ribbon, flat wire, sheet or tape.” – Ex. 1001, 
9:15-17

’011/’012 FWDs: “we agree with Petitioner that a ‘filament’ as claimed 
encompasses one or more threads, lines, cords, rope, ribbon, flat wire, sheet, 
or tape.” – Ex. 1042, 17; Ex. 1048, 18.

PO’s Proposed “Filament” Construction:  “a thin, flexible length of material 
formed by one or more strands of material” – POR (Paper 18) at 12-13.

—’921 Petition (Paper 1) at 66-70; ’921 Reply (Paper 22) at 13-
17.
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PO’s Expert Agrees Each Thread Is A Filament

—’921 Ex. 1047 (Zaleky Dep. Tr.) at 31:4-32:5.
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Hartley’s String & Eller’s “Wire Member” Include At Least 
First And Second “Filaments”

—’921 Ex. 1003 (Thornton Decl.) at ¶¶152, 157; ’921 Petition 
(Paper 1) 66-70.
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PO Attempts To Import “Separate” Limitation Into Claim 10

POR

—’921 POR (Paper 18) at 63.
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No Support For “Separate” Limitation

“Separate” (or similar term) does not appear in Claim 10

“Separate” (or similar term) not used in specification to describe first and 
second filaments

No argument prosecution history supports a “separate” limitation

PO identifies no disclaimer or lexicography

—’921 POR (Paper 18) at 61-66; ’921 Sur-Reply (Paper 23) at 
10-16.
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PO Argues Board Should Impermissibly Import “Separate” 
From Preferred Embodiments

—’921 Ex. 1001 (’921 Pat.) at 12:54-61, Fig. 7-8; ’921 POR 
(Paper 18) at 62-63.

POR
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PO Disregards Specification’s Broad Description Of 
“Filament”

—’921 Ex. 1001 (’921 Pat.) at 2:65-3:2, 9:1-17; ’921 Reply 
(Paper 22) at 13-17.
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PO’s Expert Unable To Explain Degree Of Separateness

—’921 Ex. 1047 (Zaleky Dep. Tr.) at 32:6-33:14.
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Also Obvious To Replace Plastic/Metal U-Shaped Actuating 
Members With String Or Wire Member

—’921 Petition (Paper 1) at 68-70; Ex. 1005 (Schaffer), [0075], 
Figs. 31-32; ’921 Ex. 1003 (Thornton Decl.) at ¶¶154-159.



28DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hartley Discloses a “Filament”

—Ex. 1006 (Hartley), Abstract, [0017], Fig. 1.
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Eller Discloses a “Filament”

—Ex. 1007 (Eller), 5:1-5, 16:7-19, 21:37-22:31, 23:50-25:9, 
Fig. 2.
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Several Undisputed Motivations To Substitute Plastic/Metal 
U-Shaped Actuating Members With String Or Wire Member
Hartley/Eller suggest using string/wire member to constrict tube in a valve

Hartley/Eller disclose string/wire conform to tools of various sizes/shapes

A finite number of predictable materials existed for use as actuating members 
including a string and wire member

This is a substitution of one known element (string/wire member) for another 
(plastic/metal members) to yield the predictable result of sealing the valve

Eller discloses POSITAs possessed skills to “select a suitable number of wire 
members to include in a selective” valve

—’921 Petition (Paper 1) at 68-70; ’921 Ex. 1003 (Thornton Decl.) at ¶¶154-
159; ’921 Reply (Paper 22) at 18-22; Ex. 1007 (Eller) at 16:7-19.
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PO Argues Strings/Wire Members Might Interfere

PO Response

—’921 POR (Paper 18) at 65; ’921 Ex. 2033 (Zalesky Decl.) at 
¶182 (same as POR).
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’921 Patent Never Describes Methods To Solve Interference

—’921 Reply (Paper 22) at 19-20; ’921 Ex. 1001 (’921 Pat.) at 
13:23-35, Figs. 8-9.
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Eller Never Identifies Interference As A Problem 

—’921 Reply (Paper 22) at 19-20; Ex. 1007 (Eller) at 16:7-19, 
Fig. 2.
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Schaffer + Hartley or Eller Disclose Or Render 
Obvious “Movably Coupled”
(’291 Patent, Grounds 3-4)
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’291 Patent, Claim 1

Do Schaffer + Hartley or Eller disclose or render obvious an “actuator having at 
least a first member movably coupled to the support” (’291 Grounds 3-4)?

—’291 POR (Paper 15) at 36-39, 40 n.3.
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No Dispute Schaffer’s Housing Is A “Support”

—’291 Petition (Paper 1) at 31-35; ’291 Ex. 1003 (Thornton 
Decl.) ¶¶83-86; Ex. 1005 (Schaffer) at [0076], Fig. 32.
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Schaffer’s Actuator Button Is Movably Coupled To The 
Support

—Ex. 1005 (Schaffer) at [0076]-[0077], Fig. 32; ’291 Petition
(Paper 1) at 31-35; ’291 Ex. 1003 (Thornton Decl.) ¶¶83-86. 
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Parties Agree Schaffer’s Buttons Cannot Be Separated From 
Support

PO Response

—’291 Patent POR (Paper 15) at 37; see also id. at 39 
(acknowledging buttons do not “fall out of the housing”).
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PO’s Expert Attempts To Import Additional Limitations Into 
The Claims

—’291 Ex. 2009 (Supp. Zalesky Decl.) at ¶99; see also ’291 
POR (Paper 15) at 36-39 (presenting same argument).
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“Coupled” Does Not Require “Directly” Coupled Or “Retention 
Features 140”

Claims do not use “directly” coupled or “retention feature” (or similar terms) 

Plain and ordinary meaning of “coupled” includes direct and indirect coupling
 See ’291 Reply (Paper 19) at 7-8 (collecting cases)

No prosecution history support

’291 Patent specification uses “coupled” to mean direct or indirect coupling

—’291 Ex. 1001 (’291 Pat.) at 11:35-42; see also ’291 Reply 
(Paper 19) at 5-13 (presenting arguments).
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“Retention Features 140” Are Optional

—’291 Ex. 1001 (’291 Pat.) at 8:17-23; ’291 Ex. 2009 (Supp. 
Zalesky Decl.) at ¶99; ’291 Reply (Paper 19) at 11-13.
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Issues Previously Resolved By The Board
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Disputed Issues Previously Resolved By Board

POSITA Qualifications

Board found a POSITA would have been motivated to combine Schaffer + 
Hartley or Eller (’921 Grounds 3-4; ’291 Grounds 3-4)

Board found a POSITA would have been motivated to combine Hartley + Eller 
(’921 Ground 5)
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The POSITA Definition Has Been Resolved
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The Board Has Resolved The POSITA Definition

Parties propose the same POSITA definitions as in ’011 and ’012 Patent IPRs

Board adopted the same definition in the ’011 and ’012 FWDs:

 Undergraduate degree in mechanical engineering or a related engineering 
discipline; and

 2-4 years of design or engineering experience related to products in the field 
of the invention, which involves endovascular devices and the surgical 
procedures that use such devices

No dispute Petitioner’s expert qualifies

—’921 Ex. 1042 (’011 FWD) at 13-14; ’921 Ex. 1048 (’012 
FWD) at 13-14; ’921 Reply (Paper 22) at 1.
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PO’s Expert Is Inconsistent

—’921 Ex. 1037 (Zalesky 6/23/25 Dep. Tr.) at 72:21-73:2, 
74:18-75:1.

Zalesky Dep. Tr. (PO’s Expert)
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The Board Found A Motivation To Combine 
Schaffer + Hartley Or Eller
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Evidence Supports A Motivation To Combine Schaffer + 
Hartley Or Eller

’011/’012 FWDs’921/’291 IPRsMotivation to Combine
’921 Ex. 1042 (’011 
FWD) 52; ’921 Ex. 

1048 (’012 FWD) 55 

’921 Petition 36, 43; ’921 
Reply 6-10; ’291 Petition 
51-52; ’291 Reply 13-16  

Hartley/Eller disclose using a string/wire to seal a 
hemostasis valve

Ex. 1042, 53-55; 
Ex. 1048, 56-67

’921 Petition 36-37, 43; ’921 
Reply 6-8; ’291 Petition 51-

52; ’291 Reply 13-16   

Hartley’s string or Eller’s wire form a better seal than 
Schaffer’s U-shaped actuating members in some 
circumstances

Ex. 1042, 51-53; 
Ex. 1048, 54-56

’921 Petition 35-36, 42-43; 
’921 Reply 10-12; ’291 

Petition 51; ’291 Reply 18-
20

Substitution of one known element (Hartley’s 
string/Eller’s wire) for another (Schaffer’s U-shaped 
actuating members) to yield predictable results

Ex. 1042, 55-56; 
Ex. 1048, 57-58

’921 Petition 37, 43; ’921 
Reply  12; ’291 Petition 52; 

’291 Reply 20  

Finite number of options for constricting a tubular 
member in a hemostasis valve in 2017

—’921 Ex. 1003 (Thornton Decl.) at ¶¶85-89, 99-102; ’291 Ex. 
1003 (Thornton Decl.) at ¶¶106-111, 123-126. 
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Board Agreed Evidence Supported Motivation To Combine

—’921 Ex. 1042 (’011 FWD) at 51-52; ’921 Ex. 1048 (’012 FWD) 
at 54-55. 
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Board Agreed Evidence Supported Motivation To Combine

—’921 Ex. 1042 (’011 FWD) at 52-54; ’921 Ex. 1048 (’012 
FWD) at 55-56. 
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Board Has Rejected PO’s Arguments Against A Motivation To 
Combine

’011/’012 FWDs’921/’291 IPRArgument
’921 Ex. 1042 (’011 

FWD) 57-59; ’921 Ex. 
1048 (’012 FWD) 58-59 

’921 POR 29-34; 
’291 POR 41-46  

Petitioner’s motivation to combine does not exist 
(e.g., Schaffer already seals perfectly)

Ex. 1042, 59-62; 
Ex. 1048, 59-63 

’921 POR 34-38; 
’291 POR 46-49

Petitioner’s defect would only exist after modifying 
Schaffer to form an inferior valve

Ex. 1042, 66-68;   
Ex. 1048, 69-70

’921 POR 38-54; 
’291 POR 50-62 

The combination is not a simple substitution (e.g., 
Schaffer discloses more plausible solutions) 

Ex. 1042, 55-56;   
Ex. 1048, 57’921 POR 54-55; 

’291 POR 64-66 

The solutions for constricting a tubular member in 
a hemostasis valve were not finite, identifiable, or 
known

Ex. 1042, 62-66;   
Ex. 1048, 64-69

’921 POR 55-61; 
’291 POR 66-70 

The modifications would change Schaffer’s 
principles of operation (e.g., forcible 
disengagement, durability, manufacturing)

—’921 Ex. 1003 (Thornton Decl.) at ¶¶85-89, 99-102; ’291 Ex. 1003 
(Thornton Decl.) at ¶¶106-111, 123-126.
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Schaffer Compared To The ’921 Patent

—’921 Petition (Paper 1) at 5.
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Hartley’s Filament Forms A “Loop”

—’921 Petition (Paper 1) at 34-35, 49-50; Ex. 1006 (Hartley), 
[0031], Fig. 3.
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Simple Methods to Attach Hartley’s Filament To Actuator

—’921 Petition (Paper 1) at 34-35, 37-38; Ex. 1006 (Hartley), 
[0031], Fig. 3.
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Eller Discloses A “Filament”

—Ex. 1007 (Eller), 5:1-5, 16:7-19, 21:37-22:31, 23:50-25:9, 
Fig. 2; ’921 Petition (Paper 1) at 40-42.
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Eller’s Filament Forms A “Loop”

—Ex. 1007 (Eller), 22:18-24, Fig. 21.
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Simple Methods To Attach Eller’s Filament To Actuator

—Ex. 1007 (Eller), 14:37-43, Fig. 2; ’921 Petition (Paper 1) at 
43-45. 
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First Motivation To Combine Schaffer + Hartley

—’921 Ex. 1003 (Thornton Decl.) ¶85; ’921 Petition (Paper 1) at 
35-36; ’921 Reply (Paper 22) at 6-7.
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First Motivation To Combine Schaffer + Eller

—’921 Ex. 1003 (Thornton Decl.) ¶99; ’921 Petition (Paper 1) at 
42-43; ’921 Reply (Paper 22) at 6-7.
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Second Motivation To Combine Schaffer + Hartley Or Eller

—’921 Ex. 1003 (Thornton Decl.) ¶¶86, 100; ’921 Petition (Paper 
1) at 36-37; ’921 Reply (Paper 22) at 6-8.
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PO’s Argument Schaffer Would Not Form Small 
Gaps Lacks Support

PO Response

—’921 POR (Paper 18) at 29, 33-34.
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Schaffer Forms A “Nearly Fluid/Gas Tight Seal”

PO Response Schaffer

—’921 POR (Paper 18) at 30; Ex. 1005 (Schaffer), [0059].
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PO’s Expert Agrees Schaffer Would Not Seal Perfectly

—’921 Ex. 1045 (Zalesky Dep.) at 131:17-25.
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Figs. 30-34 Do Not Require “Third Seal Member 165”

Schaffer

—Ex. 1005 (Schaffer) [0075]-[0077]; ’921 POR (Paper 18) at 30-34; ’921 
Reply (Paper 22) at 6-8; ’921 Ex. 1003 (Thornton Decl.) at ¶86. 

Schaffer
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Schaffer Discloses Many Seal Module Materials 

—Ex. 1005 (Schaffer) [0057]; ’921 Ex. 1003 (Thornton Decl.) at 
¶86.

Schaffer
Thornton Decl.
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Figures 30-34 Do Not Identify Item 165

—Ex. 1005 (Schaffer), Figs. 32-33; ’921 Reply (Paper 17) at 6-8; 
’921 Ex. 1003 (Thornton Decl.) at ¶86.



67DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Board Previously Found Third Seal Member Not Required

—’921 Ex. 1042 (’011 FWD) at 58; ’921 Ex. 1048 (’012 FWD) 
at 60. 



68DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

A “Sticky” Seal Would Not Work For Figs. 30-34
Schaffer Thornton Decl.

—Ex. 1005 (Schaffer) [0059]; ’921 Ex. 1003 (Thornton Decl.) at  
¶86.



69DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Argument Regarding Two Instruments Not Probative
PO Response

—’921 POR (Paper 18) at 37-38; ’921 Reply (Paper 22) at 7-8; 
’921 Ex. 1039 (Thornton Supp. Decl.) at ¶35.



70DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Relies On A Different Embodiment For Two Instrument 
Argument

PO’s reliance on this section erroneous 
because:

• Disclosure applies to Figs. 12-15

• Disclosure applies to an 
“embodiment”

• Disclosed embodiment requires 
three seal members

—Ex. 1005 (Schaffer) at [0068]; ’921 Reply (Paper 22) at 7-8; 
Ex. 1039 (Thornton Supp. Decl.) at ¶35. 



71DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Drawing Is Inaccurate

Thornton Supp. Decl.

—’921 Reply (Paper 22) at 7-8; Ex. 1039 (Thornton Supp. Decl.) 
at ¶35; Ex. 1005 (Schaffer) at [0068].



72DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board Previously Rejected This Argument

—’921 Ex. 1042 (’011 FWD) at 60; ’921 Ex. 1048 (’012 FWD) 
at 62. 



73DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Third Motivation To Combine Schaffer + Hartley Or Eller

—’921 Ex. 1003 (Thornton Decl.) at ¶¶87, 101; ’921 Petition 
(Paper 1) at 35-36, 43.



74DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Simple Methods May Be Used To Combine 
Hartley With Schaffer

Thornton Decl.

—’921 Ex. 1003 (Thornton Decl.) at ¶90; ’921 Petition (Paper 1) 
at 37-38.



75DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Simple Methods May Be Used To Combine Eller With 
Schaffer

—’921 Ex. 1003 (Thornton Decl.) at ¶103; ’921 Petition (Paper 1) 
at 43-44.

Thornton Decl.



76DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Fourth Motivation To Combine Schaffer + Hartley Or Eller

—’921 Ex. 1003 (Thornton Decl.) at ¶¶88, 102; ’921 Petition 
(Paper 1) at 37, 43.

Thornton Decl.



77DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Fails To Identify Other Methods To Constrict A Tube

PO Response

—’921 POR (Paper 18) at 72-73.



78DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Mr. Thornton Explained Schaffer/Hartley/Eller Are Different
Thornton Depo. Transcript

—’921 Ex. 2031 (Thornton Dep. Tr.) at 108:14-109:7; ’921 Reply 
(Paper 22) at 12.



79DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Options Still Finite If Different “Pinch” Valves Included
Thornton Depo. Transcript

—’921 Ex. 2031 (Thornton Dep. Tr.) at 118:4-15.



80DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board Found Evidence Shows Four Known Options

—’921 Ex. 1042 (’011 FWD) at 55-56; ’921 Ex. 1048 (’012 
FWD) at 57. 



81DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Schaffer’s “Principles Of Operation” Remain Unchanged

—’921 Ex. 1039 (Supp. Thornton Decl.) at ¶39; ’921 Reply 
(Paper 22) at 8-10.

Thornton Supp. Decl.



82DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board Previously Rejected This Argument

—’921 Ex. 1042 (’011 FWD) at 63-68; ’921 Ex. 1048 (’012 
FWD) at 64-68. 



83DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The String/Wire Permit Forcible Disengagement

Schaffer

—Ex. 1005 (Schaffer), [0077]; ’921 Ex. 1020 (Thornton Supp. 
Decl.) at ¶41; ’921 Reply (Paper 22) at 9.



84DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

String/Wire Does Not Compromise “Ease of Manufacturing”
Schaffer

—Ex. 1005 (Schaffer) at [0083]; ’921 Ex. 1003 (Thornton Decl.) 
at ¶87; ’921 Reply (Paper 22) at 9-10.



85DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

String/Wire Does Not Compromise “Durability”
Zalesky Depo. Tr. (PO’s Expert)

—’921 Ex. 1037 (Zalesky Dep. Tr.) at 169:16-170:11; ’921 Ex. 
1003 (Thornton Decl.) at ¶87; ’921 Reply (Paper 22) at 9-10.



86

The Board Found A Motivation to Combine Hartley + 
Eller

(’921 Patent IPR, Ground 5)



87DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hartley Discloses A Rotating Valve

—’921 Petition (Paper 1) at 66; Ex. 1006 (Hartley) at [0031], Fig. 
3.



88DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Eller Describes A Biasing System For A Rotating Valve

—Ex. 1007 (Eller) at 19:22-30, Fig. 2; ’921 Petition (Paper 1) 
at 93-97; ’921 Ex. 1003 (Thornton Decl.) at ¶¶236-243.



89DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Many Reasons To Combine Eller’s Biasing System With 
Hartley’s Valve

Biasing system ensures that Hartley’s valve seals quickly

Biasing system simplifies operation of Hartley’s valve

Combination of known elements according to known methods to yield 
predictable results

—’921 Ex. 1003 (Thornton Decl.) at ¶¶238-240; ’921 Petition 
(Paper 1) at 93-97.



90DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POSITA Would Have Had A Reasonable Expectation of 
Success

Hartley/Eller from the same field and address the same problem

The valves share several common features including a string/wire to constrict a 
tubular member within the valve

Eller’s torsion spring is positioned between rotating components

—’921 Ex. 1003 (Thornton Decl.) at ¶¶241-243; ’921 Petition 
(Paper 1) at 93-97.



91DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board Found A Motivation To Combine Hartley + Eller

—’921 Ex. 1049 (’005 FWD) at ¶¶241-243; ’921 Petition 
(Paper 1) at 93-97.



92DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Misidentifies How Hartley’s Valve Achieves Its “Objective”

PO Response

—’921 POR (Paper 22) at 67-68.



93DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Ball And Detent Are Optional
‘005 FWD

—’921 Ex. 1049 (’005 FWD) at 64-65; Ex. 1006 (Hartley) at  
[0015], [0018].

Hartley






