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I. INTRODUCTION 

With the district court trial stayed, Patent Owner is left unable to muster a 

compelling argument for discretionary denial under “existing Board precedent 

(including Fintiv, General Plastic, and Advanced Bionics)” (March 26, 2025 

Interim Process for PTAB Workload Management (“Workload Memo”) at 2).  

Instead, Patent Owner purports to advance arguments based on alleged “unfair 

dealing” and “settled expectations.”  Request for Discretionary Denial (“Req.,” 

Paper 6) at 2, 5.  The Director should deny Patent Owner’s request for several 

reasons.   

First, Patent Owner’s “unfair dealing” argument is nothing more than an 

assignor estoppel argument.  The Federal Circuit has unequivocally held that 

assignor estoppel does not apply to IPR proceedings.  Hologic, Inc. v. Minerva 

Surgical, Inc., 957 F.3d 1256, 1266-1267 (Fed. Cir. 2020); Arista Networks, Inc. v. 

Cisco Sys., Inc., 908 F.3d 792, 804 (Fed. Cir. 2018).  Patent Owner argues that the 

Director may use her discretion to ignore controlling precedent by invoking 

§314(a).  Not so.  Discretionary authority cannot be invoked to act contrary to 

binding law.   

Second, there is no basis to conclude that Petitioner engaged in unfair 

dealings or that assignor estoppel would apply, even if that doctrine were allowed 

in IPR.  As reflected in the title of the ’340 patent—as well as the specification and 
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figures—the problem and solution that the inventors developed was directed to 

“databases in a hyperconverged system.”  EX1001, Title, 3:10-13, Fig. 1.  That is 

the type of system offered by Patent Owner Nutanix, now and when the ’340 

patent’s specification was filed.  Yet Patent Owner is now attempting to assert the 

’340 patent against Petitioner’s product offering which does not use a 

hyperconverged system.  If any unfair dealing exists, it is Patent Owner’s decision 

to anti-competitively and improperly interpret the claim scope to cover Petitioner’s 

different, non-hyperconverged product that uses a fundamentally different cloud-

native infrastructure.  Petitioner should be permitted to challenge this new 

litigation-driven interpretation and show how the overreach dooms the patent as 

invalid. 

Patent Owner’s reliance on the Director’s decision denying institution in 

IPR2025-00322 is also misplaced.  That IPR involved a different patent, U.S. 

Patent No. 11,010,336 (“the ’336 patent”) (EX1125).  Like the ’340 patent at issue 

here, the ’336 patent is directed to a “hyperconverged infrastructure system,” as 

stated in the ’336 patent’s title and claims.  EX1125, Title, 40:5-6, 41:11-12, 42:7-

8.  But whereas every claim of the ’336 patent appropriately recites limitations 

directed to “a hyperconverged infrastructure system,” the ’340 patent is devoid of 

this claim language.  The inventors did not certify a patent untethered from a 

hyperconverged infrastructure.  Rather, as the title, specification, and figures 
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indicate, the inventors disclosed techniques for “backing up highly available source 

databases in a hyperconverged system.”  See also EX1001, pg. 1 (title); see also 

id., 3:10-13 (“The present disclosure is generally directed to a hyperconverged 

virtual computing system having a plurality of clusters.”) (emphasis added), Fig. 1 

(illustrating hyperconverged infrastructure).  Absent the hyperconverged 

infrastructure, the claims do not recite a novel and non-obvious concept.   

Third, the lack of any “settled expectations” (Req. at 5) favors institution.  

The ’340 patent issued two years after the inventors left Nutanix, on May 2, 2023.  

This IPR thus constitutes an early challenge to the ’340 patent, which the Director 

has repeatedly held “weigh[s] against discretionary denial.”  Resmed Corp. v. 

Cleveland Medical Devices, Inc., IPR2025-00246, Paper 10 at 2 (Jun. 12, 2025) 

(“The challenged patents were issued recently, in 2024. Early challenges favor 

robust, predictable patent rights and weigh against discretionary denial.”); Tesla, 

Inc. v. Charge Fusion Tech., LLC, IPR2025-00152, Paper 11 at 3 (Jun. 12, 2025) 

(“patents issued recently, in 2023 and 2024”); Zhuhai CosMx Battery Co. Ltd., v. 

Nindge Amperex Technology Limited, IPR2025-00385, Paper 9 at 2 (Jul. 2, 2025) 

(issuance of patents “in 2024, 2023, and 2021” “counsel[s] against discretionary 

denial” because “the challenged patents have not been in force for a significant 

period of time”); see also Cambridge Industries v. Applied Optoelectronics, Inc., 

IPR2025-00433, Paper 12 at 2 (Jun. 27, 2025) (similar). 
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II. BACKGROUND 

In February 2021, Nutanix filed the application that became the ’340 patent, 

naming three inventors: Balasubrahmanyam Kuchibhotla (“Kuchibhotla”), 

Kamaldeep Khanuja (“Khanuja”), and Sagar Sontakke (“Sontakke”).  Pursuant to 

their employment agreements (EX1127), inventors Kuchibhotla and Khanuja 

assigned the application to Nutanix.  The inventors were not directly compensated 

(beyond their salary or bonus structure) for the assignment of any invention that 

may become a Nutanix-owned patent.  And their participation in the prosecution 

process was passive at best (e.g., signing the assignment and oaths as required by 

their employment agreement). 

The problem and solution described in the ’340 patent involves databases in 

a hyperconverged infrastructure.  This fact is reflected in the title of the patent: 

“system and method for backing up highly available source databases in a 

hyperconverged system.”  EX1001, title.  It is reflected in the specification’s 

description of the “present disclosure”: “The present disclosure is generally 

directed to a hyperconverged virtual computing system having a plurality of 

clusters.”  EX1001, 3:10-13 (emphasis added).  It is reflected in the figures of the 

’340 patent, which show a hyperconverged infrastructure.  Compare EX1001, Fig. 

1 with EX1129 (Nutanix Patent No. 12,174,856) at Fig. 1 (including the same 
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figure), 2:17-20 (“FIG. 1 is an example block diagram of a cluster in a 

hyperconverged virtual computing system…”); see also EX1124, p. 2 (Nutanix 

webpage showing substantially the same figure under the heading “What is 

Hyperconvergence?”).  And it is reflected in Nutanix’s commercial product, 

Nutanix Era, which, according to Nutanix, “is built on a sophisticated, 

hyperconverged architecture.”  EX1130 (Nutanix’s Complaint in district court), 

¶17. 

After the ’340 patent’s application was filed but years before it issued as a 

patent, Kuchibhotla and Khanuja left Nutanix to work on a new innovative, cloud-

native database management architecture at Petitioner, Tessell.  They were later 

joined by Sontakke.   

Tessell’s offerings do not rely on a hyperconverged infrastructure.  

Kuchibhotla and Khanuja came to realize that a hyperconverged infrastructure had 

drawbacks relating to hardware compatibility, configuration difficulties, 

scalability, resource utilization, and vendor lock-in, to name a few.  Through hard 

work and innovation, and working from first principles, they developed a different 

offering that dramatically simplifies and reduces the cost of creating, managing, 

and modernizing databases in the public cloud.  Tessell’s offering runs on a cloud-

native service and implements a unified control plane that makes it easier to set-up, 

manage, secure and scale cloud databases across platforms.   
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After Tessell launched its first product offering, the ’340 patent issued on 

May 2, 2023.  In an attempt to derail Tessell’s success which Nutanix had been 

closely monitoring, Nutanix asserted the ’340 patent against Tessell less than a 

year later, in March 2024.  Nutanix wrongly asserts that Tessell’s cloud-native 

database service, which does not use a hyperconverged infrastructure, falls within 

the scope of the claims. 

III. ARGUMENT 

A. Patent Owner’s Argument Is Contrary to Federal Circuit 
Authority 

The Federal Circuit has made very clear that assignor estoppel cannot be 

applied to prevent an IPR.  Arista Networks, Inc. v. Cisco Sys., Inc., 908 F.3d 792, 

804 (Fed. Cir. 2018).  Patent Owner itself concedes that “[t]he Board and the 

Federal Circuit have previously held that assignor estoppel does not apply in IPRs 

based on the language of 35 U.S.C. § 311(a),” but argues that the Director may 

ignore these decisions by “exercis[ing] her discretion under § 314(a).”  Req. at 2-3 

n.1.  Not so.  This is a “difference without distinction.”  Tessell, Inc. v. Nutanix, 

Inc., IPR2025-00298, Paper 11 at 22 (Jun. 2, 2025).1  What Patent Owner alleges 

 
1   Patent Owner’s citation to Minerva Surgical, Inc. v. Hologic, Inc., 594 U.S. 559, 

574-575 (2021) (Req. at 3) is inapposite.   In Minerva, the Supreme Court did not 

disturb the Federal Circuit’s decision that the doctrine of assignor estoppel does 
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occurred here as a basis for this new “unfair dealing” category of discretionary 

denial is indistinguishable from the typical factual allegations under which the 

assignor estoppel “doctrine often arises”: “where an employee invents something 

during his or her tenure with a company, assigns the rights to that invention to his 

or her employer, then leaves the company to join or found a competing company.”  

Arista, 908 F.3d at 801. 

 
not bar an assignor from filing a petition for IPR.  See Hologic, Inc. v. Minerva 

Surgical, Inc., 957 F.3d 1256, 1266 (Fed. Cir. 2020) (“This court has held that the 

doctrine of assignor estoppel does not bar an assignor from filing a petition for 

IPR.”).  Moreover, Minerva involved a situation where “a person sells his patent 

rights… to the buyer.”  Minerva, 594 U.S. at 575.  Here, the inventors of the ’340 

patent did not assign their patent right to Patent Owner  for value.  The inventors 

were not directly compensated for the assignment and have not used the ’340 

patent at Tessell.  Thus, the facts of Minerva are inapplicable.  In fact, Minerva 

supports Petitioner by confirming that assignor estoppel does not apply here.  See 

Minerva, 594 U.S. at 561 (“[T]here is no ground for applying assignor estoppel… 

in certain employment arrangements, when an employee assigns to his employer 

patent rights in any future inventions he may develop during his employment.”). 
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B. No “Unfair Dealings” Exist 

Patent Owner’s unfair dealing argument also lacks merit.  Patent Owner 

bases its argument on a faulty premise: that Petitioner’s challenge contravenes the 

“representations and warranties” made by the inventors in their assignment 

agreements and that the inventors are allegedly attempting to “profit from their 

invention a second time to compete with Nutanix.”  Req. at 4.  Not so. 

The inventors of the ’340 patent disclosed an invention for “backing up 

highly available source databases in a hyperconverged system.”  EX1001, Title, 

3:10-13, Fig. 1.  Absent the hyperconverged infrastructure, the claims do not recite 

a novel and non-obvious concept.  In fact, at the time the ’340 patent was filed the 

inventors were already aware of prior art disclosing highly available source 

databases (such as AlwaysOn technology), and submitted references about them in 

the original IDS.  EX1002, 23 (e.g., citing prior art entitled, e.g., “Always On 

availability groups: a high-availability and disaster-recovery solution” and “What 

is an Always On availability group?”).  The hyperconverged infrastructure was a 

critical aspect of what the inventors understood the ’340 patent to disclose.  This is 

reflected in the title of the patent which refers to a “hyperconverged” system.  It is 

reflected in the figures (e.g., Fig. 1) which illustrate a hyperconverged system.  

And it is reflected in the specification which states that the “present disclosure is 

directed to a hyperconverged virtual computing system having a plurality of 
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clusters, with each of the plurality of clusters having a plurality of nodes.”  

EX1001, 3:10-13.  The original claims similarly recited that the system was 

directed to a plurality of “cluster[s]” that have a “plurality of nodes,” which the 

inventors understood to be reciting the hyperconverged system described in the 

disclosure of the ’340 patent.  EX1002, 32-38. 

Now, however, Patent Owner has brought litigation against Petitioner that 

upends that understanding by reading the claims to cover databases that are not in 

a hyperconverged system.  By interpreting the claims to eliminate the 

hyperconverged concept, Patent Owner has attempted to broaden the claim scope 

in a manner that encompasses the prior art.  For example, the Petition relies upon a 

single ground based on U.S. Patent No. 9,934,107 (“Chikkanayakanahally”) 

(EX1005) which, like other prior art, teaches a database with replicated copies as a 

“highly available” database.  Petition (“Pet.,” Paper 2) at 3.  It would be unfair to 

Petitioner to allow Patent Owner to distort the claims far beyond the original 

disclosure and at the same time preclude Petitioner from challenging their 

invalidity to defend itself.   

Moreover, as the Supreme Court explained, assignor estoppel “comes with 

limits,” and it would not be “fair” to apply it to the situation where, as here, an 

inventor as part of their employment agreement signs an invention assignment that 

pertains to future inventions developed during their employment.  See Minerva, 
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594 U.S. at 561 (“[T]here is no ground for applying assignor estoppel… in certain 

employment arrangements, when an employee assigns to his employer patent 

rights in any future inventions he may develop during his employment.”); see also 

Brilliant Instruments, Inc. v. GuideTech, Inc., 2014 WL 576244, *3 (N.D. Cal. 

Feb. 12, 2014) (“there are a number of exceptions where the equities would weigh 

against assignor estoppel … in an increasingly common circumstance in the 

modern workplace, the inventor may be an employee who participated 

perfunctorily in the claims prosecution process, with very little say in drafting the 

scope of the claims, and the resulting patent may cover a far broader invention than 

the inventor intended to convey”).  Here, the inventors were not directly 

compensated (beyond their salary or bonus structure) for the assignment of any 

invention that may become a Nutanix-owned patent.  And their participation in the 

prosecution process was passive at best (e.g., signing the assignment and oaths as 

required by their employment agreement).  In other words, the inventors who 

departed Nutanix two years before the ’340 patent issued did not participate in the 

prosecution of the claims or certify an invention that is disconnected from 

hyperconverged infrastructures. 

C. The Lack of Settled Expectation Counsels Against Discretionary 
Denial 

The Director has repeatedly explained that “[e]arly challenges favor robust, 

predictable patent rights and weight against discretionary denial.”  Resmed, 
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IPR2025-00246, Paper 10 at 2; Tesla, IPR2025-00152, Paper 11 at 3.  For instance, 

ResMed involved a patent that issued in 2024.  Resmed, IPR2025-00246, Paper 10 

at 2.  The Director found that the parties had invested resources in the district court 

proceedings, but nevertheless concluded “that consideration is outweighed by the 

early challenges to the patents at issue.”  Id.  Similarly, in Tesla the Director found 

that the issuance of patents in 2023 and 2024 weighed against discretionary denial.  

Tesla, IPR2025-00152, Paper 11 at 3.  Other decisions from the Director conclude 

that settled expectations do not exist for patents that issued as far back as 2021 or 

2019.   Zhuhai, IPR2025-00385, Paper 9 at 2; Cambridge, IPR2025-00433, Paper 

12 at 2.  Here, the ’340 patent issued on May 2, 2023 and Petitioner’s early 

challenge counsels against discretionary denial 

IV. CONCLUSION 

For these reasons, the Director should not exercise her discretion to deny 

institution and should submit this Petition to the panel for review of its merits. 
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