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Nixon & Vanderhye P.C. 
 

 ATTORNEYS AT LAW  

11TH FLOOR 
901 NORTH GLEBE ROAD 
ARLINGTON, VIRGINIA 
22203-1808 

 
 

TELEPHONE:  (703) 816-4000 
FACSIMILE:  (703) 816-4100 
WRITER'S DIRECT DIAL 
NUMBER:  703-816-4007 

RAR@NIXONVAN.COM 

   

June 18, 2014 
Via Email and U. S. Mail 

 
Michael P. Sandonato, Esq., 
Fitzpatrick, Cella, Harper & Scinto  
1290 Avenue of the Americas 
New York, NY 10104 

 
Re:   Osseo Imaging, LLC v. Sirona Dental Systems 
         U.S. Patent Nos. 6,381,301 and 6,944,262 and 8,498,374  

  Our Reference: 5458-2  
 
Dear Mr. Sandonato: 
 

As you may recall, we exchanged correspondence in late 2009 through the early Spring 
of 2010 with respect to Osseo Imaging’s U.S. Patent Nos. 6,381,301 and 6,944,262.  At that 
time, your client (Sirona) took the position that those patents were not relevant for two reasons.  
First, Sirona asserted that the claims in these patents are invalid in view of certain prior art that 
you cited.  See page 3 of your letter of January 22, 2010.  Second, Sirona alleged that there was 
no infringement because its dental imaging machines “do not make or determine quantitative 
measurements of bone density, [and thus] they do not generate or use densitometry models.”  See 
page 2 of your letter of February 22, 2010. 
 

In my responsive letters, I disagreed with these invalidity and non-infringement 
arguments and explained my reason for doing so.  We could not reach agreement at that time.   
 
U.S. Patent No. 8,498,374 – Validity Over Sirona Prior Art 

 
Due my client’s limited funds, Osseo took the reasonable step of filing a continuation 

application in order to address these two defenses raised by your client in the most cost-effective 
way.  Significantly, this new application was granted and my client received U.S. Patent No. 
8,498,374.  A copy of this patent is enclosed for your easy reference.  Please note that the issue 
date of this patent is July 30, 2013.  As a result, damages arising from infringement of the ‘374 
patent begin accruing as of that date. 

 
As you will independently determine when you review the file history of the ‘374 patent, 

the prior art that you previously identified was considered by the USPTO and the new claims 
issued over that prior art.  Moreover, the Examiner identified particular claim limitations as 
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setting forth the “statement of reasons for allowance.”  See pages 2-3 of Notice of Allowability, 
dated March 10, 2013.   

 
In essence, independent Claim 1 was allowed due to the presence of (i) a controller with a 

microprocessor (and a memory device connected thereto), (ii) wherein the controller is adapted 
to store computed tomographic dental models, and (iii) a converter is provided for converting 
detector array signals.  Independent Claims 13 and 21 were allowed for similar reasons except 
that the controller also is adapted to create, store and compare 3D digital tomographic models 
without the use of fiducial markers.  As a result, Sirona’s prior art argument was considered and 
rejected. 

 
U.S. Patent No. 8,498,374 – No Densitometry Claim Limitation 

 
In addition, please note that that none of the claims in the ‘374 patent contain a 

“densitometry” limitation.  Thus, Sirona’s second argument relating to non-infringement on this 
basis is not relevant with respect to the claims of this patent.1   

 
For the purpose of your client’s review, Osseo specifically directs Sirona’s attention to 

claims 11-13, 15 and 21 of the ‘374 patent.  In addition, Osseo identifies at least the Galileos 
Comfort Plus as an infringing product. 

 
U.S. Patent Nos. 6,381,301 and 6,944,262 – Sirona’s New Machines 

 
We have also discovered that in the past three years and after the conclusion of our 

exchange of correspondence, Sirona began to manufacture and sell products that make 
quantitative measurements of bone density and/or generate or use densitometry modes, which 
you indicated were not features of earlier models.  See, for example, the Galileos Comfort Plus 
machines.   
 

Consequently, the non-infringement arguments that your client made in late 2009 to early 
2010 are not relevant with respect to these new machines.  In that regard, it is our understanding 
that the Galileos Comfort Plus was first sold in early 2013. 

 
With respect to the ‘301 and ‘262 patents, damages began to accrue as soon as U.S. sales 

of the identified products began.  For the purpose of your client’s consideration, Osseo 
specifically identifies claims 10, 13 and 20 of the ‘301 patent and claim 1 of the ‘262 patent.  
Further, we direct your client’s attention of the Notices of Allowability in those two patents, 

                                                           
1  Page 2 of your February 22, 2010 letter also asserts as a secondary basis for non-infringement that 
“Sirona’s products … do not perform comparisons using stored pre-existing models of any type ….”  
This statement is incorrect with respect to, inter alia, the Galileos Comfort Plus product.  
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which (when compared with the Notice of Allowability in the ‘374 patent) demonstrate that 
Sirona’s prior art is also not relevant to the claims of the ‘301 and ‘262 patents. 

 
The introduction of new equipment by Sirona (without notifying Osseo) that contain 

densitometry and comparison features after our exchange of correspondence ended in mid-2010 
is significant for another reason.  The addition of these features establishes that Sirona 
recognized the commercial importance of those features and, as a result, made a deliberate 
decision to add these features despite the fact that these modifications destroyed Sirona’s prior 
non-infringement arguments, thereby evidencing willful infringement of both the ‘301 and ‘262 
patents. 

 
Damages 

 
Because Osseo does not know the exact amount of infringing products that have been 

made, used and/or sold by Sirona in the United States, Osseo is unable to provide a precise 
damages calculation.  As you will appreciate, Sirona must provide that information (either 
voluntarily or involuntarily) before serious discussions can be undertaken.   
 

However, as a very rough estimate, Osseo makes the following infringement/damages 
observations: 
 

(1) With respect to the ‘374 patent, Osseo believes that, at a minimum, the Galileos 
Comfort Plus machines (and related software) infringe the ‘374 claims identified 
above.  Based upon Osseo’s estimate of the sales of these Sirona machines in the 
United States, infringing sales by Sirona of the ‘374 patent since July 30, 2013 are 
at least $90 million. 

(2) The foregoing equipment also infringes the ‘301 and ‘262 patent claims identified 
above.  Infringing sales of these patents are estimated to be over $90 million.  
Osseo will seek enhanced damages (i.e., treble damages) and attorneys fees with 
respect to the infringement of those claims. 

(3) Projecting the future sales of infringing Sirona devices results in a minimum 
additional infringement estimate of at least about $600 million through December 
19, 2019 for claims in the ‘301, ‘262 and ‘374 patents. 

(4) Due to the commercial importance of the patented technology as recognized by 
the USPTO and by Sirona (by adopting features it knew were patented and in 
promoting such features in its sales materials and other literature) and due to the 
fact that there is infringement of claims in three different patents, Osseo believes 
that a minimum reasonable royalty is in excess of 10%. 

(5) Finally, the damages calculation should reflect interest for past infringement and a 
reduction for future infringement to reduce those damages to current value.  Using 
a conservative 10% royalty figure and making these adjustments, we estimate that 
total projected damages will be above $65 million.  As discussed above, these 
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damages should be trebled due to the deliberate infringement by Sirona of at least 
the ‘301 and ‘262 patents. 

 
Osseo trusts that Sirona will quickly and realistically respond to this letter in view of its 

significant infringement problems and its substantial liability for damages. Osseo believes that it 
is in both parties’ interests to discuss an amicable resolution involving, for example, licensing or 
sale of patent rights.  In that regard, after studying the matter, and giving consideration to the fact 
that one or more of Sirona’s competitors may also be infringing Osseo’s patents, Sirona may also 
decide that a purchase of Osseo’s patent rights is in its long-term commercial best interests. 
 

I look forward to hearing from you.  Best regards. 
 

Sincerely, 
 
        NIXON & VANDERHYE, P.C. 

 
 
Robert A. Rowan 

 
 









 
2391655 

 

Nixon & Vanderhye P.C. 
 

 ATTORNEYS AT LAW  

11TH FLOOR 

901 NORTH GLEBE ROAD 

ARLINGTON, VIRGINIA 

22203-1808 

 
August 25, 2014 

TELEPHONE:  (703) 816-4000 

FACSIMILE:  (703) 816-4100 

WRITER'S DIRECT DIAL 

NUMBER:  703-816-4007 

RAR@NIXONVAN.COM 

   

 

 

Via Email and U. S. Mail 

 

Michael P. Sandonato, Esq., 

Fitzpatrick, Cella, Harper & Scinto  

1290 Avenue of the Americas 

New York, NY 10104 

 

Re:   Osseo Imaging, LLC v. Sirona Dental Systems 

         U.S. Patent Nos. 6,381,301 and 6,944,262 and 8,498,374  

  Our Reference: 5458-2  

 

Dear Mr. Sandonato: 

 

We have reviewed your letter of July 25, 2014 and this letter presents our reply to your 

client’s arguments.  At the outset, I apologize for the delay in responding to your letter.  

Unfortunately, I was involved in a serious bicycle accident and I was hospitalized for several 

days.  I am still recovering from the accident. 

 

As you will ascertain from this letter, Osseo is convinced that your client’s arguments are 

without factual or legal support. 

 

1. Sirona’s Equipment Makes And Uses Densitometry Models 

 

 Sirona asserts that its “products, including the Galileos Comfort Plus, do not make or 

determine a quantitative measure of bone density and thus do not generate or use densitometry 

models.”  On this basis, Sirona denies infringement of Osseo’s three patents.  Further, your letter 

requests that Osseo state the basis/bases for asserting otherwise.   

 

At the outset, none of the claims of the ‘301, ‘262 or ‘374 patents require that there be a 

“quantitative measure [or measurement] of bone density.”  Rather, the ‘301 and ‘262 patents 

merely require “densitometry models” or “densitometry information.”  Further, the ‘374 patent 

claims make no mention whatsoever of densitometry.  Therefore, Sirona is improperly 

attempting to create claim limitations that do not exist and are not required by the specification. 

 

Moreover, in response to your request, we provide a partial identification of densitometry 

models or information that can be obtained by the use of Sirona’s equipment so as to result in the 

infringement of the claims identified in my prior letter:   
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First, attached are photos of two density readings that Osseo obtained when using Sirona 

equipment.  The numbers are grayscale values.  Exhibit 1.  In addition, at least some Sirona 

software programs include a separate density icon to obtain density and/or grayscale information. 

 

 Second, Osseo is not the only entity able to obtain density measurements by using Sirona 

equipment.  A quick Internet search located a number of Sirona customers who support Osseo’s 

position that Sirona systems provide densitometry models and information.  For example, please see 

Exhibit 2, where Dr. Rod Gore states that “Utilizing this [Sirona] technology, our team can … measure 

and evaluate your precise bone density and structure”; Exhibit 3, wherein Dr. Khullar touts the 

Galileos system with respect to bone density images and expressly states that the system can be used to 

“[m]easure the density of the jawbone”; and Exhibit 4, where Dr. Receveur says essentially the same 

thing. 

 

 Third, Sirona’s public statements support Osseo’s position.  See, for example, Exhibit 5, 

a website of Sirona.  Under the heading “Density measurement,” the website expressly indicates 

that: 

 

The analytical feature “Measure density profile” provides you with a 

helpful tool for implantology and oral and maxillofacial surgery. 

 

 In addition, see Exhibit 6, stating that “Failing root canals, NICO lesions, bone density 

and abnormalities are now detectable.”  Further, we direct your attention to Exhibit 7, which is a 

Sirona brochure.  Please see pages 7 and 10 that refer to density and volumetic images.   

 

 In summary, Sirona’s non-infringement argument based upon the “densitometry model” 

language of claims 10, 13 and 20 of the ‘301 patent and claim 1 of the ‘262 patent is factually 

incorrect. 

 

2. Sirona’s “Tomographic Model” Argument Regarding The ‘374 Patent Is Wrong 

 

 For this same reason, Sirona’s “Second” non-infringement argument (relating to the ‘374) 

must fail.  Even assuming arguendo (i.e., without agreeing with the argument) that claims 11-13, 

15 and 21 of the ‘374 patent claims must be read to require densitometry modeling, the prior 

comments and Exhibits demonstrate that Sirona’s systems provide densitometry modeling and 

information.  Thus, Sirona’s non-infringement argument has no merit with respect to claims 11-

13, 15 and 21 of the ‘374 patent. 

 

 Turning to Sirona’s legal argument that the ‘374 patent claims must be read so that 

“tomographic modeling” always requires “densitometry modeling,” this argument also is 

erroneous.  In that regard, Sirona’s reliance upon the Honeywell decision is misplaced.   
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Here, unlike in Honeywell, Osseo obtained three different patents having three different 

claim requirements with respect to tomography and densitometry.  In other words, the difference 

in the claims emphasizes that those terms are not to always be used interchangeably.  By way of 

contrast, in Honeywell, there was no similar claim differentiation with respect to the phrase “fuel 

injection system component.”   

 

 More specifically, the asserted claims in the first patent (‘301) are directed to a “method 

of tomographically modeling dental and orthopedic densitometry.”  Thus, the claims require that 

densitometry information be tomographically modeled.  Indeed, the quoted language emphasizes 

that the two terms are not identical. 

 

 Claim 1 of the second patent (‘262) relates to “dental or orthopedic models” that utilize 

“densitometry information.”  That claim makes no mention whatsoever of tomography. 

 

 Finally, the asserted claims of the third patent (‘374) cover “tomographic modeling.”  

Significantly, they do not mention “densitometry.” 

 

 In summary, the differences in the claim language of the three patents (and their 

corresponding application claims) readily explain to one of ordinary skill in the art that the terms 

are not inexorably intertwined.  In addition, the specification explains this by its separate 

discussion of “tomography” (col. 2, ll. 8-10) and “densitometry” (col. 2, ll. 15-17).  Also, the 

different nature of the terms is emphasized by the reference in the specification to “commercially 

available tomographic equipment” (col. 3, ll. 21-22).  In our opinion, a person of ordinary skill in 

the art would readily understand that such a commercially available tomographic machine could 

be operated without utilizing densitometry information. 

 

 The difference in the meanings of the terms and the claim language also is reflected in the 

Examiner’s three Notices of Allowability.  With respect to the ‘301 patent, the Examiner said 

“though the prior art discloses tomographic modeling for dentistry, it fails to teach or suggest the 

further steps and system for inputting or containing patient diagnostic parameters, including a 

pre-existing densitometry model.”  This language demonstrates that the Examiner did not view 

the phrases “tomography” and “densitometry” to be identical and/or inseparable. 

 

 Similarly, with respect to the ‘262 patents, the Examiner wrote that “the prior art fails to 

teach a digital modeling system … having a computer for creating, storing and comparing three-

dimensional densitometry models.”  No reference is made in that statement (or in the ‘262 patent 

claims) to tomography. 

 

 Further, the reasons for allowability of the ‘374 are even more detailed.  There, the 

Examiner found that the prior art failed to disclose the claimed tomographic modeling system 

because the prior art failed to show (i) a controller with a microprocessor, which has a memory 

device, (ii) a controller adapted for creating, storing and comparing tomographic dental models, 
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and (iii) a converter for converting signals, wherein the converter is connected to the detector 

array and the microprocessor.  As noted previously, the Examiner’s comments (and the ‘374 

patent claims) do not mention, let alone require, densitometry. 

 

 These three statements are entirely logical because tomography is merely sectional 

imaging, whereas densitometry provides density information.  Consequently, the differences in 

these two technical terms are well within the knowledge of one of ordinary skill in the art.
1
 

 

 Thus, unlike Honeywell, the facts here demonstrate that the phrase “tomographic 

modeling” in the ‘374 patent should not be construed so as to always require “densitometry 

modeling.”  Stated in somewhat different words, those terms cover different concepts. 

 

3. IT 1277976 Does Not Invalidate The Nine Claims of the ‘301, ‘262 and ‘374 Patents 
 

 Thank you for providing us with your translation of IT 1277976 on July 31, 2014.  

Unfortunately, the translation is rather rough and unclear in many places.  As a result, we have 

ordered (but not yet received) a better translation. 

 

 Without waiving our right to make further comments upon receipt of a better translation, 

it is our opinion that this reference does not teach or suggest the inventions in the asserted claims 

of the ‘301, ‘262 or ‘374 patents for at least the following reasons: 

 

 First, the reference does not teach or suggest the concept of creating, storing and 

comparing dental models. 

 

 Second, the reference does not teach or suggest the specific hardware and/or software 

requirements of the asserted claims in the ‘301, ‘262 and ‘374 patents.  For example, the specific 

system components and functions (such as the controller/storage functions; the input function to 

the microprocessor; the output device from microprocessor; and the use of pre-existing patient or 

commercially available models) are missing from the Italian reference. 

 

 In short, the Italian reference relied upon by Sirona is no better than the prior art already 

considered by the Examiner.  Indeed, the reference appears to be less relevant than at least some 

of that prior art.  

 

Conclusion 

  

                                                           
1
   Obviously, the Patent Office Examiner must always determine whether the requirements of Section 

112 are met.  Here, the ‘374 patent was granted without a Section 112 objection of the type set forth on 

page 2 of your letter. 
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 In view of the above, Osseo reiterates its opinion that (a) Sirona has very significant 

infringement and liability problems; and (b) it is in both parties’ interests to discuss an amicable 

resolution involving, for example, the licensing or sale of patent rights.  In that regard, we 

believe that a purchase of Osseo’s patent rights probably is in your client’s long-term 

commercial best interests in view of both Sirona’s and its competitors’ use of the Osseo patent 

rights. 

 

Osseo welcomes meaningful dialog.  Best regards. 

 

Sincerely, 

 

        NIXON & VANDERHYE, P.C. 

 

 

Robert A. Rowan 
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Nixon & Vanderhye P.C. 
 

 ATTORNEYS AT LAW  

11TH FLOOR 

901 NORTH GLEBE ROAD 

ARLINGTON, VIRGINIA 

22203-1808 

 

February 12, 2015 

TELEPHONE:  (703) 816-4000 

FACSIMILE:  (703) 816-4100 

WRITER'S DIRECT DIAL 

NUMBER:  703-816-4007 

RAR@NIXONVAN.COM 

   

 

 

Via Email and U. S. Mail 

 

Michael P. Sandonato, Esq., 

Fitzpatrick, Cella, Harper & Scinto  

1290 Avenue of the Americas 

New York, NY 10104 

 

Re: Osseo Imaging, LLC v. Sirona Dental Systems 

 U.S. Patent Nos. 6,381,301 and 6,944,262 and 8,498,374 

  Our Reference: 5458-2 

 

Dear Mr. Sandonato: 

 

We have reviewed your letter of January 9, 2015 and we are disappointed that 

Sirona has decided to evade the substantive issues in this matter.  As a result, it is our 

opinion that the parties are at an irreconcilable impasse.  Nevertheless, we make the 

following comments to clarify the record.   

 

1. Sirona’s Equipment Makes And Uses Densitometry Models 

 

First, there is nothing in the three Massie patents that requires “an absolute 

[i.e., numeric] measure of bone density.”  To the contrary, the teaching at col. 4, ll. 

42-52 states: “For example, a color printer can be utilized to provide a color-coded 

graphical representation of the tomographical densitometry model.  The color coding 

can correspond to densities, thus identifying potential problem areas where 

decalcification has occurred and resulted in lower density.”  

Second, Re. 36162 is cited and incorporated in col. 2, ll. 15-19 only with respect 

to the general statement that “In the medical field, densitometry procedures are used for 

measuring bone morphology density (BMD) by utilizing scanning X-ray beam 

techniques.”  None of the Massie patents state that this incorporation requires “an 

absolute measure of bone density.”  For this reason and others, your citation to Cook is 

inapplicable. 
 

Third, your January 9th letter makes reference only to Exhibit 1 of my August 

25, 2014 letter.  Based upon that single Exhibit, your letter erroneously postulates 

that Osseo concedes that Sirona’s equipment provides nothing more than gray scale 
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measurements.  As you well know, my August 25th letter also attached Exhibits 2-7.  

In those Exhibits, Sirona and its customers repeatedly admit that Sirona’s equipment 

actually provides bone density profiles and measurements.  Curiously, however, your 

most recent letter ignores these Exhibits/admissions.  In doing so, we must conclude 

that Sirona does not dispute any of the statements in Exhibits 2-7 – thereby proving 

that its equipment provides bone density profiles and measurements.   

As a result, even under any reasonable claim interpretation, Sirona’s current 

equipment infringes the asserted claims in the three Massie patents.  

2. Sirona’s “Tomographic Model” Argument Regarding The ‘374 Patent 

Is Wrong 

 

After reading our exchange of letters, it is apparent that the parties simply do 

not agree on this point.  Consequently, there is no need to belabor this issue because 

I previously pointed out Sirona’s erroneous factual and legal arguments.   

3. IT 1277976 Does Not Invalidate Any of the Nine Asserted Claims of the 

‘301, ‘262 and ‘374 Patents 

Your letter appears to concede that nothing in Mozzo and Lindh (either alone 

or in combination) teaches the inventive concept of creating, storing and comparing 

densitomotryl models in a computer.  This concept underlies the USPTO’s grant of 

the asserted patent claims.  In that regard, we remind you that Lindh was considered 

by the USPTO during the prosecution of the third Massie patent (USP 3,498,374). 

Further, at page 3, your letter “cherry picks” a single element from my list of 

the numerous elements recited in the asserted claims of the ‘301 patent.  In doing so, 

you improperly evade the requirement to prove that all claim elements must be 

present in Mozzo, or in Mozzo in combination with other relevant art that does not 

teach away from the Osseo patents and shows the elements missing in Mozzo, in 

order to present a proper invalidity argument.  

Finally, your client’s belated identification of an allegedly new piece of prior 

art (USP 5,778,045) is telling as to the weakness of Sirona’s invalidity argument.  

More specifically and merely as an initial comment, the ‘045 patent does not disclose 

the inventive concept of creating, storing and comparing dental models in a 

computer, which was the stated basis for the USPTO’s grant of the asserted Massie 

patent claims as recited in the three Notices of Allowability.  In other words, the ‘045 

patent is defective as prior art for the same reason we previously identified with 

respect to the Mozzo and Lindh patents cited by your client. 
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Although Osseo can readily identify other missing claim elements with 

respect to the asserted patent claims, the tone and content of Sirona’s letters makes 

it clear that Sirona will not pay attention to the deficiencies of its alleged prior art. 

 

Conclusion 

Sirona’s continuous reliance on erroneous arguments (both factual and legal) 

as well as its prior statement that it “has no interest in taking a license to Osseo’s 

patents” demonstrates its deliberate and willful intention to continue the infringement 

of the asserted Massie claims. 

Because Sirona’s position is unfettered by fact, law and reason, there appears 

to be no logical basis for Osseo to make any further efforts to establish a meaningful 

negotiation dialog under a willing licensor/willing licensee situation.  Simply stated, 

the record is clear that Sirona will never voluntarily agree to make any payment for 

a license.   

In short, Osseo’s only option now is to pursue relief in a forum where Sirona 

is subject to the involuntary payment of substantial royalties, enhanced damages and 

reasonable attorneys’ fees.   

Best regards. 

Sincerely, 

 

NIXON & VANDERHYE P.C. 
 

 

 

 By:   

Robert A. Rowan 

 

RAR:cg 







Fitzpatrick 
FITZPATRICK, CELLA, HARPER & SCINTO 

  

MICHAEL P. SANDONATO 
msandonato@fchs.com  
(212) 218-2217 

www.fitzpatrickcella.com  

NEW YORK 
1290 Avenue of the Americas 
New York, NY 10104-3800 
1" 212-218-2100 
F 212-218-2200 

   

June 28, 2017 

VIA E-MAIL 

Seth H. Ostrow, Esq. 
Meister Seelig & Fein LLP 
125 Park Avenue, 7th Floor 
New York, NY 10017 

Re: 	Alleged Infringement of Osseo Imaging, LLC's Patent Rights 

Dear Mr. Ostrow: 

We have reviewed your May 30, 2017 letter in which Osseo improperly attempts to re-raise 
issues addressed long ago. Osseo first wrongly accused Sirona of infringing Osseo's patent 
rights eight years ago, and the last correspondence between the parties was several years ago. 
See Qualcomm Inc. v. Broadcom Corp., 548 F.3d 1004, 1019-20 (Fed. Cir. 2008) (holding 
patents unenforceable due to waiver, where patentee's "conduct was so inconsistent with an 
intent to enforce its rights as to induce a reasonable belief that such right has been 
relinquished."); see also Aspex Eyewear Inc. v. Clariti Eyewear, Inc., 605 F.3d 1305, 1310-14 
(Fed. Cir. 2010). 

Nothing has changed to justify Osseo's attempt to revive its claims, which are without merit for 
at least the reasons we already explained. We further note that your letter incorrectly asserts that 
the '374 patent issued "after those communications." In fact, Sirona and Osseo corresponded 
regarding the '374 patent from June 2014 to February 2015, and Sirona sent Osseo three letters 
explaining that the '374 patent is invalid and not infringed by the Sirona products identified in 
your May 30 letter. 

Your May 30 letter also asserts that the introduction of SIDEXIS 4 imaging software occurred 
after Osseo's prior correspondence with Sirona. To the contrary, Sirona introduced SIDEXIS 4 
more than two years ago—in February 2015—the same month Osseo last wrote to Sirona. In 
any event, your May 30 letter does not articulate how SIDEXIS 4 is purported to differ from 
previous versions of SIDEXIS, or how any such differences are believed material to Osseo's 
infringement claims, which were first raised and addressed eight years ago. 

Once again, as detailed in our prior correspondence, Dentsply Sirona is not infringing and has no 
interest in taking a license to Osseo's patents. 

NEW YORK 	WASHINGTON 	CALIFORNIA 



Seth H. Ostrow, Esq. 
June 28, 2017 
Page 2 

Very truly yours, 

Michael P. Sandonato 







 

 

February 8, 2021 Michael P. Sandonato 
T 212.218.2217 
F 212.218.2200 
MSandonato@Venable.com 

By Electronic Mail 

Seth H. Ostrow, Esq. 
Meister Seelig & Fein LLP 
125 Park Avenue, 7th Floor 
New York, NY 10017 
sho@msf-law.com 
 

Re: Alleged Infringement of Osseo Imaging, LLC’s Patent Rights 
 
Dear Mr. Ostrow: 
 

We write concerning your January 12, 2021 letter to Dentsply Sirona.  As you know from 
our prior correspondence, we represent Dentsply Sirona in connection with Osseo’s patent 
infringement allegations, and therefore were surprised to see that you sent your letter directly to 
Dentsply Sirona’s CEO, circumventing its outside counsel.   

In any case, Osseo’s latest letter rehashes the same baseless allegations that we have 
previously addressed. 

First, any patent infringement claim by Osseo against Dentsply Sirona would be barred 
by the doctrines of waiver and equitable estoppel.  Osseo first accused Dentsply Sirona’s 
predecessor of patent infringement more than eleven years ago, and last accused Dentsply 
Sirona more than three years ago.  This is the nineteenth letter in that series.  Osseo waived its 
right to assert its patents against Dentsply Sirona by sending threatening letters for more than a 
decade without ever filing a lawsuit, notwithstanding Dentsply Sirona’s and its predecessor’s 
steadfast refusal to license Osseo’s patents.  See Qualcomm Inc. v. Broadcom Corp., 548 F.3d 
1004, 1019-20 (Fed. Cir. 2008) (holding patents unenforceable due to waiver, where patentee’s 
“conduct was so inconsistent with an intent to enforce its rights as to induce a reasonable belief 
that such right has been relinquished.”).  In addition, Osseo’s actions (and lack thereof) have 
manifested an intent not to enforce the asserted patents against Dentsply Sirona.  Dentsply Sirona 
has relied on Osseo’s conduct and would be prejudiced if Osseo were permitted to proceed with 
its charge of infringement.  Equitable estoppel therefore bars Osseo’s claims.  See Aspex 
Eyewear Inc. v. Clariti Eyewear, Inc., 605 F.3d 1305, 1310-14 (Fed. Cir. 2010).  

Second, Dentsply Sirona is not infringing Osseo’s patents for the reasons set forth in our 
prior correspondence.  Dentsply Sirona’s non-infringement arguments also have been reinforced 
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by developments in Osseo’s litigation against Planmeca.  For example, Osseo attempted to 
broadly construe its claims to encompass Dentsply Sirona’s products, asserting in its November 
24, 2014 letter that none of those clams require a “quantitative measure . . . of bone density,” but 
instead “merely require,” e.g., “densitometry models.”  Chief Judge Stark, however, expressly 
rejected that argument in the Planmeca litigation.  See, e.g., October 30, 2018 Markman decision 
at 6-8 (construing “densitometry” as “quantitatively calculated bone density”).1 

Third, the claims of Osseo’s patents are invalid in view of the prior art raised in our 
previous correspondence.  Moreover, Dentsply Sirona’s invalidity arguments have been 
bolstered by developments in the Planmeca and Kavo proceedings.  For example, while Osseo 
notes its settlement with Kavo, Osseo neglects to mention the events that led to that settlement.  
As you know, Kavo filed petitions requesting inter partes review (IPR) of claims of each of 
Osseo’s three asserted patents.  And the Patent Trial and Appeal Board (PTAB) instituted all 
three IPRs, finding that Kavo had shown a reasonably likelihood of prevailing against the 
challenged claims.  Although Osseo chose to settle with Kavo and thereby terminate those IPRs 
before the PTAB could issue final written decisions, Kavo’s public petitions and the PTAB’s 
decisions on institution provide a roadmap for invalidating the claims of Osseo’s patents. 

Once again, as detailed in our prior correspondence, Dentsply Sirona is not infringing and 
has no interest in taking a license to Osseo’s patents.   

 

Sincerely, 
 

/s/ Michael P. Sandonato 
Michael P. Sandonato 

 

 
1 Relative measurements, such as those recorded in Hounsfield Units, do not satisfy this 
“densitometry” limitation for at least the reasons explained in our January 9, 2015 letter.  


