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I. INTRODUCTION 

The Petition details why the challenged claims of the ’849 patent are 

unpatentable in view of the asserted references, including Carmel [EX1003], 

Mattavelli [EX1004], and Wang [EX1007].  

In its Response (“POR”), each of Patent Owner’s (“PO’s”) challenges rest on 

misunderstandings or misrepresentations of (1) what the asserted references teach, 

(2) what the Petition argues, and (3) incorrect, unsupported interpretations of the 

meaning and scope of certain claim terms, including the “adjusting said selection 

and playback,” “maintain quality playback,” and maintaining “fluidity” limitations. 

The deficiencies in PO’s arguments are perhaps most apparent in the 

inconsistencies between the positions PO and its expert, Mr. Goldman, have taken 

in this IPR as compared to other proceedings.  Mr. Goldman, in particular, has 

offered testimony about the meaning and scope of the challenged claims (EX1080) 

and on the teachings of Carmel (EX1081) that is irreconcilable with the testimony 

he offers in these proceedings.  

In short, none of PO’s challenges to the Petition has merit, and each should be 

rejected by the Board. 



IPR2025-00775 
U.S. Patent No. 10,771,849 B2 
 

 
 -2-  

 

II. THE ASSERTED GROUNDS ESTABLISH THE UNPATENTABILITY OF THE 

CHALLENGED CLAIMS  

A. Ground 1: Carmel and Mattavelli render obvious the challenged 
claims 

1. Carmel alone, and Carmel in combination with Mattavelli, 
teaches and renders obvious “autonomously adjusting said 
selection and playback”  

The Petition explains in detail how Carmel alone, and Carmel in combination 

with Mattavelli, satisfies the “autonomously adjusting said selection and playback” 

limitations. (Pet., 35-50.)  PO raises multiple arguments in response, primarily based 

on interpretations of this limitation and the Carmel reference that are not only 

unsupported but are contradicted by positions PO and its expert have taken outside 

of this IPR.  For at least these reasons, PO’s arguments fail.  But even if PO’s faulty 

interpretation of this limitation is adopted, the prior art still satisfies the claims.  

a. Carmel alone satisfies the plain language of the claims, 
and PO’s unsupported and inconsistent claim 
interpretation arguments are unavailing 

In accordance with the plain language of the claims, the Petition explains how 

Carmel’s disclosure of selecting slices corresponding to different data rates, and then 

playing back the slices at that data rate, satisfies the “autonomously adjusting said 

selection and playback” limitation. (Pet., 35-44, 50-55 (citing, e.g., Carmel, 3:66-

4:2, 10:64-11:22, 7:28-49, 8:42-9:9, 9:49-52, 10:27-31, 10:48-63, Figs. 3D, 6B).)  
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(Pet. 44; Carmel, Fig. 6B.)  

PO does not dispute that Carmel teaches autonomously adjusting the selection 

of multimedia objects with different data rates, that are then played back at that data 

rate, wherein the data rate is adjusted according to multimedia object parameters and 
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supplied host path identification.1  Instead, PO attempts to rewrite the 

“autonomously adjusting said selection and playback” limitation to require 

separately “adjusting playback,” and then argues the prior art fails to meet its rewrite 

of the claims.  PO’s argument fails for multiple reasons.  

First, PO’s argument fails because nothing in the claims requires separately 

“adjusting playback” as PO’s argument suggests.  Instead, the plain language of the 

“autonomously adjusting” limitations recites that both “selection and playback” are 

adjusted together.  PO provides no argument or evidence to the contrary.  

Second, PO’s argument fails because it is inconsistent with PO’s 

interpretation of the claims in the related litigation.  In this IPR, PO argues Carmel’s 

disclosure of selecting and playing back slices of different quality levels (data rates) 

is insufficient because it does not disclose “adjusting playback.”  But in the related 

litigation, PO takes the opposite position.  There, PO alleges that “adjusting [both] 

selection and playback” is satisfied by a system that, like Carmel, adjusts the quality 

level of a video stream based on bandwidth, without more. (EX1055, 053-054, 091-

093 (arguing accused systems meet limitation because they allegedly “measure[] the 

 
1 PO’s expert agrees that in Carmel the client devices adjust the quality level (data 

rate) selection and play back the data stream according to the selected quality level 

(data rate).  (EX1085, 28:7-29:7.)   
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bandwidth on the client and adaptively chooses chunks of video that can be 

downloaded fast enough” based on object parameters like bandwidth).)  

 

(Id., 053 (red annotations added); see also EX1083, 0014 (arguing this portion of the 

claim “introduces the concept of ABR [adaptive bitrate streaming]” and describing 

the limitation as encompassing quality level adjustments based on data rate).)  This 

functionality is exactly what Carmel teaches. (Pet., 35-44.) 

Further illustrating its contradictory positions, PO alleges in the litigation that 

infringing systems include: “[1] encoded data with object parameters, [2] 

multimedia objects with location identifiers, and [3] fluid decoding and playback of 

media based on bandwidth conditions.” (EX1055, 018, 020.)  PO does not dispute 

Carmel satisfies the first two of these listed elements.  And, it cannot dispute—at 
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least consistent with its litigation arguments—that Carmel (alone and in the 

proposed combinations) satisfies this third listed element.  

Indeed, PO alleges that this claim element is satisfied by any system 

implementing the HTTP Live Streaming (HLS) and the MPEG – Dynamic adaptive 

stream over HTTP (MPEG-DASH) standards. (EX1055, 017-021.)  PO alleges, for 

example, that the “autonomously adjusting” claim element is purportedly satisfied 

because “[t]he HLS standard further requires autonomous selection of multivariant 

streams[.]” (Id., 056.)  

 

(Id., 056 (red annotation added).) 

Notably, in his Carmel reexam declaration, Mr. Goldman states that Carmel’s 

teaching that “during real-time streaming, client computers may select a file from 
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different quality levels corresponding to that slice of multimedia data depending on 

the existing network conditions” was a feature “totally unavailable in the then-

current state of the art” that “was adopted several years later as standard in the 

industry.” (EX1081, ¶¶37-382 (citing Carmel, 3:5-14), 34; EX1085, 45:4-13.)  And, 

the evidence he cites in support of this assertion (EX1082, Implementing Adaptive 

HTTP Streaming Using the Web) notes that “[t]he two iconic technologies used to 

provide Adaptive HTTP Streaming are” HLS and MPEG-DASH. (EX1082, 005; 

EX1085, 46:21-47:10.)  And while in the related litigation PO has attempted to credit 

HTTP ABR technology to the ’849 patent, PO’s expert has acknowledged that 

Carmel taught the same technology years earlier.  (Compare EX1084, 0005-0010, 

0021 (suggesting that the ’849 patent was the first to teach the client-driven, file-

based, HTTP-based, variable-bit-stream approach underlying HTTP ABR), with 

EX1081, ¶¶26-42 (crediting the same technology underlying HTTP ABR to 

Carmel).)   

In other words, PO’s expert previously identified Carmel as teaching the 

technology underlying HTTP ABR, later adopted by the HLS and MPEG-DASH 

streaming standards, the use of which PO now alleges necessarily satisfies the 

 
2 Unless indicated otherwise, all bold or bold with italics emphases in quotes have 

been added. 
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“autonomously adjusting” claim element. (EX1055, 017-021; EX1081, ¶¶37-38; 

EX1082, 001-003 (describing the multi-level streaming idea underlying adaptive 

streaming), 004-005.)  Accordingly, neither PO nor Mr. Goldman can credibly claim 

that Carmel fails to teach and render obvious the “autonomously adjusting” claim 

element 1[c.iii]. 

Third, PO’s argument fails because PO and its expert misunderstand (or 

misrepresent) Carmel’s teachings and the Petition’s arguments concerning this 

“autonomously adjusting” claim element.  PO attempts to distinguish between 

(a) the multimedia data quality level and transmission rate, and (b) the multimedia 

playback data rate. (POR, 32-33.) The Petition explains, however, how Carmel 

teaches that all of these things—(i) the encoding data rate/quality level, (ii) the 

transmission/download rate, and (iii) the playback rate—should generally match and 

teaches techniques (including the multi-level streaming embodiment) for achieving 

this balance in its improved real-time streaming system. (See Pet., 33-44, 50-52 

(citing, e.g., Carmel, Abstract, 3:66-4:2, 7:35-41, 8:42-9:9, 10:48-11:22, Figs. 3D, 

6B).)  Carmel teaches adjustment of the “playback” of the multimedia stream based 

on the quality level (a multimedia object parameter) of the selected multimedia 

slices/segments/objects (according to their host path identifiers) in a manner 

reflecting the potentially varying available network bandwidth, via the use of time 
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stamps (multimedia object parameters). (See id.) 

Indeed, in the declaration he submitted in the Carmel reexam, PO’s expert, 

Mr. Goldman, acknowledged these teachings of Carmel. (See EX1081, ¶¶26, 37-40, 

41 (“[Carmel] provides explicit steps for rate control, balancing the given data rate 

provided at the transmitting computer, the upload rate, download rate, and replay 

rate, including techniques for adjusting these rates synergistically[.]” (underlining 

added)), 65.)  Mr. Goldman’s acknowledgment that Carmel teaches “adjusting” the 

download (selection) and replay rate (playback) confirms Petitioner’s argument that 

Carmel “adjusts [both] selection and playback.”  (Id.; see also EX1085, 30:8-16.)  

Mr. Goldman further acknowledged that these rate-control techniques addressed 

“the issues of (a) varying bandwidth conditions …, and (b) providing the best video 

quality [i.e., playback] at a fraction of the cost required by technologies known at 

the time.” (EX1081, ¶42; see also EX1085, 15:9-11 (recognizing video quality is 

one of the aspects of playback).)  Mr. Goldman’s opinions offered by PO in this IPR 

on what Carmel teaches cannot be reconciled with the opinions he offered about 

Carmel in Carmel’s reexam. (Compare EX2014, ¶¶98-99, with EX1081, ¶¶26, 37-

39, 41-42, 64-65.)  His opinions in this IPR should be disregarded. 

PO also improperly isolates certain teachings from Carmel in order to 

mischaracterize them.  For example, PO asserts that Carmel’s disclosure concerning 
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the use of time stamps to ensure the data transmission is “keeping up” or to 

“synchronize the data, so that multimedia sequence is played back just as it was input 

at computer 34” relates only to data transmission or proper data sequencing, not 

adjusting playback. (POR, 33.)  PO misrepresents these selectively quoted teachings.  

For example, Carmel provides more fully: 

In the case of a multimedia stream, client 30 reconstructs and outputs 

the multimedia data for the appreciation of a user. Time stamps in the 

data stream are used to synchronize the data, so that the multimedia 

sequence is played back just as it was input at computer 34, preferably 

with only a minimal necessary transmission and decoding delay. 

(Carmel, 10:48-54; see also Pet., 23, 34, 36-37, 43, 50-51.)  The disclosure of 

“play[ing] back” the multimedia sequence “just as it was input at computer 34” is 

referring to playing the multimedia “for the appreciation of a user”—i.e., playing 

back the video and audio like the subject-matter was captured by the recording 

devices 22 and input at computer 34. (See Carmel, Fig. 2.)  “In other words,” as PO’s 

expert Mr. Goldman put it in his reexam declaration, Carmel “seeks to make the 

client’s experience of watching a video being broadcast in accordance with the 

method disclosed therein to be as close as possible to matching a ‘live’ or in-person 

experience.” (EX1081, ¶46.)  Carmel’s teachings are all ultimately connected to 

improved media playback “for the appreciation of a user.”   

PO also contends that Carmel only uses object parameters (such as time 
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stamps) for playback ordering and not adjusting playback. (POR, 33.)  PO’s 

assertions are belied by teachings PO completely ignores.  The Petition, for example, 

quotes Carmel at 10:64-11:22, which teaches that the client player makes an 

assessment of the available bandwidth, and if the transfer rate is low, “such that time 

stamps 59 indicate that the slices need to be played as fast as or faster than they 

are being received, the client will preferably select a lower quality level” and vice 

versa. (Pet., 41-43.)  Carmel thus explicitly teaches that time stamps (object 

parameters) are used to adjust playback by selecting lower quality segments (using 

their host path identification) that can be received at a rate that matches the playback 

rate. (Id.)  Switching from a higher quality stream of multimedia objects to a lower 

quality stream—or vice versa—is adjusting playback. 

b. Carmel in view of Mattavelli teaches this limitation 
under even PO’s narrow interpretation  

The Petition also explains how Mattavelli teaches adjusting the playback of 

multimedia segments according to multimedia object parameters. (Pet., 44-51.)  

Namely, the Petition describes how Mattavelli teaches a decoder/multimedia player 

that uses decoding prediction complexity metadata (which PO does not dispute is a 

“multimedia object parameter”) that is available with the MPEG-4 standard to 

determine when and by how much to apply its computationally graceful degradation 

(CGD) techniques to adjust the decoding and playback of received video segments. 
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(Pet., 44-45 (citing, e.g., Mattavelli, 2309, 2311-12).)  

PO and its expert argue that Mattavelli does not use the word “playback.” 

(POR, 34.)  But the prior art need not use identical words as those recited in the 

claims. See Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707, 716 

(Fed. Cir. 1984).  And it cannot be reasonably disputed that the CGD techniques 

taught by Mattavelli are (temporary) client-side adjustments to the playback of the 

received multimedia data. (Pet., 44-49; Mattavelli, 2309, 2311-12.)  Indeed, 

temporary degradations to video quality is one of the ways the ’849 patent discloses 

adjusting playback. (E.g., EX1001, 4:7-23, 13:6-14:60.)  

The combination of Carmel (which teaches “autonomously adjusting [] 

selection”) and Mattavelli (which teaches separately “autonomously adjusting [] 

playback”) therefore satisfies this limitation even under PO’s narrow interpretation. 

2. Carmel teaches maintaining fluidity 

PO’s argument that Carmel does not teach maintaining fluidity rests on a mass 

of false premises and incorrect assertions. (POR, 34-42.)  It should be rejected 

accordingly. 

First, PO is incorrect when it states “[t]he Petition alleges Carmel alone 
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satisfies this [maintaining fluidity] limitation.” (POR, 34, 42-43.)3  To the contrary, 

the Petition details how the combination of Carmel’s and Mattavelli’s teachings 

work together in a complementary way to mitigate separate but related issues that 

can impact playback fluidity (and quality), including (1) variations in available 

network bandwidth and (2) processing and memory limitations in the decoder device 

(constraints which PO also identifies as impacting fluidity; see POR, 35-36), to 

thereby maintain playback fluidity. (Pet., 50-55, 35-50.) 

Second, PO is wrong when it asserts that the teachings from Carmel identified 

in the Petition “generally discuss sequencing [of] data slices” and are limited to 

simply playing segments in the correct sequence or order. (POR, 35-36.)  While 

some of Carmel’s teachings relate to playing the sequence of slices in the correct 

order, Carmel’s teachings go well beyond this specific concept.  Indeed, as discussed 

above, Carmel’s teachings as a whole, including its multi-level streaming teachings, 

are directed towards the goal of playing the multimedia “for the appreciation of a 

user”—which includes fluid playback without abrupt, perceptually annoying 

 
3 PO asserts that the 1[c.-numbered] claim elements should be considered together 

but then ignores how the Petition does so (e.g., Pet., 39 n.7, 44-45, 50-52) and 

misleadingly critiques the Petition’s discussion of each sub-element in separate 

sections. 
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interruptions. (Pet., 50-51, 35-44.)  In the district court litigation, PO explicitly 

recognized that “[m]edia fluidity and quality are maintained” using the same multi-

level streaming technique.  (EX1083, 0014.) And, as Mr. Goldman put it in his 

reexam declaration, “[Carmel] seeks to make the client’s experience of watching a 

video being broadcast in accordance with the method disclosed therein to be as close 

as possible to matching a ‘live’ or in-person experience”—which indisputably 

encompasses providing and maintaining playback “fluidity.” (EX1081, ¶46; 

EX1085, 22:1-4.) 

Third, PO again draws a false distinction/separation between multimedia 

transmission and playback to incorrectly assert that Carmel’s teachings relating to 

transmission/reception/download rates have no bearing whatsoever on playback 

fluidity. (POR, 37.)  As discussed in the previous section, the Petition explains how 

Carmel expressly connects these ideas and how, outside of this IPR, Mr. Goldman 

also previously recognized this connection between the transmission rate and a fluid 

replay rate in Carmel’s teachings. (E.g., Pet., 41-43; Carmel, 10:64-11:22, Fig. 6B; 

EX1081, ¶¶41-42, 46.) 

Fourth, PO asserts incorrectly that the Petition relies on the background 

knowledge of a POSA to satisfy the “maintaining fluidity” limitation, purportedly 

because Carmel does not. (POR, 39-42.)  This is not so.  The observation that high-
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quality fluid playback is the goal of any real-time streaming system—which PO 

explicitly admits is true (POR, 39)—was included in the Petition not to fill in any 

gaps in Carmel but to further show how Carmel’s teachings (including its multi-level 

streaming techniques) are consistent with and in service of this undisputed goal.  

This goal and knowledge of a POSA is additional evidence that a POSA would not 

have understood Carmel’s teachings in the narrow, limited, and incorrect manner 

that PO and Mr. Goldman (in this IPR) advocate.   

Fifth, PO asserts that “[r]eal-time broadcasting is not a proxy for fluidity and 

quality.” (POR, 39.)  This is inconsistent with how the ’849 patent and Mr. Goldman 

have used the term “real-time” to signify or characterize a streaming system that 

operates fast enough to provide fluid, quality playback. (EX1001, 1:13-17, 3:63-67, 

12:12-18, 12:60-13:14; EX1081, ¶¶25-27, 37-38, 41-42, 46; EX1080, 65:10-14 

(“[G]iven what these tools are doing, which are trading off quality for realtime 

processing or being able to deliver a fluid picture, due to constraints and limitations 

in the client and the network.”).) 

Sixth, PO seemingly suggests that the Asserted Claims are limited to mobile 

devices. (POR, 39-40.)  Any such argument is mistaken.  The Asserted Claims recite 

receipt of multimedia objects “using a wireless connection” but do not recite any 

particular type of wireless connection or client device. (EX1001, cl.1; EX1085, 5:19-
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6:2 (recognizing a laptop can use a wireless connection).) 

Seventh, PO quotes the ’849 patent’s disclosure that the “playback of 

multimedia objects in a synchronized fashion is critical to fluid playback,” (POR, 

34; EX1001, 3:43-454), but PO inexplicably dismisses Carmel’s nearly identical 

teachings that “[t]ime stamps in the data stream are used to synchronize the data, so 

that the multimedia sequence is played back just as it was input at computer 34” as 

somehow purportedly failing to teach or suggest fluid playback. (Pet., 36-37, 42-43, 

Carmel, 10:48-54, 2:15-21.) 

Finally, PO’s assertion that Carmel fails to satisfy the maintaining fluidity 

limitation is also inconsistent with its position in the related litigation, where it 

alleges that the mere provision of “multiple versions of each stream that fit available 

bandwidth” satisfies this limitation. (See Pet., 39; EX1055, 050-052, 087-090, 017-

021.)  

 
4 This is the only disclosure in the ’849 specification that uses the term “fluid” or 

“fluidity.” 
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(EX1055, 050 (red annotation added).) 
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(Id., 051 (red annotation added).)  

Again, PO alleges in its Complaint that players that utilize the HLS and 

MPEG-DASH standards necessarily require “display[ing]” “media files” in a way 

that’s “fluid” as part of “decoding and sequential playback”, and Mr. Goldman 

testified that the multi-level streaming feature of these standards that PO alleges as 

infringing was taught years earlier by Carmel. (EX1055, 017-021; EX1081, ¶¶37-

38.) 
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(EX1055, 017-019, 052 (red annotations added).)  
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3. Carmel and Mattavelli teach and render obvious the 
“fluidity, video quality and audio quality are maintained” 
and the “maintain quality playback” limitations 

PO argues Mattavelli does not teach “maintaining” fluidity, audio or video 

quality or quality playback because it teaches methods that (potentially, temporarily) 

degrade video quality when necessary to maintain fluidity/real-time playback. (POR, 

43-47.)  PO is wrong.  

PO’s argument rests on a de facto construction of “maintaining” fluidity, 

video, or audio quality or quality playback to mean there cannot ever be any change 

in any of these characteristics—regardless of for how long, for what reason (such as 

fluctuations in available network bandwidth or decoding resources), or for what 

purpose (such as preserving fluidity of the playback at the expense of other aspect(s) 

of playback quality). (Id. (“Degrading is not maintaining video quality.”).) 

The Board should reject such a construction because it is contrary to the claim 

language and the intrinsic evidence.  The claims themselves recite that “fluidity, 

video quality and audio quality are maintained” by first “selecting” multimedia 

objects in a manner that reflects available bandwidth and then “adjusting said 

selection and playback.” (EX1001, cl.1.)  “Maintaining,” as recited in the 

challenged claims, thus must encompass some adjustment to playback 

characteristics/qualities; it cannot mean that all playback qualities must remain static 

and unchanging.  Even PO’s expert agreed that “adjusting said selection” as recited 
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in the claims covers going from a high-quality stream to a low-quality stream if 

network bandwidth reduces.  (EX1085, 42:20-44:4.)   

The ’849 specification further clarifies that “optimized decoding processes to 

maintain quality playback” encompass processes—like those disclosed by 

Mattavelli—where video quality is degraded when necessary to maintain or preserve 

other playback characteristics like fluidity or audio quality.  The ’849 specification 

provides, for example:  

[T]he invention provides novel optimizations for digital video 

decoding…. The client player-decoder dynamically adjusts 

how many shortcuts must be taken. These short-cuts are 

specifically designed to drastically reduce the number of 

computations necessary at certain critical steps in the video 

decoding process at the cost video output quality. 

(EX1001, 4:7-23, 12:12-29 (process “uses faster motion compensation … when less 

quality but faster processing is required.”), 12:60-13:14, 13:15-14:15 (“the output 

video can be unrecognizable at times” so low quality level “is used only in drastic 

cases of a sudden drop in processor availability.”), Figs. 8-9, 13.) 

PO’s de facto construction of “maintaining” that rejects any degradation in 

video/visual quality for any reason is also inconsistent with PO’s and Mr. Goldman’s 

positions in the related litigation.  There, Mr. Goldman repeatedly testified that a 

process that used simplified processes that degraded video quality in order to 
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preserve another playback quality (e.g., fluidity) in the face of resource constraints 

still satisfied the “maintaining” claim limitations. (EX1080, 22:21-23:6, 24:6-11, 

25:2-27:24, 29:21-30:2, 32:11-34:20, 36:7-38:22, 40:9-17, 53:3-7, 56:3-10, 65:4-

66:14, 89:18-91:14, 102:1-103:16, 108:14-22, 114:21-117:22; EX1085, 11:21-

12:15, 13:14-22.)   

The Petition thus shows that Mattavelli’s CGD techniques are optimized 

decoding processes that satisfy the “maintaining” limitations, as properly 

interpreted. (Pet., 45-55.) 

Further, even if one were to accept arguendo PO’s de facto construction of 

“maintaining” fluidity and quality, Mattavelli would still satisfy these claim 

limitations.  This is so because Mattavelli teaches that its CGD techniques are not 

intended to be run all the time, but only when its algorithms determine it is necessary 

“to guarantee real-time performance in [the] presence of peaks of decoding 

complexity or as a way to ease the scheduling problems given by temporary 

fluctuations of the available processing power.” (Pet., 46 (alteration in original); 

Mattavelli, 2312.)  When decoding a video stream and not running up against 

processor resource constraints, a player/decoder would not be applying Mattavelli’s 

CGD techniques and would be maintaining (even in the narrow, incorrect sense PO 

proposes) video quality during that time. (Id.)  Unwired Planet, LLC v. Google Inc., 
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841 F.3d 995, 1002 (Fed. Cir. 2016) (“combinations of prior art that sometimes meet 

the claim elements are sufficient to show obviousness.”).  And, Mr. Goldman 

testified that such circumstances where a decoder is determining/deciding not to 

apply available decoding simplifications still constitutes use of an “optimized 

decoding process.” (EX1080, 67:8-13.)  

Additionally, the Petition also describes Mattavelli’s teachings that its CGD 

techniques “enable more efficient usage of the hardware processing power” without 

needing “sustained over-sizing of processing resources,” thereby allowing, e.g., a 

given client to handle decoding more complex, more efficient compression methods, 

which provide more efficient network bandwidth usage and ultimately provide and 

maintain improved/higher quality playback overall than would otherwise have been 

obtainable. (Pet., 53-54; Mattavelli, 2309, 2312 (CGD techniques can enable use of 

standards/levels/profiles that would otherwise have been “forbidden”).) 

Finally, PO argues that Mattavelli does not teach maintaining fluidity or 

playback quality by again arguing that “real-time” has no connection to or overlap 

with “fluidity.” (POR, 44-47.)  PO once again is wrong.  

Mattavelli directly connects “real-time” with fluidity and the avoidance of 

perceptually annoying, un-fluid “abrupt interruptions,” via its teaching that its 

complexity-reducing CGD techniques are preferable to other alternatives for 
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respecting real-time constraints, such as skipping frames, for a decoder that cannot 

keep up with a stream. (Pet., 45-51; Mattavelli, 2309-10.)  And, as discussed above, 

both the ’849 patent and Mr. Goldman (outside of this IPR) have connected and 

equated real-time playback with fluid, quality playback of a multimedia stream. 

(EX1001, 1:13-17, 3:63-67, 12:12-18, 12:60-13:14; EX1081, ¶¶25-27, 37-38, 41-

42, 46; see also EX1080, 65:10-14 (“[G]iven what these tools are doing, which are 

trading off quality for realtime processing or being able to deliver a fluid picture, 

due to constraints and limitations in the client and the network.”), 47:4-9.) 

B. Ground 2: Carmel and Wang render obvious the challenged claims 

1. Wang teaches maintaining quality playback 

The Petition explains that use of Wang’s optimized decoding processes would 

enable mobile devices to maintain quality playback by giving such computationally-

constrained and memory-constrained devices the ability to receive AVC-encoded 

video data and decode it fast enough to provide and maintain playback of such AVC-

encoded data, which Wang teaches “provides better image quality due to its 

significant improvement on the coding efficiency.” (Pet., 71-74, 76-78; Wang, 51, 

52-55.)  

PO’s argument that Wang only teaches improving throughput/decoding speed 

and not maintaining quality playback (POR, 49-51), falsely distinguishes these 

concepts in a manner that is inconsistent with the ’849 specification, PO’s arguments 
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in the district court, and Mr. Goldman’s prior testimony.  Again, the ’849 

specification repeatedly describes the use of shortcuts/decoding optimizations that 

decrease decoding complexity and video quality in order to increase decoding 

speed. (EX1001, 4:7-23, 12:12-29 (process “uses faster motion compensation … 

when less quality but faster processing is required.”), 12:60-13:14, 13:15-14:15, 

Figs. 8-9, 13.)  In the district court, PO pointed to these same teachings as examples 

of optimized decoding processes.  (EX1083, 0014-0016.)  And Mr. Goldman 

testified that these decoding optimizations are used to increase decoding speed in 

service of maintaining an overall playback quality. (EX1080, 18:10-13, 22:21-22:6 

(“[I]f you didn’t apply these [shortcuts] … it would not be able to maintain fluidity 

and audio/video quality.”), 25:2-27:24, 29:21-30:2 (decoding optimizations used “to 

maintain a smooth video stream, that otherwise could not be completed in time using 

unabridged computations”), 36:7-38:8, 40:9-17, 89:18-91:14.) 

Likewise, Wang does not teach that its decoding optimizations are meant to 

be used to increase decoding speed/throughput for its own sake but rather to enable 

a mobile device to provide and maintain a better-quality playback using AVC-

encoded data, which it would not otherwise have been able to do. (Pet., 75-77; Wang, 

51; see also EX1080, 53:3-7.) 

For these same reasons, PO’s assertion that Wang does not satisfy the “such 
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that fluidity, video quality and audio quality are maintained” limitations is also 

mistaken. (POR, 51.)  The Petition explains that Wang teaches optimized decoding 

processes that enable limited mobile devices to decode AVC-encoded data fast 

enough to enable the use of this more efficient compression standard and maintain 

these three playback characteristics. (Pet., 73, 71-72, 75-78; compare Wang, 51 

(describing optimized decoding processes that improved throughput 6-7 times over 

a reference decoder and achieved decoding rates up to 6.6 to 10.3 frames per second 

on mobile processor), with EX1001, 18:64-19:3 (applied “decoder optimizations and 

strategies” “make it possible for the multimedia object player 10 to playback live 

music and video, at acceptable frame rates (5-15 fps), on limited, cell phone 

handsets”).)  

Further, contrary to PO’s passing suggestion otherwise (POR, 51), Wang’s 

teachings regarding optimized video decoding processes is sufficient to satisfy the 

utilizing optimized decoding processes “to maintain quality playback” limitation and 

the “such that fluidity, video quality, and audio quality are maintained” limitations. 

(See, e.g., EX1001, cl. 9 (reciting “video decoding optimization” alone for 

maintaining “fluidity, video and audio quality”); EX1080, 25:2-27:19, 29:21-30:8, 

33:23-34:20, 36:7-25, 89:18-91:14; EX1083, 0014-0016 (pointing to video decoding 

alone for this limitation).) 
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2. A POSA would have combined Carmel and Wang’s 
teachings 

PO’s legally and logically flawed challenge to the motivations to combine 

Carmel and Wang should also be rejected. (POR, 52-55.) 

PO asserts that “one of the primary purposes of Carmel” is to enable “seamless 

streaming to diverse client devices” but then confusingly suggests that such 

“diverse” client devices are limited to “conventional personal computers or 

workstations.” (POR, 53 (emphasis omitted) (citation omitted).)  Carmel’s teachings 

are not limited exclusively to such exemplary, preferred-embodiment client devices 

but are applicable to a wide variety of client devices—including mobile devices—

operating on a wide variety of networks. (Pet., 29-32, 33-34; Carmel, 6:36-44; 

EX1081, ¶42.) 

PO’s assertion that “Carmel seeks to implement media streaming over existing 

client hardware and software”—which PO alleges Carmel does not control—is also 

mistaken. (POR, 53-54.)  Carmel teaches a system that does not require a dedicated 

or customized broadcast server.  Rather than using “existing client hardware and 

software” it discloses providing special software (e.g., a Java applet or plug-in) to 

enable a client device to “receive and play back the broadcast” according to Carmel’s 

methods. (Pet., 26, 33-34; Carmel, 1:34-67, 6:44-60, 7:12-17, 10:27-35, 13:54-

14:16; EX1081, ¶26.)   
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PO then relies on these false premises to make conclusions that do not 

logically follow.  For example, PO asserts “[i]mplementing Wang’s decoder in 

Carmel would require upgrading each [and every] client’s personal computer or 

workstation to include improved decoder hardware and software.” (POR, 54.)  

Obviousness law doesn’t require that every client device be updated.  Instead, only 

one or some client(s) using an ARM hardware platform5 in a broadcasting system 

implementing Carmel’s teachings would have been sufficient to motivate a POSA 

to combine Carmel and Wang’s teachings as proposed. (Pet., 75-78.) 

PO in no way shows that combining Carmel and Wang’s teachings would 

render Carmel inoperable for its intended purpose. (POR, 53-54.)  Instead, PO’s 

challenge to the motivation to combine these references is nothing more than a 

confused, mistaken, and improper bodily incorporation argument. See In re Keller, 

642 F.2d 413, 425 (C.C.P.A. 1981). 

C. Grounds 3-5: PO’s challenges to Grounds 3-5 are mistaken 

As an initial matter, Grounds 3-5 address claim elements that PO does not 

dispute are satisfied by Carmel and Mattavelli and/or Carmel and Wang. 

 
5 Wang teaches the ARM hardware platform was “one of the most typical portable 

devices and [took] almost 75% of the market for the mobile devices.” (Wang, 52; 

Pet., 72.) 
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Accordingly, the Board need not address Grounds 3-5 if it finds (as it should) that 

the first two Grounds render the challenged claims unpatentable. 

PO’s challenge to Ground 3 rests on misleading wordplay.  PO asserts that 

because the HE-AAC LP variant has “reduce[d] audio quality” compared to the 

high-quality variant, the LP variant cannot be used in “maintaining” audio quality. 

(POR, 55-56.) For the reasons discussed above, PO misconstrues what the 

“maintaining” limitations require, and its argument is contradicted by Mr. 

Goldman’s testimony that ’849 patent discloses “maintain[ing] the best quality you 

can” given bandwidth and device capabilities rather than maintaining some 

“absolute quality” level. (EX1080, 27:20-24, 22:4-23:6, 56:3-10.) 

PO’s quibble with Grounds 4 & 5—that the Petition did not mention 

Mattavelli or Wang in its rationale to combine the additional references asserted in 

these Grounds (POR, 58-60)—should be rejected because it fails to appreciate that 

the teachings from Guo (multiple servers), Yu (transcoding), and Forecast (splitting 

at I-frame) concern only server-side preparation and broadcasting of a multimedia 

stream. (Pet., 80-86.)  That is, these additional teachings only modify Carmel’s 

server-side teachings, not the client-side teachings of Carmel, Mattavelli, or Wang, 

so the Petition appropriately explains why a POSA would have been motivated to 

combine these references as proposed. (Id.) 
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D. Petitioner’s claim construction positions before the Board and the 
district court are coherent and justified; PO’s are not 

PO argues for the first time in its POR that Google has taken inconsistent 

claim construction positions and has not provided any justification for such alleged 

inconsistencies. (POR, 60-61.)  PO’s argument should be rejected, both (i) because 

PO has forfeited this institution-related argument by failing to raise it in its Request 

for Discretionary Denial, Preliminary Patent Owner Response, or Request for 

Director Review of the Institution Decision and (ii) because of its lack of merit. 

As the Petition explained (and PO has ignored), while the outer bounds of 

certain terms of the challenged claims are not well-defined, the teachings of the 

asserted references fall within the central core of these terms. (Pet., 45-46 & n.8.)  In 

other words, while Petitioner challenged certain terms in the related litigation (now 

stayed pending IPR) as being indefinite terms of degree with unclear outer bounds 

(e.g., “optimized,” “maintain quality playback”), the Petition and its supporting 

evidence shows that, notwithstanding this indefiniteness, a POSA would have 

understood the teachings of Carmel, Mattavelli, Wang, and the other asserted 

references fall within the core scope of these terms and satisfy these claim 

limitations. See Tesla, Inc. v. Intell. Ventures II LLC, IPR2025-00340, Paper 18 at 

3-4 (Director Nov. 5, 2025) (“Tesla”) (informative); (see also Pet., 35-55, 70-78; 

Carmel, 2:15-21, 8:42-9:9, 10:48-11:22, Figs. 3D, 6B (using “quality,” “playback,” 
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“synchronization,” and other similar terminology to describe maintaining fluid, 

quality playback); Mattavelli, 2309, 2311-12 (using term “optimization” when 

describing decoding processes akin to those later described in the ’849 patent used 

to speed up decoding); Wang, 51-54 (repeatedly describing its processes for 

speeding up decoding as “optimized”).) 

Indeed, as discussed above, it is PO, not Petitioner, that has taken unjustified, 

inconsistent positions before the Board and the district court on the meaning and 

scope of the challenged claims.  So too has PO’s expert, Mr. Goldman, regarding 

what Carmel teaches and what the challenged claims require. (Compare EX1080, 

EX1081, with EX2014.)  Thus, it is PO, not Petitioner, that is attempting to thwart 

the Office’s goal of providing greater predictability and certainty in the patent 

system. Tesla, Paper 18 at 3-4.   

The Board should reject PO’s inconsistent and incorrect arguments for the 

reasons discussed above.  But, before the Board even considers the (lack of) merits 

of PO’s de facto claim construction positions (e.g., on “adjusting said selection and 

playback,” “maintaining playback quality”), the Board should first make certain that 

PO has clearly articulated and unambiguously adopted its positions in a way that 

binds PO and ensures that these interpretations are applied consistently across all 

potential future forums.   
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E. PO fails to show that the “maintain quality playback” term is not 
a statement of intended use 

PO’s arguments that “to maintain quality playback” is not a statement of 

intended use are mistaken and should also be rejected.  First, PO confusingly asserts 

that the functional term “to maintain quality playback” is “structural” simply 

because it modifies the “optimized decoding processes” term. (POR, 62-63.)  PO 

also asserts—without explanation—that “to maintain quality playback” also 

modifies the “such that fluidity, video quality and audio quality are maintained” 

term. (Id.)  PO offers no support, however, for the proposition that a functional 

limitation is transformed into a structural limitation when used as a modifier. 

Next, contrary to PO’s assertions, it did not clearly rely on “to maintain quality 

playback” to distinguish the cited prior art during prosecution. (POR, 65-66.) 

Finally, if the Board accepts PO’s argument that there is no presumption that 

the term “to maintain quality playback” is used differently between independent 

claims (POR, 67), all this means is that the Board should find that this term is a mere 

statement of intended use in independent claim 7 as well. 

III. CONCLUSION 

For these reasons and those provided in the Petition, the Board should find 

claims 1-9 unpatentable. 
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