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I. INTRODUCTION 

Pursuant to the “Interim Processes for PTAB Workload Management 

Memorandum” issued by Director Stewart on March 26, 2025 (“Stewart Memo”), 

Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc. 

(collectively “Samsung” or “Petitioner”) respectfully submit this brief requesting 

that the Director deny the request to exercise her discretion to deny institution of 

the Petition for Inter Partes Review (IPR) (Paper 1) of U.S. Patent No. 11,424,792 

(“’792 Patent” or “Challenged Patent”) allegedly owned by Genghiscomm 

Holdings, LLC (“Genghiscomm”). Samsung’s challenge to the ’792 Patent is one 

of nine IPRs filed against patents asserted in litigation by Genghiscomm against 

Samsung Electronics America, Inc. 

Although the scheduled district court trial date precedes the projected final 

written decision date for this proceeding, denial is not warranted because of the 

unique facts of these cases, including: 

• of the nine patents challenged in this dispute, six issued in 2021 or 

later and none issued earlier than 2017;  

• the Office materially erred in its determination of the effective filing 

date of the ’792 Patent and once that error is corrected anticipation by 

Shattil-257 will easily be found to anticipate many Challenged Claims 
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since Mr. Shattil has declared that the application for that patent 

describes all Challenged Claims;  

• Mr. Shattil, the inventor and prosecutor of these patents, repeatedly 

and knowingly misused micro entity status; and 

• Mr. Shattil manipulated the patent term by truncating the priority 

claim, but would not have been able to do so if he had not filed a false 

certification with a nonpublication request and failed to disclose his 

earlier-filed PCT application when he filed the ’163 Application. 

For these and other reasons as explained herein, Petitioner respectfully requests 

that the petition be referred for a merits determination.1  

 
1 Samsung will be filing briefs in connection with each of the nine IPR proceedings 

and anticipates raising similar issues in each proceeding. There will be differences 

particularly as it pertains to the public interest factors discussed herein because those 

issues differ from one proceeding to the others. Primary differences between this 

brief and the briefs Samsung has already filed in IPR2025-00780, IPR2025-00781, 

IPR2025-00788, and IPR2025-00789 relate to the USPTO’s error regarding the 

effective filing date. Infra §III.B. Additionally, the ’792 Patent is found in a wholly 

different portion of the extended patent family from the other eight patents 
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II. BACKGROUND 

A. The Parties and Patent Agent Mr. Shattil 

Genghiscomm Holdings, LLC (“Genghiscomm”) is a Colorado limited 

liability corporation formed on January 14, 2014, with an address at 1942 

Broadway Street, Suite 314c, Boulder, CO 80302. EX1047, ¶1; EX1123. Many 

dozens of LLCs share this same address. EX1124. Its Director, Mr. Steve Shattil, 

has been a registered patent agent since 1996. EX1125. Mr. Shattil is the named 

inventor on the Challenged Patent. EX1001, cover. His resume indicates that he is 

an inventor on over 150 patents and has filed or prosecuted over 1000 patents and 

 
challenged by Petitioner in this group of inter partes reviews. Thus, the discussion 

of the patent thicket in which the ’792 Patent is found is materially different from 

other briefs. Infra §II.B. Additionally, because of the way that the priority claim was 

manipulated for this Challenged Patent, Petitioner is not presenting an argument that 

Genghiscomm lacked an ownership interest when it pursued the challenged claims 

or that it withdrew subject matter that its assignee dedicated to the public domain 

from the public domain. While the latter occurred, it was because of the manipulation 

of the priority claim and the lack of continuity of disclosure, which is directly 

implicated by the grounds advanced in the Petition. This brief is otherwise largely 

similar to the brief filed in IPR2025-00789.  
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patent applications. EX1137. “Genghiscomm®” was registered as a trademark in 

2019 and is owned by Steve Shattil. EX1150. The goods and services associated 

with Genghiscomm are described as “Licensing of intellectual property rights.” 

EX1150, p.1. Since its formation in 2014, Genghiscomm has operated solely as a 

patent licensing company; it makes no products and has no discernable operations 

beyond its patent licensing efforts. 

Petitioner party Samsung Electronics America, Inc. (“SEA”) is a United 

States corporation with offices in various states, including Texas, California, and 

New Jersey. SEA is a wholly owned subsidiary of Samsung Electronics Co., Ltd., 

a Korean company founded nearly a century ago. In 2024, Petitioner party 

Samsung Electronics Co., Ltd. obtained more patents from the USPTO than any 

other company, according to the Intellectual Property Owner’s Association. 

EX1141, p.2.  

B. Mr. Shattil Created A Patent Thicket Spanning More Than 100 
Applications And Over 20 Years of Prosecution. 

1. Overview of the expansive extended patent family and the 
complexity imposed by the nine Challenged Patents. 

While the domestic benefit claim for the ’792 Patent may appear relatively 

simple, the ’792 Patent is part of a much larger family of patent applications that 

have weaved their way through the Office for more than two decades. In all, there 
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are more than 110 interrelated applications tied connected through a web of 

domestic benefit claims and incorporations by reference.  

The following family tree, generated by an online tool called PatentBots® 

PatentPlex®, illustrates the extent of the family (the ’792 Patent is identified by the 

red box and arrow):  

Mr. Shattil’s approach to drafting and prosecuting these related applications 

has resulted in a patent thicket that comprises thousands of pages of complex 

descriptions and figures, leaving the public to navigate the web of disclosures 

without transparency.2  

 
2 Take, for example, the US Patent No. 9,768,842 filed in 2016. Mr. Shattil has 

contended that he filed a provisional application describing all claims of that patent 

in 1999. EX1127. That Provisional is incorporated into the parent ’854 
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The complexity is evident even considering the nine patents Genghiscomm 

has asserted against Petitioner SEA across two litigations. Collectively, they span 

715 pages and include 270 claims. EX1065 & IPR2025-00899, EX1001. The table 

below summarizes key information about these patents, including for each 

Challenged Patent: (1) the earliest claimed priority date, (2) date of alleged 

constructive reduction to practice,3 (3) number of figures, (4) number of columns, 

and (5) an estimate of the number of documents incorporated by reference:  

Pat. Earliest 
Claimed 
Priority 

Alleged 
Reduction to 

Practice 

No. of 
Figs. 

Spec. 
Cols. 

No. of Docs Inc. 
by Reference. 

’842 5/14/02 11/2/99 48 79 ~ 25 

’227 5/14/02 11/2/99 48 79 ~ 25 

’568 5/14/02 11/2/99 47 43 ~47 

’786 8/4/04 4/24/02 236 157 ~ 58 

 
Application, EX1023, p.236, but is not mentioned again in the applications in the 

domestic benefit chain for the ’842 Patent.  

3 These dates are obtained from the declarations of Mr. Shattil and are in the record 

at EX1127 and EX1154 to EX1158, EX1160, EX1161. As these declarations 

show, Mr. Shattil believes he filed applications directed to the claimed subject 

matter in applications that predate the filing of the earliest applications in his 

domestic benefit claims.  
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Pat. Earliest 
Claimed 
Priority 

Alleged 
Reduction to 

Practice 

No. of 
Figs. 

Spec. 
Cols. 

No. of Docs Inc. 
by Reference. 

’508 8/4/04 4/24/02 19 54 ~ 27 

’005 8/4/04 4/16/03 19 54 ~ 24 

’285 8/4/04 2/7/03 70 76 ~ 17 

’792 1/8/07 4/24/02 37 66 ~ 11 

’386 8/4/04 4/16/034 70 75 ~ 17 
 

There is substantial overlap in the specifications of some patents (e.g., the 

’508 and ’005 Patents share similar specifications and domestic benefit claims). 

Yet, according to Mr. Shattil’s declarations, the claimed subject matter in these 

otherwise similar applications has different dates of constructive reduction to 

practice, because the subject matter was first described in different patents and 

applications within the family.  

Mr. Shattil has thus created a highly complex patent thicket that is difficult 

to decipher due to his prosecution strategy. The Office is far better equipped than a 

federal jury to address and resolve these complexities. 

 
4 In earlier-filed discretionary denial briefs, Petitioner overlooked the fact Mr. Shattil 

had provided a declaration contending that the subject matter of the ’386 Patent had 

been disclosed in a patent application filed on April 16, 2003. EX1175, ¶¶3-4. 
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2. Removal of applications from the domestic benefit claim led 
to an increase in patent term for the ’792 patent. 

The immediate patent family shown on the face of the ’792 Patent is 

illustrated below.  

 

But this illustration does not tell the full story. Instead, the ’792 Patent does not 

claim the benefit of all applications that its immediate parent did. EX1128, cover. 

Instead, immediate parent Patent Application No. 16/575,713 (Patent No. 

10,931,338) also claimed the benefit of U.S. Patent Application No. 10/131,163 

(“the ’163 Application”) and Provisional application No. 60/286,850 as illustrated 

below.  
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EX1128, cover. By dropping the priority claim to the ’163 Application the ’792 

Patent would have had an expiration date in January 2027 instead of April 2022 

(absent terminal disclaimers or patent term adjustment). 

The complexity does not end there either. Instead, when U.S. Patent 

Application 12/328,917 was filed, it not only claimed priority back to the ’163 

Application, it also claimed priority back to U.S. Patent Application No. 

09/022,950 filed February 12, 1998. EX1091, pp.148-155. Thus, there have been 

successive prunings of the priority claim thereby lengthening the patent term while 

muddling the record as to the effective filing date of the various claims. This 
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problem is amplified by significant modifications to the priority claims in the 

various patents as described in the following subsection. 

3. Mr. Shattil made multiple changes to the priority claims of 
applications in this portion of the family leading the Office 
to err in its effective filing date determination. 

Not only have the priority claims been pruned, but they have been modified 

over time. As explained in the Petition and in further detail below this led the 

Office to overlook a break in the chain of priority for the ’792 Patent. Because of 

that break, that the earliest possible effective filing date of the ’792 Patent is not 

January 8, 2007, but is instead, at best, June 8, 2015. And that means the ’792 

Patent claims are anticipated by the Patent omitted from the Challenged Patent’s 

priority claim: U.S. Patent No. 7,430,257. 

a. The priority claim of U.S. Patent No. 7,965,761 
reflects a lack of copendency with the ’163 
Application; this was the subject of a July 24, 2018 
Certificate of Correction. 

When U.S. Patent No. 7,965,761 issued, it lacked copendency with the ’163 

Application to which it claimed priority because the priority claim omitted U.S. 

Patent Application No. 11/621,014. EX1129, cover. This error was blamed on the 

Office allegedly overlooking a preliminary amendment, but the record reveals that 

is not correct. EX1091, pp.49-50. Instead, an Examiner’s Amendment made at the 
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time of allowance deleted the priority claim and applicant’s representative 

approved of the change. Id., p.77. 

But, this was not enough to change the priority claim. Instead, two years 

later, Mr. Shattil submitted a petition for an unintentionally delayed priority claim. 

EX1091, pp.28-29. Although Mr. Shattil was aware of the issue with the priority 

claim since 2018, in 2020 he told the Office that “the entire delay between the date 

the benefit claim was due and the date the benefit claim was filed was 

unintentional.” Id. The petition was ultimately granted. EX1091, pp.6-7.  

b. U.S. Patent Application No. 13/116,984 is directed to a 
different alleged invention, names a different 
inventive entity, does not incorporate by reference 
any documents, and underwent a significant change 
to its domestic benefit claim after it was filed. 

U.S. Patent Application No. 13/116,984 (“the ’984 Application”) was filed 

as a non-provisional application based on U.S. Provisional No. 61/349,097 filed 

May 27, 2010. EX1092, p.465. It names as inventors two people other than Mr. 

Shattil—Robi Sen and Ian Starnes. Id. Instead of being directed to OFDM or other 

multicarrier encoding techniques, it is titled “Method and Apparatus for Fast 

Prototyping of Wireless Transceivers” and is in the field of “rapid prototyping of 

electronic systems” such as “wireless transceiver components.” Id. No documents 

are incorporated by reference into the ’984 Application. After describing perceived 

problems with the prior art, the ’984 Application explains that “the present 
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invention can solve” those problems “by providing an integrated hardware and 

software component architecture based on principles of Object Oriented 

Programming to allow system developers and end users to rapidly design, build, 

and test hardware in an iterative fashion, allowing for faster product life-cycles, 

greater innovation, and facilitating end-user and third-party development.” 

EX1092, p.467. The ’984 Application includes no discussion of subcarrier 

spacings, provisioning subcarriers, selecting subcarrier spacings or symbol 

durations, or use of polyphase codes. 

During prosecution of the ’984 Application, Mr. Shattil repeatedly attempted 

to amend the priority claim and was eventually successful. EX1092, pp.296-316. 

Starting with a filing titled “Amendment And Petition for Unintentionally Delayed 

Priority Claim And Request for Corrected Filing Receipt,” Mr. Shattil sought a 

major change to the priority claim and represented that the delay “between the date 

the benefit claim was due [in 2011] and the date the benefit claim was filed [on 

February 13, 2015] was unintentional.” Id., p.297; see also id., p.304. The 

Application Data Sheet filed with the request to recognize a delayed priority claim 

indicated that the benefit claim he sought to add reached back to U.S. Provisional 

Application No. 60/286,850 filed on April 26, 2001. Id., p.314. 

That petition was ultimately dismissed because “application No. 12/328,917 

is not a divisional of application No. 11/621,014, as specified in the ADS.” Id., 
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p.102. On April 7, 2017, Mr. Shattil renewed the petition to correct the domestic 

benefit claim. This time instead of claiming that the ’917 Application was a 

divisional of the ’014 Application, the revised ADS indicated that the ’917 

Application was a divisional of U.S. Patent Application No. 10/131,163. EX1092, 

p.91. The Office dismissed the Petition again. This time it was dismissed because 

while Applicant sought to claim the benefit U.S. Provisional Application 

60/286,850 the intervening ’917 Application did not claim the benefit of the ’850 

Provisional Application. Id., pp.84-85. 

The ’984 Application issued as U.S. Patent No. 10,014,882 without a 

corrected domestic benefit claim. EX1093, cover. About two years later, Mr. 

Shattil again tried to correct the benefit claim. After multiple petitions, 

declarations, and other submissions, the Office corrected the domestic benefit 

claim. EX1092, pp.2-55. This included the issuance of a certificate of correction 

dated July 14, 2020. EX1092, p.46. None of these changes to the domestic benefit 

claim can cure the key problem with the domestic benefit claim overlooked during 

the original examination of the Challenged Patent: the originally filed specification 

of the ’984 Application fails to describe the subject matter of the claims of the ’792 

Patent. Infra §III.B. 
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III. DISCRETIONARY DENIAL IS NOT WARRANTED UNDER §314(A) 

A. Genghiscomm Lacks Settled Expectations In The Challenged 
Patent Because It Was Filed In February 2021—Nineteen Years 
After It Was Allegedly Reduced to Practice—And Issued In 
August 2022. 

Genghiscomm lacks settled expectations in the ’792 Patent. The application 

for the Challenged Patent was filed in February 2021, about nineteen years after 

Mr. Shattil has declared that he first described the claimed subject matter in the 

parent application to the earliest application in the domestic benefit for the ’792 

Patent (i.e., U.S. Patent Application No. 10/163,131 is a parent to U.S. Patent 

Application No. 11/621,014). EX1161, ¶¶3-4. The application for the challenged 

patent was even filed about fourteen years after its earliest claimed priority date of 

January 8, 2007. EX1001, cover. Thus, Genghiscomm has not developed strong 

settled expectations in the ’792 Patent that warrant discretionary denial. See, e.g., 

Shenzen Tuozhu Tech. Co., Ltd. v. Statasys, Inc., IPR2025-00438, Paper 10 (Jul. 

17, 2025) (patents issuing in 2020, 2020, 2021, and 2024 not “in force for a 

significant period of time” and thus the Patent Owner lacked “strong settled 

expectations that favor discretionary denial”); Cambridge Industries USA, Inc. v. 

Applied Optoelectronics, Inc., IPR2025-00434, Paper 11 (Jun. 26, 2025) (referring 

to merits panel when “most of the challenged patents have not been in force for a 

significant period of time (issued in 2020, 2019, and 2019), and accordingly, 
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Patent Owner has not developed strong settled expectations that favor discretionary 

denial at least as to those patents”).   

In addition to the group of patents challenged in this and related proceedings 

before the Board being relatively new, there are other unique facts in this and the 

other related proceedings warranting a finding of a lack of settled expectations and 

a finding that the public’s interest will be best served by a review of the patents 

challenged in this and other related proceedings. 

B. The Office Committed Material Error By Overlooking A Lack Of 
Continuity Of Disclosure And Should Have Applied The Shattil-
257 Patent As Prior Art Against The Claims Of The ’792 Patent.  

As explained above there was a lack of continuity of disclosure in the chain 

of priority that precludes the ’792 Patent from having an effective filing date any 

earlier than June 8, 2015. This makes U.S. Patent No. 7,430,257 (“Shattil-257”) an 

anticipatory prior art reference to the Challenged Claims. Supra §III.B. In fact, Mr. 

Shattil has executed a declaration stating his view that all of the subject matter 

recited in every claim of the Challenged Patent is found in the Shattil-257 Patent 

(i.e., the ’163 Application on which it was based). EX1161, ¶¶3-4.  

The Office materially erred when it overlooked the lack of continuity of 

disclosure and examined the ’792 Patent under pre-AIA law. EX1090, p.32. Such 

mistakes have been held by the Director to provide a sound reason to refer the 

Petition for a merits panel decision. See, e.g., Padagis US LLC, IPR2025-00464, 
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Paper 12 (P.T.A.B. Jul. 16, 2025) (“Here, however, the Petitioner appears to show 

a material error by the Office, and it is an appropriate use of Office resources to 

review the potential error.”); Anthony Inc. v. ControlTech, LLC, IPR2025-00559, 

Paper 9 (P.T.A.B. Jul. 16, 2025) (“Although the challenged patents have been in 

force for approximately eighteen and seventeen years, Petitioner appears to show a 

material error by the Office, and it is an appropriate use of Office resources to 

review the potential error.”); see also CSPC Pharmaceutical Group Ltd. v. Ipsen 

Biopharm Ltd., IPR2025-00505, Paper 11 (P.T.A.B. Jul. 16, 2025) (material error 

during examination warrants referral to merits panel). 

As explained above, there is a break in continuity of disclosure found in the 

’984 Application. Supra §§II.B.3, III.B. That patent describes a different invention 

with a different inventive entity and fails to provide written description support for 

various features of the challenged claims such as “provisioning” subcarriers, 

“selecting one of a plurality of different selectable subcarrier spacings, to provide 

for the one of the plurality of different symbols durations,” among others. E.g., 

EX1001, claim 1.  

Under the appropriate effective filing date, Mr. Shattil, the named inventor 

of the Challenged Patent, has admitted that Genghiscomm believes the ’792 Patent 

Challenged Claims are all anticipated. EX1161, ¶¶3-4. Thus, on these facts, the 

Petition should be referred to a merits determination to allow the Office to correct 
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the material mistake likely induced by the shifting sands approach taken with 

respect to priority claims in this portion of the extensive patent family. 

C. Compelling Public Interest: Considerations of Fairness, Patent 
System Efficiency, and Patent Quality Strongly Weigh Against 
Discretionary Denial On These Unique Facts. 

1. Mr. Shattil improperly extended the term of the Challenged 
Patent in reliance on a false certification made with a non-
publication request he signed in April 2002. 

Had the ’163 Application published when it should have under Section 122, 

Mr. Shattil would never have been able to truncate the priority claim to exclude 

reference to the ’163 Application. But the ’163 Application did not publish when it 

otherwise would have because Mr. Shattil filed a false certification with a 

nonpublication request in the ’163 Application, certifying that the invention had 

not been and would not be filed internationally, even though he had already filed a 

PCT application from which he copied many of the figures just months earlier. 

This false certification prevented the ’163 Application from publishing as required 

by law, which in turn, allowed Mr. Shattil to truncate the priority claim of the ’792 

Patent nearly two decades later. Because of this, the ’792 Patent’s expiration date 
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has been improperly extended by more than three years contrary to the public 

interest.5  

a. Genghiscomm’s statement that none of the cited 
references “disclose the claim elements” cannot be 
reconciled with Mr. Shattil’s declaration. 

Mr. Shattil has provided a declaration stating that the subject matter of each 

claim of the ’792 Patent “is disclosed in U.S. Patent appl. no. 10/131,163 (’163), 

filed April 24, 2002.” EX1161, ¶¶3-4 (emphasis original). Mr. Shattil thus 

believes that all Challenged Claims are described in the ’163 Application.  

Despite Mr. Shattil’s declaration stating that the ’163 Application (which 

issued as the Shattil-257 Patent raised in the Petition), Genghiscomm tells the 

Director that “Petitioner’s cited references in the 11 grounds do not disclose the 

claim elements.”6 Genghiscomm Br., 18. Genghiscomm’s statement in its 

Discretionary Denial brief cannot be reconciled with Mr. Shattil’s declaration 

 
5 The only reason that this extension was not longer was because the Examiner 

rejected the claims of the ’792 Patent over the claims of the ’508 Patent based on 

double patenting, thus requiring the filing of a terminal disclaimer. EX1090, pp.23-

24, 33-40. 

6 Genghiscomm’s reference to 11 grounds is also incorrect because there are seven 

grounds raised in the Petition. E.g., Pet., 18.  
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which says that all elements of all claims of the Challenged Patent are found in the 

Shattil-257 Patent. EX1161. This underscores precisely why adversarial review 

before the Board is warranted. 

b. Mr. Shattil filed a non-publication request in the ’163 
Application that prevented that application from 
publishing in 2002. 

The change to the priority claim in the application for the ’792 Patent would 

have been impossible if the ’163 Application published before January 8, 2006 

because that publication would have acted as a statutory bar to any application filed 

more than a year after its publication (even assuming pre-AIA law was to be 

applied). As a matter of statute, the ’163 Application should have published 

“promptly” after it was filed because it claimed the benefit of the February 12, 1998 

filing date of U.S. Patent Application No. 09/022,950. See 35 U.S.C. § 122(b)(1)(A) 

(“[E]ach application for a patent shall be published, in accordance with procedures 

determined by the Director, promptly after the expiration of a period of 18 months 

from the earliest filing date for which a benefit is sought under this title.” 

(emphasis added)). Thus, it would have published sometime in 2002 “promptly” 

after it was filed. 

To prevent the ’163 Application from publishing in 2002, Mr. Shattil 

submitted a non-publication request. In that request, he certified the invention 

disclosed in the ’163 Application had not been filed under a treaty requiring 18-
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month publication. Mr. Shattil’s certification stated:  

I hereby certify that the invention disclosed in the attached 

application has not and will not be the subject of an 

application filed in another country, or under a multilateral 

agreement, that requires publication at eighteen months 

after filing. 

EX1163 (emphasis original). Applications under “a multilateral agreement” 

includes applications filed under the Patent Cooperation Treaty (“PCT”). 

c. Mr. Shattil’s certification in the April 2002 non-
publication request was false. 

This certification was not true because in December 26, 2001—months 

before the ’163 Application was filed, Mr. Shattil filed PCT/US0150856, which 

published on July 11, 2002 as WO 02/054537 (“Shattil-537 PCT”). EX1099. 

While not identical, the Shattil-537 PCT and the ’163 Application share figures 

and description. Even some of the claims are similar between this PCT application 

and the ’163 Application. Mr. Shattil’s certification is contrary to his filing of the 

Shattil-537 PCT. In fact, Mr. Shattil included many of the same figures in the 

Shattil-537 PCT and the ’163 Application—including readily-apparent 

typographical errors.  

Thus, not only was Mr. Shattil aware of the Shattil-537 PCT, he copied parts 

of the ’163 Application from it. The correspondence of figures from the ’163 

Application and the Shattil-537 PCT are illustrated in the tables below. All told 
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more than 35 figures were copied from the Shattil-537 PCT, renumbered, and 

placed in the ’163 Application.7  

’163 Application – FIG. 39G Shattil-537 PCT – FIG. 4 

  
 

’163 Application – FIG. 73 Shattil-537 PCT – FIG. 5 

  

 
7 Even if some subject matter found in the ’163 Application was not found in Mr. 

Shattil’s PCT filing, Mr. Shattil needed to redact that information if he did not wish 

for additional subject matter beyond that disclosed in the PCT application to publish. 

See 35 U.S.C. § 122(b)(2)(B)(v).  



Case No. IPR2025-00793 
Patent No. 11,424,792 

 

22 

’163 Application – FIG. 73 Shattil-537 PCT – FIG. 5 

  

 

’163 Application – FIG. 77A Shattil-537 PCT – FIG. 7A 
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’163 Application – FIG. 77B Shattil-537 PCT – FIG. 7B 

  

 

’163 Application – FIG. 79A Shattil-537 PCT – FIG. 8A 
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’163 Application – FIG. 79B Shattil-537 PCT – FIG. 8B 

 
 

 

’163 Application – FIG. 80A Shattil-537 PCT – FIG. 9A 
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’163 Application – FIG. 80B Shattil-537 PCT – FIG. 9B 

  

 

’163 Application – FIG. 85 Shattil-537 PCT – FIG. 9B 
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’163 Application – FIG. 86A Shattil-537 PCT – FIG. 9B 

  

 

’163 Application – FIG. 86B Shattil-537 PCT – FIG. 12B 
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’163 Application – FIG. 89A Shattil-537 PCT – FIG. 12B 

  

 

’163 Application – FIG. 89B Shattil-537 PCT – FIG. 13B 

  

 

’163 Application – FIG. 89C Shattil-537 PCT – FIG. 13C 
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’163 Application – FIG. 58A Shattil-537 PCT – FIG. 14A 

  

 

’163 Application – FIG. 58B Shattil-537 PCT – FIG. 14B 

  

 

’163 Application – FIG. 58E Shattil-537 PCT – FIG. 14C 
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’163 Application – FIG. 59A Shattil-537 PCT – FIG. 15A 
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’163 Application – FIG. 59B Shattil-537 PCT – FIG. 15B 

 
 

 

’163 Application – FIG. 64B Shattil-537 PCT – FIG. 15C 
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’163 Application – FIG. 60A Shattil-537 PCT – FIG. 16A 

  

 

’163 Application – FIG. 61 Shattil-537 PCT – FIG. 16B 

  

 

’163 Application – FIG. 63 Shattil-537 PCT – FIG. 16C 
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’163 Application – FIG. 65 Shattil-537 PCT – FIG. 17 

 
 

 

’163 Application – FIG. 63 Shattil-537 PCT – FIG. 18 
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’163 Application – FIG. 99 Shattil-537 PCT – FIG. 18 

  

 

’163 Application – FIG. 34A Shattil-537 PCT – FIG. 20A 
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’163 Application – FIG. 34B Shattil-537 PCT – FIG. 20B 

  

 

’163 Application – FIG. 40B Shattil-537 PCT – FIG. 21A 
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’163 Application – FIG. 40B Shattil-537 PCT – FIG. 21A 
  

 

’163 Application – FIG. 49 Shattil-537 PCT – FIG. 22 

  

 

’163 Application – FIG. 50 Shattil-537 PCT – FIG. 23 
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’163 Application – FIG. 42 Shattil-537 PCT – FIG. 24 

 
 

 

’163 Application – FIG. 41A Shattil-537 PCT – FIG. 26 

 

 

 

’163 Application – FIG. 41B Shattil-537 PCT – FIG. 27B 

  

 

Figure 49 of the ’163 Application even copied a typographical error in the 

denominator of the exponential term in which “N-1” should have been “N.” These 
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typographical errors are identified below and are found in each of the Shattil-537 

PCT (FIG. 22) and the ’163 Application: 

 

Genghiscomm has sought certificates of correction in recent years to correct 

this error in some of the patents. EX1102, p.14; see also EX1100, p.7; EX1101, 

p.12; EX1103, p.3. 

Not only were figures and the substance of corresponding descriptions filed 

in a PCT application, but there are even similarities in what was being claimed 

between the ’163 Application and the Shattil-537 PCT. For example, claim 11 of 

the ’163 Application and claim 24 of the Shattil-537 PCT both claim a “CI code 

generator” including a “CI symbol generator.” And claim 14 of the ’163 

Application and claim 32 of the Shattil-537 PCT both claim a “CI transmitter” that 

includes a “CI code generator” and a “CI encoder.” Thus, not only did the ’163 
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Application and the Shattil-537 PCT disclose the same invention, they claimed the 

same subject matter too. 

d. Mr. Shattil recognized the relationship between the 
Shattil-537 PCT and the ’163 Application in late 2002 
but he did not rescind the non-publication request or 
his certification. 

Mr. Shattil again considered the relationship between the ’163 Application 

and the Shattil-537 PCT in late October 2002. In U.S. Provisional Application No. 

60/422,670 (“the ’670 Provisional”), Mr. Shattil stated that “[m]ethods and systems 

used to generate CI codes,” were described in each of the ’163 Application, the ’854 

Application, and PCT/US01/50856 (filed 12/26/2001),” and incorporated those 

disclosures by reference into the provisional application. EX1164, p.27. Thus, Mr. 

Shattil still knew about the relationship between the ’163 Application and the Shattil-

537 PCT in December 2002. Mr. Shattil did not rescind the non-publication request 

or the certification that he filed in April 2002. 

Mr. Shattil would later file U.S. Patent Application No. 10/414,663 claiming 

the benefit of the ’670 Provisional.8 Mr. Shattil removed the application number of 

 
8 U.S. Patent Application No. 10/414,663 is in yet another branch of the patent 

family and does not claim the benefit of the same applications as the Challenged 
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the ’163 Application—perhaps with the hope that it would remain confidential due 

to the nonpublication request and despite the filing of the Shattil-537 PCT. 

EX1165, 2:49-51. 

Mr. Shattil did not disclose the Shattil-537 PCT in any of the applications in 

the priority claim of this or the parent applications despite having copied figures 

and text from it and even though it is at least §102(b) prior art to the Challenged 

Patent. 

e. But for the false non-publication certification, Mr. 
Shattil could not have truncated the priority claim for 
the Challenged Patent and extended the patent term. 

If the ’163 Application had published “promptly” after it was filed in April 

2002—as was the statutory mandate for applications describing inventions that were 

also filed in PCT applications—and given Mr. Shattil’s declaration stating that 

everything claimed in the ’792 Patent was disclosed in the ’163 Application, the 

publication of the ’163 Application would have erected a statutory bar to any 

application having an effective filing date more than a year after its publication 

(assuming pre-AIA law applied). Thus, Mr. Shattil would not have been able to 

truncate the priority claim for the ’792 Patent by omitting reference to the ’163 

 
Patent or the ’163 Application. Citations here are to the patent that issued from that 

application—U.S. Patent No. 7,317,750. EX1165. 
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Application the way he did and still be able to claim subject matter that he says was 

disclosed in the ’163 Application because the ’163 Application would have 

statutorily barred that tactic. But, because he made the false certification that the 

invention disclosed in the ’163 Application had not been filed in a PCT application, 

the ’163 Application did not publish until the ’163 Application issued as U.S. Patent 

No. 7,430,257 on September 30, 2008. Even assuming that the Challenged Patent 

was entitled to its earliest claimed effective filing date, the nonpublication request 

allowed Mr. Shattil to truncate the priority claim for the ’792 Patent to the January 

8, 2007 filing date of U.S. Patent Application No. 11/621,014.  

f. The false nonpublication certification has a material 
impact on the public interest since the Challenged 
Patent never should have issued but for the false 
certification. 

If the ’792 Patent had been required to claim the benefit of the ’163 

Application because of the publication of the ’163 Application the Challenged 

Patent would have expired in April 2022—twenty years after the ’163 Application 

was filed. Because the ’792 Patent did not issue until August 2022, it never would 

have even issued because it would have had no patent term.  

These actions before the Office were contrary to the public interest because 

there is a strong public interest in ensuring that the temporal limits of the patent 

grant are carefully guarded. The Supreme Court has recognized that the “cut-off 
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date” for patent expiration is a critical public policy, as the public has a right to 

practice the invention freely after enduring the term of exclusivity. Kimble v. 

Marvel Entm’t, LLC, 576 U.S. 446, 451 (2015) (“This Court has carefully guarded 

that cut-off date [i.e. patent expiration], just as the patent law’s subject matter 

limits: In case after case, the Court has construed those laws to preclude measures 

that restrict free access to formerly patented, as well as unpatentable, inventions.” 

(emphasis added)); Sears, Roebuck & Co., v. Stiffel Co., 376 U.S. 225, 230 (1964). 

By prosecuting the Challenged Patent in this manner, Mr. Shattil has stretched the 

exclusivity period for an invention he says he conceived of by April 2002, beyond 

the statutory 20 years, to the detriment of the public. This further demonstrates a 

compelling public interest in this proceeding and a review by the USPTO of the 

Challenged Patent.   

2. Mr. Shattil and Genghiscomm have misused micro entity 
status to the detriment of the USPTO and its user 
community. 

Policy considerations strongly favor review of the Challenged Patent 

because Mr. Shattil and Genghiscomm repeatedly misused micro entity status, 

directly harming the Office and its user community through disproportionately 

increased financial obligations. This misuse should weigh heavily against 

discretionary denial of this Petition.  
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The Challenged Patent is indirectly related to U.S. Patent Application No. 

11/187,107 (“the ’107 Application”) because it is part of the extended patent 

family of applications reflected in the diagram above. Supra §II.B.1. On July 19, 

2013, Mr. Shattil certified that the applicant qualified for micro entity status on a 

gross income basis. EX1135, p.1. He specifically certified:  

Neither the applicant nor the inventor nor a joint inventor 

has been named as the inventor or a joint inventor on more 

than four previously filed U.S. patent applications, 

excluding provisional applications and international 

applications under the Patent Cooperation Treaty (PCT) 

for which the basic national fee under 37 CFR 1.492(a) 

was not paid, and also excluding patent applications for 

which the applicant has assigned all ownership rights or is 

obligated to assign all ownership rights as a result of the 

applicant’s previous employment. 

EX1135, p.1 (emphasis added).  

After this certification, Mr. Shattil paid reduced micro entity fees for an 

information disclosure statement under 37 C.F.R. § 1.17(p), id., p.3, the issue fee 

for the ’107 Application, EX1136, and, as recently as 2021, the 8th year 

maintenance fee, EX1149.9  

 
9 An exception to the five-application limit exists for inventions that must be 
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As the Office recently explained:  

The USPTO is a fully fee-funded agency. When entities 

ineligible for the small or micro entity status fee reductions 

pay fees in an unentitled reduced amount, they take 

improper advantage of the fees paid by other entities. Fee 

payments made in an unentitled reduced amount result in 

revenue loss for the USPTO, which is required to set fees 

to recover aggregate costs. Entities paying fees in 

unentitled reduced amounts result in the fees for all 

applicants being reset higher to offset this revenue loss. 

 
assigned or which are in fact assigned to employers. See M.P.E.P. § 509.04. But 

Mr. Shattil assigned numerous patents and patent applications to Aquity which was 

not his employer. EX1117; EX1119; EX1137. The list of assigned patent 

applications includes more than five patent applications. EX1119, pp.6-8. “All 

such applications naming the inventor or joint inventor are counted toward the 

application filing limit, whether the applications were filed before, on, or after 

March 19, 2013. Further it does not matter whether the previously filed 

applications are pending, patented, or abandoned; they are all still included when 

counting to determine whether the application filing limit has been reached.” 

M.P.E.P. § 509.04(a)I.B (Mar. 2014).  
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See Statutory Penalties for False Assertions or Certifications of Small or Micro 

Entity Status, 1536 O.G. 204 (Jul. 8, 2025) (emphasis added). Mr. Shattil and 

Genghiscomm’s actions thus deprive the USPTO and its users of fees.10 

The submission of these micro entity certifications was not an oversight. For 

example, during prosecution of a parent to the Challenged Patent, Mr. Shattil’s 

micro entity certification was accompanied by an information disclosure statement 

referencing prosecution documents from two of Mr. Shattil’s other patent 

applications. EX1135, p.15. One of those applications—U.S. Patent Application 

No. 10/145,854 incorporated many more patent applications naming Mr. Shattil as 

 
10 There are other examples of Mr. Shattil’s actions depriving the USPTO of fees. 

For example, in two information disclosure statements filed in two separate patent 

applications on February 2, 2017 Mr. Shattil certified that “no item of information 

contained in the information disclosure statement was known to” him “more than 

three months prior to the filing of the information disclosure statement” under 37 

C.F.R. § 1.97(e)(2). EX1176, EX1177. At least one of the references on the IDS was 

known to Mr. Shattil—U.S. Patent Application Publication No. 2004/0100897. Mr. 

Shattil is the named inventor on it, and he filed the application in 2003—fourteen 

years before he certified he had not seen it more than three months before he filed 

the IDS in 2017. EX1178, cover.  
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inventor. E.g., EX1023, pp.233-236. Mr. Shattil filed numerous micro entity 

certifications across a large patent family, as shown non-exhaustively in the table 

below. 

 Application (Patent) Exhibit(s) 
1 11/187,107  

(U.S. Pat. 8,670,390) 
EX1135, 
EX1136, 
EX1149 

2 12/545,572 
(U.S. Pat. 8,750,264) 

EX1143 

3 13/036,171 
(Abandoned) 

EX1144 

4 13/116,984 
(U.S. Pat. 10,014,882) 

EX1145; 
EX1146 

5 14/275,161 
(U.S. Pat. 9,042,333) 

EX1142, 
EX1147, 
EX1148 

 

It is hard to imagine that Mr. Shattil was unaware of his ineligibility for 

micro entity status given that he is a self-proclaimed inventor on over 150 patent 

applications and is a registered U.S. patent agent. EX1137. He has sophisticated 

knowledge and an obligation to practice competently before the Office. 

In sum, Mr. Shattil and Genghiscomm sought reduced fees for their own 

financial gain, to the detriment of the USPTO and the integrity of the patent 

system.  This pattern of misuse undermines fairness for all applicants and should 

weigh decisively against discretionary denial of this Petition.  
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3. Mr. Shattil and Genghiscomm failed to disclose the public 
funding used in the conception of the claimed subject 
matter, undermining any settled expectations in the 
Challenged Patent. 

Another compelling reason to grant review of the Challenged Patent is that 

Mr. Shattil and Genghiscomm failed to disclose the use of federal funding in the 

conception of the claimed inventions, as required by law. This undercuts any 

argument that Genghiscomm has “settled expectations” in its continued ownership 

of the patent.  

The Bayh-Dole Act imposes a clear “obligation” on contractors:  any patent 

application on an invention made with federal support11 must include a statement 

in “the specification “specifying that the invention was made with Government 

support and that the Government has certain rights in the invention.” 35 U.S.C. § 

202(c)(6); 37 C.F.R. § 401.14(f)(4). Failure to disclose such support can result in 

the government obtaining title to the invention. 35 U.S.C. § 202(c)(1); see also 37 

C.F.R. § 401.14(d)(1)(i).  

 
11  Under the standard patent rights clauses found in 37 C.F.R. § 401.14 these 

requirements pertain to “subject inventions” which include “any invention of the 

contractor conceived or first actually reduced the practice in the performance of 

work under” the contract. 
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The subject matter of the Challenged Claims was conceived with the benefit 

of public funding based on statements Mr. Shattil made in other parts of his patent 

family, yet this fact was not disclosed in the Challenged Patents or relatives (or any 

non-provisional application that Petitioner has identified). On October 31, 2002, 

Mr. Shattil filed U.S. Provisional Application No. 60/422,670. EX1111, p.11. This 

filing included a proposal explicitly stating that:12 

While Idris [13] performed work on an SBIR awarded by 

NASA Ames Research Center, it was discovered that CI 

provides performance improvements to all types of 

wireless communications and facilitates dynamic 

spectrum allocation. In particular, performance 

improvements to wireless LAN offered Idris a unique 

business opportunity, resulting in the spin-off of a new 

company, CIAN Systems [ 14 ], to commercialize CI 

technology for wireless LAN markets. 

 
12 Id., pp.57-72 (The document is not complete. For instance, it appears to be 

missing a cover page and it cites to reference materials that are not included). 

13 Idris refers to another of Mr. Shattil’s companies, Idris Communications, Inc. 

EX1112. Idris was dissolved September 23, 2004 and reinstated on February 24, 

2023. EX1113.  

14 Mr. Shattil was a Director and Vice President of CIAN Systems. EX1115, p.1.  
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Id. at 69. The same document also describes Idris’s ongoing work for the Air Force 

and NASA Ames Research Center and confirms a focus on applying CI technology 

to defense and emergency service systems. Id. at 70, 72 (“Idris communications 

has been and is presently under contract with the Air Force to examine the 

deployment of CI in various environments.”). The SBIR award is also referenced 

on Idris’s website as of May 17, 2001.15 EX1114.  

A further website crawl from December 19, 2001, confirms that research on 

CI was “sponsored by NASA” and that the technology was developed under 

federally funded research.16 Additional journal publications further reflect public 

 
15 The ’670 Provisional admits that the application of CI to “all types of wireless 

communications” and its ability to allow “dynamic spectrum allocation” was 

discovered under a federal contract (an “SBIR awarded by NASA Ames Research 

Center”), thus making the application of CI to “all types of wireless 

communications” and its ability to perform “dynamic spectrum allocation” a 

“subject invention” under the standard patent provisions found in government 

contracts because it was conceived of using public funds. See 37 C.F.R. § 

401.14(d)(1)(i).  

16 That website stated:  

During the past three years, CI was presented in over 40 
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funding used in connection with research on carrier interferometry. For instance, 

an IEEE article co-authored by Mr. Shattil reports that the research it describes 

called was supported by “NSF grant ECS 9988665 “Ultra-Wideband Wireless 

Communication from Emerging Multiple Access Technology.” EX1126, p.G-11. 

These materials establish that the subject matter claimed in the Challenged 

Patent—which is directed to using what Mr. Shattil called “Carrier Interferometry” 

in OFDM—is a “subject invention” under the Bayh-Dole Act and its implementing 

regulations because it was conceived of, or first actually reduced to practice, with 

the benefit of federal funding. Because Genghiscomm and Mr. Shattil failed to 

disclose the use of public funds, the government retains the right to claim title to 

the invention, diminishing any settled expectations that Genghiscomm may have in 

the Challenged Patent and further tipping the scales against a discretionary denial.  

 
technical publications and 30 conferences. This research, 

sponsored by NASA, revealed that when CI is applied as 

a common platform for wireless networking, it 

simultaneously provides the following benefits: . . . Adapts 

to any communications protocol or standard (FHSS, 

DSSS, OFDM) . . . Uses inexpensive mainstream 

manufacturing processes . . . Extends battery life or 

increases range via improved performance . . . . 

EX1116, pp.1-2. 
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4. Mr. Shattil’s prosecution tactics caused the Office to 
improperly issue a patent a decade after abandonment thus 
underscoring the complexity of the patent thicket that has 
been created. 

Another factor favoring review of the Challenged Patent is that Mr. Shattil’s 

approach to patent prosecution in the patent family resulted in the USPTO 

improperly issuing a patent on U.S. Patent Application No. 10/145,854 (“the ’854 

Application”)—nearly a decade after it was abandoned. This underscores the 

complexity of the patent thicket and indicates that an adversarial proceeding before 

the Office is the most efficient way to address the challenges to these nine complex 

patents including the Challenged Patent in this proceeding.  

The ’854 Application went abandoned on May 27, 2009, when Mr. Shattil 

failed to timely pay the issue fee. EX1138, p.38. Soon thereafter, Mr. Shattil 

petitioned to withdraw the abandonment, id., pp.33-35, but the Office denied the 

petition in June 2010.  Although the Office provided clear guidance on alternative 

avenues for revival, Mr. Shattil did not pursue them. Id., pp.31-32.  

Nearly ten years later, Mr. Shattil filed a new petition to revive the ’854 

Application. Id., pp.22-27. In it, he checked the box stating that “[t]he entire delay 

in filing the required reply . . . was unintentional.” Id., p.23. Yet Mr. Shattil offered 

no explanation for how the issue fee and petition filing could have been 

“unintentionally” overlooked for nearly a decade.  
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Although the petition was initially granted electronically, the unusual 

circumstances caught the Office’s attention and the decision was vacated. EX1138, 

pp.19-21. The Office then gave Mr. Shattil two months to explain the extensive 

delay and respond to specific concerns. Id., p.21. No response was ever submitted. 

Despite these red flags, on June 20, 2020, the Office issued U.S. Patent No. 

10,673,758. Id., p.17. Just three months later, Mr. Shattil requested a certificate of 

correction for the erroneously issued patent. Id., pp.8-11. By this point, Mr. Shattil 

had been told expressly that the patent should not have been granted. The request 

for correction again alerted the Office, and the Office of Petitions determined that 

the patent was “erroneously issued.” The Office announced it would publish an 

errata in the Official Gazette clarifying that no patent had been granted. EX1138, 

p.3. 

This sequence of events illustrates a pattern of gamesmanship and 

procedural manipulation of the U.S. patent system and the Office by Mr. Shattil, 

further complicating and obscuring the prosecution history of this patent family. 

These tactics not only undermine the integrity of the U.S. patent system but have 

imposed significant, unnecessary costs and complexity on those seeking to analyze 

or challenge these patents—including Petitioner.   

The extraordinary actions that led to the issuance of a patent a decade after 

abandonment just underscores that the public interest is served by moving the 
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present challenge forward before the USPTO. The integrity of the patent system 

should not be compromised by the cavalier approach to patent prosecution 

exhibited in this extensive patent family. The Office’s job is hard enough without 

such tactics and that is why it relies on the good faith and candor of the members 

of its bar. In this particular patent family there has been a pattern of failures that 

warrant taking up the present challenges in the public interest. 

D. The Large Number and Complex Nature of the Patents at Issue 
Favor Review by the Board.  

Director Stewart has determined that disputes involving a large number of 

complex patents weigh heavily in favor of institution and review by the Board. In 

Tesla, Inc. v. Intellectual Ventures II LLC, Director Stewart expressly denied a 

request for discretionary denial, emphasizing the “large number and vast scope of 

the patents asserted,” even though the district court “trial date precedes the 

projected final written decision due date, and there is insufficient evidence the 

district court is likely to stay its proceeding even if the Board were to institute 

trial.” Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00221, Paper 10, 2-3 

(June 13, 2025). Director Stewart noted that “Petitioner’s arguments regarding the 

complex and diverse litigation proceeding tip the balance against discretionary 

denial” and specifically observed that “the Board is better suited to review a large 

number of patents involving diverse subject matter.” Id.  
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This reasoning applies with even greater force here. Genghiscomm has 

accused SEA of infringing nine separate patents, spanning several technologies and 

two cellular standards. These patents are being asserted against 4G LTE and 5G 

standards—including mobile devices and 5G “gNodeB” network equipment. These 

patents have diverse expiration dates and thus are being asserted at different 

products depending on the patent.  

Pat. Earliest 
Claimed 
Priority 

Alleged 
Reduction to 

Practice 

# Figs. Spec. 
Cols. 

# docs inc. by 
reference. 

’842 5/14/02 11/2/99 48 79 ~ 25 

’227 5/14/02 11/2/99 48 79 ~ 25 

’568 5/14/02 11/2/99 47 43 ~47 

’786 8/4/04 4/24/02 236 157 ~ 58 

’508 8/4/04 4/24/02 19 54 ~ 27 

’005 8/4/04 4/16/03 19 54 ~ 24 

’285 8/4/04 2/7/03 70 76 ~ 17 

’792 1/8/07 4/24/02 37 66 ~ 11 

’386 8/4/04 4/16/03 70 75 ~ 17 
 

The Board, as the agency that granted these patents, is best equipped to 

address the technical and procedural challenges posed by such a large and diverse 

patent family. Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00221, Paper 

10, at 3 (“the Board is better suited to review a large number of patents”). As in 
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Tesla, “the complex and diverse litigation proceeding tip the balance against 

discretionary denial.” Id. at 2-3.   

E. The Petition is Appropriately Supported by Expert Testimony. 

Genghiscomm argues that Samsung’s Petition relies too heavily on the 

Declaration of Harry V. Bims. Genghiscomm Br., 16-19. But there is nothing 

excessive or inappropriate about the Petition’s reliance on Dr. Bims’ expert 

testimony.  On the contrary, Samsung’s approach is fully consistent with Director’s 

Stewart’s guidance regarding the use of expert evidence in Board proceedings.  

1. Samsung’s Petition Does Not Inappropriately Rely on 
Expert Testimony. 

The Petition’s primary unpatentability arguments are based on the explicit 

teachings of the prior art, which themselves clearly meet the challenged claims. 

Most of the Petition’s citations to Dr. Bims’ declaration simply demonstrate that 

Dr. Bims independently agrees with and confirms the Petition’s analysis of the 

prior art. That is fundamentally different from the Petition relying on expert 

testimony in lieu of clear documentary evidence.  

Where expert testimony is provided, it serves to offer “provide helpful 

context or to explain terms of art” for the Board—exactly as contemplated by 

Board guidance. Every aspect of Dr. Bims’ testimony is meticulously corroborated 

by citations to prior-art patents or printed publications. This approach aligns with 
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the USPTO’s “FAQs for Interim Processes for PTAB Workload Management” 

(“Interim-Processes FAQs”), FAQ #21, which emphasizes the value of expert 

declarations supported by evidence. Similarly, Board decisions have “applauded” 

expert testimony that is corroborated by extensive citation to published references. 

Tesla, Inc. v. Charge Fusion Techs., LLC, IPR2025-00032, Paper 11 at 39 (May 

19, 2025). 

2. The Petition’s Reliance on Expert Testimony Comports 
With the Director’s Guidance on Proper Use of Expert 
Testimony. 

The Petition’s use of expert testimony fully aligns with the standards 

articulated by the Director regarding proper reliance on expert declarations. In 

iRhythm Technologies v. Welch Allyn Inc., the Director confirmed it is appropriate 

for a petitioner to rely on expert testimony “to explain the background knowledge 

of a person of ordinary skill in the art, and the expert provides citations to evidence 

in support of his statements in the required manner.”  iRhythm Technologies v. 

Welch Allyn Inc., IPR2025-00363, at 2-3 (PTAB June 6, 2025).  

Samsung’s Petition follows this guidance precisely. Dr. Bims explains what 

a person of ordinary skill in the art would have understood at the relevant time and 

substantiates his opinions with cites to supporting evidence.  See e.g., EX1002, 

¶¶122, 217, 221, 240, 247-248. For example, Dr. Bims references to the Dowling 

patent (EX1042) to support his statement that transmitters could be implemented in 
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hardware or software. EX1002, ¶247 (citing EX1042-Dowling, 3:46-50; 5:66-6:1 

(disclosing that the transmitter, receiver, and precoder may be implemented in 

hardware or software”); 21:62-64 (disclosing that the “present invention” is 

applicable to FFT based multicarrier modulation and OFDM systems). Dr. Bims 

also explains the well-known aspect of OFDM that the symbol duration is the 

inverse of the subcarrier spacing to maintain orthogonality by reference to the 

Prasad book (EX1015). EX1002, ¶117. 

F. Adjudication By the Board Would Be Efficient, as No Other 
Forum, Despite Many Lawsuits, Has Adjudicated the Merits of 
the Challenged Patent, And Even The Reexamination Proceeding 
Will Not Decide The Prior Art Issues Presented In The Petition. 

Despite numerous lawsuits, neither the PTAB nor any other forum has 

adjudicated the validity or patentability of the Challenged Patent. Since it issued, 

Genghiscomm has asserted the patent in at least five lawsuits in four different 

district courts: the Eastern District of Texas, the Western District of Texas, the 

Southern District of California, and the Northern District of California. Although 

many of Genghiscomm’s lawsuits have settled, Genghiscomm’s repeated 

assertions and its claim that the patents cover cellular standards indicate a strong 

likelihood that it will sue additional defendants.   

This situation is analogous to Berkshire Hathaway Energy Company et al v. 

Birchtech Corp., where the Director denied a request for discretionary denial, 
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finding that “[b]ecause the litigation between the parties would proceed to several 

district court trials in different jurisdictions, resolving the dispute between the 

parties at the Office would be more efficient.” IPR2025-00274, Paper 23, at 2 

(PTAB July 2, 2025). Here, adjudication of the validity of the Challenged Patents 

would be efficiently and effectively conducted before the Board.   

Genghiscomm’s reliance on the co-pending reexamination also does not 

warrant denial of review because that proceeding is limited solely to grounds of 

double patenting and will not resolve the prior art issues raised in the Petition.17 

And, if trial is instituted here, the reexamination can be managed appropriately by 

the Board. See, e.g., 35 U.S.C. §325(d). 

G. The Petition Provides a Compelling Challenge to Patentability. 

Samsung’s Petition raises seven well-supported grounds challenging 12 

claims of the ’792 Patent. Pet., 18. As detailed in the Petition, these grounds 

 
17 Petitioner is correcting an oversight in the related matters section of the Petition 

with respect to the reexamination by filing Amended Mandatory Notices 

concurrently with this brief. All other matters known to Petitioner were disclosed, 

but it appears that the reexamination request related to the ’792 Patent was 

inadvertently omitted. It is mentioned in Petitioner’s other petitions, however. See, 

e.g., IPR2025-00788, Paper 1, p.85; IPR2025-00789, Paper 1, p.79. 
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provide a strong and persuasive challenge to the patentability of the challenged 

claims. Id.  

Grounds 1-7 rely upon two references as primary references:  U.S. Patent 

7,430,257 to Shattil (“Shattil-257”) and Dirk Galda & Hermann Rohling, A Low 

Complexity Transmitter Structure for OFDM-FDMA Uplink Systems, Vehicular 

Technology Conference, IEEE 55th Vehicular Technology Conference, vol. 4, 

pp.1737-1741 (May 6, 2002) (“Galda”). Pet., 28-75. Both of these references 

predate the earliest claimed effective filing date of the ’792 Patent.  Pet., 18. Galda 

was not were before the examiner when the decision to issue the ’792 Patent was 

made. And, as explained above, the Office erred in failing to notice the break in 

continuity of disclosure in the priority chain and thus failed to apply Shattil-257 

against the claims. The grounds also rely upon the following prior art:  Lucent 

(EX1006), Doufexi (EX1003), and Dowling (EX1042) as proof of the obviousness 

of various well-known features recited in the claims.  Pet., 18. 

Genghiscomm’s argument that its position is strong and the Petition is weak 

underscores the complexity of the issues presented and the very reason that it 

would be more efficient to pursue this matter before the Board. Specifically, 

Genghiscomm argues that because the prior art date for Galda is May 2002, 

Doufexi is December 2002 and Lucent is October 2002, it can swear behind these 

references. Genghiscomm Br., 16 (stating that the “challenge based on [these] 
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references after that date must fail”). However, these references are statutory bars 

that cannot be antedated because the earliest claimed effective filing date is Jan. 8, 

2007. See M.P.E.P. § 715 II (“Situations where 37 C.F.R. 1.131(a) Affidavits are 

Inappropriate”: “(B) Where the reference publication date is more than 1 year prior 

to the effective filing date of applicant’s or patent owner’s claimed invention. Such 

a reference is a ‘statutory bar’ under pre-AIA 35 U.S.C. §102(b) as referenced in 

37 CFR 1.131(a)(2).”). Moreover, Genghiscomm does not even mention the fact 

that it is relying on the application for the Shattil-257 Patent as the basis for its 

attempt to swear-behind the references. Finally, Genghiscomm makes no mention 

of the extremely strong argument about the effective filing date of the ’792 Patent.  

All of this underscores the reality that the Board is better suited to resolve 

and quickly dispatch of these issues rather than adjudicating sundry unmeritorious 

positions across nine patents before the district court. 

H. The Fintiv Factors Do Not Support Discretionary Denial. 

In addition to the Stewart Memo factors analyzed above, the Fintiv factors 

also weigh against discretionary denial of institution.  

1. Factor 1 (Stay):  SEA will renew its motion for a stay if the 
Board institutes IPR. 

Under Fintiv, this factor weighs against discretionary denial in cases where 

there is no stay but “the district court has denied a motion for stay without 
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prejudice and indicated to the parties that it will consider a renewed motion . . . to 

stay if a PTAB trial is instituted.” Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 

11 at 6-7 (PTAB Mar. 20, 2020) (precedential).  

SEA will seek a stay of co-pending litigation if the Board institutes IPR. The 

Eastern District of Texas has granted stays in similar circumstances where the case 

has “not reached such an advanced stage that it would weigh against a stay.” 

Broadphone LLC v. Samsung Elecs. Co., Ltd., 2024 WL 3524022, at *2-3 (E.D. 

Tex. July 24, 2024) (granting stay where a “significant amount of discovery 

remains, the claim construction hearing has not occurred, and trial is currently set 

for [over six months later]”). Here, the statutory deadline for the Board’s 

institution decision is November 7, 2025.  Assuming the decisions are released 

before the statutory deadline, they will be released around the same time as the 

Markman hearing, which is scheduled for October 21, 2025. EX1046, p.3. 

Moreover, because Genghiscomm has just added 22 new claims to the case this 

month, SEA has moved the Court to modify the Markman date to mitigate the 

prejudice to SEA caused by the amendment of the contentions. Thus, there is no 

guarantee that the current schedule will remain in place. 
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2. Factor 2 (Trial Date):  The District Court’s trial date is 
uncertain and seven trials are currently scheduled for the 
same date. 

Fintiv Factor 2 looks to “proximity of the court’s trial date to the Board’s 

projected statutory deadline for a final written decision.” Id. Factor 2 is at worst 

neutral because of the uncertainty surrounding Judge Schroeder’s availability to 

oversee the trial involving the Challenged Patent as scheduled given the numerous 

trials scheduled on that same date and the fact that he borrows the courtroom in 

Marshall, Texas from Judge Gilstrap because Judge Schroder is typically in 

Texarkana, Texas. Thus, trial will likely occur during one of Judge Schroder’s 

infrequent sittings in Marshall, of which there are only four currently scheduled in 

2026.  

A jury trial is currently scheduled before Judge Schroeder on April 20, 2026. 

EX1046, p.1. When this Petition was filed, there were four trials scheduled in 

Marshall before Judge Schroeder for that date. See EX1061, p.1; EX1062, p.1; 

EX1063, p.1; EX1064, p.5 (resetting trial to 4/20/2026). Genghiscomm contends 

that the concern of having multiple trials on the same date is “no longer present.” 

Genghiscomm Br., 6. That is not correct. As of July 25th, Judge Schroder has 

seven cases scheduled for trial on April 20, 2026:  

1. Video Solutions Pte. Ltd. v. Cisco Systems, Inc., No. 2:23-cv-00222-

RWS-RSP; 
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2. Aspen Networks, Inc. v. AT&T Inc., et al., No. 2:23-cv-00476-RWS-RSP;  

3. InnoMemory, LLC v. Truist Financial Corp., No. 2:24-cv-00146-RWS-

RSP;  

4. Genghiscomm Holdings, LLC v. Samsung Electronics America, Inc., No. 

2:24-cv-00242;  

5. WSOU Investments, LLC v. Cisco Systems, Inc., No. 2:24-cv-00332-

RWS-RSP;  

6. Husky Injection Molding Systems Ltd. v. Ningbo AO Shen Mold Co., Ltd., 

No. 24-cv-00348-RWS-RSP; and 

7. Jensen v. Hunt Transportation, Inc., 25-cv-00424-RWS-RSP. 

EX1162, pp.7-10. Two of these cases were filed in 2023—the year before the 

action in the parallel proceeding was filed. One of them—the Aspen Networks 

case—was just added to Judge Schroder’s trial calendar for April 2026 in May, 

thus showing that Judge Schroder’s trial schedule is in flux. And, because 

Genghiscomm was just allowed to assert 22 new claims in the litigation, SEA is 

moving the Court to push the litigation over the Challenged Patent to Judge 

Schroder’s October 2026 trial date. 

Accordingly, at this time there are three cases that would be called before 

the first litigation between Genghiscomm and SEA is called. While Genghiscomm 

says that the Innomemory case has “been dismissed or closed and will not go to 
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trial,” Genghiscomm Br., p.6, Genghiscomm appears to overlook the consolidation 

order and Capital One’s continued litigation of the case. EX1163. That case has not 

resolved. 

“[T]he Board may consider any evidence that the parties make of record that 

bears on the proximity of the district court’s trial date.” EX1060, p.2. Because 

Judge Schroeder cannot simultaneously try multiple patent cases and the case 

involving the Challenged Patent is currently fourth on the Court’s schedule, it is 

speculative to assume that the trial date will hold. And, if it does not, Judge 

Schroder currently has only two remaining sittings in Marshall in 2026. Thus, at 

the very least, this factor is neutral or at least slightly weighs against exercising 

discretion to deny the Petition. Boe Tech. Grp. Co. v. Optronic Scis. LLC, 

IPR2024-01130, 2025 WL 305477, at *4 (PTAB. Jan. 27, 2025) (Fintiv factor 2 

“neutral or weigh[s] slightly in favor of not exercising discretion” where district 

court “set 10 cases for jury selection on the same day”). 

Even assuming that the April 2026 date were to hold and the Final Written 

Decision (“FWD”) may come after the trial date this is not an impediment to 

institution of IPR. The Board has instituted trial based on many of factors present 

here, such as diligence in filing the petition, a stipulation not to pursue the asserted 

grounds in litigation, minimal investment in litigation, and the merits of the 

challenge were strong. Lego Sys., Inc. v. Mq Gaming LLC, No. IPR2020-01445, 
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2021 WL 606917, at *8 (finding jury trial “five months before a final written 

decision” outweighed by “low” “investment by the court and parties in the [parallel 

case] on” common issues, Petitioner’s Sotera stipulation, and strong merits to the 

challenge); Verizon Business Network Services, Inc. v. Huawei Techs. Co., 

IPR2020-01141, Paper 12 (PTAB Jan. 14, 2021).  

When considering the complexity of the analysis that needed to be 

undertaken to evaluate the extensive patent thicket created by Mr. Shattil, 

Petitioner was diligent in preparing and filing the nine IPR petitions against the 

Genghiscomm patents. The way Patent Owner structured its patent families, 

shifted patent disclosures from one portion of the patent family to another, and, at 

times, incorporated dozens of patents and publications by reference, placed a 

significant burden on Petitioner to assess its positions. Supra § II.B; III.B.  

The complexity presented by this, and the eight other IPR petitions 

Petitioner has filed, weigh strongly in favor of institution. Apple, Inc. v. SEVEN 

Networks, LLC, IPR2020-00156, Paper 10 at 21-22 (PTAB June 15, 2020) 

(“complexity of multiple patents and issues in the District Court Action” favored 

institution). Certainly the time required to analyze the patent family and prepare 

the petitions should not be counted against Petitioner on these facts. Otherwise, 

Patent Owners will be incentivized to muddle the public record on patents to the 

detriment of the just to make it difficult to prepare petitions to challenge patents 
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quickly. This will adversely impact the Office as well because it is likely to 

decrease the quality of examination of those complex patent families. 

Considering the procedural and technical complexities involved in this case, 

the Board is uniquely situated to adjudicate patentability because of its expertise in 

patent law and technological questions. 

3. Factor 3 (Parallel Proceeding):  The majority of the 
substantial deadlines will occur after the expected 
institution decision date.  

Factor 3 weighs against discretionary denial. The district court case is in 

relatively early stages even though it has been pending for fifteen months. No 

depositions have occurred; expert discovery is many months away. Fact discovery 

is currently scheduled to close December 1, 2025. EX1046, p.3. Expert discovery 

currently starts that same day. Id. A Markman hearing is scheduled for Oct. 21, 

2025. Id. Where, as here, “the district court[s] ha[ve] not issued orders related to 

the patent at issue in the petition, this fact weighs against exercising discretion to 

deny institution.” Fintiv, at 10. 

4. Factor 4 (Issue Overlap):  Sotera-Plus stipulation will 
minimize any potential overlap.  

Factor 4 weighs strongly against discretionary denial. In its Petition, 

Petitioner stipulated that, if the IPR is instituted, Petitioner will not assert that any 

of the claims challenged in this proceeding are invalid on any ground that 
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Petitioner raised or reasonably could have raised during this inter partes review. 

Pet. 84 (citing Sotera Wireless, Inc. v. Masimo Corp., No. IPR2020-01019, at 19 

(finding “stipulation here mitigates any concerns of duplicative efforts…as well as 

concerns of potentially conflicting decisions” and “ensures that an inter partes 

review is a ‘true alternative’ to the district court proceeding”); Lego, 2021 WL 

606917, at *6 (“[F]actor weighs strongly against discretionary denial” where 

Petitioner makes Sotera stipulation); Verizon Business Network Servs, Inc. v. 

Huawei Techs. Co., IPR2020-01141, Paper 12 (Jan. 14, 2021) (“Instituting trial 

here serves overall system efficiency and integrity goals by not duplicating efforts 

and by resolving materially different patentability issues.”)). 

On June 6, 2025 Petitioner filed “Petitioner’s Further Stipulation to 

Materially Reduce Overlap With District Court Proceedings” (Paper 7) in which 

Petitioner further stipulated that “if the PTAB institutes review in this proceeding, 

it will not rely in the litigation on any product or system that is ‘based on the same 

evidence presented’ in this IPR and will not advance a theory of obviousness based 

on the combination of prior art that is asserted in any ground presented in the 

Petition with any other prior art, including product or system prior art, against the 

challenged claims.” Paper 7, 2 (citing Cf. SAP America, Inc. v. Cyandia, Inc., 

IPR2024-01496, Paper 13 at 9 (PTAB Apr. 7, 2025)).  
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Thus, the protections afforded by Petitioner’s stipulation here exceed the 

classic Sotera stipulation provisions found insufficient by the Board in SAP, and 

ensure that product or system art “based on the same evidence” to those used in the 

IPR will not be relied upon in the underlying litigation. Notably, Petitioner’s 

stipulation also forecloses what the Federal Circuit recently found permissible in 

Ingenico Inc. v. IOENGINE, LLC., 136 F.4th 1354, 1366 (Fed. Cir. 2025) (holding 

that Congress did not “preclude a petitioner from relying on the same patents and 

printed publications as evidence in asserting a ground that could not be raised 

during the IPR, such as that the claimed invention was known or used by others, on 

sale, or in public use.”). Indeed, in that case the Federal Circuit authorized 

defendant/petitioner Ingenico to “rely[] on the DiskOnKey System with related 

printed publications at trial to prove the claimed invention was known or used by 

others, on sale, or in public use.” Id. at 1367. Here, however, Petitioner’s 

stipulation ensures that the IPR will serve as a true alternative to the parallel 

litigation if the Board institutes review. No product or system art will be 

introduced at trial that is “based on the same evidence” presented in this IPR. 

Accordingly, this factor strongly favors institution. 
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5. Factor 5 (Same Party) does not support discretionary 
denial.  

When the Petitioner is the same as the named defendants in the litigation, the 

Board has found that this factor adds “little if anything to the discretionary denial 

analysis.” See Aylo Freesites Ltd. f/k/a MG Freesites Ltd. v. WellcomeMat, LLC, 

IPR2024-00710, Paper 13 at 17-18 (PTAB Sep. 05, 2024) (“We make the 

unremarkable observation that an IPR petitioner and patent owner are very often 

named parties in parallel district court litigation regarding the same patent. In our 

view, this factor adds little if anything to the discretionary denial analysis unless 

the petitioner is not named as a defendant (or declaratory judgment plaintiff) in 

parallel district court patent litigation.”).  As in Aylo, the fact that there is overlap 

between the Petitioner parties and the defendants in litigation adds little to the 

discretionary denial analysis here. 

6. Factor 6 (Other Considerations):  the compelling merits of 
the Petition strongly favor institution. 

As described above in Section III.B, the Office materially erred in 

determining the effective filing date of the Challenged Patent and examined it 

under the wrong statutory scheme. As explained in Section III.G, the compelling 

challenge to the Challenged Patent presented in the Petition weighs against a 

discretionary denial. So too do public interest considerations as described in 

Section III.C. 
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IV. DENIAL OF INSTITUTION UNDER 35 U.S.C. § 325(D) WOULD BE 
IMPROPER 

Guidance regarding the Director’s Interim Process states that “[i]f a patent 

owner chooses not to file a discretionary denial brief, the Director will not issue a 

decision on discretionary considerations.” See USPTO’s “FAQs for Interim 

Processes for PTAB Workload Management” (“Interim-Processes FAQs”), FAQ 

#9.  Accordingly, a Patent Owner must raise a discretionary denial request for it to 

be heard by the Director.  Here, Gengshiscomm did not request discretionary 

denial under 35 U.S.C. §325(d); thus, no decision by the Director as to 

discretionary denial under 35 U.S.C. §325(d) is required. 

Furthermore, Interim-Process FAQ #10 states that the Director can consider 

“additional facts and circumstances where appropriate.”18  Here, even if the 

Director was to consider discretionary denial under 35 U.S.C. § 325(d), it is not 

applicable.  First, the Office erred in determining the effective filing date of the 

Challenged Claims thus leading it to err in failing to apply Shattil-257 to the 

claims. Second, the Office overlooked the teachings of Galda in allowing the 

claims on first action. Therefore, denial under § 325(d) is unwarranted. 

 
18 Petitioner notes that FAQ #10 was added on July 25, 2025. 
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V. CONCLUSION 

For the above reasons, Petitioner respectfully requests that the Director 

decline to discretionarily deny this Petition and pass it to the merits panel for an 

institution decision on the merits of the Petition. 
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 Respectfully submitted, 
GREENBERG TRAURIG, LLP 
 

Date: July 31, 2025 By: /Andrew R. Sommer/ 
Andrew R. Sommer 
Reg. No. 53,932 
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