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The ’936 Patent

Ex-1001, 14:58-15:32; 20:59-23:33, 26:47-27:34, Fig. 3; Pet., 4-5.
2DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The ’936 patent is directed to a workflow for obtaining a 3D virtual 
model of dentition using an intraoral scanner 

First virtual model

Virtual part DVM1 is unsuitable/ 
undesired/unacceptable



The ’936 Patent

Ex-1001, 14:58-15:32; 20:59-23:33, 26:47-27:34, Figs. 4-5; Pet., 4-5.
3DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Virtual part DVM1 is 
deleted/removed/replaced

Modified first virtual model

Second virtual model

Virtual part DVM2



The ’936 Patent

Ex-1001, 22:61-23:15, Fig. 6; Pet., 5. 
4DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The ’936 Patent

Ex-1001, 12:17-35; Pet. 5-6; Reply, 22.
5DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Various reasons cause the virtual part DVM1 
to be “distorted or otherwise defective”

Inadequate Preparation

Physical Alteration

Inadequately Defined 
Finish Line



The ’936 Patent

Ex-1001, 12:17-35; Pet. 5-6; Reply, 22.
6DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Obscured by Saliva, 
Debris, or Blood

Obscured by an Artifact

Various reasons cause the virtual part DVM1 
to be “distorted or otherwise defective”



The ’936 Patent: Claim 1

Ex-1001, 30:24-50; Pet., 25-51.
7DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Instituted Grounds

Pet., 3.
8DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground Claims Challenged 35 U.S.C. Reference(s)/Basis 
1 1, 4-6, 8-12, 14-16 § 103 Boerjes
2 1, 4-6, 8-12, 14-16 § 103 Boerjes + Geng
3 2-3, 7, 13, 17-20 § 103 Ground 1 + Babayoff
4 2-3, 7, 13, 17-20 § 103 Ground 2 + Babayoff



The ’936 Patent: Claim 1

Ex-1001, 30:24-50; Pet., 31-40, 43-51.
9DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

1[e]

1[h]



Grounds 1-2: Primary Disputed Issues

• Ground 1 – Boerjes
– Whether Boerjes renders obvious partial replacement of a 

user-identified portion of a model after physical change

• Ground 2 – Boerjes in view of Geng
– Whether Boerjes and Geng render obvious partial replacement of a 

user-identified portion of a model after physical change

• Grounds 1-2: Additionally for Claim 9
– Whether Boerjes’s identifying a portion to be replaced renders obvious 

demarcating a portion to be retained

POR, 12-47; Reply, 3-17, 19-21.
10DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Grounds 1-2: Primary Disputed Issues

• Ground 1 – Boerjes
– Whether Boerjes renders obvious partial replacement of a 

user-identified portion of a model after physical change

• Ground 2 – Boerjes in view of Geng
– Whether Boerjes and Geng render obvious partial replacement of a 

user-identified portion of a model after physical change

• Grounds 1-2: Additionally for Claim 9
– Whether Boerjes’s identifying a portion to be replaced renders obvious 

demarcating a portion to be retained

POR, 12-47; Reply, 3-17, 19-21.
11DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Boerjes Overview

Ex-1004, [00184]-[00202], Fig. 4; Pet. 17-21; Ex-1003, ¶¶ 59-60.
12DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes discloses a quality control process for obtaining 
an accurate digital model of dental subject matter



Boerjes’s Quality Control Process Improves Efficiency and Patient Comfort

Ex-1004, [00190], [00194], [00198]; Pet. 13-14, 17-21; 
Ex-1003, ¶¶ 44-45, 59-60, 90; Reply, 7. 13DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Real-time quality control reduces or 
eliminates the need for follow up visits



Boerjes’s Quality Control Process Applies to Regions of the Digital Model

Ex-1004, [00195]; Pet. 32-33; Reply, 3-4; Ex-1003, ¶¶ 88-89.
14DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Users identify regions of a digital model with a variety of 
scan and/or surface preparation deficiencies

Adequate Spacing

Scan Errors

Margin Lines on Surface 
Preparations



Boerjes’s Quality Control Process Applies to Regions of the Digital Model

Ex-1004, [00196]; Pet. 32-33; Reply, 3-4; Ex-1003, ¶¶ 88-89.
15DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Users identify regions of a digital model with a variety of 
scan and/or surface preparation deficiencies

Additional Surface 
Preparation

Scan Errors



Boerjes’s Quality Control Process Applies to Regions of the Digital Model

Ex-1004, [00194], [00199]; Pet., 19-21, 31-35, 43-45; Reply, 3-4.
16DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Scan and/or 
Surface Preparations

Scan and/or 
Surface Preparations

Users identify regions of a digital model with a variety of 
scan and/or surface preparation deficiencies



Boerjes’s Quality Control Process Applies to Regions of the Digital Model

Ex-1004, [00196], [00199]; Pet. 40-45; Reply, 6; Ex-1003, ¶¶ 107-110; 
Ex-2013, 59:1-62:23, 73:24-75:7, 110:9-112:24. 17DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes’s quality control provides feedback for performing various corrective 
actions targeting the user-identified regions



Boerjes’s Quality Control Process Applies to Regions of the Digital Model

DI, 18; Reply, 2, 5.
18DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Institution Decision:

The Board preliminarily made findings supporting that Boerjes discloses 
Claim 1[e]: “receive user input defining a portion of the model to be removed” 



The ’936 Patent: Claim 1

Ex-1001, 30:24-50; Pet., 31-40, 43-51.
19DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

1[e]

1[h]



Boerjes Teaches Region-Specific Partial Rescans

Pet., 43-45; Reply, 4; Ex-1003, ¶¶ 109-110; Ex-1004, [00199], Claim 158, Fig. 4; 
Ex-2013, 59:1-62:23, 100:9-105:5. 20DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes teaches supplemental scans for the regions identified with errors



Boerjes Teaches Registering/Stitching New 3D Data to Existing 3D Data

Pet., 43-47; Reply, 9-10; Ex-1003, ¶¶ 43-44, 75, 111-112; Ex-1004, 
[00144], [00218]; Ex-2013, 111:12-112:24. 21DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Boerjes Teaches Removing a Portion from the Model

Pet., 31-35; Ex-1003, ¶¶ 88-95; Ex-1004, [0043]-[0044], [00208].
22DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet., 40-45; Reply, 3-5; Ex-1003, ¶¶ 107-110; Ex-1004, [00199], Fig. 4; 
Ex-2013, 59:1-62:23, 100:9-105:5. 23DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes’s quality control steps apply to both 
scan and/or surface preparation deficiencies



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet., 40-45; Reply, 3-5; Ex-1003, ¶¶ 107-110; Ex-1004, [00199], Fig. 4; 
Ex-2013, 59:1-62:23, 100:9-105:5. 24DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes’s supplemental scanning step 414 applies to both 
scan and/or surface preparation deficiencies



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet., 40-45; Reply, 3-5; Ex-1003, ¶¶ 107-110; Ex-1004, [00199], Fig. 4; 
Ex-2013, 59:1-62:23, 100:9-105:5. 25DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes’s teaches non-exclusive 
examples of supplemental scanning



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet., 40-45; Reply, 3-5; Ex-1003, ¶¶ 107-110; Ex-1004, [00199], Fig. 4; 
Ex-2013, 59:1-62:23, 100:9-105:5. 26DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Boerjes’s teaches non-exclusive 
examples of supplemental scanning



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet. 43-45; Ex-1003, ¶¶ 109-111; Reply, 6; Ex-2013, 74:19-75:13;
Ex-1004, [00199], Fig. 4. 27DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam: Boerjes teaches supplemental 
scanning of regions of the model 



Boerjes’s Region-Specific Quality Control Applies to Both Scan and/or Surface Preparation Deficiencies 

Pet. 43-45; Ex-1003, ¶¶ 109-111; Reply, 6; Ex-1004, [00199], Fig. 4. 
28DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam: Boerjes teaches replacing 
the user-identified portion of the model



Patent Owner’s “Two Alternatives” Theory

POR, 18, 24-31, 33-36; Reply 5-9; Ex-2011, ¶¶ 69-73, 88; 
Ex-1056, 169:7-170:12; Ex-1004, [00199]. 29DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response:

Patent Owner’s “two alternatives” theory is based on Boerjes’s paragraph [00199].



Patent Owner’s “Two Alternatives” Theory

Reply, 1, 5; POR, 24-27, 34-36, 45.
30DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner: Boerjes’s supplemental scanning replaces erroneous or inadequate scan data 

• “Boerjes[’s] replacement operation is of erroneous or inadequate scan data.”

• “Boerjes’s discussion of replacing erroneous or inadequate scan data … is 
ultimately beside the point …”

• “Boerjes … instead only generally discusses supplementing an existing 3D 
model or replacing it …”

• Boerjes’s identification of “regions of a digital model requiring additional or 
supplemental scanning” is associated with “incomplete, erroneous, or 
potentially erroneous data,” as opposed to “regions of a prepared tooth 
surface requiring additional preparation or reduction.” 



Patent Owner’s “Two Alternatives” Theory

Reply, 5-7; Ex-1056, 185:8-17, 173:14-22.
31DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Foroosh: Supplemental scanning replaces erroneous scan data 



Patent Owner’s “Two Alternatives” Theory

Reply, 5-7; Ex-1056, 173:14-22, 208:1-16.
32DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Foroosh: Boerjes does not require the new 
scan to rescan all dentition in the old modelDr. Foroosh: Old model is discarded



Patent Owner’s “Two Alternatives” Theory Lacks Reasonable Basis

Reply, 25-26; Ex-1056, 187:3-16, 204:12-22.
33DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Foroosh offered no explanation for the “two alternatives” theory



Patent Owner’s “Two Alternatives” Theory Lacks Reasonable Basis

Reply, 7; Ex-1056, 220:7-221:4; Ex-1004, [00199]. 
34DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Foroosh: Boerjes

Dr. Foroosh refused to offer an opinion on what 
happens when there is both erroneous data and 
an inadequate surface preparation.

But Boerjes expressly contemplates both in the same model.



Boerjes Renders Obvious Partial Replacement After Physical Change

Pet., 31-35, 43-37; Reply, 8-10; Ex-1003, ¶¶ 90-94, 109-110; 
Ex-1004, Fig. 4. 35DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground 1 explains that Boerjes renders obvious partial replacement of a portion of the model after physical change

Petition:



Boerjes Renders Obvious Partial Replacement After Physical Change

Pet., 31-35, 40-47; Reply, 8-10; Ex-1003, ¶¶ 90-96, 107-110; 
Ex-1004, Fig. 4. 36DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reply:



Patent Owner’s Alleged “Conventional Approach”

POR, 2, 5, 14, 43.
37DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response:



The Board Previously Found Similar Claims Unpatentable in the ’192 Patent

Ex-1025 (’192 patent); Claim 1; Pet., 6-8, 33; Reply, 19-21.
38DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Board Previously Found Similar Claims Unpatentable in the ’192 Patent

Ex-1025 (’192 patent); Claims 13, 18-19; Pet., 6-8, 33; Reply, 19-21.
39DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Board Previously Found Similar Claims Unpatentable in the ’192 Patent

Pet., 6-8, 33; Reply, 19-21; Ex-1026.
40DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



’936 Challenged Claims are Substantially Similar to Unpatentable ’192 Claim

Paper 13, 3; Reply, 19-21; Paper 8, 16-18. 
41DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Acting Director Referral Decision:



Boerjes Renders Obvious Partial Replacement After Physical Change

DI, 19; Reply, 2, 5.
42DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Institution Decision:

The Board preliminarily made findings supporting that Boerjes 
discloses all of Claim 1[h] except the physical change

Claim 1[h]: “replace at least a portion of the removed surface portion of the 
model using the received second scan data of the patient’s teeth including 
surface data of a physically changed portion of the patient’s intraoral cavity” 



The ’936 Patent: Claim 1

Ex-1001, 30:24-50; Pet., 31-40, 43-51.
43DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

1[e]

1[h]



Grounds 1-2: Primary Disputed Issues

• Ground 1 – Boerjes
– Whether Boerjes renders obvious partial replacement of a 

user-identified portion of a model after physical change

• Ground 2 – Boerjes in view of Geng
– Whether Boerjes and Geng render obvious partial replacement of a 

user-identified portion of a model after physical change

• Grounds 1-2: Additionally for Claim 9
– Whether Boerjes’s identifying a portion to be replaced renders obvious 

demarcating a portion to be retained

POR, 12-47; Reply, 3-17, 19-21.
44DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Geng Overview

Pet. 21-23; Ex-1005, Abstract, 1:22-32, 2:21-3:13, 3:14-4:36, 12:38-56, 15:41-57;
Fig. 1; Ex-1003, ¶¶ 62-66. 45DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Geng discloses an intraoral scanner system and method for 
interactive 3D dental imaging for dental prostheses fabrication



Geng Discloses an Editor Tool for Removing Undesirable Area(s) on the 3D Model

Pet., 22; Ex-1003, ¶¶ 64-65; Ex-1005, 7:38-51, Fig. 3.
46DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Geng Discloses a Merger Tool for Integrating Multiple Models into a Single One

Pet., 22; Ex-1005, 7:57-8:3, Fig. 3; Ex-1003, ¶ 64; Fig. 3.
47DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Geng’s Interactive Tools Improve Accuracy, Efficiency, and Quality of Care

Pet., 23, 36; Ex-1003, ¶¶ 64-66, 99-100; Ex-1005, 2:61-3:3, 15:53-57.
48DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Boerjes in View of Geng Renders Obvious Partial Replacement After Physical Change

Pet., 37-40, 47-51; Reply, 11-12; Ex-1003, ¶¶ 100-105, 119-123. 
49DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

+

Boerjes Geng

1[e] receive user input defining a portion of the model to be removed; 

1[f] remove, from the displayed model, a removed surface portion of the model to be removed 
according to the user input;

1[h] replace at least a portion of the removed surface portion of the model using the received 
second scan data of the patient’s teeth including surface data of a physically changed portion 
of the patient’s intraoral cavity; and

Boerjes + Geng



Boerjes in View of Geng Renders Obvious Partial Replacement After Physical Change

Pet., 37-40, 47-51; Reply, 11-12; Ex-1003, ¶¶ 100-105, 119-123. 
50DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Petition shows, supported by Dr. Karam, that one of ordinary skill would have incorporated Geng’s editor
and merger tools when implementing Boerjes’s quality control process for obtaining a satisfactory model



Boerjes in View of Geng Renders Obvious Partial Replacement After Physical Change

DI, 23; Reply, 3, 13. 
51DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Institution Decision:



Boerjes in View of Geng Renders Obvious Partial Replacement After Physical Change

DI, 24; Reply, 3, 13.
52DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Institution Decision:



Geng’s Interactive Tools Allow Partial Corrections

POR, 36-37, 39, 41-42; Reply, 14, Ex-1005, 12:2-7; 
Ex-1056, 238:18-239:15. 53DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response: Geng:



Patent Owner’s Arguments Do Not Address the Boerjes-Geng Combination

POR, 20, 42; Reply, 11-12.
54DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response:



Reply, 11.
55DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Federal Circuit:

“Non-obviousness cannot be established by attacking references 
individually where the rejection is based upon the teachings of a 
combination of references.”

In re Merck & Co., Inc., 800 F.2d 1091, 1097 (Fed. Cir. 1986) 

Federal Circuit:

“[T]he test for obviousness is what the combined teachings of the 
references would have suggested to those having ordinary skill in the 
art.”

“A reference may be read for all that it teaches, including uses 
beyond its primary purpose.”

In re Mouttet, 686 F.3d 1322, 1333 (Fed. Cir. 2012)



Grounds 1-2: Primary Disputed Issues

• Ground 1 – Boerjes
– Whether Boerjes renders obvious partial replacement of a 

user-identified portion of a model after physical change

• Ground 2 – Boerjes in view of Geng
– Whether Boerjes and Geng render obvious partial replacement of a 

user-identified portion of a model after physical change

• Grounds 1-2: Additionally for Claim 9
– Whether Boerjes’s identifying a portion to be replaced renders obvious 

demarcating a portion to be retained

POR, 12-47; Reply, 3-17, 19-21.
56DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The ’936 Patent: Claim 9

Ex-1001, 30:24-50; Pet., 58-60.
57DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

9[c]

9[e]



The ’936 Patent: Claim 9

Ex-1001, 30:24-50; Pet., 58-60.
58DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

9[c]

9[e]



The ’936 Patent Describes Marking a Portion to be Replaced Marks a Portion to be Retained

Pet., 58-60; Reply, 17; Ex-1001, 20:59-63; 21:18-40; 24:36-49.
59DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Identifying a Portion to be Replaced Would Have Demarcated a Portion to be Retained

Pet., 58-59; Reply, 17; Ex-1003, ¶ 147; Ex-1056, 79:9-80:3.
60DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Foroosh:Dr. Karam:



One Skilled Would Have Found It Obvious to Demarcate Portions to be Replaced and Retained

Pet., 59-60; Reply, 16-17; Ex-1003, ¶ 148; Ex-1007, Fig. 9, [0096]. 
61DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam:

“[V]isualization … lets the user know 
where scanning has been performed and 

where additional scanning may be 
appropriate.”



One Skilled Would Have Found It Obvious to Demarcate Portions to be Replaced and Retained

Pet., 59-60; Reply, 16-17; Ex-1003, ¶ 148; Ex-1014, [0078], Fig. 4-5.
62DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Demarcation line 
separates two 

parts of the model



The ’936 Patent: Claim 9

Ex-1001, 30:24-50; Pet., 58-60.
63DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

9[c]

9[e]



Grounds 3-4: Disputed Issues

• Motivation to combine 

• Whether the combinations render obvious “discarding” remainder of 
second scan data including “identifying [surface] data” of Claims 7, 13, 
and 17

64DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
POR, 47-50; Reply, 17-18.



Babayoff Overview

Ex-1001, 30:51-56, 32:50-55; Pet., 69-76, 83. 
65DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claims 2 and 18 recite structural features of intraoral scanners



Babayoff Overview

Pet., 69-76; Ex-1003, ¶¶ 185-187; Ex-1001, 30:51-56; Ex-1006, Fig. 5B.
66DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Babayoff discloses these structural features of intraoral scanners



Babayoff Overview

Pet., 69-76; Ex-1003, ¶¶ 185-187; Ex-1001, 30:51-56; Ex-1006, Fig. 4A.
67DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Babayoff discloses these structural features of intraoral scanners



Babayoff Overview

Pet., 69-76; Ex-1003, ¶¶ 185-187; Ex-1001, 30:51-56; Ex-1006, Fig. 1.
68DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Babayoff discloses these structural features of intraoral scanners



Boerjes or Boerjes-Geng in View of Babayoff

Pet., 75; Ex-1003, ¶¶ 189-191.
69DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition:

While Boerjes suggests using an intraoral scanner that supports 
color imaging, it does not provide details on how to implement it 



Boerjes or Boerjes-Geng in View of Babayoff

Pet., 76; Reply, 17-18; Ex-1003, ¶ 194.
70DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition:

Babayoff discloses a suitable intraoral scanner that provides color scan data for Boerjes’s system



Boerjes or Boerjes-Geng in View of Babayoff

POR, 48-50; Reply, 17-18.
71DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner:

Patent Owner contends that Boerjes already teaches color scanning, 
so there was no need to incorporate Babayoff’s teachings



Boerjes or Boerjes-Geng In View of Babayoff

Pet., 76; Reply, 17-18; Ex-1003, ¶¶ 189-194.
72

Reply:

Patent Owner’s argument conflicts with the law

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Grounds 3-4: Disputed Issues

• Motivation to combine 

• Whether the combinations render obvious “discarding” a remainder of 
second scan data including “identifying [surface] data” of Claims 7, 13, 
and 17

73DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
POR, 50-55; Reply, 18-19.



The ’936 Patent: Claims 7, 13, 17[i] 

Ex-1001, 31:10-16, 31:58-64; 32:44-47; Pet., 78-80, 82.
74DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

17[j]



The ’936 Patent: Claims 5, 11, 17[i] Provide Antecedent Basis for “Aligning Identifying Data”

Ex-1001, 31:1-4, 31:47-52, 32:38-40; Pet., 52-55, 61, 82.
75DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

17[h]



Boerjes or Boerjes-Geng’s Partial Replacement Discards the “Remainder”

• The “remainder” of the second scan data is the left-over 
portion to be disposed of after registration and stitching

• The “remainder of the second scan data” includes the 
“identifying [surface] data” for alignment that would be 
“repetitive” or “duplicative” after registration and 
stitching

Pet., 78-79; Ex-1003, ¶¶ 70, 200-202.
76DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam:



Boerjes or Boerjes-Geng’s Partial Replacement Discards the “Remainder”

Pet., 78-79; Ex-1003, ¶¶ 70, 200-202.
77DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam:



Reply, 11.
78DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Federal Circuit:

“[C]ombinations of prior art that sometimes meet the claim elements 
are sufficient to show obviousness.” 

Unwired Planet, LLC v. Google Inc., 841 F.3d 995, 1002 (Fed. Cir. 2016)

Federal Circuit:

“[A] prior art product that sometimes, but not always, embodies a 
claimed method nonetheless teaches that aspect of the invention.”

Hewlett-Packard Co. v. Mustek Sys., Inc., 340 F.3d 1314, 1326 (Fed. Cir. 2003)



The ’936 Patent: Claims 7, 13, 17[i] 

Ex-1001, 31:10-16, 31:58-64; 32:44-47; Pet., 78-80, 82.
79DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed

17[j]



Conclusion

Ground 1 (Boerjes) — Claims 1, 4-6, 8-12, 14-16 – OBVIOUS
Ground 3 (Boerjes and Babayoff) — Claims 2-3, 7, 13, 17-20 – OBVIOUS

Ground 2 (Boerjes and Geng) — Claims 1, 4-6, 8-12, 14-16 – OBVIOUS
Ground 4 (Boerjes, Geng, and Babayoff) — Claims 2-3, 7, 13, 17-20 – OBVIOUS

All challenged claims of the ’936 patent are obvious under 35 U.S.C. § 103

Pet., 3.
80DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



IPR2025-00817 
US. Patent No. 10,791,936 

 
CERTIFICATE OF SERVICE 

The undersigned certifies that the foregoing PETITIONER’S 

DEMONSTRATIVES was served on July 28, 2026, via email directed to counsel 

of record for Patent Owner at the following: 

Michael T. Rosato 
Patrick M. Medley 
Wilson Sonsini Goodrich & Rosati 
701 Fifth Avenue, Suite 5100 
Seattle, WA 98104-7036 
Email: mrosato@wsgr.com 
Email: pmedley@wsgr.com 
 
Matthew A. Argenti 
Wilson Sonsini Goodrich & Rosati 
650 Page Mill Road 
Palo Alto, CA 94304 
Email: margenti@wsgr.com 
 
 

Dated: July 28, 2026 By: / William Esper /  
William Esper 
Senior Litigation Paralegal 
Finnegan, Henderson, Farabow,  
Garrett & Dunner, LLP 
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