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Grounds of Challenge
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Prior ArtInvalidity 
TheoryClaimsGround

BoerjesObviousness1, 4-6, 8-12, 14-161

Boerjes in view of GengObviousness1, 4-6, 8-12, 14-162

Boerjes in view of BabayoffObviousness2-3, 7, 13, 17-203

Boerjes in view of Geng and BabayoffObviousness2-3, 7, 13, 17-204



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Representative Claim 1

3

1[pre] A system for scanning a patient's teeth for a dental procedure, the system 
comprising:
1[a] a hand-held intraoral scanner; and
1[b] a computer readable medium including instructions that when executed by a computer 
system, cause the computer system to:
1[c] receive first scan data of the patient's teeth from the hand-held intraoral scanner; 
1[d] display, to a display, a model of the patient's teeth, wherein the model of the patient's 
teeth is based on the received first scan data of the patient's teeth;
1[e] receive user input defining a portion of the model to be removed;
1[f] remove, from the displayed model, a removed surface portion of the model to be 
removed according to the user input;
1[g] receive second scan data of the patient's teeth from the hand-held intraoral scanner, 
the second scan data including surface data of a physically changed portion of the patient's 
intraoral cavity;
1[h] replace at least a portion of the removed surface portion of the model using the 
received second scan data of the patient's teeth including surface data of a 
physically changed portion of the patient's intraoral cavity; and
1[i] output, to the display, the model of the patient's teeth with the portion of the removed 
surface portion replaced using the received second scan data.

Patent Owner Align’s Oral Argument
IPR2025-00817



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Prior Art’s Conventional Approach
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POR, 4-11.

EX1001 (’936 Patent), 2:17-22.

EX1002 (’936 Pros. His.), 375.

EX2014 (’474 Pros. His.), 9.
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Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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POR, 14-15, 23.

Pet., 31.

Pet., 43.

The petition asserts that Boerjes alone teaches elements 1(e)-1(f) 
and 1(h):
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Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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POR, 21, 33. Inst. Dec., 19.

Inst. Dec., 18.

The institution decision found Ground 1 deficient:
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Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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POR, 23-25.

Boerjes teaches following the conventional approach:

EX1004 (Boerjes), [00199].

EX2011 (Foroosh Dec.), ¶70.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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PO Sur-Reply, 18-19.

Petitioner’s reply confirms the petition’s deficient case:

Pet. Reply, 5.

EX1003 (Karam Dec.), ¶38.

Pet.,41.
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Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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PO Sur-Reply, 4-5.

Petitioner’s reply confirms the petition’s deficient case:

EX1056 (Foroosh Dep. Tr.), 172:4-17. EX1056 (Foroosh Dep. Tr.), 253:7-10.

EX1056 (Foroosh Dep. Tr.), 174:9-15.
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Ground 1: Petitioner Fails to Show Boerjes 
Teaches the Claimed Invention
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PO Sur-Reply, 6-8.

Petitioner’s reply confirms the petition’s deficient case:

Pet. Reply, 7.

EX1004 (Boerjes), [00198].

EX1004 (Boerjes), [00190].
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Ground 2: Petitioner Fails to Show Boerjes 
and Geng Teach the Claimed Invention
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POR, 19, 36-38.

The petition proposes using Geng’s tools to perform Boerjes’s
alleged functionality:

Pet., 48.

Pet., 37.
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Ground 2: Petitioner Fails to Show Boerjes 
and Geng Teach the Claimed Invention
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POR, 20-21, 36-43.

Geng teaches conventional editor and merger tools:

EX2011 (Foroosh Dec.), ¶61.EX1005 (Geng), 7:38-44.

EX2011 (Foroosh Dec.), ¶95.

EX1005 (Geng), 7:57-59.
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Ground 2: Petitioner Fails to Show Boerjes 
and Geng Teach the Claimed Invention
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POR, 40-44.

EX2011 (Foroosh Dec.), ¶99.

EX1005 (Geng), 11:16-31.

EX1005 (Geng), 11:65-12:7.
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Grounds 3-4: Petitioner’s Illogical 
Motivation to Combine Babayoff
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POR, 48-50.

Pet., 75.

EX2013 (Karam Dep. Tr.), 39:21-24.
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Grounds 3-4: Petitioner’s Illogical 
Motivation to Combine Babayoff
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POR, 48-50.

EX1004 (Boerjes), [00194].

EX2013 (Karam Dep. Tr.), 58:1-17.EX2011 (Foroosh Dec.), ¶114.
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Grounds 3-4: Claims 7, 13, and 17
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POR, 50-55.

EX1001 (’936 Patent), claim 7.

Pet., 54.

Pet., 78.

Pet., 78-79.
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Grounds 3-4: Claims 7, 13, and 17
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POR, 50-55.

EX1006 (Babayoff), [0177].

EX2011 (Foroosh Dec.), ¶123.


