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Petitioners respectfully submit this sur-reply in response to Patent Owner’s
(“PO’s™) Reply in Support of Discretionary Denial. (See Paper 11, 1; EX-3101.)
Petitioners have offered an amended Sotera stipulation in view of Shenzen Tuozhu
Tech. Co., Ltd. v. Stratasys, Inc., IPR2025-00354, Paper 11, 2-3 (PTAB June 12,
2025). (Paper 10, 25.) With this stipulation, Fintiv factor four weighs against
discretionary denial.

PO did not oppose Petitioners’ request to file the amended Sotera stipulation
as an exhibit in these proceedings, provided it was afforded a reply. (EX-1043;
EX-1044; Paper 10, 25.) After petitioning the Court for leave to file a reply, PO
filed a brief complied of recycled arguments. In fact, the only new argument raised
by PO in its reply relates to the page limit of Petitioners’ sur-reply.

As its sole new argument, PO accuses Petitioner of “gamesmanship” based on
Petitioners’ request for an equitable sur-reply. In support of its position, PO states
that Petitioners’ discretionary denial briefing addressed the amended stipulation in
“less than a page,” and, therefore, a three-page sur-reply is unfitting. (Paper 11, 2.)
Balanced briefing, approved by leave of the court, is not evidence of
gamesmanship. Petitioners submit this sur-reply in response to PO’s supplemental
brief, not in response to its own argument.

The remaining portion of PO’s reply brief merely parrots arguments put forth

in its opening brief. First, PO argues that Petitioners’ amended stipulation fails to
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reduce overlap with the district court proceedings and is evidence of
gamesmanship, an argument previously presented over multiple pages in PO’s
opening brief. (Paper 11, 1; Paper 8, 23-29.) PO is incorrect in both assertions.
First, Petitioners’ original Petition stipulated, consistent with Sotera, that “if IPR is
instituted, Petitioner will not pursue in the related district court proceeding any
ground that Petitioner raised or reasonably could have raised against the challenged
claims during the instituted IPR.” (Petition, 95; see also, Paper 10, 23.) Second,
Petitioners do not rely on any of the prior art references discussed in the Petition
anywhere in their district court invalidity claim charts related to the system art
references. (EX-2014, 42-43; Paper 10, 24.) Further, PO’s argument is speculative,
in that it assumes that, if institution is granted, Petitioners will present invalidity
defenses based on one or more of the asserted system art at trial in combination
with the references discussed in the Petition. Petitioners have identified twenty-one
other prior art references that could be combined with the system art. (EX-2014,
42-43; Paper 10, 24.) The original stipulation, the amended stipulation, and
Petitioners’ district court briefing all show Petitioners’ intent to reduce overlap
with the district court proceedings.

PO then argues, for the second time, that Petitioners fail to identify its
invalidity theories with specificity. (Paper 11, 2-3; Paper 8, 27-29.) As stated in its

opposition, Petitioners have not decided which exact prior art references or
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combinations of prior art they will ultimately present at trial in the district court
case, particularly given that PO will undoubtedly narrow the asserted claims from
the 197 claims currently asserted. (EX-2014; 1-2; Paper 10, 23-24.) Moreover,
Petitioners’ invalidity expert report is not due until February 17, 2026. (EX-2011,
4; Paper 10, 24-25.) There is no evidence of gamesmanship.

Finally, PO’s argument that similar stipulations have failed to secure
institution is misleading. In support of its position, PO cites to proceedings in
which the Board denied institution “based on a holistic assessment of all evidence
and arguments presented.” The Board did not even address the Petitioners’ Sotera
plus stipulation in its decision and therefore did not make any determination that
the stipulation itself was insufficient. (Samsung Electronics Co., Ltd. et al. v.
Headwater Research LLC, IPR2025-00481, -00483, -00484, Paper 9 at 2 (PTAB
Aug. 4, 2025).) Notably, the Board did address several other (non-Sofera) factors
with particularity in its decision. (/d.)

Petitioners have agreed that, if IPR is instituted, they will not pursue in the
related district court litigation any commercial prior art theory that is coextensive
with prior art presented to the Board. (Paper 10, 23-25.) This stipulation limits
overlap with the district court proceedings. Accordingly, Petitioners respectfully

submit that the Director should not exercise discretionary denial.
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