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Control No. Patent Under Reexamination

. 90/019,704 9854545
Order Granting Request For
Ex Parle Reexaminalion Examiner Art Unit | AIA (FITF) Status
ERON J SORRELL 3992 No

--The MAILING DATE of this cornmunication appears orn the cover sheet with the correspondence address--

The request for ex parfe reexamination filed 10/15/2024 has been considered and a determination has
been made. An identification of the claims, the references relied upon, and the rationale supporting the
determination are attached.

Attachments: a)0d PTO-892, by PTO/SB/08, c)O Other:

1. The request for ex parfe reexamination is GRANTED.
RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed

Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester

is permitted.

ERON J SORRELL/
Primary Examiner, Art Unit 3992

cc:Requester ( if third party requester )

U.S. Patent and Trademark Office
PTOL-471G(Rev. 01-13) Office Action in £x Parte Reexamination Part of Paper No. 20241105
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Application/Control Number: 90/019,704 Page 2
Art Unit: 3992

Decision
A Third-Party Requester, Bayes PLLC, has requested ex parte
reexamination of claims 2 and 3 of U.S. Patent No. 9,854,545 to
Kwon et al. (“the ‘545 Patent”). The Request for ex parte
reexamination (“the Request”) was granted a filing date of

October 15, 2024.

MPEP 2240 recites in part,

37 C.FP.R. 1.515 Determination of the reguest for ex parts
reexamination

following the filing date of a
reexaminaticn, an exXaminer will
whather or not a
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cificial file of the gwatent, and will bes gi
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mailed to
for 1n 8 1.33(c;

10
eguesting reexamination,

Dersch

The Request is found to raise at least one substantial new
question of patentability (“SNQ”) with respect to at least one

of the claims of the ‘545 Patent thus the Request is GRANTED.

ONEPLUS TECH. V. PANTECH CORP.
IPR2025-00887

ONEPLUS EXHIBIT 1036

Page 4 of 32



Application/Control Number: 90/019,704 Page 3
Art Unit: 3992

Prior/Concurrent Litigation or Office Proceedings
Reviewing any post grant challenges, the Examiner finds the

‘545 Patent is or was the subject of the following:

Litigation:
5:22¢cv113, Pantech Corporation et al. v. LG Electronics et

al., (Texas Eastern - Texarkana).

Office Proceedings:

IPR2023-01269 filed August 11, 2023

Listing of Prior Art
The Request alleges the existence of at least one

substantial new question of patentability based on the following

patent/printed publications.

i. U.S. Patent Application Publication No. 2011/0158116 to
Tenny et al., filed on June 17, 2010 (“Tenny”).

ii. “Supporting multiple timing advance groups” from Qualcomm
Incorporated, published no later than January 22, 2010
(“Qualcomm”) .

iii. 3GPP Technical Specification 36.300 v8.11.0- Overall
Description, (2009-12), published January 5, 2010
("TS36.3007) .

iv. 3GPP Technical Specification Protocol Specification 36.331
v9.0.0 — Radio Resource Control Protocol Specification
(2009-09), published September 29, 2009 (“TS36.3317).
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Application/Control Number: 90/019,704 Page 4
Art Unit: 3992

The four (4) references listed above were all cited in

IPR2023-01269.

The '545 Patent

The ‘545 Patent issued on December 26, 2017 having claims
1-3, each being independent. The ‘545 Patent matured from U.S.
Pat. App. 14/733,068 (“the ‘068 Application”) filed June 8,
2015. The ‘068 Application was a Continuation of application No.
13/578,531 filed as application No. PCT/KR2011/000909 on
February 10, 2011, which matured to U.S. Patent No. 9,054,835.
The ‘545 Patent also claims priority to (KR) 10-2010-0012564
filed 2/10/2010, (KR) 10-2010-0027230 filed 3/26/2010, and (KR)

10-2011-0008683 filed 1/28/2011.

The ‘545 Patent discloses a method and apparatuses for
effectively operating a synchronization process by configuring
an uplink (UL) synchronization in a wireless communication
system supporting carrier aggregation. (See ‘545 Patent, lines

47-56 of column 1).

Claims 2 and 3 are reproduced below for discussion

purposes:

2. A method for establishing an uplink (UL)
synchronization by a User Equipment (UE), the method
comprising:
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Application/Control Number: 90/019,704 Page 5
Art Unit: 3992

receiving a Radio Resource Control (RRC) signaling
including a UL timing group information set, which has
been set by an evolved NodeB (eNB);

configuring one or more UL timing groups based on the UL
timing group information set, the one or more UL
timing groups each comprising one or more UL CCs;

transmitting a Random Access Preamble (RAP) through one or
more UL CCs, each of the one or more UL CCs
transmitting an RAP being set as a delegate CC in the
respective UL timing group;

receiving a Random Access Response (RAR) including a Timing
Advanced (TA) value for UL CCs in the respective UL
timing group, wherein each TA value 1is transmitted
from the eNB for the respective UL timing group based
on the transmitted RAP associated with a delegate CC
of the respective UL timing group,; and

applying each TA value to CCs in the respective UL timing
group.

3. A User Equipment (UE) to establish an uplink (UL)
synchronization in a wireless communication system, the UE
comprising:

a transceiver configured to receive a Radio Resource
Control (RRC) signaling including a UL timing group
information set, which has been set by an evolved
NodeB (eNB) ;

a controller configured to configure one or more UL timing
groups based on the UL timing group information set,
the one or more UL timing groups each comprising one
or more UL CCs,

wherein the transceiver transmits a Random Access Preamble
(RAP) through one or more UL CCs, each of the one or
more UL CCs transmitting an RAP being set as a
delegate CC in the respective UL timing group, and
receives a Random Access Response (RAR) including a
Timing Advanced (TA) value for UL CCs in the
respective UL timing group,
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Application/Control Number: 90/019,704 Page 6
Art Unit: 3992

wherein each TA value is transmitted from the eNB for the
respective UL timing group based on the transmitted
RAP associated with a delegate CC of the respective UL
timing group, and

wherein the controller applies each TA value to CCs in the
respective UL timing group.

Third Party Requester’s Position

The Request’s alleged SNQs have been grouped below for

discussion purposes:

SNQ #1: Tenny to raise SNQs over claims 2 and 3. This group
of SNQs 1is based on proposed rejections of claims 2 and 3 under
35 USC § 103 (a) as being obvious over Tenny. (See Request, pages

18-25).

SNQ #2: Tenny in view of TS36.300 to raise SNQs over claims
2 and 3. This group of SNQs is based on proposed rejections of
claims 2 and 3 under 35 USC § 103 (a) as being obvious over Tenny

in view of TS36.300. (See Request, pages 25-27).

SNQ #3: Qualcomm in view of TS36.331 to raise SNQs over
claims 2 and 3. This group of SNQs 1s based on proposed
rejections of claims 2 and 3 under 35 USC § 103 (a) as being
obvious over Qualcomm in view of TS36.331. (See Request, pages

28-35).
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Application/Control Number: 90/019,704 Page 7
Art Unit: 3992

SNQ #4: Qualcomm 1in view of TS36.331 and further in view of
T536.300 to raise SNQs over claims 2 and 3. This group of SNQs
is based on proposed rejections of claims 2 and 3 under 35 USC §
103 (a) as being obvious Qualcomm in view of TS36.331 and further

in view of TS36.300. (See Request, pages 35-39).

Review of Prosecution History

In addition to the original prosecution, the ‘545 Patent
was also the subject of inter partes review proceeding IPR2023-

01269.

Original Prosecution

Reviewing the original prosecution of the ‘068 Application,
the Examiner finds that claims 1-3 were rejected under 35 USC §
103 (a) for being obvious over Yoo et al. (U.S. Pub. No.
2009/0279495) in view or Mariner et al. (U.S. Pub. No.
2012/0008600) and further in view of Narasimha et al. (U.S. Pub.
No. 2008/0268850) in a non-final Office action mailed December
30, 2016 which was the first action on the merits.

The Applicant at the time, now the Patent Owner, responded
to the non-final Office action on March 27, 2017 leaving the
claims in their original form and arguing that the applied prior

art, specifically Narasimha, failed to teach or suggest “wherein
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Application/Control Number: 90/019,704 Page 8
Art Unit: 3992

each TA wvalue is calculated by the eNB for the respective UL
timing group based on the received RAP associated with a
delegate CC of the respective UL timing group. (See 14/733,068
file wrapper, Applicant’s Remarks filed March 27, 2017 page 7).
The next Office action was a Notice of Allowance mailed May
11, 2017. The Notice of Allowance did not directly address the
arguments in the Response, however did provide a Reasons for
Allowance which did not focus on any particular claim limitation
rather restated each claim entirely. (See Notice of Allowance
mailed May 11, 2017, pages 2-4). Additional Notice of Allowances
were mailed on July 13, 2017 and August 25, 2017 considering IDS
Statements; however, no further statement was made with respect

to the claims.

IPR203-01269

On August 11, 2023, Petitioner LG Electronics, being
different from the Requester in the instant proceeding (Bayes,
PLLC), filed a petition (IPR2023-01269) for inter partes review
of claims 2 and 3 of the ‘545 Patent which asserted the
following grounds as raising a reasonable likelihood of

prevailing (RLP):

#1 2 and 3 §§102/103 Tenny
#2 2 and 3 35 UsSC § 103 Qualcomm and
TS36.331
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Application/Control Number: 90/019,704 Page 9
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#3 2 and 3 35 USC § 103 Tenny and
T336.300

#4 2 and 3 35 USC § 103 Qualcomm,
T$36.331, and
T336.300

#5 3 35 UsSC § 103 Tenny and Fan
#6 3 35 USC § 103 Qualcomm,
T$36.331, and
Fan

#7 3 35 USC § 103 Tenny,
T336.300, and
Fan

#8 3 35 USC § 103 Qualcomm,
T336.331,
T336.300, and
Fan

In a Decision Granting Institution of Inter Partes Review
mailed April 9, 2024, the PTAB analyzed claims 2 and 3
considering the Petitioner’s and Patent Owner’s arguments and
determined that the Petitioner showed a reasonable likelihood of
prevailing in demonstrating that claims 2 and 3 are unpatentable
as obvious over 1) the combined teachings of Tenny and TS36.300;
and 2) the combined teachings of Qualcomm and TS36.300. The PTAB
also agreed with the grounds that included Fan. (See Decision
Granting Institution, pages 21-23).

IPR2023-01269 was terminated before a final written
decision as the Petitioner and Patent Owner filed a joint motion

to terminate. See Termination Decision entered August 19, 2024.

Substantial New Questions of Patentability
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Application/Control Number: 90/019,704 Page 10
Art Unit: 3992

SNQ #1: The Request alleges Tenny raises SNQs over claims 2
and 3. Upon review and for the reason discussed below, the
Examiner agrees. Tenny raises SNQs over claims 2 and 3 of the

‘545 Patent.

Tenny

Tenny is Patent Application Publication 2011/0158116 which
was filed as U.S. Patent Application No. 12/818,064 filed on
June 17, 2010 and claims priority to provisional applications
61/218,769 filed June 19, 2009; 61/294,053 filed January 11,
2010, and 61/305,014 filed February 16, 2010. Tenny qualifies as

prior art under 35 USC § 102 (e).

Tenny discloses a technique for facilitating timing
alignment in a multicarrier LTE-A system including assigning a
timing offset to an uplink group of carriers, and providing a
timing offset to a wireless terminal via at least one downlink
carrier. An uplink communication is then received via the uplink
group of carriers according to the timing offset. (See Tenny,
Abstract) .

In Tenny’s system, a UE is assigned to at least one timing
group which is a group of carriers with the same uplink timings
or within some tolerance. The UE may by assigned carriers from

multiple timing groups. (See Tenny, {9 55-56). Tenny also
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Application/Control Number: 90/019,704 Page 11
Art Unit: 3992

discloses selecting carriers for performing random access
procedures. To avoid performing unnecessary timing updates, the
UE may select a single carrier from the timing group to use for
its timing control. Additionally, the network may instruct the
UE on which carrier in the group to use to random access. (See
Tenny, 99 58-60).

Tenny further teaches the UE may receive timing adjustments
for all of its timing groups with a single interaction with the
base station. (See Tenny, 9 68). In a particular embodiment, the
UE may send a request requesting the network entity to provide
the uplink group subset. The UE may then receive a timing
message including an indication of which of the uplink carriers

are included in the uplink group subset. (See Tenny, 1 79).

Analysis

Tenny, as summarized above, can be reasonably interpreted
as disclosing or suggesting the following limitations from
claims 2 and 3 (in bold) found patentable at the conclusion of

the original prosecution of the ‘545 Patent:

A method (as recited in claim 2) and a User Equipment (UE)
(as recited in claim 3) for establishing an uplink (UL)

synchronization,
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Application/Control Number: 90/019,704 Page 12
Art Unit: 3992

Tenny teaches, "“The following description relates generally
to wireless communications, and more particularly to methods and
apparatuses that facilitate maintaining timing synchronization
for user equipment in a multicarrier Long Term Evolution-

Advanced (LTE-A) system.” (See Tenny, 1 3).

the UE comprising a transceiver configured for receiving a Radio
Resource Control (RRC) signaling including a UL timing
group information set, which has been set by an evolved

NodeB (eNB); and

Tenny teaches, “For instance, message processing component
670 may be configured to submit a request requesting the network
entity to provide the uplink group subset, wherein the uplink
group subset 1is determined by the network entity in response to
the request. Indeed, it should be noted that the received timing
message itself may include an indication of which of the uplink
group of carriers are included in the uplink group subset. For
such embodiments, message processing component 670 may be
configured to decode the indication according to a mapping of
group identities shared with the network. In an aspect, the
mapping of group identities 1s configured in association with an
assignment of dedicated radio resources on uplink carriers
within at least one uplink group of the uplink group subset.”

(See Tenny, 1 79).
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Application/Control Number: 90/019,704 Page 13
Art Unit: 3992

a controller configured for configuring one or more UL timing
groups based on the UL timing group information set, the
one or more UL timing groups each comprising one or more UL

CCs;

Tenny teaches, "“For instance, message processing component
670 may be configured to submit a request requesting the network
entity to provide the uplink group subset, wherein the uplink
group subset 1is determined by the network entity in response to
the request. Indeed, it should be noted that the received timing
message itself may include an indication of which of the uplink
group of carriers are included in the uplink group subset. For
such embodiments, message processing component 670 may be
configured to decode the indication according to a mapping of
group identities shared with the network. In an aspect, the
mapping of group identities 1s configured in association with an
assignment of dedicated radio resources on uplink carriers
within at least one uplink group of the uplink group subset.”

(See Tenny, 1 79).

wherein the transceiver is further configured for transmitting a
Random Access Preamble (RAP) through one or more UL CCs,
each of the one or more UL CCs transmitting an RAP being

set as a delegate CC in the respective UL timing group;
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Application/Control Number: 90/019,704 Page 14
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Tenny teaches, "“Indeed, within each timing group, a UE may
occasionally perform random access to update its timing (e.g.,
if timing is maintained through a separate procedure for each
timing group). Here, although this update only needs to be
performed with one carrier of each timing group, the issue
arises of how the UE should decide which carrier this is. In an
aspect, the UE is configured to avoid performing unnecessary
timing updates (i.e., to select a single carrier from the timing

group to use for its timing control).” (See Tenny, 1 58).

Tenny teaches, “Wireless terminal 600 may also include
random access component 660, which is configured to perform a
random access procedure. Within such embodiment, random access
component 660 1s configured to perform the random access
procedure on at least one random access carrier included in a
downlink group of carriers that includes the at least one
downlink carrier received from the network. In a particular
aspect, the random access procedure 1is performed on a single
carrier, wherein the single carrier 1is an assigned carrier
provided by a network prior to the performing of the random
access procedure. Alternatively, the random access procedure may
include receiving the single carrier as part of a dedicated

radio resource configuration.” (See Tenny, I 82).
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Application/Control Number: 90/019,704 Page 15
Art Unit: 3992

receiving a Random Access Response (RAR) including a Timing
Advanced (TA) value for UL CCs in the respective UL timing
group, wherein each TA value is transmitted from the eNB
for the respective UL timing group based on the transmitted
RAP associated with a delegate CC of the respective UL

timing group; and

Tenny teaches, "“Indeed, within each timing group, a UE may
occasionally perform random access to update its timing (e.g.,
if timing is maintained through a separate procedure for each
timing group). Here, although this update only needs to be
performed with one carrier of each timing group, the issue
arises of how the UE should decide which carrier this is. In an
aspect, the UE is configured to avoid performing unnecessary
timing updates (i.e., to select a single carrier from the timing

group to use for its timing control).” (See Tenny, 1 58).

applying each TA value to CCs in the respective UL timing group.

Tenny teaches, “In a particular embodiment, the UE applies
the timing offset to the carrier on which it received the timing

offset, and assumes that the timing of other carriers in the

{4

group is "close enough”.
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Application/Control Number: 90/019,704 Page 16
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The teachings of Tenny are significant because, as shown
above, they include the limitations in claims 2 and 3 found
patentable at the conclusion of the original prosecution of the
‘545 Patent. In IPR2023-01269, the Petitioner asserted that
claims 2 and 3 were unpatentable as being anticipated by Tenny,
obvious over Tenny, and obvious over Tenny in view of TS$36.300.
In the Decision Granting Institution, the PTAR determined that
they didn’t need to resolve whether claims 2 and 3 were
anticipated by Tenny as they were sufficiently persuaded that
claims 2 and 3 were obvious over Tenny in view of TS36.300.
However, this proceeding was terminated prior to any final
written decision by the PTAR. Furthermore, there is a reasonable
likelihood that a reasonable Examiner would consider these
teachings important in deciding the patentability of the 545
Patent. For those reasons, Tenny 1s found to raise SNQs over

claims 2 and 3 of the 545 Patent.

SNQ #2: The Request alleges Tenny in view of TS36.300
raises SNQs over claims 2 and 3. Upon review and for the reason
discussed below, the Examiner agrees. Tenny in view of TS36.300

raises SNQs over claims 2 and 3 of the ‘545 Patent.

Tennx

Tenny 1is summarized above in the SNQ#1 discussion.
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Application/Control Number: 90/019,704 Page 17
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TS36.300

T336.300 is a printed publication of the 3GPP specification
dated December 2009 describing the overall architecture of E-
UTRAN systems including base stations and UEs. TS36.300

qualifies as prior art 35 USC § 102 (b).

T536.300 outlines a random access procedure and provides
explicit teachings of the LTE protocol for performing of Random
Access Preamble (RAP) and Random Access Response (RAR).
Specifically, TS36.300 describes a process where the UE sends a
RAP on a RACH in uplink to a base station and in response the
base station sends a response including timing alignment

information. (See TS36.300, pages 51-54).

Analysis

Since Tenny, taken alone, was seen as raising a SNQ with
respect to claims 2 and 3 of the ‘545 Patent in the discussion
of SNQ #1 above, it follows that Tenny in view of TS36.300 would

also raise a SNQ over claims 2 and 3.

SNQ #3: The Request alleges Qualcomm in view of TS$36.331

raises SNQs over claims 2 and 3. Upon review and for the reasons
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discussed below, the Examiner agrees. Qualcomm in combination

with TS36.331 raises a SNQ over claims 2 and 3.

Qualcomm

Qualcomm is a printed publication dated January 22, 2010
that describes a design for multiple timing advances in an LTE-A
network using carrier aggregation. Qualcomm qualifies are prior

art under 35 USC § 102 (b).

Qualcomm describes the calculation of an uplink timing by
adding a timing advance to a received downlink reference timing
and options for when different timing groups are present.
Qualcomm proposes that a unique DL carrier be identified by the
network as the DL timing reference for each UL timing group.
(See Qualcomm, section 2.3).

Qualcomm also discloses that in order to obtain a timing
advance, a UE has to send a RACH. When there is more than one CC
in a timing group, the network may assign one UL CC per timing
group when the UE sends the RACH. Qualcomm also discloses
configured carriers may be added by the network via dedicated
RRC signaling. When a newly configured UL CC 1is indicated by the
network as belonging to a new timing group, the UE should
perform a RACH before starting any other UL transmissions. The

UE may initiate the RACH with either a randomly selected RACH
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preamble or a RACH preamble selected by the network; or the
network may command the UE to initiate a RACH using a PDCCH

command. (See Qualcomm, section 2.4).

TS36.331

T336.331 is a printed publication of the 3GPP specification
dated September 2009 describing the Radio Resource Control (RRC)
protocol specification. TS36.331 qualifies as prior art 35 USC §

102 (b) .

T536.331 discloses the specific protocol used to
reconfigure resources for handover in an LTE system including
the establishing, modifying, and releasing of resources.
Particularly, TS36.331 discloses an RRCConnectionReconfiguration
message for providing information to the UE to perform the radio

resource configuration procedure. (See TS363.331, pages 39-42).

Analysis

The combined teachings of Qualcomm and TS36.331, both
summarized above, can be reasonably interpreted as disclosing
the following limitation from claims 2 and 3 (in bold) found

patentable at the conclusion of the original prosecution of the

‘545 Patent.
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A method and a User Equipment (UE) for establishing an

uplink (UL) synchronization,

Qualcomm teaches, “The UF calculates uplink timing by
adding a timing advance to the received downlink reference

timing.” (See Qualcomm, section 2.3).

the UE comprising a transceiver configured for receiving a Radio
Resource Control (RRC) signaling including a UL timing
group information set, which has been set by an evolved

NodeB (eNB) ;

Qualcomm teaches, "It is already agreed that configured
carriers are added by dedicated RRC signaling, subsequent to
connection establishment. If newly configured UL carrier 1is
indicated by the network as belonging tco a new timing group,
then the UFE should perform a RACH before starting any other UL

transmissions.” (See Qualcomm, section 2.4).

the UE further comprising a controller configure for configuring

one or more UL timing groups based on the UL timing group
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information set, the one or more UL timing groups each

comprising one or more UL CCs;

Qualcomm teaches "“The timing advance 1is delivered to the UE
using a DL MAC control element.. .. in LTE-A, this mapping has to
be specified, so that a timing command received on a given DL CC

uniquely addresses this group.” (See Qualcomm, section 2.4).

wherein the transceiver is further configured for transmitting a
Random Access Preamble (RAP) through one or more UL CCs,
each of the one or more UL CCs transmitting an RAP being

set as a delegate CC in the respective UL timing group;

Qualcomm teaches, "“In order to obtain a timing advance, the
UF has to send a RACH. In case there is more than one CC in a
timing group, there is a question of which CC to use. The
simplest solution is for the network to assign one UL CC per
timing group where the UF send the RACH.” (See Qualcomm, section

2.4).

Qualcomm further teaches the UE initiates a RACH with
either a randomly selected RACH preamble or a RACH preamble
assigned by the network. The network may also command the UE to

send a RACH through a PDCCH. (See Qualcomm, section 2.4).
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receiving a Random Access Response (RAR) including a Timing
Advanced (TA) value for UL CCs in the respective UL timing
group, wherein each TA value is transmitted from the eNB
for the respective UL timing group based on the transmitted
RAP associated with a delegate CC of the respective UL

timing group; and

Qualcomm teaches, "“In order to obtain a timing advance, the
UF has to send a RACH. In case there 1s more than one CC in a
timing group, there is a question of which CC to use. The
simplest solution is for the network to assign one UL CC per
timing group where the UE send the RACH.” (See Qualcomm, section

2.4).

TS36.331 discloses the RRCConnectionReconfiguration
protocol used to reconfigure resources for handover in an LTE
system including the establishing, modifying, and releasing of

resources. (See TS336.331, pages 39-42).

applying each TA value to CCs in the respective UL timing group.

Qualcomm teaches, “With multiple timing groups, the UFE
should maintain one time instance for each timing group..” (See

Qualcomm, section 2.5)
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The combined teachings of Qualcomm and TS36.331 are significant
because, as shown above, they include the limitations in claims
2 and 3 found patentable at the conclusion of the original
prosecution of the ‘545 Patent In IPR2023-01269, the Petitioner
asserted that claims 2 and 3 were unpatentable as being obvious
over Qualcomm in view of TS36.331, and obvious over Qualcomm in
view of TS36.331 and further in view of TS36.300. In the
Decision Granting Institution, the PTAB determined that they
were sufficiently persuaded that claims 2 and 3 were obvious
over Qualcomm in view of TS36.300 (the PTAR did not specifically
mention TS36.331 in their analysis). However, this proceeding
was terminated prior to any final written decision by the PTAR.
Furthermore, there is a reasonable likelihood that a reasonable
Examiner would consider these teachings important in deciding
the patentability of the 545 Patent. For those reasons, the
combined teachings of Qualcomm and TS33.300 are found to raise

SNQOs over claims 2 and 3 of the ‘545 Patent.

SNQ #4: The Request alleges Qualcomm in view of TS36.331
and TS33.300 raises SNQs over claims 2 and 3. Upon review and
for the reasons discussed below, the Examiner agrees. Qualcomm

in combination with TS33.300 raises a SNQ over claims 2 and 3.

Qualcomm
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Qualcomm is summarized above in the SNQ#3 discussion.

TS36.331

TS36.331 is summarized above in the SNQ#3 discussion.

TS36.300

T336.300 is a printed publication of the 3GPP specification
dated December 2009 describing the overall architecture of E-
UTRAN systems including base stations and UEs. TS36.300
qualifies as prior art 35 USC § 102 (b).

T536.300 outlines a random access procedure and provides
explicit teachings of the LTE protocol for performing of Random
Access Preamble (RAP) and Random Access Response (RAR).
Specifically, TS36.300 describes a process where the UE sends a
RAP on a RACH in uplink to a base station and in response the
base station sends a response including timing alignment

information. (See TS36.300, pages 51-54).

Analxsis

Since Qualcomm in view of TS.36.331 was seen as ralising a
SNQ with respect to claims 2 and 3 of the ‘545 Patent in the SNQ

#3 discussion, it follows that Qualcomm in view of TS36.331 and
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further in view of TS36.300 would also raise a SNQ over claims 2

and 3.

Summary of Proposed SNQs
The Examiner agrees with the following proposed SNQs:

SNQ #1: Tenny to raise SNQs over claims 2 and 3;

SNQ #2: Tenny in view of TS36.300 to raise SNQs over claims
2 and 3;

SNQ #3: Qualcomm in view of TS36.331 to raise SNQs over
claims 2 and 3.

SNQ #4: Qualcomm in view of TS36.331 and TS36.300 to raise

SNQOs over claims 2 and 3.

Scope of the Reexamination Proceeding

Claims 2 and 3 are subject to reexamination.

35 USC 325(d)

35 USC 325(d) states in part, “.[i]ln determining whether to
institute or order a proceeding under this chapter, chapter 30,
or chapter 31, the Director may take into account whether, and
reject the petition or request because, the same or
substantially the same prior art or arguments previously were

presented to the Office.” Thus in order for the Director to
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exercise discretion as to whether to Order a reexamination under
chapter 30, the request must first be determined to be based on
the same or substantially the same prior art or arguments that

previously were presented to the Office.

A review of the post grant history of the ‘545 Patent
indicates that the patent is the subject of one post grant
challenge filed before the filing of the instant Request

(90/019,704).

IPR2023-01269

On August 11, 2023, Petitioner LG Electronics, being
different from the Requester in the instant Request, filed a
petition for inter partes review of claims 2 and 3 of the ‘545

Patent (IPR2023-01269) which asserted the following grounds as

raising a reasonable likelihood of prevailing (RLP):

#1 2 and 3 §§102/103 Tenny

#2 2 and 3 35 USC § 103 Qualcomm and
TS36.331

#3 2 and 3 35 USC § 103 Tenny and
TS36.300

#4 2 and 3 35 USC § 103 Qualcomm,
TS36.331, and
TS36.300

#5 3 35 USC § 103 Tenny and Fan

#6 3 35 UsSC § 103 Qualcomm,
TS36.331, and
Fan
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#7 3 35 USC § 103 Tenny,
T536.300, and
Fan

35 UsSC § 103 Qualcomm,
T536.331,
T536.300, and

Fan

#8 3

On April 9, 2024, the Patent Trial and Appeal Board (PTAR)
mailed a Decision Granting Institution of Inter Partes Review
upon determining the Petitioner showed a reasonable likelihood
of prevailing in demonstrating that claims 2 and 3 are
unpatentable as obvious over 1) the combined teachings of Tenny
and TS36.300; and 2) the combined teachings of Qualcomm and
T336.300. The PTAB also agreed with the grounds that included
Fan. See Decision Granting Institution, pages 21-23.

However, on August 19, 2024, the PTAB issued a decision
terminating the proceeding due to settlement after institution
of trial. The PTAB noted that on August 16, 2024, Petitioner
and Patent Owner filed a Joint Motion to Terminate and thus, the
proceeding was terminated under 35 USC § 317(a). See
Termination Decision entered August 19, 2024.

A comparison between the prior art and arguments presented
in the instant request and the earlier IPR indicates that each
of the grounds presented in the instant reexamination request
are based on the same art and arguments as presented in IPR2023-

01269.
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90/019,704

and Uusc (a) Tenny
2 2 and 3 35 USC (a) Tenny, TS36.300
3 2 and 3 35 USC 103 (a) Qualcomm, TS36.331
4 2 and 3 35 USC 103 (a) Qualcomm, TS36.331,

TS36.300

Because at least one ground in the instant Request is based
on the same prior art previously presented to the 0Office, the
statutory threshold under 325(d) is met for the Director to
consider to exercise her discretion in rejecting the 90/019,704
request.

However, in view of the following facts, the Director
declines to exercise such discretion to reject the reexamination
request: 1) the fact that the prior denied IPR petition was
terminated after institution based on a Jjoint settlement
agreement and thus the PTAR did not fully evaluate the prior art
presented in the petition, and 2) the fact that there has been
no prior finding of abusive challenges to the ‘545 patent by
third party requester.

Accordingly, ex parte reexamination is Ordered for the ‘545
patent, in view of the determination above that SNQ has been

raised in the instant Request for Reexamination
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Extensions of Time
Extensions of time under 37 CFR 1.136(a) will not be
permitted in these proceedings because the provisions of 37 CFR
1.136 apply only to "an applicant” and not to parties in a
reexamination proceeding. Additionally, 35 U.S.C. 305 requires
that reexamination proceedings "will be conducted with special
dispatch" (37 CFR 1.550(a)). Extension of time in ex parte

reexamination proceedings are provided for in 37 CFR 1.550(c).

Conclusion

All correspondence relating to this ex parte reexamination

proceeding should be directed:

FElectronically: Registered users may submit via Patent Center at

o . T
SS N oyt ey b ooy
SMatan o
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By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-29900
Central Reexamination Unit

By hand: Customer Service Window
Knox Building
501 Dulany Street
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Alexandria, VA 22314

For electronic transmissions, 37 CFR 1.8(a) (1) (1) (C) and
(ii) states that correspondence (except for a request for
reexamination and a corrected or replacement request for
reexamination) will be considered timely filed if (a) it is
transmitted via the USPTO patent electronic filing system in
accordance with 37 CFR 1.6(a) (4), and (b) includes a certificate
of transmission for each piece of correspondence stating the
date of transmission, which is prior to the expiration of the
set period of time in the Office action.

Any inguiry concerning this communication should be

directed to Eron Sorrell at telephone number 571-272-4160.

Signed:

/ERON J SORRELL/
Primary Examiner, Art Unit 3992

Conferees: /JOSEPH R POKRZYWA/
Primary Examiner, Art Unit 3992

/MICHAEL FUELLING/
Supervisory Patent Examiner, Art Unit 3992
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