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DETAILED ACTION
Brief Summary of Proceeding to Date

A Third-Party Requester, Bayes PLLC, requested ex parte
reexamination of claims 2 and 3 of U.S. Patent No. 9,854,545 t«
Kwon et al. (“the ‘545 Patent). The Request of ex parte
reexamination (“the Request”) was granted a filing date of
October 15, 2024.

On January 2, 2025, a Decision Ordering Reexamination of
claims 2 and 3 of the ‘545 Patent was mailed.

On April 9, 2025, a Non-Final Office Action (“the NFOA")
was mailed in which claims 2 and 3 were rejected as obvious over
Tenny in view of TS36.300.v.8.11.0; and also as obvious over
Qaulcomm in view of TS36.300.v.8.11.0.

On June 9, 2025, the Patent Owner filed their response to
the NFOA, which included certified English translations of the
‘545 Patents foreign priority applications, and a declarations

from Dr. Todor Cooklev.

Status of the Claims
As of the mailing of this Office Action, the status of the
claims is as follows:

Claims 2 and 3 are rejected.

Listing of Prior Art
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The following references are cited in this proceeding:

i. U.S. Patent Application Publication No. 2011/0158116
to Tenny et al., filed on June 17, 2010 (“Tenny”).

ii. “Supporting multiple timing advance groups” from
Qualcomm Incorporated, published no later than January
22, 2010 (“Qualcomm”) .

iii. 3GPP Technical Specification 36.300 v8.11.0- Overall
Description, (2009-12), published January 5, 2010
("TS36.300.v.8.11.0").

iv. 3GPP Technical Specification Protocol Specification
36.331 v9.0.0 — Radio Resource Control Protocol

Specification (2009-09), published September 29, 2009
("TS36.331.v.9.0.07).

Perfected Priority Claim to Foreign Priority Applications

The Examiner acknowledges the Patent Owner’s perfecting of
the foreign priority claims with the filing of certified English
translations of the foreign priority applications. (See Patent
Owner’s discussion concerning this filing at this at pages 2-3

of the Remarks).

Response to Arguments
The Patent Owner’s arguments have been fully considered and
are responded to in the order presented in the Patent Owner’s

Remarks.

Tenny’s qualification as prior art
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The Patent Owner argues the NFOA fails to establish that
Tenny qualifies as prior art, citing MPEP 2136.03(III) which

references Dynamic Drinkware. (See pages 3-4 of the Remarks).

Examiner’s Response:

The Examiner does not find these arguments persuasive. In
the Order Granting Reexamination of the ‘545 Patent, the
Examiner indicates Tenny qualifies as prior art under 35 USC
102 (e). Tenny qualifies under 102 (e) by the filing date of the
non-provisional application. A Dynamic Drinkware analysis was
not required at the time of the mailing of the Non-Final Office
Action as the Patent Owner had not perfected their foreign
priority claim. The Examiner notes that the rejection statement
indicates the rejection is based on “Tenny” not the “Tenny
provisional”. References to particular portions of the Tenney
provisional appear in the NFOA as additional citations should
they be required later in the prosecution of the instant

proceeding.

Ground 1: Obviousness of claims 2 and 3 over Tenny in view of

TS36.300.v.8.11.0

Argument A: The Patent Owner argues that Tenny fails to teach or

suggest receiving a UL timing group information set wvia RRC
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signaling and using the UL timing group information set to
configure one or more UL timing groups. (See IV.A at pages 5-7

of the Remarks).

Examiner’s Response:

The Examiner disagrees. The Tenny Provisional discloses the
UE receiving UL timing group information sets from the network.
For example, the Tenny Provisional discloses the “network” sends
information to the UE that includes “a group identifier” as an
“index into a set of timing groups with which the UE was
configured” and this “mapping could be established by explicit
signaling (in higher layers such as RRC) at the time the UE is
configured with particular carriers.” (See Tenny Provisional
Appendix A, page 5 lines 3-10). Further the Tenny Provisional
teaches the UE using the information set to configure one or
more timing groups. For example, the Tenny Provisional discloses
the UE generates an association of the plurality of carriers
into one or more timing groups according to a grouping received
from the base station. Tenny’s “generating an association”
constitutes the UE configuring uplink timing groups. (See Tenny
Provisional at q 35). Tenny also discloses the UE having a
carrier selection component which chooses a carrier in the group

from which to acquire timing updates by assigning a candidate
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carrier in each given group. Such a carrier selection also

constitutes configuring uplink timing groups by the UE.

Argument B: The Patent Owner further argues that the combination
of Tenny and TS36.300v8.11.0 fails to render claims 2 and 3
obvious. Along this line, the Patent Owner first argues that
TS36.300.v.8.11.0 fails to cure the Patent Owner’s alleged
deficiencies of Tenny, then argues that TS36.300v8.11.0 is
simply “too vague” to effectively inform a person of ordinary
skill in the art how to implement the described protocol into an
existing system. Finally, the Patent Owner argues that the
proposed combination would not be obvious without the use of

hindsight. (See IV.B at pages 7-9 of the Remarks).

Examiner’s Response:

The Examiner disagrees. Initially, the Examiner disagrees
with the Patent Owner’s alleged deficiencies of Tenny for the
reasons discussed above. Further, the Examiner disagrees that
T336.300.v.8.11.0 is too vague to effectively inform a person of
ordinary skill in the art. TS36.300.v.8.11.0 is a technical
specification providing a description of Radio Access Networks.
It is exactly the type of document a person of ordinary skill in
the art would seek out to determine particular implementation

details of processes that may be described more generally in
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other documents. For example, Tenny states using a random access
procedure to obtain timing updates. (See Tenny Provisional at q
37). A POSITA would look to TS36.300.v.8.11.0 to find
information that a random access procedure includes the UE
sending a random access preamble to a eNB and receive a random
access response as a reply. (See figure 10.1.5.1-1 on page 52).

In response to Patent Owner’s argument that the Examiner's
conclusion of obviousness 1s based upon improper hindsight
reasoning, 1t must be recognized that any judgment on
obviousness is in a sense necessarily a reconstruction based
upon hindsight reasoning. But so long as it takes into account
only knowledge which was within the level of ordinary skill at
the time the claimed invention was made, and does not include
knowledge gleaned only from the Patent Owner’s disclosure, such
a reconstruction is proper. See In re McLaughlin, 443 F.2d

1392, 170 USPQ 209 (CCPA 1971).

Ground 2: Obviousness of claims 2 and 3 over Qualcomm in view of

TS36.300.v.8.11.0

“0ld Art” Argument: The Patent Owner argues that Qualcomm was
already considered by the Office when determining the
patentability of the claims because it was cited in an IDS in

the original prosecution. (See V at page 9 of the Remarks).
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Examiner’s Response:

The Examiner does not find this argument persuasive.
Qualcomm was not specifically discussed on the record in the
underlying prosecution and was never viewed in combination with
TS36.300.v.8.11.0. Additionally, per MPEP 2258.01,

“If the rejection to be made by the examiner will be
based on a combination of "old art” and art newly cited
during the reexamination proceeding, the rejection is

proper, and should be made. See In re Hiniker, 150 F.3d at
1367, 47 USPQ2d at 1527.”

Argument A: The Patent Owner argues that Qaulcomm fails to teach
or suggest receiving a UL timing group information set via RRC
and using the UL timing group information set to configure one

or more timing groups. (See V.A at pages 10-11 of the Remarks).

Examiner’s Response:

The Examiner disagrees. Qualcomm discloses “configured
carriers are added by dedicated RRC signaling” and “newly
configured UL carrier 1s indicated by the network as belonging
to a new timing group.” Additionally, Qualcomm discloses the
handover command, a command from a eNB to a UE, configures
multiple timing groups at the target cell. (See Qualcomm at 2).
Futher, a person of ordinary skill in the art would understand

the handover command is an instruction from the source eNB to
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the UE to perform configuration of the UL timing groups based on
the target cell identified in the RRC message. (See Qualcomm at

2).

Argument B: The Patent Owner argues that the combination of
Qualcomm and TS36.300.v.8.11.0 fails to render claims 2 and 3
obvious. Along this line, the Patent Owner argues that
TS36.300.v.8.11.0 fails to cure the Patent Owner’s alleged
deficiencies of Qaulcomm. The Patent Owner also argues again
that TS36.300.v.8.11.0 is simply “too vague” to effectively
inform a person of ordinary skill in the art how to implement
the described protocol into an existing system, and that the
proposed combination would not be obvious without the use of

hindsight. (See V.B at pages 11-13 of the Remarks).

Examiner’s Response:

The Examiner disagrees. Initially, the Examiner disagrees
with the Patent Owner’s alleged deficiencies of Qualcomm for the
reasons discussed above. Further, the Examiner disagrees that
T5S36.300.v.8.11.0 is too vague to effectively inform a person of
ordinary skill in the art. TS36.300.v.8.11.0 is a technical
specification providing a description of Radio Access Networks.
It is exactly the type of document a person of ordinary skill in

the art would seek out to determine particular implementation
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details of processes that may be described more generally in
other documents. For example, Qualcomm disclose using a random
access procedure (“a RACH”) to obtain timing updates. (See
Qualcomm at 2). A POSITA would look to TS36.300.v.8.11.0 to find
information that a random access procedure (“a RACH”) includes
the UE sending a random access preamble to a eNB and receive a
random access response as a reply. (See figure 10.1.5.1-1 on
page 52).

In response to Patent Owner’s argument that the Examiner's
conclusion of obviousness 1s based upon improper hindsight
reasoning, 1t must be recognized that any judgment on
obviousness is in a sense necessarily a reconstruction based
upon hindsight reasoning. But so long as it takes into account
only knowledge which was within the level of ordinary skill at
the time the claimed invention was made, and does not include
knowledge gleaned only from the Patent Owner’s disclosure, such
a reconstruction is proper. See In re McLaughlin, 443 F.2d

1392, 170 USPQ 209 (CCPA 1971).
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Claim Rejections - 35 USC § 103
The following is a quotation of pre-AIA 35 U.S.C. 103(a)
which forms the basis for all obviousness rejections set forth
in this Office action:

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102, if
the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have
been obvious at the time the invention was made to a person having
ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negated by the manner in which the
invention was made.

1. Claim 2 and 3 are rejected under pre-AIA 35 U.S.C. 103(a)
as being unpatentable over Tenny (which claims priority to U.S.
Patent Provisional Application No. 61/218,769 “Tenny

Provisional”) in view of TS836.300.v.8.11.0.

The following table (originally provided in the Request at
Table 1) demonstrates the Tenny Provisional provides 112 support

for at least one claim in Tenny.

[1.pre] A method that Appx. A (claim 1, 1:1-23),
facilitates a timing alignment | 9934, 39, Figs. 3-4.

in a multicarrier system, the
method comprising:

[l.a] determining at least one |[Appx. A (Figs. 2-3, 3:19-
downlink timing associated 4:13); 9934, 37, claims 1, 7,
16.

ONEPLUS TECH. V. PANTECH CORP.
IPR2025-00887

ONEPLUS EXHIBIT 1041

Page 12 of 34



Application/Control Number: 90/019,704 Page 12
Art Unit: 3992

with at least one downlink

carrier;

[1.b] ascertaining an uplink Appx. A (3:19-4:13, Figs. 2-

timing associated with an
uplink group of carriers,
wherein the uplink timing is
ascertained based on a
processing of at least one
downlink timing and a timing
offset associated with the
uplink group of carriers; and

3); 9933-34, 36, claims 1, 5.

[1.c] transmitting each of the

See Appx. A (1:17-21; 2:18-22,

offset to an uplink group of

uplink group of carriers 3:19-4:13, Figs. 2-3, claim
within a threshold value of 1), 934-35, 37, 39, 40, claims
the uplink timing. 5,14, 23, 32.

[53.pre] A method that Appx. A (claim 1, 1:1-23),
facilitates a timing alignment |1934, 39, Figs. 3-4.

in a multicarrier system, the

method comprising:

[53.a] transmitting a downlink See (916, 33, 34, claim 1,
communication to a wireless Appx. A (3:19-4:13, Figs. 2-
terminal via at least one 3).

downlink carrier;

[53.b] assigning a timing See (916, 33, 34, 36-40,

claims 1, 8, 9, Appx. A (3:26-

downlink carrier; and

carriers; 4:13, Figs. 7.2).

[53.c] providing the timing See q916, 33, 34, 36-40,
offset to the wireless claims 1, 8, 9, Appx. A (3:26-
terminal via the at least one 4:13, Figs. 2-3).

[53.d] receiving an uplink
communication via the uplink
group of carriers, wherein the
uplink group of carriers are
received according to the
timing offset.

See also {913, 1o, 33, 35, 39,
Fig. 1; Appx. A (1:1-14, 3:26-
4:13, Figs. 2-3).

ONEPLUS TECH. V. PANTECH CORP.

IPR2025-00887

ONEPLUS EXHIBIT 1041

Page 13 of 34



Application/Control Number: 90/019,704 Page 13
Art Unit: 3992

Referring to claim 2, Tenny teaches a method for
establishing an uplink (UL) synchronization by a User Equipment
(UE) (see 1 3, “The following description relates generally to
wireless communications, and more particularly to methods and
apparatuses that facilitate maintaining timing synchronization
for user equipment in a multicarrier Long Term Evolution-
Advanced (LTE-A) system.” See also 9 34, and Appendix A, 1:17-19

and figure 1 of the Tenny provisional), the method comprising:

receiving a Radio Resource Control (RRC) signaling
including a UL timing group information set, which has been set
by an evolved NodeB (eNB) (see { 79, "“For instance, message
processing component 670 may be configured to submit a request
requesting the network entity to provide the uplink group
subset, wherein the uplink group subset is determined by the
network entity in response to the request. Indeed, it should be
noted that the received timing message itself may include an
indication of which of the uplink group of carriers are included
in the uplink group subset. For such embodiments, message
processing component 670 may be configured to decode the
indication according to a mapping of group identities shared
with the network. In an aspect, the mapping of group identities
is configured in association with an assignment of dedicated

radio resources on uplink carriers within at least one uplink
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group of the uplink group subset.” See also { 35, and Appendix

A, 5:3-10 of the Tenny provisional);

configuring one or more UL timing groups based on the UL
timing group information set, the one or more UL timing groups
each comprising one or more UL CCs (see I 79, “For instance,
message processing component 670 may be configured to submit a
request requesting the network entity to provide the uplink
group subset, wherein the uplink group subset is determined by
the network entity in response to the request. Indeed, it should
be noted that the received timing message itself may include an
indication of which of the uplink group of carriers are included
in the uplink group subset. For such embodiments, message
processing component 670 may be configured to decode the
indication according to a mapping of group identities shared
with the network. In an aspect, the mapping of group identities
is configured in association with an assignment of dedicated
radio resources on uplink carriers within at least one uplink
group of the uplink group subset.” See also 99 36-37, and

Appendix A, 5:3-10 the Tenny provisional);

performing a random access procedure through one or more UL
CCs, each of the one or more UL CCs used in performing the
random access procedure being set as a delegate CC in the

respective UL timing group (See 1 58, “Indeed, within each
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timing group, a UE may occasionally perform random access to
update its timing (e.g., 1f timing is maintained through a
separate procedure for each timing group). Here, although this
update only needs to be performed with one carrier of each
timing group, the issue arises of how the UE should decide which
carrier this is. In an aspect, the UE is configured to avoid
performing unnecessary timing updates (i.e., to select a single
carrier from the timing group to use for its timing control).”;
See also 1 82, “Wireless terminal 600 may also include random
access component 660, which is configured to perform a random
access procedure. Within such embodiment, random access
component 660 is configured to perform the random access
procedure on at least one random access carrier included in a
downlink group of carriers that includes the at least one
downlink carrier received from the network. In a particular
aspect, the random access procedure is performed on a single
carrier, wherein the single carrier is an assigned carrier
provided by a network prior to the performing of the random
access procedure. Alternatively, the random access procedure may
include receiving the single carrier as part of a dedicated
radio resource configuration.” See also 1 37-39, and Appendix

A, 2:7-25 in the Tenny provisional);
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receiving a response during the random access procedure
including a Timing Advanced (TA) value for UL CCs in the
respective UL timing group, wherein each TA value is transmitted
from the eNB for the respective UL timing group based on the
transmitted RAP associated with a delegate CC of the respective
UL timing group (see { 58, "“Indeed, within each timing group, a
UE may occasionally perform random access to update its timing
(e.g., 1f timing is maintained through a separate procedure for
each timing group). Here, although this update only needs to be
performed with one carrier of each timing group, the issue
arises of how the UE should decide which carrier this is. In an
aspect, the UE is configured to avoid performing unnecessary
timing updates (i.e., to select a single carrier from the timing
group to use for its timing control).” See also 991 37-39, and

Appendix A, 2:7-25 in the Tenny provisional); and

applying each TA value to CCs in the respective UL timing
group (See I 65, “In a particular embodiment, the UE applies the
timing offset to the carrier on which it received the timing
offset, and assumes that the timing of other carriers in the
group 1is "close enough”.” See also 99 37-39, and Appendix A,

3:26-4:8)
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Tenny fails to explicitly disclose the random access
procedure includes transmitting a Random Access Preamble (RAP)

and receiving a Random Access Response (RAR).

T536.300.v.8.11.0 is a printed publication of the 3GPP
specification and provides explicit teachings for the random
access procedure in an LTE network including transmitting a
Random Access Preamble (RAP) and receiving a Random Access
Response (RAR). Specifically, TS36.300.v.8.11.0 describes a
process where the UE sends a RAP on a RACH in uplink to a base
station and in response the base station sends a response
including timing alignment information. (See TS36.300.v.8.11.0,
pages 51-54).

It would have been obvious to one of ordinary skill in the
art at the time of the Patent Owner’s invention to modify the
teachings of Tenny such that Tenny’s random access procedure
includes transmitting a RAP and receiving a RAR including the
timing advance information. One of ordinary skill in the art
would have been motivated to make such modification because
TS36.300 provides the LTE-specific implementation details of the

general procedure described in Tenny’s LTE-based system.
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Referring to claim 3, Tenny teaches a User Equipment (UE)
to establish an uplink (UL) synchronization in a wireless
communication system (see 4 3, "“The following description
relates generally to wireless communications, and more
particularly to methods and apparatuses that facilitate
maintaining timing synchronization for user equipment in a
multicarrier Long Term Evolution-Advanced (LTE-A) system.” See
also 9 34, and Appendix A, 1:17-19 and figure 1 of the Tenny

provisional), the UE comprising:

a transceiver (see items 254a-r in figure 2, see also the
same item in figure 2 of the Tenny provisional) configured to
receive a Radio Resource Control (RRC) signaling including a UL
timing group information set, which has been set by an evolved
NodeR (eNB) (see {1 79, "“For instance, message processing
component 670 may be configured to submit a request requesting
the network entity to provide the uplink group subset, wherein
the uplink group subset is determined by the network entity in
response to the request. Indeed, it should be noted that the
received timing message itself may include an indication of
which of the uplink group of carriers are included in the uplink
group subset. For such embodiments, message processing component
670 may be configured to decode the indication according to a

mapping of group identities shared with the network. In an
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aspect, the mapping of group identities is configured in
association with an assignment of dedicated radio resources on
uplink carriers within at least one uplink group of the uplink
group subset.” See also 9 35, and Appendix A, 5:3-10 of the

Tenny provisional);

a controller (see item 270 in figure 2, see also the same
item in figure 2 of the Tenny Provisional) configured to
configure one or more UL timing groups based on the UL timing
group information set, the one or more UL timing groups each
comprising one or more UL CCs (see { 79, “For instance, message
processing component 670 may be configured to submit a request
requesting the network entity to provide the uplink group
subset, wherein the uplink group subset is determined by the
network entity in response to the request. Indeed, it should be
noted that the received timing message itself may include an
indication of which of the uplink group of carriers are included
in the uplink group subset. For such embodiments, message
processing component 670 may be configured to decode the
indication according to a mapping of group identities shared
with the network. In an aspect, the mapping of group identities
is configured in association with an assignment of dedicated

radio resources on uplink carriers within at least one uplink
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group of the uplink group subset.” See also 99 36-37, and

Appendix A, 5:3-10 the Tenny provisional),

wherein the transceiver transmits a random access procedure
message through one or more UL CCs, each of the one or more UL
CCs sending the random access procedure message being set as a
delegate CC in the respective UL timing group (See 1 58,
“Indeed, within each timing group, a UE may occasionally perform
random access to update its timing (e.g., 1f timing is
maintained through a separate procedure for each timing group).
Here, although this update only needs to be performed with one
carrier of each timing group, the issue arises of how the UE
should decide which carrier this is. In an aspect, the UE 1is
configured to avoid performing unnecessary timing updates (i.e.,
to select a single carrier from the timing group to use for its
timing control).”; See also { 82, “Wireless terminal 600 may
also include random access component 660, which is configured to
perform a random access procedure. Within such embodiment,
random access component 660 is configured to perform the random
access procedure on at least one random access carrier included
in a downlink group of carriers that includes the at least one
downlink carrier received from the network. In a particular
aspect, the random access procedure is performed on a single

carrier, wherein the single carrier is an assigned carrier
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provided by a network prior to the performing of the random
access procedure. Alternatively, the random access procedure may
include receiving the single carrier as part of a dedicated
radio resource configuration.”), and receives a reply to the
random access procedure messadge including a Timing Advanced (TA)
value for UL CCs in the respective UL timing group (see I 58,
“Indeed, within each timing group, a UE may occasionally perform
random access to update its timing (e.g., 1if timing is
maintained through a separate procedure for each timing group).
Here, although this update only needs to be performed with one
carrier of each timing group, the issue arises of how the UE
should decide which carrier this is. In an aspect, the UE 1is
configured to avoid performing unnecessary timing updates (i.e.,
to select a single carrier from the timing group to use for its
timing control).” See also 11 37-39, and Appendix A, 2:7-25 in

the Tenny provisional),

wherein each TA value is transmitted from the eNB for the
respective UL timing group based on the transmitted RAP
associated with a delegate CC of the respective UL timing group
(see 91 58, “Indeed, within each timing group, a UE may
occasionally perform random access to update its timing (e.g.,
if timing is maintained through a separate procedure for each

timing group). Here, although this update only needs to be
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performed with one carrier of each timing group, the issue
arises of how the UE should decide which carrier this is. In an
aspect, the UE is configured to avoid performing unnecessary
timing updates (i.e., to select a single carrier from the timing
group to use for its timing control).” See also 9 37-39, and

Appendix A, 2:7-25), and

wherein the controller applies each TA value to CCs in the
respective UL timing group (See 9 65, “In a particular
embodiment, the UE applies the timing offset to the carrier on
which it received the timing offset, and assumes that the timing
of other carriers in the group is "close enough"”.” See also 9

37-39, and Appendix A, 3:26-4:8).

Tenny fails to explicitly disclose the random access
message includes a Random Access Preamble (RAP) and receiving a
response to the message includes receiving Random Access

Response (RAR).

TS36.300.v.8.11.0 is a printed publication of the 3GPP
specification and provides explicit teachings for the random
access procedure in an LTE network including transmitting a
Random Access Preamble (RAP) and receiving a Random Access
Response (RAR). Specifically, TS36.300.v.8.11.0 describes a

process where the UE sends a RAP on a RACH in uplink to a base
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station and in response the base station sends a response
including timing alignment information. (See TS36.300.v.8.11.0,
pages 51-54).

It would have been obvious to one of ordinary skill in the
art at the time of the Patent Owner’s invention to modify the
teachings of Tenny such that Tenny’s random access procedure
includes transmitting a RAP and receiving a RAR including the
timing advance information. One of ordinary skill in the art
would have been motivated to make such modification because
TS36.300 provides the LTE-specific implementation details of the

general procedure described in Tenny’s LTE-based system.

2. Claim 2 and 3 are rejected under pre-AIA 35 U.S.C. 103(a)
as being unpatentable over Qualcomm in view of

TS36.300.v.8.11.0.

Referring to claim 2, Qualcomm teaches a method for
establishing an uplink (UL) synchronization by a User Equipment
(UE) (See section 1, “a design for multiple timing advances”;
see section 2.3, “The UE calculates uplink timing by adding a
timing advance to the received downlink reference timing.”), the

method comprising:

ONEPLUS TECH. V. PANTECH CORP.
IPR2025-00887

ONEPLUS EXHIBIT 1041

Page 24 of 34



Application/Control Number: 90/019,704 Page 24
Art Unit: 3992

receiving a Radio Resource Control (RRC) signaling
including a UL timing group information set, which has been set
by an evolved NodeB (eNB) (see section 2.4, “It is already
agreed that configured carriers are added by dedicated RRC
signaling, subsequent to connection establishment. If newly
configured UL carrier 1is indicated by the network as belonging
to a new timing group, then the UE should perform a RACH before
starting any other UL transmissions. The same issue arises after
handover, in the case where the handover command configures

multiple timing groups at the target cell.”);

configuring one or more UL timing groups based on the UL
timing group information set, the one or more UL timing groups
each comprising one or more UL CCs (see section 2.4, “The
handover command configures multiple timing groups at the target

cell.”);

initiating a RACH with a RACH preamble through one or more
UL CCs, each of the one or more UL CCs used in the RACH being
set as a delegate CC in the respective UL timing group (see
section 2.4, “In order to obtain a timing advance, the UE has to
send a RACH. In case there is more than one CC in a timing
group, there is a question of which CC to use. The simplest
solution is for the network to assign one UL CC per timing group

where the UE send the RACH.” Qualcomm further teaches the UE
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initiates a RACH with either a randomly selected RACH preamble
or a RACH preamble assigned by the network. The network may also

command the UE to send a RACH through a PDCCH.) ;

receiving a response to the RACH including a Timing
Advanced (TA) value for UL CCs in the respective UL timing
group, wherein each TA value 1s transmitted from the eNB for the
respective UL timing group based on the transmitted RAP
associated with a delegate CC of the respective UL timing group
(see section 2.4, “In order to obtain a timing advance, the UE
has to send a RACH. In case there is more than one CC in a
timing group, there is a question of which CC to use. The
simplest solution is for the network to assign one UL CC per

timing group where the UE send the RACH.”); and

applying each TA value to CCs in the respective UL timing
group (See section 2.5, “With multiple timing groups, the UE

should maintain one time instance for each timing group..”).

Qualcomm discloses that initiating a RACH includes
transmitting a Random Access Preamble (RAP) and receiving the
timing advance information, however Qualcomm does not

specifically disclose Random Access Response (RAR).

TS36.300.v.8.11.0 is a printed publication of the 3GPP

specification and provides explicit teachings for the random
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access procedure performed in response to a handover command in
an LTE network including transmitting a Random Access Preamble
(RAP) and receiving a Random Access Response (RAR).
Specifically, TS36.300.v.8.11.0 describes a process where the UE
sends a RAP on a RACH in uplink to a base station and in
response the base station sends a response including timing
alignment information. (See TS36.300.v.8.11.0, pages 51-54).

It would have been obvious to one of ordinary skill in the
art at the time of the Patent Owner’s invention to modify the
teachings of Qualcomm such that Qualcomm’s RACH includes
transmitting a RAP and receiving a RAR including the timing
advance information. One of ordinary skill in the art would have
been motivated to make such modification because
T5S36.300.v.8.11.0 provides the LTE-specific implementation
details of the handover procedure described in Qualcomm’s LTE-
based system. A person of ordinary skill interested in
Qualcomm’s disclosure would naturally look to the 3GPP

specification documents for specific implementation details.

Referring to claim 3, Qualcomm teaches a User Equipment
(UE) to establish an uplink (UL) synchronization in a wireless

communication system (see UE in figure 2), the UE comprising:
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a transceiver (see UE in figure 2 transmitting signals to
the repeaters and section 2.4 discloses the UE receiving the
timing advance) configured to receive a Radio Resource Control
(RRC) signaling including a UL timing group information set,
which has been set by an evolved NodeB (eNB) (see section 2.4,
“It is already agreed that configured carriers are added by
dedicated RRC signaling, subsequent to connection establishment.
If newly configured UL carrier is indicated by the network as
belonging to a new timing group, then the UFE should perform a

RACH before starting any other UL transmissions.”);

a controller (within the UE in figure 2) configured to
configure one or more UL timing groups based on the UL timing
group information set, the one or more UL timing groups each
comprising one or more UL CCs (see section 2.4, “The timing
advance is delivered to the UE using a DL MAC control element..
..in LTE-A, this mapping has to be specified, so that a timing
command received on a given DL CC uniquely addresses this

group.”),

wherein the transceiver transmits a RACH preable through
one or more UL CCs, each of the one or more UL CCs transmitting
a RACH premable being set as a delegate CC in the respective UL
timing group (see section 2.4, “In order to obtain a timing

advance, the UE has to send a RACH. In case there is more than

ONEPLUS TECH. V. PANTECH CORP.
IPR2025-00887

ONEPLUS EXHIBIT 1041

Page 28 of 34



Application/Control Number: 90/019,704 Page 28
Art Unit: 3992

one CC in a timing group, there is a question of which CC to
use. The simplest solution is for the network to assign one UL
CC per timing group where the UE send the RACH.” Qualcomm
further teaches the UE initiates a RACH with either a randomly
selected RACH preamble or a RACH preamble assigned by the
network. The network may also command the UE to send a RACH
through a PDCCH.), and receives a response including a Timing
Advanced (TA) value for UL CCs in the respective UL timing group
(see section 2.4, "“In order to obtain a timing advance, the UE
has to send a RACH. In case there is more than one CC in a
timing group, there is a question of which CC to use. The
simplest solution is for the network to assign one UL CC per

timing group where the UE send the RACH.”),

wherein each TA value is transmitted from the eNB for the
respective UL timing group based on the transmitted RAP
associated with a delegate CC of the respective UL timing group
(see section 2.4, "“In order to obtain a timing advance, the UE
has to send a RACH. In case there is more than one CC in a
timing group, there is a question of which CC to use. The
simplest solution is for the network to assign one UL CC per
timing group where the UE send the RACH.” Qualcomm further
teaches the UE initiates a RACH with either a randomly selected

RACH preamble or a RACH preamble assigned by the network. The
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network may also command the UE to send a RACH through a

PDCCH.), and

wherein the controller applies each TA value to CCs in the
respective UL timing group (See section 2.5, “With multiple
timing groups, the UE should maintain one time instance for each

timing group..”) .

Qualcomm discloses that initiating a RACH includes
transmitting a Random Access Preamble (RAP) and receiving the
timing advance information, however Qualcomm does not

specifically disclose Random Access Response (RAR).

TS36.300.v.8.11.0 is a printed publication of the 3GPP
specification and provides explicit teachings for the random
access procedure performed in response to a handover command in
an LTE network including transmitting a Random Access Preamble
(RAP) and receiving a Random Access Response (RAR).
Specifically, TS36.300.v.8.11.0 describes a process where the UE
sends a RAP on a RACH in uplink to a base station and in
response the base station sends a response including timing
alignment information. (See TS36.300.v.8.11.0, pages 51-54).

It would have been obvious to one of ordinary skill in the
art at the time of the Patent Owner’s invention to modify the

teachings of Qualcomm such that Qualcomm’s RACH includes
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transmitting a RAP and receiving a RAR including the timing
advance information. One of ordinary skill in the art would have
been motivated to make such modification because
T336.300.v.8.11.0 provides the LTE-specific implementation
details of the handover procedure described in Qualcomm’s LTE-
based system. A person of ordinary skill interested in
Qualcomm’s disclosure would naturally look to the 3GPP

specification documents for specific implementation details.

Conclusion

THIS ACTION IS MADE FINAL.

A shortened statutory period for response to this action is
set to expire TWO from the mailing date of this action.

Extensions of time under 37 CFR 1.136(a) do not apply in
reexamination proceedings. The provisions of 37 CFR 1.136 apply
only to “an applicant” and not to parties in a reexamination
proceeding. Further, in 35 U.S.C. 305 and in 37 CFR 1.550(a), it
is required that reexamination proceedings “will be conducted
with special dispatch within the Office.”

Extensions of time in reexamination proceedings are
provided for in 37 CFR 1.550(c). A request for extension of time
must specify the requested period of extension and it must be
accompanied by the petition fee set forth in 37 CFR 1.17(g) (1).

Any request for an extension in a third party requested ex parte
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reexamination must be filed on or before the day on which action
by the patent owner is due, and the mere filing of a request
will not effect any extension of time. A request for an
extension of time in a third party requested ex parte
reexamination will be granted only for sufficient cause, and for
a reasonable time specified. Any request for extension in a
patent owner requested ex parte reexamination (including
reexamination ordered under 35 U.S.C. 257) for up to two months
from the time period set in the Office action must be filed no
later than two months from the expiration of the time period set
in the Office action. A request for an extension in a patent
owner requested ex parte reexamination for more than two months
from the time period set in the Office action must be filed on
or before the day on which action by the patent owner is due,
and the mere filing of a request for an extension for more than
two months will not effect the extension. The time for taking
action in a patent owner requested ex parte reexamination will
not be extended for more than two months from the time period
set in the Office action in the absence of sufficient cause or
for more than a reasonable time.

The filing of a timely first response to this final
rejection will be construed as including a request to extend the
shortened statutory period for an additional two months. In no

event, however, will the statutory period for response expire
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later than SIX MONTHS from the mailing date of the final action.

See MPEP § 2265.

All correspondence relating to this ex parte reexamination

proceeding should be directed:

Electronically: Registered users may submit via the electronic
filing system Patent Center at

By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.0O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Knox Building
501 Dulany Street
Alexandria, VA 22314

For electronic transmissions, 37 CFR 1.8(a) (1) (i) (C) and
(ii) states that correspondence (except for a request for
reexamination and a corrected or replacement request for
reexamination) will be considered timely filed if (a) it is
transmitted via the USPTO patent electronic filing system in
accordance with 37 CFR 1l.6(a) (4), and (b) includes a certificate

of transmission for each piece of correspondence stating the
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date of transmission, which is prior to the expiration of the
set period of time in the Office action.

Any inquiry concerning this communication should be
directed to Reexamination Specialist Eron Sorrell at telephone

number 571-272-4160.

Signed:

/ERON J SORRELL/
Primary Examiner, Art Unit 3992

Conferees:

/JOSEPH R POKRZYWA/
Primary Examiner, Art Unit 3992

/MICHAEL FUELLING/
Supervisory Patent Examiner, Art Unit 3992
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