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Application/Control Number: 90/019,726 Page 2
Art Unit: 3992

EX PARTE REEXAMINATION FINAL ACTION

. Summary

This Office action is responsive to the response received May 27, 2025 by the

Patent Owner (“Response”).

A substantial new question of patentability (‘SNQ”) affecting claims 1, 4, 6, and 9
of U.S. Pat. 11,012,954 to Kwon et al. was raised by the request for reexamination filed
November 11, 2024 (“Request’) by the third party requester (“Requester”) for the
reasons set forth in the order granting ex parte reexamination mailed December 17,
2024 (“Order”). A non-final Office action was mailed March 27, 2025, to which the
Response is responsive to (Non-final Action”). No Patent Owner statement was

received from Patent Owner responsive to the Order.

The ‘954 Patent to Kwon et al. issued May 18, 2021 from U.S. Pat. Application
Ser. No. 16/733,1086, filed January 2, 2020. By way of various continuations, the ‘954
Patent has an earliest possible U.S. filing date of February 10, 2011. The ‘954 Patent is

still enforceable.
Claims 1, 4, 6, and 9 are pending and are rejected below.

This action is Final.
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Il. Related Proceedings and Matters

The Examiner has determined there are no previous reissues or reexaminations
of the ‘954 Patent. The Examiner has determined there are no previous or pending Inter
Partes Review proceedings or similar AlA trial proceedings at the Patent Trial and
Appeal Board. The Examiner has determined that there is one pending continuation of

the ‘954 Patent, namely U.S. Pat. Application Ser. No. 18/136,253, filed April 18,2023.

The '954 Patent under this determination was previously under litigation. See,
inter alia, Pantech Corporation et al. v. Coolpad Group Limited et al., No. 5:21-cv-00065
(E.D. Tex., 2021), and Pantech Corporation et al. v. OnePlus Technology (Shenzhen)

Co., Lid., No. 5:22-cv-00069 (E.D. Tex., 2022).

As the ‘954 Patent is still pending, and no final decision has been made in any
litigation, the instant claims in this proceeding will be given their "broadest reasonable
interpretation” consistent with the Patent specification. Please see In re Swanson, No.

07-1534 (Fed. Cir. 2008).

Because the ‘954 Patent is deemed to contain claims having an effective date
prior to March 16, 2013, the America Invents Act First Inventor to File (“AlA-FITF”)
provisions do not apply, rather the pre-AlA provisions apply instead. See 35 U.S.C. §
100 (note) and 35 U.S.C. § 100 (pre-AlA). In the event the determination of the status of
the application as subject to AlA 35 U.S.C. 102 and 103 is incorrect, any correction of
any statutory basis for a rejection will not be considered a new ground of rejection if the
prior art relied upon, and the rationale supporting the rejection, would be the same

under either status.
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lll. Claim Construction

The ‘954 patent is still enforceable as noted above. During reexamination
ordered under 35 U.S.C. 304 claims are given the broadest reasonable interpretation
consistent with the specification (“BRI”), and limitations in the specification are not read
into the claims. /n re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir. 1984); In re

Swanson, No. 07-1534 (Fed. Cir. 2008).

The statutory presumption of validity, 35 U.S.C. 282, has no application in

reexamination. In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir. 1985).

37 C.F.R. § 1.530(j) states, “No enlargement of claim scope. No amendment may

enlarge the scope of the claims of the patent or introduce new matter.”

Claim Interpretation Under 35 USC § 112 96

The following is a quotation of pre-AlA 35 U.S.C. 112, sixth paragraph:

An element in a claim for a combination may be expressed as a means or step for performing
a specified function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or acts
described in the specification and equivalents thereof.

The claims in this proceeding are given their broadest reasonable interpretation
using the plain meaning of the claim language in light of the specification as it would be

understood by one of ordinary skill in the art as set forth above.

The broadest reasonable interpretation of a claim element (also commonly
referred to as a claim limitation) is limited by the description in the specification when §

112 46 is invoked.
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As explained in MPEP § 2181, subsection |, claim limitations that meet the

following three-prong test will be interpreted under § 112 §6:

(A)  the claim limitation uses the term “means” or “step” or a term used as a substitute
for “means” that is a generic placeholder (also called a nonce term or a non-
structural term having no specific structural meaning) for performing the claimed

function;

(B) theterm “means” or “step” or the generic placeholder is modified by functional
language, typically, but not always linked by the transition word “for” (e.g.,
“‘means for”) or another linking word or phrase, such as “configured to” or “so

that”; and

(C) the term “means” or “step” or the generic placeholder is not modified by sufficient

structure, material, or acts for performing the claimed function.

Use of the word “means” (or “step”) in a claim with functional language creates a
rebuttable presumption that the claim limitation is to be treated in accordance with § 112
6. The presumption that the claim limitation is interpreted under § 112 6, is rebutted
when the claim limitation recites sufficient structure, material, or acts to entirely perform

the recited function.

Absence of the word “means” (or “step”) in a claim creates a rebuttable
presumption that the claim limitation is not to be treated in accordance with § 112 6.
The presumption that the claim limitation is not interpreted under § 112 46, is rebutted
when the claim limitation recites function without reciting sufficient structure, material or

acts to entirely perform the recited function.
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Claim limitations in this proceeding that use the word “means” (or “step”) are
being interpreted under § 112 {6, except as otherwise indicated in an Office action.
Conversely, claim limitations in this proceeding that do not use the word “means” (or
“step”) are not being interpreted under § 112 {6, except as otherwise indicated in an

Office action.

This proceeding includes one or more claim limitations that do not use the word
‘means,” but are nonetheless being interpreted under § 112 q[6, because the claim
limitation(s) uses a generic placeholder that is coupled with functional language without
reciting sufficient structure to perform the recited function and the generic placeholder is

not preceded by a structural modifier. Such claim limitation(s) is/are:

1. Inclaim 6, “the processor...is configured to...cause the apparatus to
receive a Radio Resource Control (RRC) message through a primary
Component Carrier (CC)...”;

2. Inclaim 6, “the processor...is configured to...cause the apparatus to
receive information indicating a random access preamble’;

3. Inclaim 6, “the processor...is configured to... cause the apparatus to
transmit the random access preamble according to a non-contention
selection, through CC one or more UL CCs, each of the one or more UL
CCs transmitting the random access preamble being set as a delegate CC
for a respective second UL timing group ”;

4. Inclaim 6, “the processor...is configured to... cause the apparatus to

receive a random access response through the primary CC”,
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5. Inclaim 6, “the processor...is configured to...cause the apparatus to apply
each TA value to the secondary CC for the respective second UL timing
group’;

6. Inclaim 9, “the processor is configured to cause the apparatus to receive
the TA value that is calculated to adjust a UL transmission time for the
second UL timing group in response to the fransmitted the random access
preamble, together with the UL grant information through the random

access response from the eNB.”;

When a claim term lacks the word “means,” the presumption can be
overcome and § 112, para. 6 will apply if the challenger demonstrates that
the claim term [1] fails to “recite sufficiently definite structure” or else [2]
recites “function without reciting sufficient structure for performing that
function.” Watts [v. XL Sys., Inc.], 232 F.3d [877] at 880.

Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1349, 115 USPQ2d 1105, 1111
(Fed. Cir. 2015) (en banc) (emphasis added; bracketed numbering added). See also
Personalized Media Communications, LLC v. International Trade Commission, 161 F.

3d 696, 704 (Fed. Cir. 1998).

Here all limitations 1-6 recite the element “processor’, and as noted below the
‘954 Patent discloses this in a controller element. While the term “processor” implies
structure, as to limitations 1-6 above, it does not do so in such a manner that one of
ordinary skill in the art would understand it to be sufficient structure for performing the
claimed function(s). Williamson, 792 F.3d at 1349. Thus, in light of Williamson above,
the limitations above overcome the presumption that § 112 46 is not invoked when a
phrase does not use the term “means”. Note that the claim requires a memory storing

instructions for the processor; however, there is no description in the ‘954 Patent
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disclosure as to a memory storing instructions for the controller, or any instructions.
However, one of ordinary skill in the art would understand that a memory and

instructions for operating the controller would necessarily be inherent in the invention.

Specifically, for a computer-implemented § 112 €6 claim limitation, the
specification must disclose an algorithm for performing the claimed specific computer
function, or else the claim is indefinite. See Net MoneyIN, Inc. v. Verisign. Inc., 545 F.3d
1359, 1367 (Fed. Cir. 2008). See also In re Aoyama, 656 F.3d 1293, 1297, 99 USPQ2d
1936, 1939 (Fed. Cir. 2011) ("[W]hen the disclosed structure is a computer programmed
to carry out an algorithm, ‘the disclosed structure is not the general purpose computer,
but rather that special purpose computer programmed to perform the disclosed
algorithm.™) (quoting WMS Gaming, Inc. v. Intl Game Tech., 184 F.3d 1339, 1349, 51

USPQ2d 1385, 1391 (Fed. Cir. 1999)).

To claim a means for performing a specific computer-implemented function and
then to disclose only a general purpose computer as the structure designed to perform
that function amounts to pure functional claiming. In Aristocrat Techs. Australia PTY Lid.
v. Int'l Game Tech., 521 F.3d 1328, 1336-37, 86 USPQ2d 1235, 1242 (Fed. Cir. 2008).
In this instance, the structure corresponding to a § 112(f) claim limitation for a computer-
implemented function must include the algorithm needed to transform the general
purpose computer or microprocessor disclosed in the specification. Aristocrat, 521 F.3d
at 1333, 86 USPQ2d at 1239; Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323,
1340, 86 USPQ2d 1609, 1623 (Fed. Cir. 2008); WMS Gaming, Inc. v. Intl Game Tech.,
184 F.3d 1339, 1349, 51 USPQ2d 1385, 1391 (Fed. Cir. 1999). The corresponding

structure is not simply a general purpose computer by itself but the special purpose
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computer as programmed to perform the disclosed algorithm. Aristocrat, 521 F.3d at
1333, 86 USPQ2d at 1239. Thus, the specification must sufficiently disclose an
algorithm to transform a general purpose microprocessor to the special purpose
computer. Aristocrat, 521 F.3d at 1338, 86 USPQ2d at 1241. ("Aristocrat was not
required to produce a listing of source code or a highly detailed description of the
algorithm to be used to achieve the claimed functions in order to satisfy [§ 112(f)]. It was
required, however, to at least disclose the algorithm that transforms the general purpose
microprocessor to a ‘special purpose computer programmed to perform the disclosed
algorithm.™ (quoting WMS Gaming, 184 F.3d at 1349, 51 USPQ2d at 1391.)) An
algorithm is defined, for example, as "a finite sequence of steps for solving a logical or
mathematical problem or performing a task." Microsoft Computer Dictionary, Microsoft
Press, 5th edition, 2002. Applicant may express the algorithm in any understandable
terms including as a mathematical formula, in prose, in a flow chart, or "in any other
manner that provides sufficient structure." Finisar, 523 F.3d at 1340, 86 USPQ2d at
1623; see also Intel Corp. v. VIA Techs., Inc., 319 F.3d 1357, 1366, 65 USPQ2d 1934,
1941 (Fed. Cir. 2003); In re Dossel, 115 F.3d 942, 946-47, 42 USPQ2d 1881, 1885
(Fed. Cir.1997); Typhoon Touch Inc. v. Dell Inc., 659 F.3d 1376, 1385, 100 USPQ2d

1690, 1697 (Fed. Cir. 2011); In re Aoyama, 656 F.3d at 1306, 99 USPQ2d at 1945.

Thus the Examiner looks to the disclosure to construe the claim limitations to

cover the corresponding structure described therein under the above guidance.
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As to element 1 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control a transceiver element 1150 so as to
cause the UE via the transceiver to receive an RRC message from an eNB through a
primary DL CC, the RRC message including information on timing groups. ‘954 Patent
at 21:47-50, 25:17-24, and 44-51. As noted above, one of ordinary skill in the art would
have understood this to be performed through programming. This specific programming,

with the controller 1110, corresponds to the structure claimed.

As to element 2 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control a transceiver element 1150 so as to
cause the UE via the transceiver to receive, from the eNB, information as to a
previously reserved RA preamble i.e. a non-contention based RA preamble. ‘954 Patent
at 20:27-49 and 26:44-49. As noted above, one of ordinary skill in the art would have
understood this to be performed through programming. This specific programming, with

the controller 1110, corresponds to the structure claimed.

As to element 3 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control a transceiver element 1150 so as to
cause the UE via the transceiver to transmit, to the eNB, the RAP through one or more
delegate CCs in UL Timing Group 2. ‘954 Patent at 20:36-40 and 44-49, 24:61-64, and
25:62-63. As noted above, one of ordinary skill in the art would have understood this to
be performed through programming. This specific programming, with the controller

1110, corresponds to the structure claimed.
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As to element 4 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control a transceiver element 1150 so as to
cause the UE via the transceiver to receive, from the eNB, a RA response to the
preamble including a TA value for the delegate CC or CCs in Timing Group 2. ‘954
Patent at 24:43-58, 25:62-65, and 26:7-12. However, it is not disclosed that this TA is
for the secondary CC, however, since the secondary CC is in Timing Group 2 and the
TA is for the whole group, this means the TA value is also for the secondary CC. As
noted above, one of ordinary skill in the art would have understood this to be performed
through programming. This specific programming, with the controller 1110, corresponds

to the structure claimed.

As to element 5 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control an uplink (UL) adjustment unit so as to
cause the UE to apply the TA value to the whole UL Timing Group, here the second
group which would include the secondary CC, and that the controller and adjustment
unit may be part of the same module. ‘954 Patent at 26:4-37 and 38-43. As noted
above, one of ordinary skill in the art would have understood this to be performed
through programming. This specific programming, with the controller 1110, corresponds

to the structure claimed.

As to element 6 above, the disclosure states as to this function that the
“controller” element 1110 of FIG 11 may control the transceiver to receive the TA value
along with UL grant information for synchronization. ‘954 Patent at 13:64-14:4 and

24:34-48. As noted above, one of ordinary skill in the art would have understood this to
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be performed through programming. This specific programming, with the controller

1110, corresponds to the structure claimed.

Because this/these claim limitation(s) is/are being interpreted under § 112 96,
it/they is/are being interpreted to cover the corresponding structure described in the
specification as performing the claimed function, to the extent that the Examiner is able.
If Patent Owner does not intend to have this/these limitation(s) interpreted under § 112
6, Patent Owner may: (1) amend the claim limitation(s) to avoid it/them being
interpreted under § 112 46 (e.g., by reciting sufficient structure to perform the claimed
function) without broadening the claims; or (2) present a sufficient showing that the
claim limitation(s) recite(s) sufficient structure to perform the claimed function so as to

avoid it/them being interpreted under § 112 96.

Additional Claim Construction Issues

The Examiner notes the presence of several claim construction issues in
independent claims 1 and 6. For example, both claims require the reception of a single
RAR through the primary CC which includes a single timing advance (TA) value for the
secondary CC of the second UL timing group, and yet further state that “each TA value”
is transmitted from the eNB for the respective second UL timing group based on the
transmitted RA preamble associated with the delegate CC. “Each” TA value here further
limits the earlier-disclosed single TA value, thus it is read as meaning “the TA value”.
However, as to the claims’ requirement that the TA value is transmitted from the eNB
“based on the transmitted random access preamble associated with the delegate CC”,

the Examiner here notes that the claim earlier recites that the preambile is transmitted
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through one or more delegate CCs, and thus it is unclear to which delegate CC this
limitation refers. The Examiner will be interpreting the reference to “the delegate CC” in
the third receiving limitation in both claims (that is, the “receiving, at the UE, a random
access response...” limitation) as referring to the delegate CC in the case that the
preamble is transmitted through a single delegate CC or one of the delegate CCs in the
case that the preamble is transmitted through more than one delegate CCs, as the

limitation unambiguously refers to a single delegate CC.

Further as to claim 6, it is unclear how a particular portion of this limitation,
namely “wherein each TA value is transmitted from the eNB...” further limits the claim,
as the claim is limited to a communication apparatus for a UE and the limitation at issue
refers unambiguously to functions performed by a different apparatus, namely an eNB.
That being said, the Examiner will be addressing the limitation as part of the claim given

that it must necessarily be addressed in method claim 1.

Claims 1 and 6 both recite a limitation of transmitting a RA preamble over one or
more component carriers, each “being set as a delegate CC for a respective second UL
timing group”. While claims 1 and 6 claim a method and apparatus, respectively, for a
user equipment (UE), neither claim specifies exactly what this “set” process is or, more
importantly, what element performs this function and thus whether this function is a part
of the claim. Notably, the ‘954 Patent describes this step as one that may be performed
by either the UE or the eNB. ‘954 Patent at 12:51-58. To that end, the Examiner will be
interpreting this limitation as merely requiring that a CC be selected or determined to be

used for a timing group.
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IV. Filing Date

Requester asserts that the ‘954 Patent is not entitled to the priority benefit of any
of the foreign applications it claims priority to under § 119(a)-(d). Request at 6-9.

The Examiner notes that the instant ‘954 Patent claims the benefit of three
foreign applications, namely KR 10-2010-0012564 (filed February 10, 2010), KR 10-
2010-0027230 (filed March 26, 2010), and KR 10-2011-0008683 (filed June 28, 2011).
While the Tenny and Wang references antedate even these dates by way of domestic
benefit, the TS36.300 reference date does not. However, the effective filing date for
claims subject to pre-AlA 35 U.S.C. § 102 (and thus also § 103) is not the filing date of
the foreign priority document, but rather the filing date of the U.S. application, which
here is February 10, 2011 at earliest. See MPEP §§ 2132.01, 2136.05, and 2139.01.
That is to say, the references applied here all apply as prior art under § 102.

The Examiner further notes that, in the underlying prosecution of the ‘954 Patent,
no perfecting of a claim to foreign priority was made, establishing that the prior
application(s) satisfied the enablement and written description requirements of § 112 for
the subject matter claimed in the application, specifically as to the claims at issue.

Here, responsive to the Non-final Action noting that the foreign priority
documents in the underlying Patent prosecution were not in English and thereby
applying references which antedate the effective date(s) of the foreign priority
documents, Patent Owner's Response includes certified translations of the foreign
priority documents aiming to perfect the claim to priority under § 119(a)-(d). See

Response at 2-3.
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In those cases where the applicant files the certified copy of the foreign application for
the purpose of overcoming the effective date of a reference, a translation is required if
the certified copy is not in the English language. When the examiner requires the filing of
the certified copy, the translation should also be required at the same time. If an English
language translation of a non-English language foreign application is required, the
translation must be that of the certified copy (of the foreign application as filed) and it
must be filed together with a statement that the translation of the certified copy is
accurate. When the necessary certified copy and translation are filed to overcome
the date of the reference, the examiner’s action, if the examiner determines that
the applicant is not entitled to the priority date, is to repeat the rejection on the
reference, stating the reasons why the applicant is not considered entitled to the
date. If it is determined that the applicant is entitled to the date, the rejection is
withdrawn in view of the priority date.

The most important aspect of the examiner’s action pertaining to a right of priority is the
determination of the identity of invention between the U.S. and the foreign applications.
The foreign application may be considered in the same manner as if it had been filed in
this country on the same date that it was filed in the foreign country, and the applicant is
ordinarily entitled to any claims based on such foreign application that applicant would
be entitled to under U.S. laws and practice. The foreign application must be
examined for the question of sufficiency of the disclosure under 35 U.S.C. 112 as
well as to determine if there is a basis for the claims sought.

MPEP 216, Entitlement to Priority (emphasis added).

Thus, here the Examiner must scrutinize the foreign priority documents provided
by Patent Owner to determine their sufficiency of disclosure with respect to the instant
claims under § 112.

The Examiner notes here that both independent claims 1 and 6 under ex parte
reexamination in this proceeding include the limitation “transmitting, at the UE, the
random access preamble according to a non-contention selection, through one or more

CCs, each of the one or more CCs transmitting the random access preamble being set
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as a delegate CC for a respective second UL timing group” (claim 1, representative,
emphasis added; claim 6 is similar). Thus, the claim(s) necessarily include and
encompass the UE provisioning a single random access preamble over multiple CCs,
each of which are assigned as a delegate CC for a second TA group; that is, that a
timing group such as Group 2 includes multiple delegate CCs over which the RACH
preamble is transmitted by the UE.

Looking to the documents provided by Patent Owner, namely KR 10-2011-
0008683, KR 10-2010-0012564, and KR 10-2010-0027230, the Examiner is unable to
determine any support for this limitation in the documents provided.

Notably, the English translations provided disclose, at best, the UE receiving a
RACH preamble and transmitting it over one or more CCs, where each single CC over
which a preambile is transmitted is set as a delegate CC for a single timing group; that
is to say, each timing group has a single delegate CC assigned to represent it. See e.g.
KR 10-2011-0008683 (using the term “representative” as the same as “delegate”:

As an example, in steps S432 and S434, if CC1, CC2, CC3, CC4, and CC5 are present,
and CC1 and CC2 are configured as Group 1, and CC3, CC4, and CC5 are configured
as Group 2, with CC1 being the delegate CC of Group 1 and CC3 being the delegate CC
of Group 2, the UE 480, when uplink synchronization is required for all available CC
groups, may transmit random access preambles through CC1 and CC3.

KR 10-2011-0008683 at 17.

Here, preambles are transmitted over multiple CCs (CC1 and CC3), however
CC1 is the single delegate CC for Group 1 (including CC1 and CC2), and CC3 is the
single delegate for Group 2 (including CCs3-5). However, again the claim encompasses
multiple CCs set as delegates for a single group, but the disclosure does not appear to

support this limitation.
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KR 10-2011-0008683 further states that each Group has a single delegate CC.
“The eNB 490 calculates a TA value for each CC group (delegate CC)” at 18. Note that
the reference specifically states that the information as to the single delegate CC is
used to be applied to “other CCs within the group”. /d.

The Examiner has determined that the KR 10-2010-0012564 and KR 10-2010-
0027230 translation documents provided by Patent Owner suffer from the same
deficiency, as both disclosures essentially mimic the KR 10-2011-0008683 document.

Notably, while providing the English translation of the foreign priority documents,
Patent Owner does not provide any discussion of support for the limitations of the
instant claims within these documents.

Thus the Examiner here determines that the foreign priority documents provided
by Patent Owner in the Response are not sufficient to provision support for the instant
disclosure and claims under § 112. As noted above, in this case the Examiner’s action
is to repeat the rejection on the reference, stating the reasons why the applicant is not
considered entitled to the date; here, the Examiner has determined that the instant
claims are not entitled to the foreign priority date and is repeating the rejection on the

references below and has noted the reasons why above.
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V. Prior Art Rejections

In the event the determination of the status of the application as subject to AIA 35
U.S.C. 102 and 103 (or as subject to pre-AlA 35 U.S.C. 102 and 103} is incorrect, any
correction of the statutory basis (i.e., changing from AIA to pre-AlA) for the rejection will
not be considered a new ground of rejection if the prior art relied upon, and the rationale
supporting the rejection, would be the same under either status.

Claim Rejections - 35 USC § 103
The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102, if the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole would have been obvious at the
time the invention was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negated by the manner in which the invention was
made.

Claims 1, 4, 6, and 9 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over U.S. Pat. 9,426,765 B2 to Wang et al. (‘Wang”)! in view of 3GPP

Technical Specification 36.300 v10.2.0 (2010-12) (“TS36.300")2.

" Wang's filing date of January 10, 2011 antedates the U.S. filing date of the instant claims, namely
February 10, 2011. As to the foreign priority of the claims under reexamination, as noted above the
proffered documents do not support the claims under § 112; however in the pursuit of compact
prosecution the Examiner will be citing to both Wang as well as U.S. Pat. Provisional Application
61/293,871 (“Wang provisional”) which Wang relies upon for an effective U.S. filing date of January 11,
2010, antedating even the ‘954 Patent’s foreign priority claim.

2TS36.300’s publication date of December 2010 also antedates the U.S. filing date of the instant claims,
again because the proffered documents do not support the claims under § 112.
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As to claim 1,
Wang discloses:

A communication method for a user equipment (UE) comprising:

receiving, at the UE, a Radio Resource Control (RRC) message through a [...] Component
Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing [...],

Wang discloses a UE in a communication network. Wang at FIG 1, element 10
(“Mobile device”) and at 4:28-31, Wang provisional at FIG 2 and at 4 and 31. The UE
communicates with multiple CCs CC#1-CC#m, and CC1 is considered a “primary” CC
as claimed because it is the first CC which the UE accesses and synchronizes to. Wang
at Abstract, FIGS 4 and 5, and at 5:35-46, Wang provisional at 3, 4, and 36 (“...all
proposals in this invention can be applied to any number of CCs”), as well as at 5-6.
Wang discloses the UE receiving a RRC message which would occur over a component
carrier. Id. at 8:42-53, Wang provisional at 54. Wang discloses that the primary CC#1

has a first uplink timing. /d. at 8:54-59, Wang provisional at 59.

the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;

Wang discloses that the RRC message comprises information related to a group
of other CCs which have their own UL timing as a group, set by an eNB. Wang at 8:42-
59, Wang provisional at 9, 54, and 59, noting that the RRC comprises information on
CC#2 which belongs to another timing group, thus the information is “related” to the
group. One of these other CCs include a secondary CC, in this case CC#2. Id. and
Wang at FIG 1. This reads a second timing group as claimed. While the claim does not

specify whether it is the information related to the second timing group or the group
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itself that has been “set” by the eNB, Wang discloses that both the information related to

the second group as well as the set of the second group itself are set by the eNB. /d.

receiving, at the UE, information indicating a random access preamble;
Wang discloses that the UE receives information indicating a random access
preamble (RAP). Wang at FIG 6A and 6:12-17 (note that this portion refers to both FIG

5 and FIG 6A, see Id. at 6:29-58), Wang provisional at 42.

transmitting, at the UE, the random access preamble according to a non-contention
selection, through one or more CCs, each of the one or more CCs transmitting the
random access preamble being set as a delegate CC for a respective second UL timing

group;

Wang discloses transmitting, by the UE, the RAP in a non-contention manner,
over a CC in the second timing group that represents the group. Wang at FIG 6A and at
6:10-17 and 29-58, Wang provisional at 42. Since Wang discloses that only one CC in
the second group may be used for this process to receive a timing advance for the
whole second group, and discloses a specific determination of which CC the UE should
use to send the preamble, this reads as “being set as a delegate CC” for the group?®. Id.
at 6:43-50, noting that “the network assigns one dedicated random access preamble for
the component carrier cc#2, and determines timing advance values for the component
carriers cc#2 and cc#3 based on the same dedicated random access preamble”. See
also Wang provisional at 42. This assignment is a delegation, and the delegated CC

may be the secondary CC. Wang at 6:43-58.

receiving, at the UE, a random access response through the primary CC, the random
access response includes a Timing Advanced(TA) value for the secondary CC for the

3 Note above where the Examiner determined the metes and bounds of this phrase in the claim.
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respective second UL timing group, wherein each TA value is transmitted from the eNB
for the respective second UL timing group based on the transmitted random access
preamble associated with the delegate CC of the respective second UL timing group; and

Wang discloses receiving a random access response (RAR) through the primary
CC responsive to the RAP transmitted over the delegate CC(s) of the second timing
group. Wang at FIG 7A (showing specifically the RAR being received over the “primary”
CC#1) as well as 6:25-28 and 59-64, Wang provisional at 8,9, and 43. Wang discloses
the RAR may include a TA value for the second timing group including the secondary

CC (CC#2). Id. and Wang at 8:54-65 and 9:20-24, Wang provisional at 17-20 and 71.

applying each TA value to the secondary CC for the respective second UL timing group.

Wang discloses that the TA value received is applied to the entire second timing
group, which would include the secondary CC. Wang at 8:54-65, Wang provisional at 14

and 71.

The Examiner notes here that the teaching above as to the
reception/transmission of a random access preamble and the teaching as to the
reception of the random access response are disclosed in Wang in separate figures; the
former is disclosed in FIG 6A and the associated description while the latter is disclosed
in FIG 7A as well as its associated description (it is noted further that the disclosure as
to the first steps in both FIGS is shared with FIG 5 and its description and is thus the
same). To the extent that Wang's inventions of FIGS 6A and 7A would be considered
separate embodiments and their use together “would not be immediately apparent to

one of ordinary skill in the art” i.e. the two portions of the disclosure do not together
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make a single anticipatory teaching?, it would have been obvious to one of ordinary skill
in the art at the time of Patent Owner’s invention to combine the two, namely as to
transmitting the preamble over CC#2 as a representative CC for the second group (as
in FIG 6A) as well as receiving the random access response over CC#1 (as in FIG 7A).
It is noted that Wang’s invention of FIG 6A shows transmitting the preamble only over
CC#2 as representative of the second timing group, but also further receiving random
access responses from both CC#2 and CC#3. However, Wang'’s invention of FIG 7A
discloses receiving an aggregate response as to several CCs rather than one, and it is
clearly stated that doing decreases signaling. Wang at 6:64-67. This would clearly
motivate one of ordinary skill in the art to utilize the response signaling of FIG 7A into
the transmission signaling of FIG 6A in order to decrease signaling as Wang suggests.
Even ignoring this, since the received TA is representative of the whole group, given
that FIG 7A of Wang teaches receiving the response over any of the CCs and
specifically shows receiving it from CC#1 as an alternative to receiving it over CC#2,
one of ordinary skill in the art would have seen such as an example of merely a simple
substitution of one step for another, both steps being taught in a single prior art
reference and thus known in the art, the only difference being a lack of direct
combination of the steps into a single embodiment, whereas further one of ordinary skill
in the art could have made such a substitution with the results being predictable. MPEP
§ 2143 1. B., citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d

1385, 1395-97 (2007)5.

4 Kennametal, Inc. v. Ingersoll Cutting Tool Co., 780 F.3d 1376, 1382 (Fed. Cir. 2015), citing Wm. Wrigley
Jr. Co, v. Cadbury Adams USA LLC, 683 F.3d 1361 (Fed. Cir. 2012).

5 “Combining two embodiments disclosed adjacent to each other in a prior art patent does not require a
leap of inventiveness.” Boston Scientific Scimed, Inc. v. Cordis Corp., 554 F.3d 981, 982 (Fed. Cir. 2009)
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Continuing, while the teachings of Wang disclose teachings of the claim as
shown above, Wang does not disclose that the RRC message is received over the first
(primary) CC. Further, Wang discloses that the first CC (CC#1) has its own timing, but
does not disclose it is part of a first timing group. Rather, FIG 1 of Wang shows that
CC#1 is a single CC for a single BS. However, the Wang provisional does show BS1 as

possibly including multiple CCs.

As to the RRC message being received over the primary CC, TS$36.300
discloses the wireless standard by which Wang operated, namely LTE-Advanced. Wang
at 1:59-2:36, TS36.300 at 13 and 18-196. TS36.300 discloses details as to component
carriers in such a system, including a UE connecting to a plurality of component carriers
similar to Wang, where a RRC message comprising information on further component
carriers (again, such as taught by Wang) is provisioned to the UE over a single primary

component carrier. TS36.300 at 57 and 72-73.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Wang so as to have the UE receive the RRC message
claimed over the primary component carrier. Wang does not technically specify over
which component carrier the UE receives the RRC, disclosing rather that the RRC
message may come from “a base station”, which could include BS1 i.e. CC#1, the
primary component carrier. Moreover, Wang does disclose that the first (primary) CC is
the one the UE first connects to, disclosing that, prior to receiving information on further

CCs, it performs “scheduled transmission” with the first CC. Thus it would make sense

6 The Examiner will be citing the TS36.300 document page numbers in accordance with the exhibit
provided in the Request, namely Ex. 1008.
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to one of ordinary skill in the art that the RRC information disclosing further CCs being
available would necessarily have to come via the CC the UE is connected over, namely
the claimed “primary” CC#1. In determining the details of how to send the RRC
message, one of ordinary skill in the art would look to teachings like TS36.300, which
specifically details as to how RRC is provisioned in an LTE carrier aggregation system
such as that of Wang by describing the industry standard, namely that it is sent over the
PCell CC the UE connects to first. Lastly, one of ordinary skill in the art would have
seen such as an example of merely combining one prior art element with another, both
elements being known in the art and performing the same function together as they do
separately, the only difference being a lack of direct combination of the steps into a
single reference, by known methods with the results being predictable. MPEP § 2143 1.
A., citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d 1385, 1395-

97 (2007).

As to the primary CC being a part of a first timing group, the Examiner notes first
off that no other CCs in this claimed first group are described, nor is the group
characteristic any part of the claimed invention. Rather, the claim merely requires that
the primary CC belong to a group which is otherwise non-functional. Secondly, the
Examiner further points out that claim 3 further limits claim 1 to describe the second
group as comprising “at least one CC”, meaning the term “group” as claimed here is not
strictly defined by the claims themselves as having a plural number of CCs, but rather

may be as few as one’. Given this implication, Wang’s main disclosure of a single

7 While claim 1 recites a secondary CC in a second timing group and then recites a CC in the group being
set as a delegate CC, these may be the same CC.
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primary CC with a differing timing than the CCs of the second group meets the claim’s

definition of a “first timing group”.

That aside, assuming instead that “first group” here must instead be defined as
possibly including a plurality of CCs, Wang states that the CC layout of FIG 1 is merely
exemplary, and that “component carriers cc#1-cc#m can belong to the same or different
base stations” and states that a source BS (i.e. the primary eNB for the UE, here BS1 of
FIG 1, as in LTE a “source eNB” typically means the eNB currently serving the UE) may
have multiple CCs. Wang at 4:23-25 and 8:32-35, Wang provisional at 3. Note also that
the Wang provisional, incorporated by reference into Wang, shows BS1 may possibly
include multiple CCs. Wang provisional at 55. In this layout, one of ordinary skill in the
art would have understood that BS1 possibly comprised more than one CC, which as
defined by Wang means multiple CCs with the same timing which Wang defines as a
“timing group”. Thus one of ordinary skill in the art would have found it obvious to modify
Wang such that BS1, in a similar manner to BS2, comprised more than one component
carrier as it would have been considered implicit disclosure in Wang that the BS1 may
have more than one CC8. One of ordinary skill in the art would have been motivated by
this implicit disclosure to use Wang in such a manner, which would mean that, as Wang
clearly states that TA values for CCs in a single BS are common (/d.), that CC#1 as well
as any other CCs representing BS1 would have the same timing advance and thus
comprise an “UL timing group” as claimed, and thus CC#1 would belong to a “first UL

timing group”.

8 "[I]n considering the disclosure of a reference, it is proper to take into account not only specific teachings
of the reference but also the inferences which one skilled in the art would reasonably be expected to draw
therefrom." In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). MPEP § 2144.01.
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Further as to claim 4:

4. The method of claim 1, further comprising:

receiving the TA value that is calculated to adjust a UL transmission time for the second
UL timing group in response to the transmitted the random access preamble, together
with UL grant information through the random access response from the eNB.

Wang discloses that the received TA value is calculated to adjust an uplink (UL)
transmission time for the second UL timing group in response to the preamble, and it is
received with UL grant information in the RAR from the eNB. Wang at FIG 18A and at
6:25-28 and 59-64, 8:54-65, and 9:20-24, Wang provisional at 71-73, noting specifically

that the RAR includes UL Grant information.

As to claim 6,
Wang discloses:

A communication apparatus for a user equipment (UE) comprising:

Wang discloses a UE in a communication network. Wang at FIG 1, element 10
(“Mobile device”) and at 4:28-31, Wang provisional at FIG 2 and at 4 and 31. Wang
discloses the UE contains an apparatus. Wang at FIG 2 elements 200 and 210, Wang

provisional at 24-25.

a memoty;
and a processor operably coupled to the memory;

Wang discloses the UE apparatus includes a processor and memory coupled
thereto. Wang at FIG 2 elements 200 and 210 and further at 4:32-48, Wang provisional

at 24-25.
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wherein the processor, when executing program instructions stored in the memory, is

configured to:

Wang discloses that the process which follows is performed by the processor
when executing program instructions 214 in the memory 210. Wang at FIG 2 and at
4:32-48, Wang provisional at 24-25. As the UE of Wang performs transmission and
reception of data via a simple transceiver, one of ordinary skill in the art would have
understood that the processor executing program instructions inherently controls the
transceiver in order to perform such transmission and reception, as noted above as to

the interpretation of the following functional claim limitations under § 112 6.

cause the apparatus to receive a Radio Resource Control (RRC) message through a [...]
Component Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing [...],

Wang discloses that the UE communicates with multiple CCs CC#1-CC#m, and
CC1 is considered a “primary” CC as claimed because it is the first CC which the UE
accesses and synchronizes to. Wang at Abstract, FIGS 4 and 5, and at 5:35-46, Wang
provisional at 3, 4, and 36 (“...all proposals in this invention can be applied to any
number of CCs”), as well as at 5-6. Wang discloses the UE receiving a RRC message
which would occur over a component carrier. /d. at 8:42-53, Wang provisional at 54.
Wang discloses that the primary CC#1 has a first uplink timing. /d. at 8:54-59, Wang
provisional at 59.
the RRC message comprises information related to a second UL timing group, which has

been set by an evolved Node B(eNB), the second UL timing group includes a secondary
CC;

Wang discloses that the RRC message comprises information related to a group
of other CCs which have their own UL timing as a group, set by an eNB. Wang at 8:42-

59, Wang provisional at 9, 54, and 59, noting that the RRC comprises information on
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CC#2 which belongs to another timing group, thus the information is “related” to the
group. One of these other CCs include a secondary CC, in this case CC#2. Id. and
Wang at FIG 1. This reads a second timing group as claimed. While the claim does not
specify whether it is the information related to the second timing group or the group
itself that has been “set” by the eNB, Wang discloses that both the information related to

the second group as well as the set of the second group itself are set by the eNB. /d.

cause the apparatus to receive information indicating a random access preamble;

Wang discloses that the UE receives information indicating a random access
preamble (RAP). Wang at FIG 6A and 6:12-17 (note that this portion refers to both FIG

5 and FIG 6A, see /d. at 6:29-58), Wang provisional at 42.

cause the apparatus to transmit the random access preamble according to a hon-
contention selection, through CC one or more UL CCs, each of the one or more UL CCs
transmitting the random access preamble being set as a delegate CC for a respective
second UL timing group;

Wang discloses transmitting, by the UE, the RAP in a non-contention manner,
over a CC in the second timing group that represents the group. Wang at FIG 6A and at
6:10-17 and 29-58, Wang provisional at 42. Since Wang discloses that only one CC in
the second group may be used for this process to receive a timing advance for the
whole second group, and discloses a specific determination of which CC the UE should
use to send the preamble, this reads as “being set as a delegate CC” for the group. /d.
at 6:43-50, noting that “the network assigns one dedicated random access preamble for
the component carrier cc#2, and determines timing advance values for the component

carriers cc#2 and cc#3 based on the same dedicated random access preamble”. See
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also Wang provisional at 42. This assignment is a delegation, and the delegated CC

may be the secondary CC. Wang at 6:43-58.

cause the apparatus to receive a random access response through the primary CC, the
random access response includes a Timing Advanced(TA) value for the secondary CC
for the respective second UL timing group, wherein each TA value is transmitted from
the eNB for the respective second UL timing group based on the transmitted random
access preamble associated with the delegate CC of the respective second UL timing

group; and

Wang discloses receiving a random access response (RAR) through the primary
CC responsive to the RAP transmitted over the delegate CC(s) of the second timing
group. Wang at FIG 7A (showing specifically the RAR being received over the “primary”
CC#1) as well as 6:25-28 and 59-64, Wang provisional at 8,9, and 43. Wang discloses
the RAR may include a TA value for the second timing group including the secondary

CC (CC#2). Id. and Wang at 8:54-65 and 9:20-24, Wang provisional at 17-20 and 71.

cause the apparatus to apply each TA value to the secondary CC for the respective
second UL timing group.

Wang discloses that the TA value received is applied to the entire second timing
group, which would include the secondary CC. Wang at 8:54-65, Wang provisional at 14

and 71.

The Examiner notes here that the teaching above as to the reception/
transmission of a random access preamble and the teaching as to the reception of the
random access response are disclosed in Wang in separate figures; the former is
disclosed in FIG 6A and the associated description and the latter is disclosed in FIG 7A
as well as its associated description (it is noted further that the disclosure as to the first

steps in both FIGS is shared with FIG 5 and its description and is thus the same). To
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the extent that Wang’s inventions of FIG 6A and 7A would be considered separate
embodiments and their use together “would not be immediately apparent to one of
ordinary skill in the art” i.e. the two portions of the disclosure do not together make a
single anticipatory teaching?®, it would have been obvious to one of ordinary skill in the
art at the time of Patent Owner’s invention to combine the two, namely as to receiving a
random access preamble for CC#2 and transmitting the preamble over CC#2 as a
representative CC for the second group (as in FIG 6A) as well as receiving the random
access response over CC#1 (as in FIG 7A). It is noted that Wang's invention of FIG 6A
shows transmitting the preamble only over CC#2 as representative of the second timing
group, but also further receiving random access responses from both CC#2 and CC#3.
However, Wang’s invention of FIG 7A discloses receiving an aggregate response as to
several CCs rather than one, and it is clearly stated that doing decreases signaling.
Wang at 6:64-67. This would clearly motivate one of ordinary skill in the art to utilize the
response signaling of FIG 7A into the transmission signaling of FIG 6A in order to
decrease signaling as Wang suggests. Even ignoring this, since the received TA is
representative of the whole group, given that FIG 7A of Wang teaches receiving the
response over any of the CCs and specifically shows receiving it from CC#1 as an
alternative to receiving it over CC#2, one of ordinary skill in the art would have seen
such as an example of merely a simple substitution of one step for another, both steps
being taught in a single prior art reference and thus known in the art, the only difference
being a lack of direct combination of the steps into a single embodiment, whereas

further one of ordinary skill in the art could have made such a substitution with the

9 See Footnote 4 above.
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results being predictable. MPEP § 2143 I. B., citing KSR Int'l Co. v. Teleflex Inc., 550

U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007)1°.

Continuing, while the teachings of Wang disclose teachings of the claim as
shown above, Wang does not disclose that the RRC message is received over the first
(primary) CC. Further, Wang discloses that the first CC (CC#1) has its own timing, but
does not disclose it is part of a first timing group. Rather, FIG 1 of Wang shows that
CC#1 is a single CC for a single BS. However, the Wang provisional does show BS1 as

possibly including multiple CCs.

As to the RRC message being received over the primary CC, TS36.300
discloses the wireless standard by which Wang operated, namely LTE-Advanced. Wang
at 1:59-2:36, TS36.300 at 13 and 18-19. TS36.300 discloses details as to component
carriers in such a system, including a UE connecting to a plurality of component carriers
similar to Wang, where a RRC message comprising information on further component
carriers (again, such as taught by Wang) is provisioned to the UE over a single primary

component carrier. TS36.300 at 57 and 72-73.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Wang so as to have the UE receive the RRC message
claimed over the primary component carrier. Wang does not technically specify over
which component carrier the UE receives the RRC, disclosing rather that the RRC
message may come from “a base station”, which could include BS1 i.e. CC#1, the

primary component carrier. Moreover, Wang does disclose that the first (primary) CC is

10 See Footnote 5 above.
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the one the UE first connects to, disclosing that, prior to receiving information on further
CCs, it performs “scheduled transmission” with the first CC. Thus it would make sense
to one of ordinary skill in the art that the RRC information disclosing further CCs being
available would necessarily have to come via the CC the UE is connected over, namely
the claimed “primary” CC#1. In determining the details of how to send the RRC
message, one of ordinary skill in the art would look to teachings like TS36.300, which
specifically details as to how RRC is provisioned in an LTE carrier aggregation system
such as that of Wang by describing the industry standard, namely that it is sent over the
PCell CC the UE connects to first. Lastly, one of ordinary skill in the art would have
seen such as an example of merely combining one prior art element with another, both
elements being known in the art and performing the same function together as they do
separately, the only difference being a lack of direct combination of the steps into a
single reference, by known methods with the results being predictable. MPEP § 2143 I.
A., citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d 1385, 1395-

97 (2007).

As to the primary CC being a part of a first timing group, the Examiner notes first
off that no other CCs in this claimed first group are described, nor is the group
characteristic any part of the claimed invention. Rather, the claim merely requires that
the primary CC belong to a group which is otherwise non-functional. Secondly, the
Examiner further points out that claim 3 further limits claim 1 to describe the second
group as comprising “at least one CC”, meaning the term “group” as claimed here is not
strictly defined by the claims themselves as having a plural number of CCs, but rather

may be as few as one. Given this implication, Wang’s main disclosure of a single
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primary CC with a differing timing than the CCs of the second group meets the claim’s

definition of a “first timing group”.

That aside, assuming instead that “first group” here must instead be defined as
possibly including a plurality of CCs, Wang states that the CC layout of FIG 1 is merely
exemplary, and that “component carriers cc#1-cc#m can belong to the same or different
base stations” and states that a source BS (i.e. the primary eNB for the UE, here BS1 of
FIG 1, as in LTE a “source eNB” typically means the eNB currently serving the UE) may
have multiple CCs. Wang at 4:23-25 and 8:32-35, Wang provisional at 3. Note also that
the Wang provisional, incorporated by reference into Wang, shows BS1 may possibly
include multiple CCs. Wang provisional at 55. In this layout, one of ordinary skill in the
art would have understood that BS1 possibly comprised more than one CC, which as
defined by Wang means multiple CCs with the same timing which Wang defines as a
“timing group”. Thus one of ordinary skill in the art would have found it obvious to modify
Wang such that BS1, in a similar manner to BS2, comprised more than one component
carrier as it would have been considered implicit disclosure in Wang that the BS1 may
have more than one CC''. One of ordinary skill in the art would have been motivated by
this implicit disclosure to use Wang in such a manner, which would mean that, as Wang
clearly states that TA values for CCs in a single BS are common (/d.), that CC#1 as well
as any other CCs representing BS1 would have the same timing advance and thus
comprise an “UL timing group” as claimed, and thus CC#1 would belong to a “first UL

timing group”.

1 See Footnote 8 above.
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Lastly, while Wang discloses a processor for performing the “applying” function
above, to the extent that § 112 96 applies as noted above and the appropriate structure
for the processor performing this function is a controller which may control an uplink
(UL) adjustment unit so as to cause the UE to apply the TA value to the whole UL
Timing Group, it would have been further obvious to one of ordinary skill in the art at the
time of the invention to modify Wang in view of TS36.300 in such a manner as to have
the processor instructions control a further set of instructions to perform the applying
step, such as a subroutine, based on the long-standing obvious nature of making
elements separable. MPEP § 2144.04 V. Note that the ‘9054 Patent itself states that the
controller and adjustment unit may be combined in a single module. ‘954 Patent at

26:40-43.
Further as to claim 9:

9. The UE of claim 6, further comprising:

the processor is configured to cause the apparatus to receive the TA value that is
calculated to adjust a UL transmission time for the second UL timing group in response
to the transmitted the random access preamble, together with the UL grant information
through the random access response from the eNB.

Wang discloses that the received TA value is calculated to adjust an uplink (UL)
transmission time for the second UL timing group in response to the preamble, and it is
received with UL grant information in the RAR from the eNB. Wang at FIG 18A and at
6:25-28 and 59-64, 8:54-65, and 9:20-24, Wang provisional at 71-73, noting specifically
that the RAR includes UL Grant information. One of ordinary skill in the art would have

understood that the processor executing program instructions inherently controls the
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transceiver in order to perform such transmission and reception, as noted above as to

the interpretation of the following functional claim limitations under § 112 6.

Claims 1, 4, 6, and 9 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over U.S. Pat. 9,426,765 B2 to Wang et al. (“Wang”)'? in view of U.S. Pat.

PGPUB 2010/0118720 A1 to Gauvreau et al. (Gauvreau”)'s.
As to claim 1,
Wang discloses:

A communication method for a user equipment (UE) comprising:

receiving, at the UE, a Radio Resource Control (RRC) message through a [...] Component
Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing [...],

Wang discloses a UE in a communication network. Wang at FIG 1, element 10
(“Mobile device”) and at 4:28-31, Wang provisional at FIG 2 and at 4 and 31. The UE
communicates with multiple CCs CC#1-CC#m, and CC1 is considered a “primary” CC
as claimed because it is the first CC which the UE accesses and synchronizes to. Wang
at Abstract, FIGS 4 and 5, and at 5:35-46, Wang provisional at 3, 4, and 36 (“...all
proposals in this invention can be applied to any number of CCs”), as well as at 5-6.
Wang discloses the UE receiving a RRC message which would occur over a component
carrier. Id. at 8:42-53, Wang provisional at 54. Wang discloses that the primary CC#1

has a first uplink timing. /d. at 8:54-59, Wang provisional at 59.

12 See Footnote 1 above regarding the effective filing date of Wang as well as the Wang provisional, both
cited here.

13 Gauvreau is of record in the ‘954 Patent file history, having been applied to the ‘954’s great-
grandparent application by continuation, namely U.S. Pat. App. Ser. No. 13/578,531, as noted in p. 6 of
the Order.
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the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;

Wang discloses that the RRC message comprises information related to a group
of other CCs which have their own UL timing as a group, set by an eNB. Wang at 8:42-
59, Wang provisional at 9, 54, and 59, noting that the RRC comprises information on
CC#2 which belongs to another timing group, thus the information is “related” to the
group. One of these other CCs include a secondary CC, in this case CC#2. Id. and
Wang at FIG 1. This reads a second timing group as claimed. While the claim does not
specify whether it is the information related to the second timing group or the group
itself that has been “set” by the eNB, Wang discloses that both the information related to

the second group as well as the set of the second group itself are set by the eNB. /d.

receiving, at the UE, information indicating a random access preamble;

Wang discloses that the UE receives information indicating a random access
preamble (RAP). Wang at FIG 6A and 6:12-17 (note that this portion refers to both FIG
5 and FIG 6A, see /d. at 6:29-58), Wang provisional at 42.
transmitting, at the UE, the random access preamble according to a non-contention

selection, through one or more CCs, each of the one or more CCs transmitting the
random access preamble being set as a delegate CC for a respective second UL timing

group;

Wang discloses transmitting, by the UE, the RAP in a non-contention manner,
over a CC in the second timing group that represents the group. Wang at FIG 6A and at
6:10-17 and 29-58, Wang provisional at 42. Since Wang discloses that only one CC in
the second group may be used for this process to receive a timing advance for the

whole second group, and discloses a specific determination of which CC the UE should
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use to send the preamble, this reads as “being set as a delegate CC” for the group'. /d.
at 6:43-50, noting that “the network assigns one dedicated random access preamble for
the component carrier cc#2, and determines timing advance values for the component
carriers cc#2 and cc#3 based on the same dedicated random access preamble”. See
also Wang provisional at 42. This assignment is a delegation, and the delegated CC

may be the secondary CC. Wang at 6:43-58.

receiving, at the UE, a random access response through the primary CC, the random
access response includes a Timing Advanced(TA) value for the secondary CC for the
respective second UL timing group, wherein each TA value is transmitted from the eNB
for the respective second UL timing group based on the transmitted random access
preamble associated with the delegate CC of the respective second UL timing group; and

Wang discloses receiving a random access response (RAR) through the primary
CC responsive to the RAP transmitted over the delegate CC(s) of the second timing
group. Wang at FIG 7A (showing specifically the RAR being received over the “primary”
CC#1) as well as 6:25-28 and 59-64, Wang provisional at 8, 9, and 43. Wang discloses
the RAR may include a TA value for the second timing group including the secondary

CC (CC#2). Id. and Wang at 8:54-65 and 9:20-24, Wang provisional at 17-20 and 71.

applying each TA value to the secondary CC for the respective second UL timing group.

Wang discloses that the TA value received is applied to the entire second timing
group, which would include the secondary CC. Wang at 8:54-65, Wang provisional at 14

and 71.

The Examiner notes here that the teaching above as to the reception/

transmission of a random access preamble and the teaching as to the reception of the

4 Note above where the Examiner determined the metes and bounds of this phrase in the claim.
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random access response are disclosed in Wang in separate figures; the former is
disclosed in FIG 6A and the associated description and the latter is disclosed in FIG 7A
as well as its associated description (it is noted further that the disclosure as to the first
steps in both FIGS is shared with FIG 5 and its description and is thus the same). To
the extent that Wang’s inventions of FIG 6A and 7A would be considered separate
embodiments and their use together “would not be immediately apparent to one of
ordinary skill in the art” i.e. the two portions of the disclosure do not together make a
single anticipatory teaching'®, it would have been obvious to one of ordinary skill in the
art at the time of Patent Owner’s invention to combine the two, namely as to receiving a
random access preamble for CC#2 and transmitting the preamble over CC#2 as a
representative CC for the second group (as in FIG 6A) as well as receiving the random
access response over CC#1 (as in FIG 7A). It is noted that Wang'’s invention of FIG 6A
shows transmitting the preamble only over CC#2 as representative of the second timing
group, but also further receiving random access responses from both CC#2 and CC#3.
However, Wang's invention of FIG 7A discloses receiving an aggregate response as to
several CCs rather than one, and it is clearly stated that doing decreases signaling.
Wang at 6:64-67. This would clearly motivate one of ordinary skill in the art to utilize the
response signaling of FIG 7A into the transmission signaling of FIG 6A in order to
decrease signaling as Wang suggests. Even ignoring this, since the received TA is
representative of the whole group, given that FIG 7A of Wang teaches receiving the
response over any of the CCs and specifically shows receiving it from CC#1 as an

alternative to receiving it over CC#2, one of ordinary skill in the art would have seen

15 See Footnote 4 above.
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such as an example of merely a simple substitution of one step for another, both steps
being taught in a single prior art reference and thus known in the art, the only difference
being a lack of direct combination of the steps into a single embodiment, whereas
further one of ordinary skill in the art could have made such a substitution with the
results being predictable. MPEP § 2143 I. B., citing KSR Int'l Co. v. Teleflex Inc., 550

U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007)'®.

Continuing, while the teachings of Wang disclose teachings of the claim as
shown above, Wang does not disclose that the RRC message is received over the first
(primary) CC. Further, Wang discloses that the first CC (CC#1) has its own timing, but
does not disclose it is part of a first timing group. Rather, FIG 1 of Wang shows that
CC#1 is a single CC for a single BS. However, the Wang provisional does show BS1 as

possibly including multiple CCs.

As to the RRC message being received over the primary CC, Gauvreau
discloses a network including a UE as well as an eNB operating according to the
wireless standard by which Wang operated, namely LTE-Advanced. Wang at 1:59-2:36,
Gauvreau at 993 and 11-13. Gauvreau further discloses that the UE and eNB
communicate over component carriers in the same manner as Wang. Gauvreau at 915
and 21. Gauvreau further discloses that, when a UE receives information on other CCs
which may be available, including group information, such is provisioned by way of an
RRC message over a primary component carrier, namely the component carrier to

which the UE is connected. /d. at §921-23. This information may identify CCs by Cell ID.

16 See Footnote 5 above.
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Id. Given that Wang has established CCs common to a single Cell have the same TA,

thus the Cell ID reads a timing group identifier as claimed.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Wang so as to have the UE receive the RRC message
claimed over the primary component carrier. Wang does not technically specify over
which component carrier the UE receives the RRC, disclosing rather that the RRC
message may come from “a base station”, which could include BS1 i.e. CC#1, the
primary component carrier. Moreover, Wang does disclose that the first (primary) CC is
the one the UE first connects to, disclosing that, prior to receiving information on further
CCs, it performs “scheduled transmission” with the first CC. Thus it would make sense
to one of ordinary skill in the art that the RRC information disclosing further CCs being
available would necessarily have to come via the CC the UE is connected over, namely
the claimed “primary” CC#1. In determining the details of how to send the RRC
message, one of ordinary skill in the art would look to teachings like Gauvreau, which
specifically details as to how RRC is provisioned in an LTE carrier aggregation system
such as that of Wang by describing addition of CCs by way of RRC, namely that the
RRC is sent over the primary CC the UE connects to first. Lastly, one of ordinary skill in
the art would have seen such as an example of merely combining one prior art element
with another, both elements being known in the art and performing the same function
together as they do separately, the only difference being a lack of direct combination of
the steps into a single reference, by known methods with the results being predictable.
MPEP § 2143 1. A., citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82

USPQ2d 1385, 1395-97 (2007).
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As to the primary CC being a part of a first timing group, the Examiner notes first
off that no other CCs in this claimed first group are described, nor is the group
characteristic any part of the claimed invention. Rather, the claim merely requires that
the primary CC belong to a group which is otherwise non-functional. Secondly, the
Examiner further points out that claim 3 further limits claim 1 to describe the second
group as comprising “at least one CC”, meaning the term “group” as claimed here is not
strictly defined by the claims themselves as having a plural number of CCs, but rather
may be as few as one'”. Given this implication, Wang’s main disclosure of a single
primary CC with a differing timing than the CCs of the second group meets the claim’s

definition of a “first timing group”.

That aside, assuming instead that “first group” here must instead be defined as
possibly including a plurality of CCs, Wang states that the CC layout of FIG 1 is merely
exemplary, and that “component carriers cc#1-cc#m can belong to the same or different
base stations” and states that a source BS (i.e. the primary eNB for the UE, here BS1 of
FIG 1, as in LTE a “source eNB” typically means the eNB currently serving the UE) may
have multiple CCs. Wang at 4:23-25 and 8:32-35, Wang provisional at 3. Note also that
the Wang provisional, incorporated by reference into Wang, shows BS1 may possibly
include multiple CCs. Wang provisional at 55. In this layout, one of ordinary skill in the
art would have understood that BS1 possibly comprised more than one CC, which as
defined by Wang means multiple CCs with the same timing which Wang defines as a

“timing group”. Thus one of ordinary skill in the art would have found it obvious to modify

7 While claim 1 recites a secondary CC in a second timing group and then recites a CC in the group
being set as a delegate CC, these may be the same CC.
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Wang such that BS1, in a similar manner to BS2, comprised more than one component
carrier as it would have been considered implicit disclosure in Wang that the BS1 may
have more than one CC'8. One of ordinary skill in the art would have been motivated by
this implicit disclosure to use Wang in such a manner, which would mean that, as Wang
clearly states that TA values for CCs in a single BS are common (/d.), that CC#1 as well
as any other CCs representing BS1 would have the same timing advance and thus
comprise an “UL timing group” as claimed, and thus CC#1 would belong to a “first UL

timing group”.
Further as to claim 4:

4. The method of claim 1, further comprising:

receiving the TA value that is calculated to adjust a UL transmission time for the second
UL timing group in response to the transmitted the random access preamble, together
with UL grant information through the random access response from the eNB.

Wang discloses that the received TA value is calculated to adjust an uplink (UL)
transmission time for the second UL timing group in response to the preamble, and it is
received with UL grant information in the RAR from the eNB. Wang at FIG 18A and at
6:25-28 and 59-64, 8:54-65, and 9:20-24, Wang provisional at 71-73, noting specifically

that the RAR includes UL Grant information.

8 See Footnote 8 above.
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As to claim 6,
Wang discloses:

A communication apparatus for a user equipment (UE) comprising:

Wang discloses a UE in a communication network. Wang at FIG 1, element 10
(“Mobile device”) and at 4:28-31, Wang provisional at FIG 2 and at 4 and 31. Wang
discloses the UE contains an apparatus. Wang at FIG 2 elements 200 and 210, Wang

provisional at 24-25.

a memory;
and a processor operably coupled to the memory;

Wang discloses the UE apparatus includes a processor and memory coupled
thereto. Wang at FIG 2 elements 200 and 210 and further at 4:32-48, Wang provisional

at 24-25.

wherein the processor, when executing program instructions stored in the memory, is

configured to:

Wang discloses that the process which follows is performed by the processor
when executing program instructions 214 in the memory 210. Wang at FIG 2 and at
4:32-48, Wang provisional at 24-25. As the UE of Wang performs transmission and
reception of data via a simple transceiver, one of ordinary skill in the art would have
understood that the processor executing program instructions inherently controls the
transceiver in order to perform such transmission and reception, as noted above as to

the interpretation of the following functional claim limitations under § 112 6.
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cause the apparatus to receive a Radio Resource Control (RRC) message through a[...]
Component Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing [...],

Wang discloses that the UE communicates with multiple CCs CC#1-CC#m, and
CC1 is considered a “primary” CC as claimed because it is the first CC which the UE
accesses and synchronizes to. Wang at Abstract, FIGS 4 and 5, and at 5:35-46, Wang
provisional at 3, 4, and 36 (“...all proposals in this invention can be applied to any
number of CCs”), as well as at 5-6. Wang discloses the UE receiving a RRC message
which would occur over a component carrier. /d. at 8:42-53, Wang provisional at 54.
Wang discloses that the primary CC#1 has a first uplink timing. /d. at 8:54-59, Wang

provisional at 59.

the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B(eNB), the second UL timing group includes a secondary
CC;

Wang discloses that the RRC message comprises information related to a group
of other CCs which have their own UL timing as a group, set by an eNB. Wang at 8:42-
59, Wang provisional at 9, 54, and 59, noting that the RRC comprises information on
CC#2 which belongs to another timing group, thus the information is “related” to the
group. One of these other CCs include a secondary CC, in this case CC#2. Id. and
Wang at FIG 1. This reads a second timing group as claimed. While the claim does not
specify whether it is the information related to the second timing group or the group
itself that has been “set” by the eNB, Wang discloses that both the information related to

the second group as well as the set of the second group itself are set by the eNB. /d.
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cause the apparatus to receive information indicating a random access preamble;

Wang discloses that the UE receives information indicating a random access
preamble (RAP). Wang at FIG 6A and 6:12-17 (note that this portion refers to both FIG

5 and FIG 6A, see Id. at 6:29-58), Wang provisional at 42.

cause the apparatus to transmit the random access preamble according to a hon-
contention selection, through CC one or more UL CCs, each of the one or more UL CCs
transmitting the random access preamble being set as a delegate CC for a respective
second UL timing group;

Wang discloses transmitting, by the UE, the RAP in a non-contention manner,
over a CC in the second timing group that represents the group. Wang at FIG 6A and at
6:10-17 and 29-58, Wang provisional at 42. Since Wang discloses that only one CC in
the second group may be used for this process to receive a timing advance for the
whole second group, and discloses a specific determination of which CC the UE should
use to send the preamble, this reads as “being set as a delegate CC” for the group. /d.
at 6:43-50, noting that “the network assigns one dedicated random access preamble for
the component carrier cc#2, and determines timing advance values for the component
carriers cc#2 and cc#3 based on the same dedicated random access preamble”. See
also Wang provisional at 42. This assignment is a delegation, and the delegated CC

may be the secondary CC. Wang at 6:43-58.
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cause the apparatus to receive a random access response through the primary CC, the
random access response includes a Timing Advanced(TA) value for the secondary CC
for the respective second UL timing group, wherein each TA value is transmitted from
the eNB for the respective second UL timing group based on the transmitted random
access preamble associated with the delegate CC of the respective second UL timing

group; and

Wang discloses receiving a random access response (RAR) through the primary
CC responsive to the RAP transmitted over the delegate CC(s) of the second timing
group. Wang at FIG 7A (showing specifically the RAR being received over the “primary”
CC#1) as well as 6:25-28 and 59-64, Wang provisional at 8,9, and 43. Wang discloses
the RAR may include a TA value for the second timing group including the secondary

CC (CC#2). Id. and Wang at 8:54-65 and 9:20-24, Wang provisional at 17-20 and 71.

cause the apparatus to apply each TA value to the secondary CC for the respective
second UL timing group.

Wang discloses that the TA value received is applied to the entire second timing
group, which would include the secondary CC. Wang at 8:54-65, Wang provisional at 14

and 71.

The Examiner notes here that the teaching above as to the reception/
transmission of a random access preamble and the teaching as to the reception of the
random access response are disclosed in Wang in separate figures; the former is
disclosed in FIG 6A and the associated description and the latter is disclosed in FIG 7A
as well as its associated description (it is noted further that the disclosure as to the first
steps in both FIGS is shared with FIG 5 and its description and is thus the same). To
the extent that Wang’s inventions of FIG 6A and 7A would be considered separate

embodiments and their use together “would not be immediately apparent to one of
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ordinary skill in the art” i.e. the two portions of the disclosure do not together make a
single anticipatory teaching®, it would have been obvious to one of ordinary skill in the
art at the time of Patent Owner’s invention to combine the two, namely as to receiving a
random access preamble for CC#2 and transmitting the preamble over CC#2 as a
representative CC for the second group (as in FIG 6A) as well as receiving the random
access response over CC#1 (as in FIG 7A). It is noted that Wang's invention of FIG 6A
shows transmitting the preamble only over CC#2 as representative of the second timing
group, but also further receiving random access responses from both CC#2 and CC#3.
However, Wang's invention of FIG 7A discloses receiving an aggregate response as to
several CCs rather than one, and it is clearly stated that doing decreases signaling.
Wang at 6:64-67. This would clearly motivate one of ordinary skill in the art to utilize the
response signaling of FIG 7A into the transmission signaling of FIG 6A in order to
decrease signaling as Wang suggests. Even ignoring this, since the received TA is
representative of the whole group, given that FIG 7A of Wang teaches receiving the
response over any of the CCs and specifically shows receiving it from CC#1 as an
alternative to receiving it over CC#2, one of ordinary skill in the art would have seen
such as an example of merely a simple substitution of one step for another, both steps
being taught in a single prior art reference and thus known in the art, the only difference
being a lack of direct combination of the steps into a single embodiment, whereas

further one of ordinary skill in the art could have made such a substitution with the

19 See Footnote 4 above.
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results being predictable. MPEP § 2143 I. B., citing KSR Int'l Co. v. Teleflex Inc., 550

U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007)°.

Continuing, while the teachings of Wang disclose teachings of the claim as
shown above, Wang does not disclose that the RRC message is received over the first
(primary) CC. Further, Wang discloses that the first CC (CC#1) has its own timing, but
does not disclose it is part of a first timing group. Rather, FIG 1 of Wang shows that
CC#1 is a single CC for a single BS. However, the Wang provisional does show BS1 as

possibly including multiple CCs.

As to the RRC message being received over the primary CC, Gauvreau
discloses a network including a UE as well as an eNB operating according to the
wireless standard by which Wang operated, namely LTE-Advanced. Wang at 1:59-2:36,
Gauvreau at §93 and 11-13. Gauvreau further discloses that the UE and eNB
communicate over component carriers in the same manner as Wang. Gauvreau at {915
and 21. Gauvreau further discloses that, when a UE receives information on other CCs
which may be available, including group information, such is provisioned by way of an
RRC message over a primary component carrier, namely the component carrier to
which the UE is connected. /d. at §§21-23. This information may identify CCs by Cell ID.
Id. Given that Wang has established CCs common to a single Cell have the same TA,

thus the Cell ID reads a timing group identifier as claimed.

20 See Footnote 5 above.
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Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Wang so as to have the UE receive the RRC message
claimed over the primary component carrier. Wang does not technically specify over
which component carrier the UE receives the RRC, disclosing rather that the RRC
message may come from “a base station”, which could include BS1 i.e. CC#1, the
primary component carrier. Moreover, Wang does disclose that the first (primary) CC is
the one the UE first connects to, disclosing that, prior to receiving information on further
CCs, it performs “scheduled transmission” with the first CC. Thus it would make sense
to one of ordinary skill in the art that the RRC information disclosing further CCs being
available would necessarily have to come via the CC the UE is connected over, namely
the claimed “primary” CC#1. In determining the details of how to send the RRC
message, one of ordinary skill in the art would look to teachings like Gauvreau, which
specifically details as to how RRC is provisioned in an LTE carrier aggregation system
such as that of Wang by describing addition of CCs by way of RRC, namely that the
RRC is sent over the primary CC the UE connects to first. Lastly, one of ordinary skill in
the art would have seen such as an example of merely combining one prior art element
with another, both elements being known in the art and performing the same function
together as they do separately, the only difference being a lack of direct combination of
the steps into a single reference, by known methods with the results being predictable.
MPEP § 2143 1. A,, citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82

USPQ2d 1385, 1395-97 (2007).
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As to the primary CC being a part of a first timing group, the Examiner notes first
off that no other CCs in this claimed first group are described, nor is the group
characteristic any part of the claimed invention. Rather, the claim merely requires that
the primary CC belong to a group which is otherwise non-functional. Secondly, the
Examiner further points out that claim 3 further limits claim 1 to describe the second
group as comprising “at least one CC”, meaning the term “group” as claimed here is not
strictly defined by the claims themselves as having a plural number of CCs, but rather
may be as few as one. Given this implication, Wang’'s main disclosure of a single
primary CC with a differing timing than the CCs of the second group meets the claim’s

definition of a “first timing group”.

That aside, assuming instead that “first group” here must instead be defined as
possibly including a plurality of CCs, Wang states that the CC layout of FIG 1 is merely
exemplary, and that “component carriers cc#1-cc#m can belong to the same or different
base stations” and states that a source BS (i.e. the primary eNB for the UE, here BS1 of
FIG 1, as in LTE a “source eNB” typically means the eNB currently serving the UE) may
have multiple CCs. Wang at 4:23-25 and 8:32-35, Wang provisional at 3. Note also that
the Wang provisional, incorporated by reference into Wang, shows BS1 may possibly
include multiple CCs. Wang provisional at 55. In this layout, one of ordinary skill in the
art would have understood that BS1 possibly comprised more than one CC, which as
defined by Wang means multiple CCs with the same timing which Wang defines as a
“timing group”. Thus one of ordinary skill in the art would have found it obvious to modify
Wang such that BS1, in a similar manner to BS2, comprised more than one component

carrier as it would have been considered implicit disclosure in Wang that the BS1 may
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have more than one CC?'. One of ordinary skill in the art would have been motivated by
this implicit disclosure to use Wang in such a manner, which would mean that, as Wang
clearly states that TA values for CCs in a single BS are common (/d.), that CC#1 as well
as any other CCs representing BS1 would have the same timing advance and thus
comprise an “UL timing group” as claimed, and thus CC#1 would belong to a “first UL

timing group”.

Lastly, while Wang discloses a processor for performing the “applying” function
above, to the extent that § 112 46 applies as noted above and the appropriate structure
for the processor performing this function is a controller which may control an uplink
(UL) adjustment unit so as to cause the UE to apply the TA value to the whole UL
Timing Group, it would have been further obvious to one of ordinary skill in the art at the
time of the invention to modify Wang in view of Gauvreau in such a manner as to have
the processor instructions control a further set of instructions to perform the applying
step, such as a subroutine, based on the long-standing obvious nature of making
elements separable. MPEP § 2144.04 V. Note that the ‘954 Patent itself states that the
controller and adjustment unit may be combined in a single module. ‘954 Patent at

26:40-43.

21 See Footnote 8 above.
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Further as to claim 9:

The UE of claim 6, further comprising:

the processor is configured to cause the apparatus to receive the TA value that is
calculated to adjust a UL transmission time for the second UL timing group in response
to the transmitted the random access preamble, together with the UL grant information
through the random access response from the eNB.

Wang discloses that the received TA value is calculated to adjust an uplink (UL)
transmission time for the second UL timing group in response to the preamble, and it is
received with UL grant information in the RAR from the eNB. Wang at FIG 18A and at
6:25-28 and 59-64, 8:54-65, and 9:20-24, Wang provisional at 71-73, noting specifically
that the RAR includes UL Grant information. One of ordinary skill in the art would have
understood that the processor executing program instructions inherently controls the
transceiver in order to perform such transmission and reception, as noted above as to

the interpretation of the following functional claim limitations under § 112 6.
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Claims 1, 4, 6, and 9 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over U.S. Pat. PGPUB 2011/0158116 A1 to Tenny et al. (“Tenny”)? in

view of 3GPP Technical Specification 36.300 v10.2.0 (2010-12) (“TS36.300")%3.
As toclaim 1,
Tenny discloses:

A communication method for a user equipment (UE) comprising:

receiving, at the UE, a Radio Resource Control (RRC) message through a [...] Component
Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing group,

Tenny discloses a UE in an LTE-Advanced system and method for operating
such. Tenny at FIGS 1 and 3 and at §93, 35, and 41-42, Tenny provisional at FIG 1 and
App. AFIG 1 and at §911 and 13. Tenny discloses that the UE may receive a RRC
message through a first component carrier which belongs to a first UL timing group.
Tenny at §70, Tenny provisional at App. A 5:3-10. Note Tenny states that the RRC
message is received over "particular carriers", which here means at least one of the
carriers. Carriers from the eNB may belong to a group 312 and other carriers belong to
another group 322, thus the carrier over which the RRC message is sent belongs to a
first group. Tenny at §57, Tenny provisional at 33 and at App A FIG 1 and 1:17-32 and
2:3-6, explaining how a mapping of indexes to timing groups may be established by

RRC signaling when the UE is configured.

22 Tenny'’s filing date of June 17, 2010 antedates the U.S. filing date of the instant claims, namely
February 10, 2011. As to the foreign priority of the claims under reexamination, as noted above the
proffered documents do not support the claims under § 112; however in the pursuit of compact
prosecution the Examiner will be citing to both Tenny as well as U.S. Pat. Provisional Application
61/218,769 (“Tenny provisional”) which Tenny relies upon for an effective U.S. filing date of June 19,
2009, antedating even the ‘954 Patent’s foreign priority claim.

23 See Footnote 2 above.
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the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;

Tenny discloses that the RRC message may comprise information related to a
second timing group, as it comprises information related to all timing groups. Tenny at
57, Tenny provisional at §33 and at App A FIG 1 and 1:17-32 and 2:3-6, explaining
how a mapping of indexes to timing groups may be established by RRC signaling when
the UE is configured. These are set by an eNB. Tenny at §93-97, Tenny provisional at
34 and App. A at 4:21-23, noting that the access point (here an eNB) may do the
grouping. The second group would necessarily include another (reads secondary) CC.
Tenny at FIG 3, Tenny provisional at App. A FIG 1, both noting two groups where a first
CC may belong to a first group and a second CC may belong to a second group.

[...]

transmitting, at the UE, the random access preambile [...], through one or more CCs, each
of the one or more CCs transmitting the random access preamble being set as a delegate
CC for a respective second UL timing group;

Tenny discloses that the UE performs a random access procedure through one
or more CCs. This may be a CC in the second group noted above as Tenny does this
for each timing group. Tenny at 958, 60, 71, and 82, Tenny provisional at FIG 3 and
137 as well as App. A at 1:2-3, 2:7-5, 5:31-33. The CC over which the process occurs is
designated for such (called a "candidate carrier" which reads "set as a delegate CC") to
represent a timing group and is set for this purpose by selection component 306. Tenny
at §82, Tenny provisional at FIGS 3 and 4 and {936, 37, 39, 40, as well as App. A at
1:28-29. This delegate CC, being a member of the second group, may be the second

CC noted above as it is not distinguished by the claim from the claimed "delegate CC".
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Tenny provisional at App. A 4:21-5:10. One of ordinary skill in the art would understand
that a random access procedure in Tenny would inherently comprise the UE

transmitting a random access preamble (RAP) thus over the relevant CC.

receiving, at the UE, [...] a Timing Advanced(TA) value for the secondary CC for the
respective second UL timing group, wherein each TA value is transmitted from the eNB
for the respective second UL timing group based on the transmitted random access
preamble associated with the delegate CC of the respective second UL timing group; and

Tenny discloses that the random access procedure includes the UE receiving a
TA value for the delegate CC i.e. the secondary CC. Tenny at §958, Tenny provisional

at FIG 3 and 9936-40, and at App. A 1:9-32, 4:15-27, and 5:3-5.

applying each TA value to the secondary CC for the respective second UL timing group.
Tenny dislcoses applying the TA value to the entire group to which the candidate
designated CC belongs, here being the second group, meaning also the secondary CC
(which may also be the designated CC). This is performed by a timing update
component. Tenny at §940, 65, and 66, Tenny provisional at FIG 3 and §37 as well as

App. A at 4:15-17 and 5:3-5.

Tenny does not specify which CC the RRC is received over. Further, Tenny does
not disclose details of the random access procedure, namely that it includes receiving
information as to a random access preamble and transmitting it via a non-contention

method, or that the random access response is received over the primary CC.

TS36.300 discloses the wireless standard by which Tenny operated, namely
LTE-Advanced. Tenny at §3 and App. A 1:2-3, TS36.300 at 13 and 18-19. TS36.300
discloses details as to component carriers in such a system, including a UE connecting

to a plurality of component carriers similar to Tenny, where a RRC message comprising
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information on further component carriers (again, such as taught by Tenny) is
provisioned to the UE over a single primary component carrier. TS36.300 at 57 and 72-
73. TS36.300 further discloses that, when random access procedures are followed in
such a system, information indicating a random access preambile is received by the UE
which is transmitted according to a non-contention scheme. /d. at 73-74. Lastly,
TS36.300 discloses that in such random access a random access response is received
responsive to the preamble transmitted by the UE over the primary CC. /d., noting the
specific statement that when carrier aggregation is configured, the random access

response step occurs over the PCell, which is defined on p. 57 as the primary CC.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Tenny so as to have the UE receive the RRC message
claimed over the primary component carrier as well as to receive information as to a
non-contention RA preamble and receive a RAR responsive thereto over the primary
CC. Tenny does not technically specify over which component carrier the UE receives
the RRC. TS36.300 specifies that such should occur over the primary CC in a system
such as Tenny's. In determining the details of how to send the RRC message, one of
ordinary skill in the art would look to teachings like TS36.300, which specifically details
as to how RRC is provisioned in an LTE carrier aggregation system such as that of
Tenny by describing the industry standard, namely that it is sent over the PCell CC the
UE connects to first. Lastly, one of ordinary skill in the art would have seen such as an
example of merely combining one prior art element with another, both elements being
known in the art and performing the same function together as they do separately, the

only difference being a lack of direct combination of the steps into a single reference, by
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known methods with the results being predictable. MPEP § 2143 I. A., citing KSR Int'

Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007).
Further as to claim 4:

The method of claim 1, further comprising:

receiving the TA value that is calculated to adjust a UL transmission time for the second
UL timing group in response to the transmitted the random access preamble, together
with UL grant information through the random access response from the eNB.

Tenny in view of TS36.300 discloses that the received TA value is calculated to
adjust an uplink (UL) transmission time for the second UL timing group in response to
the preamble as noted above, and TS36.300 discloses that it is received with UL grant
information in the RAR from the eNB. TS36.300 at 73 cited above in the rejection of

claim 1, noting specifically that the RAR includes UL Grant information.

As to claim 6,
Tenny discloses:

A communication apparatus for a user equipment (UE) comprising:
Tenny discloses a UE in a communication network. Tenny at FIG 1 and 941,
Tenny provisional at FIG 1 and §13. Tenny discloses the UE contains an apparatus.

Tenny at FIG 2 and 9944 and 49-52, Tenny provisional at FIG 2 and 917 and 22-25.
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a memoty;
and a processor operably coupled to the memory;

Tenny discloses the UE apparatus includes a processor and memory coupled
thereto. Tenny at FIG 2 elements 270 and 272 and at §54, Tenny provisional at FIG 2

elements 270 and 272 and at {24 and 44-47, claims 10-18 and 28-36.

wherein the processor, when executing program instructions stored in the memory, is

configured to:

Tenny discloses that the process which follows is performed by the processor
when executing program instructions stored in the memory. Tenny at FIG 2 and at {54
and 120-122, Tenny provisional at FIG 2 elements 270 and 272 and at §924 and 44-47,
claims 10-18 and 28-36. As the UE of Tenny performs transmission and reception of
data via a simple transceiver, one of ordinary skill in the art would have understood that
the processor executing program instructions inherently controls the transceiver in order
to perform such transmission and reception, as noted above as to the interpretation of

the following functional claim limitations under § 112 6.

cause the apparatus to receive a Radio Resource Control (RRC) message through a[...]
Component Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing group,

Tenny discloses a UE in an LTE-Advanced system and method for operating
such. Tenny at FIGS 1 and 3 and at {3, 35, and 41-42, Tenny provisional at FIG 1 and
App. AFIG 1 and at 9911 and 13. Tenny discloses that the UE may receive a RRC
message through a first component carrier which belongs to a first UL timing group.
Tenny at §70, Tenny provisional at App. A 5:3-10. Note Tenny states that the RRC
message is received over "particular carriers", which here means at least one of the

carriers. Carriers from the eNB may belong to a group 312 and other carriers belong to
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another group 322, thus the carrier over which the RRC message is sent belongs to a
first group. Tenny at §57, Tenny provisional at 33 and at App A FIG 1 and 1:17-32 and
2:3-6, explaining how a mapping of indexes to timing groups may be established by

RRC signaling when the UE is configured.

the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;

Tenny discloses that the RRC message may comprise information related to a
second timing group, as it comprises information related to all timing groups. Tenny at
957, Tenny provisional at §33 and at App A FIG 1 and 1:17-32 and 2:3-6, explaining
how a mapping of indexes to timing groups may be established by RRC signaling when
the UE is configured. These are set by an eNB. Tenny at §93-97, Tenny provisional at
34 and App. A at 4:21-23, noting that the access point (here an eNB) may do the
grouping. The second group would necessarily include another (reads secondary) CC.
Tenny at FIG 3, Tenny provisional at App. A FIG 1, both noting two groups where a first

CC may belong to a first group and a second CC may belong to a second group.

[...]

cause the apparatus to transmit the random access preambile [...], through CC one or
motre CCs, each of the one or more CCs transmitting the random access preamble being
set as a delegate CC for a respective second UL timing group;

Tenny discloses that the UE performs a random access procedure through one
or more CCs. This may be a CC in the second group noted above as Tenny does this
for each timing group. Tenny at 958, 60, 71, and 82, Tenny provisional at FIG 3 and
137 as well as App. A at 1:2-3, 2:7-5, 5:31-33. The CC over which the process occurs is

designated for such (called a "candidate carrier" which reads "set as a delegate CC") to
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represent a timing group and is set for this purpose by selection component 306. Tenny
at §82, Tenny provisional at FIGS 3 and 4 and {936, 37, 39, 40, as well as App. A at
1:28-29. This delegate CC, being a member of the second group, may be the second
CC noted above as it is not distinguished by the claim from the claimed "delegate CC".
Tenny provisional at App. A 4:21-5:10. One of ordinary skill in the art would understand
that a random access procedure in Tenny would inherently comprise the UE

transmitting a random access preamble (RAP) thus over the relevant CC.

cause the apparatus to receive [...] a Timing Advanced(TA) value for the secondary CC
for the respective second UL timing group, wherein each TA value is transmitted from
the eNB for the respective second UL timing group based on the transmitted random
access preamble associated with the delegate CC of the respective second UL timing
group; and

Tenny discloses that the random access procedure includes the UE receiving a
TA value for the delegate CC i.e. the secondary CC. Tenny at €958, Tenny provisional

at FIG 3 and §936-40, and at App. A 1:9-32, 4:15-27, and 5:3-5.

cause the apparatus to apply each TA value to the secondary CC for the respective
second UL timing group.

Tenny dislcoses applying the TA value to the entire group to which the candidate
designated CC belongs, here being the second group, meaning also the secondary CC
(which may also be the designated CC). This is performed by a timing update
component. Tenny at 9940, 65, and 66, Tenny provisional at FIG 3 and §37 as well as
App. A at 4:15-17 and 5:3-5. As Tenny discloses the processor may cause the
apparatus to perform this function by way of a timing update component, similar to the
disclosure in the '954 Patent specification with respect to the analysis under §6 above,

this meets the claim.
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Tenny does not specify which CC the RRC is received over. Further, Tenny does
not disclose details of the random access procedure, namely that it includes receiving
information as to a random access preamble and transmitting it via a non-contention

method, or that the random access response is received over the primary CC.

TS836.300 discloses the wireless standard by which Tenny operated, namely
LTE-Advanced. Tenny at §3 and App. A 1:2-3, TS36.300 at 13 and 18-19. TS36.300
discloses details as to component carriers in such a system, including a UE connecting
to a plurality of component carriers similar to Tenny, where a RRC message comprising
information on further component carriers (again, such as taught by Tenny) is
provisioned to the UE over a single primary component carrier. TS36.300 at 57 and 72-
73. TS36.300 further discloses that, when random access procedures are followed in
such a system, information indicating a random access preambile is received by the UE
which is transmitted according to a non-contention scheme. /d. at 73-74. Lastly,
TS36.300 discloses that in such random access a random access response is received
responsive to the preamble transmitted by the UE over the primary CC. /d., noting the
specific statement that when carrier aggregation is configured, the random access

response step occurs over the PCell, which is defined on p. 57 as the primary CC.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Tenny so as to have the UE receive the RRC message
claimed over the primary component carrier as well as to receive information as to a
non-contention RA preamble and receive a RAR responsive thereto over the primary
CC. Tenny does not technically specify over which component carrier the UE receives

the RRC. TS36.300 specifies that such should occur over the primary CC in a system
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such as Tenny's. In determining the details of how to send the RRC message, one of
ordinary skill in the art would look to teachings like TS36.300, which specifically details
as to how RRC is provisioned in an LTE carrier aggregation system such as that of
Tenny by describing the industry standard, namely that it is sent over the PCell CC the
UE connects to first. Lastly, one of ordinary skill in the art would have seen such as an
example of merely combining one prior art element with another, both elements being
known in the art and performing the same function together as they do separately, the
only difference being a lack of direct combination of the steps into a single reference, by
known methods with the results being predictable. MPEP § 2143 I. A., citing KSR Int'l

Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007).
Further as to claim 9:

The UE of claim 6, further comprising:

the processor is configured to cause the apparatus to receive the TA value that is
calculated to adjust a UL transmission time for the second UL timing group in response
to the transmitted the random access preamble, together with the UL grant information
through the random access response from the eNB.

Tenny in view of TS36.300 discloses that the received TA value is calculated to
adjust an uplink (UL) transmission time for the second UL timing group in response to
the preamble as noted above, and TS36.300 discloses that it is received with UL grant
information in the RAR from the eNB. TS36.300 at 73 cited above in the rejection of

claim 1, noting specifically that the RAR includes UL Grant information.
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Claims 1, 4, 6, and 9 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over U.S. Pat. PGPUB 2011/0158116 A1 to Tenny et al. (“Tenny”) in view
of U.S. Pat. 9,426,765 B2 to Wang et al. (“Wang”) in view of U.S. Pat. PGPUB

2010/0118720 A1 to Gauvreau et al. (“*Gauvreau’).
As to claim 1,
Tenny discloses:

A communication method for a user equipment (UE) comprising:

receiving, at the UE, a Radio Resource Control (RRC) message through a [...] Component
Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing group,

Tenny discloses a UE in an LTE-Advanced system and method for operating
such. Tenny at FIGS 1 and 3 and at §93, 35, and 41-42, Tenny provisional at FIG 1 and
App. AFIG 1 and at §911 and 13. Tenny discloses that the UE may receive a RRC
message through a first component carrier which belongs to a first UL timing group.
Tenny at §70, Tenny provisional at App. A 5:3-10. Note Tenny states that the RRC
message is received over "particular carriers", which here means at least one of the
carriers. Carriers from the eNB may belong to a group 312 and other carriers belong to
another group 322, thus the carrier over which the RRC message is sent belongs to a
first group. Tenny at §57, Tenny provisional at §33 and at App A FIG 1 and 1:17-32 and
2:3-6, explaining how a mapping of indexes to timing groups may be established by

RRC signaling when the UE is configured.

the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;
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Tenny discloses that the RRC message may comprise information related to a
second timing group, as it comprises information related to all timing groups. Tenny at
957, Tenny provisional at §33 and at App A FIG 1 and 1:17-32 and 2:3-6, explaining
how a mapping of indexes to timing groups may be established by RRC signaling when
the UE is configured. These are set by an eNB. Tenny at §93-97, Tenny provisional at
34 and App. A at 4:21-23, noting that the access point (here an eNB) may do the
grouping. The second group would necessarily include another (reads secondary) CC.
Tenny at FIG 3, Tenny provisional at App. A FIG 1, both noting two groups where a first
CC may belong to a first group and a second CC may belong to a second group.

[...]

transmitting, at the UE, the random access preamble [...], through one or more CCs, each
of the one or more CCs transmitting the random access preamble being set as a delegate
CC for a respective second UL timing group;

Tenny discloses that the UE performs a random access procedure through one
or more CCs. This may be a CC in the second group noted above as Tenny does this
for each timing group. Tenny at §§58, 60, 71, and 82, Tenny provisional at FIG 3 and
137 as well as App. A at 1:2-3, 2:7-5, 5:31-33. The CC over which the process occurs is
designated for such (called a "candidate carrier" which reads "set as a delegate CC") to
represent a timing group and is set for this purpose by selection component 306. Tenny
at §82, Tenny provisional at FIGS 3 and 4 and {936, 37, 39, 40, as well as App. A at
1:28-29. This delegate CC, being a member of the second group, may be the second
CC noted above as it is not distinguished by the claim from the claimed "delegate CC".

Tenny provisional at App. A 4:21-5:10. One of ordinary skill in the art would understand
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that a random access procedure in Tenny would inherently comprise the UE

transmitting a random access preamble (RAP) thus over the relevant CC.

receiving, at the UE, [...] a Timing Advanced(TA) value for the secondary CC for the
respective second UL timing group, wherein each TA value is transmitted from the eNB
for the respective second UL timing group based on the transmitted random access
preamble associated with the delegate CC of the respective second UL timing group; and

Tenny discloses that the random access procedure includes the UE receiving a
TA value for the delegate CC i.e. the secondary CC. Tenny at €58, Tenny provisional

at FIG 3 and §936-40, and at App. A 1:9-32, 4:15-27, and 5:3-5.

applying each TA value to the secondary CC for the respective second UL timing group.
Tenny dislcoses applying the TA value to the entire group to which the candidate
designated CC belongs, here being the second group, meaning also the secondary CC
(which may also be the designated CC). This is performed by a timing update
component. Tenny at 9940, 65, and 66, Tenny provisional at FIG 3 and §37 as well as

App. A at 4:15-17 and 5:3-5.

Tenny does not specify which CC the RRC is received over. Further, Tenny does
not disclose details of the random access procedure, namely that it includes receiving
information as to a random access preamble and transmitting it via a non-contention

method, or that the random access response is received over the primary CC.

As to Random Access, Wang discloses an analogous art, namely a UE in a
communication network for communicating with a number of Base Stations through
component carriers which are established by RRC into timing groups. Wang provisional
at FIG 2 and at 3, 4, 31, and 36 (“...all proposals in this invention can be applied to any

number of CCs”), as well as at 54 and 59, noting that the RRC comprises information on
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CC#2 which belongs to another timing group, thus the information is “related” to the
group. Specifically, Wang discloses that the UE uses this information to perform a
random access procedure, namely by receiving information indicating a random access
preamble (RAP) and sending the preamble in a non-contention manner, over a CC in
the second timing group that represents the group. Wang provisional at 42. Lastly,
Wang discloses receiving a random access response (RAR) through the primary CC
responsive to the RAP transmitted over CC(s) of the second timing group for adjusting

timing. Wang provisional at 8, 9, 14, 17-20, 43, and 71.

As to the RRC message being received over the primary CC, Gauvreau
discloses a network including a UE as well as an eNB operating according to the
wireless standard by which Tenny operated, namely LTE-Advanced. Gauvreau at 13
and 11-13. Gauvreau further discloses that the UE and eNB communicate over
component carriers in the same manner as Tenny. Gauvreau at 15 and 21. Gauvreau
further discloses that, when a UE receives information on other CCs which may be
available, including group information, such is provisioned by way of an RRC message
over a primary component carrier, namely the component carrier to which the UE is
connected. /d. at §921-23. This information may identify CCs by Cell ID. /d. Given that
Tenny has established CCs common to a single Cell have the same TA, thus the Cell ID

reads a timing group identifier as claimed.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Tenny so as to have the UE receive the RRC message
claimed over the primary component carrier as well as to receive information as to a

non-contention RA preamble and receive a RAR responsive thereto over the primary
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CC as taught in Gauvreau and Wang, respectively. Tenny does not technically specify
over which component carrier the UE receives the RRC. Gauvreau specifies that such
should occur over the primary CC in a system such as Tenny's. In determining the
details of how to send the RRC message, one of ordinary skill in the art would look to
teachings like Gauvreau, which specifically details as to how RRC is provisioned in an
LTE carrier aggregation system such as that of Tenny by describing addition of CCs by
way of RRC, namely that the RRC is sent over the primary CC the UE connects to first.
Further, given that Tenny discloses random access, one of ordinary skill in the art would
have been led to teachings like Wang, which disclose details of the process over
multiple component carriers such as in Tenny; Wang specifies that RA is performed to
prevent signals in such a system from colliding, which would have motivated one of
ordinary skill in the art to add such a feature to Tenny. Lastly, one of ordinary skill in the
art would have seen such as an example of merely combining one prior art element with
another, both elements being known in the art and performing the same function
together as they do separately, the only difference being a lack of direct combination of
the steps into a single reference, by known methods with the results being predictable.
MPEP § 2143 I. A., citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82

USPQ2d 1385, 1395-97 (2007).
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Further as to claim 4:

The method of claim 1, further comprising:

receiving the TA value that is calculated to adjust a UL transmission time for the second
UL timing group in response to the transmitted the random access preamble, together
with UL grant information through the random access response from the eNB.

Tenny in view of Wang and Gauvreau discloses that the received TA value is
calculated to adjust an uplink (UL) transmission time for the second UL timing group in
response to the preamble as noted above, and Wang discloses that it is received with
UL grant information in the RAR from the eNB. Wang provisional at 71-73, noting

specifically that the RAR includes UL Grant information.

As to claim 6,
Tenny discloses:

A communication apparatus for a user equipment (UE) comprising:
Tenny discloses a UE in a communication network. Tenny at FIG 1 and €41,
Tenny provisional at FIG 1 and §13. Tenny discloses the UE contains an apparatus.

Tenny at FIG 2 and 9944 and 49-52, Tenny provisional at FIG 2 and 917 and 22-25.
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a memoty;
and a processor operably coupled to the memory;

Tenny discloses the UE apparatus includes a processor and memory coupled
thereto. Tenny at FIG 2 elements 270 and 272 and at §54, Tenny provisional at FIG 2

elements 270 and 272 and at {24 and 44-47, claims 10-18 and 28-36.

wherein the processor, when executing program instructions stored in the memory, is

configured to:

Tenny discloses that the process which follows is performed by the processor
when executing program instructions stored in the memory. Tenny at FIG 2 and at {54
and 120-122, Tenny provisional at FIG 2 elements 270 and 272 and at §924 and 44-47,
claims 10-18 and 28-36. As the UE of Tenny performs transmission and reception of
data via a simple transceiver, one of ordinary skill in the art would have understood that
the processor executing program instructions inherently controls the transceiver in order
to perform such transmission and reception, as noted above as to the interpretation of

the following functional claim limitations under § 112 6.

cause the apparatus to receive a Radio Resource Control (RRC) message through a[...]
Component Carrier (CC), wherein the [...] CC belongs to a first uplink (UL) timing group,

Tenny discloses a UE in an LTE-Advanced system and method for operating
such. Tenny at FIGS 1 and 3 and at {3, 35, and 41-42, Tenny provisional at FIG 1 and
App. AFIG 1 and at 9911 and 13. Tenny discloses that the UE may receive a RRC
message through a first component carrier which belongs to a first UL timing group.
Tenny at §70, Tenny provisional at App. A 5:3-10. Note Tenny states that the RRC
message is received over "particular carriers", which here means at least one of the

carriers. Carriers from the eNB may belong to a group 312 and other carriers belong to
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another group 322, thus the carrier over which the RRC message is sent belongs to a
first group. Tenny at §57, Tenny provisional at 33 and at App A FIG 1 and 1:17-32 and
2:3-6, explaining how a mapping of indexes to timing groups may be established by

RRC signaling when the UE is configured.

the RRC message comprises information related to a second UL timing group, which has
been set by an evolved Node B (eNB), the second UL timing group includes a secondary
CC;

Tenny discloses that the RRC message may comprise information related to a
second timing group, as it comprises information related to all timing groups. Tenny at
957, Tenny provisional at §33 and at App A FIG 1 and 1:17-32 and 2:3-6, explaining
how a mapping of indexes to timing groups may be established by RRC signaling when
the UE is configured. These are set by an eNB. Tenny at §93-97, Tenny provisional at
34 and App. A at 4:21-23, noting that the access point (here an eNB) may do the
grouping. The second group would necessarily include another (reads secondary) CC.
Tenny at FIG 3, Tenny provisional at App. A FIG 1, both noting two groups where a first

CC may belong to a first group and a second CC may belong to a second group.

[...]

cause the apparatus to transmit the random access preambile [...], through CC one or
motre CCs, each of the one or more CCs transmitting the random access preamble being
set as a delegate CC for a respective second UL timing group;

Tenny discloses that the UE performs a random access procedure through one
or more CCs. This may be a CC in the second group noted above as Tenny does this
for each timing group. Tenny at 958, 60, 71, and 82, Tenny provisional at FIG 3 and
137 as well as App. A at 1:2-3, 2:7-5, 5:31-33. The CC over which the process occurs is

designated for such (called a "candidate carrier" which reads "set as a delegate CC") to
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represent a timing group and is set for this purpose by selection component 306. Tenny
at §82, Tenny provisional at FIGS 3 and 4 and {936, 37, 39, 40, as well as App. A at
1:28-29. This delegate CC, being a member of the second group, may be the second
CC noted above as it is not distinguished by the claim from the claimed "delegate CC".
Tenny provisional at App. A 4:21-5:10. One of ordinary skill in the art would understand
that a random access procedure in Tenny would inherently comprise the UE

transmitting a random access preamble (RAP) thus over the relevant CC.

cause the apparatus to receive [...] a Timing Advanced(TA) value for the secondary CC
for the respective second UL timing group, wherein each TA value is transmitted from
the eNB for the respective second UL timing group based on the transmitted random
access preamble associated with the delegate CC of the respective second UL timing
group; and

Tenny discloses that the random access procedure includes the UE receiving a
TA value for the delegate CC i.e. the secondary CC. Tenny at €958, Tenny provisional

at FIG 3 and §936-40, and at App. A 1:9-32, 4:15-27, and 5:3-5.

cause the apparatus to apply each TA value to the secondary CC for the respective
second UL timing group.

Tenny dislcoses applying the TA value to the entire group to which the candidate
designated CC belongs, here being the second group, meaning also the secondary CC
(which may also be the designated CC). This is performed by a timing update
component. Tenny at 9940, 65, and 66, Tenny provisional at FIG 3 and §37 as well as
App. A at 4:15-17 and 5:3-5. As Tenny discloses the processor may cause the
apparatus to perform this function by way of a timing update component, similar to the
disclosure in the '954 Patent specification with respect to the analysis under §6 above,

this meets the claim.
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Tenny does not specify which CC the RRC is received over. Further, Tenny does
not disclose details of the random access procedure, namely that it includes receiving
information as to a random access preamble and transmitting it via a non-contention

method, or that the random access response is received over the primary CC.

As to Random Access, Wang discloses an analogous art, namely a UE in a
communication network for communicating with a number of Base Stations through
component carriers which are established by RRC into timing groups. Wang provisional
at FIG 2 and at 3, 4, 31, and 36 (“...all proposals in this invention can be applied to any
number of CCs”), as well as at 54 and 59, noting that the RRC comprises information on
CC#2 which belongs to another timing group, thus the information is “related” to the
group. Specifically, Wang discloses that the UE uses this information to perform a
random access procedure, namely by receiving information indicating a random access
preamble (RAP) and sending the preamble in a non-contention manner, over a CC in
the second timing group that represents the group. Wang provisional at 42. Lastly,
Wang discloses receiving a random access response (RAR) through the primary CC
responsive to the RAP transmitted over CC(s) of the second timing group for adjusting

timing. Wang provisional at 8, 9, 14, 17-20, 43, and 71.

As to the RRC message being received over the primary CC, Gauvreau
discloses a network including a UE as well as an eNB operating according to the
wireless standard by which Tenny operated, namely LTE-Advanced. Gauvreau at {43
and 11-13. Gauvreau further discloses that the UE and eNB communicate over
component carriers in the same manner as Tenny. Gauvreau at §§15 and 21. Gauvreau

further discloses that, when a UE receives information on other CCs which may be
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available, including group information, such is provisioned by way of an RRC message
over a primary component carrier, namely the component carrier to which the UE is
connected. /d. at §921-23. This information may identify CCs by Cell ID. /d. Given that
Tenny has established CCs common to a single Cell have the same TA, thus the Cell ID

reads a timing group identifier as claimed.

Given this teaching, it would have been obvious to one of ordinary skill in the art
to modify the invention of Tenny so as to have the UE receive the RRC message
claimed over the primary component carrier as well as to receive information as to a
non-contention RA preamble and receive a RAR responsive thereto over the primary
CC as taught in Gauvreau and Wang, respectively. Tenny does not technically specify
over which component carrier the UE receives the RRC. Gauvreau specifies that such
should occur over the primary CC in a system such as Tenny's. In determining the
details of how to send the RRC message, one of ordinary skill in the art would look to
teachings like Gauvreau, which specifically details as to how RRC is provisioned in an
LTE carrier aggregation system such as that of Tenny by describing addition of CCs by
way of RRC, namely that the RRC is sent over the primary CC the UE connects to first.
Further, given that Tenny discloses random access, one of ordinary skill in the art would
have been led to teachings like Wang, which disclose details of the process over
multiple component carriers such as in Tenny; Wang specifies that RA is performed to
prevent signals in such a system from colliding, which would have motivated one of
ordinary skill in the art to add such a feature to Tenny. Lastly, one of ordinary skill in the
art would have seen such as an example of merely combining one prior art element with

another, both elements being known in the art and performing the same function
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together as they do separately, the only difference being a lack of direct combination of
the steps into a single reference, by known methods with the results being predictable.
MPEP § 2143 I. A, citing KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82

USPQ2d 1385, 1395-97 (2007).
Further as to claim 9:

The UE of claim 6, further comprising:

the processor is configured to cause the apparatus to receive the TA value that is
calculated to adjust a UL transmission time for the second UL timing group in response
to the transmitted the random access preamble, together with the UL grant information
through the random access response from the eNB.

Tenny in view of Wang and Gauvreau discloses that the received TA value is
calculated to adjust an uplink (UL) transmission time for the second UL timing group in
response to the preamble as noted above, and Wang discloses that it is received with
UL grant information in the RAR from the eNB. Wang provisional at 71-73, noting

specifically that the RAR includes UL Grant information.
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VI. Response to Arquments

Patent Owner provides arguments in his response (“Remarks”).
A. Foreign Priority

As to the provisioning of foreign priority documents (Sec. 1 of Remarks at 2-3),
the Examiner appreciates Patent Owner’s providing of certified translations of KR 10-

2010-0027230, KR 2011-0008683, and KR 2010-0012564.

As noted above under Sec. IV of this Office action, MPEP § 216 requires that the
Examiner scrutinize the translations provided to make sure that they provide proper
support for both the specification and the claims at issue with respect to § 112, and if
the Examiner determines that the applicant is not entitled to the priority date, repeat the
rejection on the reference, stating the reasons why the applicant is not considered

entitled to the date.

As noted above, the instant independent claims 1 and 6 include the limitation
“transmitting, at the UE, the random access preamble according to a non-contention
selection, through one or more CCs, each of the one or more CCs transmitting the
random access preamble being set as a delegate CC for a respective second UL timing
group” (claim 1, representative, emphasis added; claim 6 is similar). Thus, the claim(s)
necessarily include and encompass the UE provisioning a single random access
preamble over multiple CCs each of which are assigned as a delegate CC for a second
TA group; that is, that a timing group such as Group 2 includes multiple delegate CCs

over which the RACH preamble is transmitted by the UE.
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Looking to the documents provided by Patent Owner, namely KR 10-2011-
0008683, KR 10-2010-0012564, and KR 10-2010-0027230, the Examiner is unable to
determine any support for this limitation in the documents provided for the reasons set
forth above, as the English translations provided disclose, at best, the UE receiving a
RACH preamble and transmitting it over one or more delegate CCs, each delegate CC
being a single delegate CC for a respective group, rather than multiple delegate CCs
being set for any one Group.

Again, while providing the English translation of the foreign priority documents,
Patent Owner does not provision any support for the limitations of the instant claims
within these documents in his Response.

Thus the Examiner finds Patent Owner’s provisioned documents insufficient for
antedating the references applied in this proceeding, including TS 36.300 discussed
below.

B. TS 36.300

As to the TS 36.300 reference (Sec. 2 of Remarks at 3-4), the Examiner finds

Patent Owner’s arguments not persuasive for the reasons set forth below.

Given that TS 36.300 is still considered a prior art reference because of the issue
of foreign priority set forth above, the issue of the publication date of the TS 36.300

reference is brought up by Patent Owner.

In the Request, Requester provided a declaration of Friedhelm Rodermund, Ex.
1011 (“Rodermund Declaration”), setting forth that the TS 36.300 reference had a
publication date prior to the earliest effective U.S. filing date of the claims, namely

February 10, 2011. The declaration sets forth evidence including timestamps showing
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that the document at issue was uploaded to the publicly-accessible 3GPP FTP server at
or around December 18, 2010. Rodermund Declaration at 11-12 and 43-52. The
Rodermund Declaration further sets forth evidence that the same document was
published in January 2011 (prior to the February 10, 2011 date of the claims) by ETSI.
Id. at 44. This evidence was sufficient to set forth the TS 36.300 document as a prior art
reference under §102(a), antedating the U.S. filing date of the claims, in the Order

granting reexamination and the subsequent non-final action.

Responsive to this, Patent Owner argues that the TS 36.300 document was not
available to the public as of the December, 2010 asserted in the Request, citing to the
declaration of Dr. Todor Cooklev (“Cooklev Declaration”). Remarks at 3, Cooklev

Declaration at 23-24.

Here the Examiner notes that Dr. Cooklev provides no evidence which
overcomes that presented in the Request which presumes a publication date of
December 2010 with regards to the TS 36.300 document. Rather, Dr. Cooklev appears
to merely provide skepticism of the date, stating that there is ‘insufficient evidence’ for it.
This argument is conclusory. Arguments presented by applicant cannot take the place
of evidence in the record. See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196
(Fed. Cir. 1984); In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965);

In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997).24

24 Patent Owner asserts in his Remarks his skepticism that the TS 36.300 document was ever even
published at all by ETSI. Remarks at 12 (“...the correct publication date is unclear and no earlier than
January 14, 2011, to the extent that it can be considered “published” (which Patent Owner disputes)”).
The Examiner considers this statement not persuasive on its face.
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Further, Dr. Cooklev notes that ETSI often publishes the same document weeks
after they are made public by 3GPP; this comports with the declaration provided in the
Request. Thus as Dr. Cooklev points out that the publication date of the document by
way of ETSI is January 14, 2011, and that ETSI often publishes LTE documents weeks
after 3GPP, his own statement implies that 3GPP likely uploaded and made public the

document several weeks before ETSI, i.e. in December of 2010.

Even assuming that the arguments set forth by Dr. Cooklev were more than
merely conclusory in comparison to the evidence proffered in the Request establishing
availability of the TS 36.300 document in December 2010, and were sufficient to
overcome said evidence, they would at best determine the publication date of the TS
36.300 document as January 14, 2011 (by way of ETSI), which still antedates the U.S.
filing date of the claims at issue, and the reference is still prior art under § 102(a). If the
‘664 and ‘230 Korean application foreign documents did in fact support the claims and
disclosure under § 112, then it would make no difference if the TS 36.300 document
was publicly available in December 2010 or January 2011, as neither publication date

would antedate those applications.
C. Tenny

As to the Tenny reference (Sec. 3 of Remarks at 4-5), the Examiner finds Patent

Owner’s arguments not persuasive for the reasons set forth below.

As noted in the non-final rejection as well as the Order granting reexamination,
Tenny is prior art under § 102(e) as having an application filing date of June 17, 2010,
which antedates the earliest U.S. filing date of the instant claims. Non-final rejection at

50. Further, as set forth by the Examiner in the non-final rejection as well as the Order
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granting reexamination, as Tenny has an earliest U.S. effective filing date of June 19,
2009 based on provisional application 61/218,769, such date antedates even the ‘954

Patent’s earliest claimed foreign priority date. Id., Order at 9.

Given that it is established above that the foreign priority documents provided do
not support the disclosure and claims of the ‘954 Patent under § 112 and thus the
earliest effective filing date of the instant claims is February 10, 2011, Tenny is prior art
as of the filing of its non-provisional application 12/818,064 on June 17, 2010 as that

date antedates the claims. Tenny at code (21) and code (22).

This aside, even assuming an earlier filing date for the claims at issue, Patent
Owner argues that the Examiner has not established that Tenny deserves the earlier

filing date accorded in the non-final action. The Examiner disagrees.

Patent Owner states that, in order for Tenny to be afforded the filing date of the
61/218,769 provisional application, two criteria must be met. First, at least one of the
claims in the publication must be supported by the written description of the provisional
application. Dynamic Drinkware, LLC, v. National Graphics, Inc., 800 F.3d 1375, 116
USPQ2d 1045 (Fed. Cir. 2015). Second, the provisional application must describe, in
compliance with § 112, first paragraph, the subject matter relied upon. Patent Owner

argues that the Examiner has done neither.

As to the first requirement, the Examiner clearly set forth that the Tenny
provisional application provided written description support of at least one claim of
Tenny under Dynamic Drinkware in the Order granting reexamination. Order at 9,
stating “[a]s demonstrated by Requestor, the 61/218,769 provisional Application Tenny

relies upon for this filing date supports at least one claim in the PGPUB under Dynamic
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Drinkware, LLC v. Nat’| Graphics, Inc., 800 F.3d 1375, 1381 (Fed. Cir. 2015). Request
at 10-11. Requester provides teachings in the provisional application corresponding in
general to teachings in claims 6 and 9 in Ex. 1012 of the Request.” Thus Patent

Owner’s arguments towards the first requirement are not persuasive.

As to the second requirement, the non-final rejection clearly sets forth the
portions of the Tenny provisional document which provide the same teachings as the
portions of Tenny, as for each portion of Tenny which are cited against the claims, the
corresponding parallel portion of the Tenny provisional document are cited as to the
same teaching. This is clearly sufficient to meet the second requirement of MPEP §
2136.03(lll), and Patent Owner’s arguments towards the second requirement are not

persuasive.
D. Claim Construction

As to Claim Construction (Sec. 4 of Remarks at 5-11), the Examiner finds Patent

Owner’s arguments not persuasive for the reasons set forth below.

Patent Owner’s arguments that the term “processor” imply structure do not
address the previous Office action. Remarks at 8-10. As noted above, the Examiner has
stated on the record that “processor” is a term which implies structure; however, it does
not do so in such a manner that one of ordinary skill in the art would understand it to be

sufficient structure for performing the claimed function(s).
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When a claim term lacks the word “means,” the presumption can be
overcome and § 112, para. 6 will apply if the challenger demonstrates that
the claim term [1] fails to “recite sufficiently definite structure” or else [2]
recites “function without reciting sufficient structure for performing that
function.” Watts [v. XL Sys., Inc.], 232 F.3d [877] at 880.

Williamson, 792 F.3d at 1349 (en banc)(emphasis added; bracketed numbering
added). See also Personalized Media Communications, LLC v. International Trade

Commission, 161 F. 3d 696, 704 (Fed. Cir. 1998)).

That is, the question here is not whether or not “processor” implies structure, it is
whether it implies a sufficient structure which one of ordinary skill in the art performs the
functions claimed. To be clear here, the Examiner is using the Federal Circuit's
definition of “sufficient structure.” See e.g., TriMed, Inc. v. Stryker Corp., 514 F.3d 1256,

1259-60 (Fed. Cir. 2008) (“Sufficient structure exists when the claim language

specifies the exact structure that performs the function in question without need to

resort to other portions of the specification or extrinsic evidence for an adequate

understanding of the structure.”) (emphasis added).

See also Egenera, Inc. v. Cisco Sys., Inc., 972 F.3d 1367 (Fed. Cir. 2020). In
Egenera, the Federal Circuit rejected patent owner’s argument towards the recited
limitation merely implying structure (i.e. the first prong of Williamson), and applied the
second prong to determine that the recited limitation invoked § 112 § 6. In particular, the
court addressed the claimed phrase “logic to modify” when the patent owner argued that
“logic” is structural because the “logic to modify’ is part of a supposedly structural
component.” Egenera, 972 F.3d at 1374. “On appeal, Egenera, pointing to its expert’s
explanation and dictionary definitions, argues that ‘logic’ is a common term of art

meaning software, firmware, circuitry, or [a] combination thereof.” Id. The Court
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disagreed with the patent owner since even if the patent owner's argument that
structure was implied was true, that alone is not the legal test the court is using to
determine if the presumption is overcome:
“The question is not whether a claim term recites any structure but whether it
recites sufficient structure—a claim term is subject to § 112(f) if it recites ‘function

without reciting sufficient structure for performing that function.” [Emphasis in

original.]’

Egenera, 972 F.3d at 1374 (quoting Williamson, 792 F.3d at 1348). See also XR
Commes., LLC v. Arris Solutions, Inc., 2022-1125, 2022-1141 (Fed. Cir. May 18, 2023),
as well as Fintiv, Inc. v. Paypal holdings, Inc., Appeal No. 2023-2312 (Fed. Cir. Apr. 30,

2025).

Patent Owner cites to the District Court case in the related ‘954 Patent litigation,
however the Examiner notes that there is no sufficient basis for the Office being bound
by the decision, which is not final as it is still under appeal, and is not a holding of
invalidity. MPEP § 2286 IV (“A non-final federal court decision concerning a patent
under reexamination shall have no binding effect on a reexamination proceeding”). See

also Ethicon v. Quigg, 849 F.2d 1422, 1428, 7 USPQ2d 1152, 1157 (Fed. Cir. 1988).

See also In re Trans Tex. Holdings Corp., 498 F.3d 1290, (Fed. Cir. 2007), where
a patent owner similarly argued that the USPTO is bound by earlier district court’s claim

interpretation:

In the course of the reexamination proceeding, Trans Texas urged that the PTO
was bound by a claim construction rendered in an earlier infringement

proceeding to which the PTO was not a party.

In re Trans Tex. Holdings, 498 F.3d at 1294.
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The court noted that:

Traditionally, issue preclusion, also known as collateral estoppel, applied only
where the same parties to an earlier proceeding were involved in later litigation
involving the same issue.... More modern decisions in some circumstances apply

issue preclusion even where the parties to the subsequent suit are not the same.

In re Trans Tex. Holdings, 498 F.3d at 1297 (citations omitted).

The court ultimately found that issue preclusion does not apply because the
USPTO was not a party to the earlier district court litigation:

The PTO as the party against whom the earlier decision is asserted thus must

have been accorded a “full and fair opportunity’ to litigate that issue in the earlier

case. However, the PTO was not even a party to the earlier district court litigation

and cannot be bound by its outcome. Trans Texas nevertheless argues that this

requirement should somehow be excused because the PTO proceedings were
ex parte. This argument simply makes no sense.

Id. (citations and quotations omitted).

The Examiner further notes that the authority cited in by the Court, as quoted by
Patent Owner, Linear Tech. Corp. v. Impala Linear Corp., 379 F.3d 1311, 1320 (Fed.
Cir. 2004), was superceded by Williamson above, under which the Examiner's analysis
is based. Specifically, as to Linear Tech, said decision is rooted in the first prong of
Williamson cited above. However, the Examiner’s analysis is instead based on the
second prong of Williamson. Patent Owner cites to numerous other District Court cases.
Remarks at 10. The Examiner notes that “[t]here is no categorical rule that ‘processor’ is
or is not structural, as the district court recognized.” WSOU Invs. LLC v. Google LLC,

No. 2022-1064, 9, 2023 BL 356135, at *5 (Fed. Cir. Oct. 6, 2023)(nonprecedential).
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Continuing, Patent Owner cites to Dyfan, LLC v. Target Corp., 28 F.4" 1360,
1366 (Fed. Cir. 2022) and Katz Interactive Call Processing Patent Litig. V. Am. Airlines
Inc., 639 F.3d 1303, 1316 (Fed. Cir. 2011), arguing that his interpretation of the
‘processor”’ claimed is consistent with these decisions. The Examiner notes here that
both Dyfan and Katz were based on the second prong of Williamson, which is the basis
of the Examiner’s analysis here. However, in both Dyfan and Kaiz the Court decided
that § 112 § 6 was not invoked by processor limitations because, in both cases, it was
determined that the functions claimed as performed by the processor device were so
generic that any off-the-shelf processor would already be programmed to perform them.
As the Court in Finitiv described Dyfan:

This court relied on the unrebutted testimony from the patent challenger's own

expert testifying that a POSA would have (1) understood the “code” /

“application” limitations “connote a class of structures” and (2) known the recited

claim functions could be implemented using “off-the-shelf” code or applications.
Id. at 1367-68.

Finitiv at 10, citing to and describing Dyfan.

In Dyfan the court concluded that the entire phrase (i.e., including the claimed
functions) was old and well known in the art. See Dyfan, 28 F.4th at 1368 noting that
the phrase did not invoke § 112 q| 6 “given the availability of off-the-shelf code to

perform the recited claim functions.” (emphasis added).

Similarly in Katz, the Court held that a standard microprocessor can serve as
sufficient structure for “functions [that] can be achieved by any general purpose
computer without special programming.” Katz, 639 F.3d at 1316. That is to say, the

Court in Katz found that the computer did not invoke §112 § 6 because the functions
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claimed were so generic that a general purpose computer need not “be specially
programmed to perform the recited function,” the functions being “coextensive” with a
microprocessor itself. Id. Patent Owner himself states that the decision in Kaiz was
based on the functions claimed being achievable without special programming.
Remarks at 10. However, the Examiner further notes that in Katz, other claim terms
involving conditionally coupling calls were indefinite because those functions required

special programming and no algorithm was disclosed. Kaiz, 639 F.3d at 1315.

If this is indeed Patent Owner’s assertion that Dyfan and Katz apply here, namely
that the functions performed by the processor claimed in claims 6 and 9 are those that a
pre-existing readily available general purpose processor is already known to perform
without any special programming, the Examiner is requesting that Patent Owner make
this fact explicit on the record, and the Examiner will reassess the application of §112 §

6 to the limitations at issue for those reasons.

E. Wang in view of TS 36.300

As to the first ground of rejection (Wang in view of TS 36.300, Sec. 5 of Remarks
at 12), the Examiner finds Patent Owner’s arguments not persuasive for the reasons set

forth below.

Patent Owner’s arguments towards the rejection of claims 1, 4, 6, and 9 as
obvious over Wang in view of TS 36.300 are based on his arguments above that TS
36.300 is not prior art based on the proffered foreign priority documents, which the

Examiner has found above to be insufficient to establish earlier invention.
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F. Wang in view of Gauvreau
As to the second ground of rejection (Wang in view of Gauvreau, Sec. 6 of
Remarks at 13-21), the Examiner finds Patent Owner’s arguments not persuasive for

the reasons set forth below.
Wang

First, Patent Owner’s statement that Wang discloses a contention based random
access procedure is misleading. Wang discloses a contention-based RA procedure in
order to connect to and time align with the primary component carrier CC#1, but then
subsequently obtains a preamble for non-contention based random access over the
other component carriers which the system informs the UE about. Remarks at 14, citing
Wang at 6:40-58. This comports with the claims, which only require random access with
respect to CCs in a second timing group, specifying that such is contention-free, as
taught by Wang. As further noted by Patent Owner, FIG 6 of Wang shows that CC#1
may decide to assign a dedicated RACH preamble to the UE for other CCs such as
CC#2 and CC#3. Remarks at 15. Patent Owner’s argument, citing Cooklev Declaration
at §91109-110, that this disclosure would not be sufficient to inform a person of ordinary
skill in the art that the subsequent random access is contention-free, is not persuasive.
First off, one of ordinary skill in the art at the time of the invention would clearly have
understood that a dedicated RACH preamble is assigned to a UE from the system for
contention-free random access. Secondly, Wang states that this is the case; Wang's
description of the same exact steps in FIG 5, namely CC#1 deciding to assign a
dedicated RACH preamble to the UE for subsequent RA over other CCs such as CC#2

and CC#3, is specifically disclosed as such, and thus one of ordinary skill in the art
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would have understood that the step in FIGS 6 and 7 is also contention-free random

access:

The network assigns the dedicated random access preambles for component carriers
cc#2 and cc#3 to the UE by a contention resolution message of the contention-based
random access procedure when determining to assign the dedicated random access
preambles for both. After the contention resolution message including the dedicated
random access preambles for the component carrier cc#2 and cc#3 is received, the UE
initiates a non-contention based random access procedure on the component carriers
cc#2 and cc#3.

Wang at 6:12-21, describing FIG 5. See also /d. at 30-34, further pointing out that

the assignment of a dedicated RACH preambile is for contention-free random access.

Continuing, Patent Owner argues that the embodiments of FIGS 6 do not
disclose receiving a RAR through a primary CC (here CC#1), and that the embodiments
of FIGS 7 do not disclose the UE transmitting a RAP over a delegate CC. Remarks at
15-18, citing Cooklev Declaration at §9111-115. However, as noted in the rejection, the
embodiments of FIG 6 disclose the UE transmitting a RAP over a delegate CC, and the
embodiments of FIG 7 disclose receiving a RAR through primary CC#1, and the
rejection is based on a combination of the embodiments; one cannot show
nonobviousness by attacking references individually where the rejections are based on
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986).

As to the combining of embodiments in the rejection, Patent Owner argues that
Wang provides insufficient motivation to combine the embodiments. Remarks at 18,
citing Cooklev Declaration at §9118-130. However, this argument is not persuasive as

obviousness may be established by combining or modifying the teachings of the prior
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art to produce the claimed invention where there is some teaching, suggestion, or
motivation to do so found either in the references themselves or in the knowledge
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5
USPQ2d 1596 (Fed. Cir. 1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir.
1992), and KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385
(2007). In this case, one of ordinary skill in the art would have seen such as an example
of merely a simple substitution of one step for another, both steps being taught in a
single prior art reference and thus known in the art, the only difference being a lack of
direct combination of the steps into a single embodiment, whereas further one of
ordinary skill in the art could have made such a substitution with the results being
predictable. MPEP § 2143 I. B., citing KSR, 550 U.S. 398, 415-421, 82 USPQ2d 1385,

1395-97.

Patent Owner’s arguments that one of ordinary skill in the art would not have
understood how to combine the features of FIGS 6 and 7 of Wang are not persuasive.
First off, "[a] person of ordinary skill in the art is also a person of ordinary creativity, not
an automaton." KSR, 550 U.S. 398, 421, 82 USPQ2d 1385, 1397. "[Ijln many cases a
person of ordinary skill will be able to fit the teachings of multiple patents together like
pieces of a puzzle." Id. at 420, 82 USPQ2d 1397. This is even more the case here, as
the teachings are in a single disclosure; the embodiments of FIGS 6 and FIGS 7 of
Wang are disclosed merely as alternate examples for the overall inventive process of
sending and receiving various signals over the component carriers shown in FIG 1
between the base stations and a UE. Wang at 6:1, 6:40, and 59 (“[i]n addition, take

some examples based on the process 40.”; “[flor the second example, please refer to
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FIG. 6.7; “[flor the third example, please refer to FIG. 7.7). Combining very similar
adjacent embodiments of a prior art reference, as in this case such that the RAP is
transmitted over a delegate CC as in FIG 6 and a RAR is received over a primary CC as
in FIG 7 would clearly have been obvious to one of ordinary skill in the art. Boston
Scientific Scimed, Inc. v. Cordis Corp., 554 F.3d 981, 982 (Fed. Cir. 2009)
(precedential) (“We agree with Cordis that one of ordinary skill in the art would have
been motivated to combine the embodiment in figure 3B of Wolff with the embodiment
in figure 4 of Wolff to arrive at a metal stent with two coating layers. Combining two
embodiments disclosed adjacent to each other in a prior art patent does not require a
leap of inventiveness.”) Further, Office personnel may also take into account "the
inferences and creative steps that a person of ordinary skill in the art would employ."

KSR, 550 U.S. at 418, 82 USPQ2d at 1396.
Gauvreau

Patent Owner’s arguments towards Gauvreau are primarily towards the assertion
that in combination, Wang in view of Gauvreau does not teach transmitting at the UE,
the random access preamble according to a non-contention selection through a CC set
as a delegate CC for a second UL timing group and receiving at the UE a RAR through
the primary CC, including a TA value for the secondary CC and the second UL timing
group. Remarks at 19-21, citing Cooklev Declaration at §9126-130. However, as set
forth above, Wang discloses these features. Thus Patent Owner's arguments are not

persuasive.

As noted in the rejection, the only part of the claim that is not taught by Wang or

obvious over its teachings is that that the RRC message is received over the primary
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CC, namely CC#1. Gauvreau discloses what is missing from Wang, in that Gauvreau
discloses a number of component carriers operating between a network and UE in the

same manner as Wang, wherein a RRC message is received over a primary CC.

G. Tenny in view of TS 36.300

As to the third ground of rejection (Tenny in view of TS 36.300, Sec. 7 of
Remarks at 21-22), the Examiner finds Patent Owner’s arguments not persuasive for

the reasons set forth below.

Patent Owner’s arguments towards the rejection of claims 1, 4, 6, and 9 as
obvious over Tenny in view of TS 36.300 are based on his arguments above that TS
36.300 is not prior art based on the proffered foreign priority documents, which the
Examiner has found above to be insufficient to establish earlier invention, and that
Tenny is not prior art based on its provisional application, which Examiner has found

above to be not persuasive.

H. Tenny in view of Wang and Gauvreau

As to the fourth ground of rejection (Tenny in view of Wang and Gauvreau, Sec.
8 of Remarks at 22-25), the Examiner finds Patent Owner’s arguments not persuasive

for the reasons set forth below.

Patent Owner’s initial arguments towards Tenny are based on the assertion that
Tenny does not qualify as prior art against the claims. Remarks at 22, citing Cooklewv

Declaration at §994-99. These arguments are found not persuasive above.
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Continuing, Patent Owner argues that the combination of Tenny in view of Wang
and Gauvreau does not teach the claims for similar reasons set forth as to Wang; the
Examiner notes in the rejection that Tenny does not provide details as to the RA
procedure, and that Wang provides such details in a way that shows them to be an
obvious addition to Tenny. Notably, Patent Owner’s arguments are similar to above in
that he asserts that Wang fails to teach transmitting at the UE a RAP in a non-
contention manner over a delegate CC and receiving a RAR over a primary CC.
However, this argument is found not persuasive above, as Wang discloses both of

these features in combination.

Patent Owner’s argument that Tenny only discloses contention-based random
access is further found not persuasive. Remarks at 23, citing Cooklev Declaration at
§9141-146. On the contrary, Tenny does not disclose details of his RA procedure
including selection of preambles, and thus one of ordinary skill in the art would not
assume any foreclosure of a non-contention based RA procedure in Tenny. Even
assuming that Tenny specifies a contention-based random access procedure, Wang
discloses that a contention-based procedure over a primary carrier is utilized alongside
a non-contention RA procedure over other CCs, which demonstrates that Patent
Owner’s (and Dr. Cooklev’s) assertion that one of ordinary skill in the art would not have
understood how the two could be used in a single system to be wholly incorrect. In fact,
at the time of the invention, the typical non-contention based RA procedure was like that
of Wang, namely in that a contention-based procedure occurred first, allowing the UE to
connect to and synchronize to a base station where it was subsequently assigned a

dedicated RACH preamble for later use.
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VIl. Conclusion

It is noted that Requester has only requested reexamination of claims 6 and 9 of
the ‘954 Patent. The Office’s determination in both the order for reexamination and the
examination stage of the reexamination under 35 U.S.C. 302 will generally be limited
solely to a review of the claim(s) for which reexamination was requested as well as any
claims determined by the Office (here, claims 1 and 4). If the Requester was interested
in having all of the claims reexamined, requester had the opportunity to include them in
its request for reexamination. However, if the Requester chose not to do so, those
claim(s) for which reexamination was not requested will generally not be reexamined by
the Office. It is further noted that 35 U.S.C. § 302 requires that "[t]he request must set
forth the pertinency and manner of applying cited prior art to every claim for which
reexamination is requested." If the Requester fails to apply the art to certain claims, then

the Requester is not statutorily entitled to reexamination of such claims.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these
proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and
not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that
reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)).
Extension of time in ex parte reexamination proceedings are provided for in 37 CFR

1.550(c).

After the filing of the request for ex parte reexamination, any letters sent to the
U.S. Patent and Trademark Office relating to the resulting ex parte reexamination

proceeding should identify the proceeding by the number of the patent undergoing
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reexamination, the reexamination request control number assigned, the art unit, and the

name of the Examiner.

All correspondence relating to this ex parte reexamination proceeding may be submitted

via:
Electronically: Registered users may submit via Patent Center
By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
By FAX to: (571) 273-9900
Central Reexamination Unit
By hand: Customer Service Window

Knox Building
501 Dulany Street
Alexandria, VA 22314

For Patent Center transmissions, 37 CFR 1.8(a)(1)(i)(C) and (ii) states that
correspondence (except for a request for reexamination and a corrected or replacement
request for reexamination) will be considered timely filed if (a) it is transmitted via the
Office's electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b) includes a
certificate of transmission for each piece of correspondence stating the date of

transmission, which is prior to the expiration of the set period of time in the Office action.

Any inquiry concerning this communication should be directed to Patent
Reexamination Specialist Charles Craver at (571) 272-7849. If the Examiner cannot be

reached, inquiry should be directed to Supervisory Patent Reexamination Specialist
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Andrew J. Fischer at (571) 272-6779. For general inquiries, please contact the Central

Reexamination Unit at telephone number (571) 272-7705.

Signed,

/CHARLES R CRAVER/
Reexamination Specialist, Art Unit 3992

Conferees:

/MATTHEW E HENEGHAN/
Primary Examiner, Art Unit 3992

/ANDREW J. FISCHER/
Supervisory Patent Reexamination Specialist, Art Unit 3992
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