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§ 132. Notice of rejection; reexamination

(a) kok ok

(b) The Director shall prescribe regulations to provide for the
continued examination of applications for patent at the request of
the applicant. The Director may establish appropriate fees for such
continued examination and shall provide a 50 percent reduction in

such fees for small entities that qualify for reduced fees under sec-
tion 41(h)(1) [of this title].

* * * * * & &

[§134. Appeal to the Board of Patent Appeals and Inter-
ferences]

§134. Appeal to the Patent Trial and Appeal Board

(a) PATENT APPLICANT.—An applicant for a patent, any of
whose claims has been twice rejected, may appeal from the decision
of the primary examiner to the [Board of Patent Appeals and
Interferences] Patent Trial and Appeal Board, having once paid
the fee for such appeal.

(b) PATENT OWNER.—A patent owner in [any reexamination
proceeding] a reexamination may appeal from the final rejection of
any claim by the a primary examiner to the [Board of Patent Ap-
peals and Interferencesl Patent Trial and Appeal Board, having
once paid the fee for such appeal.

[(c) THIRD-PARTY.—A third-party requester in an inter partes
proceeding may appeal to the Patent Trial and Appeal Board from
the final decision of the primary examiner favorable to the patent-
ability of any original or proposed amended or new claim of a pat-
ent, having once paid the fee for such appeal.]

[§135. Interferences

[(a) Whenever an application is made for a patent which, in
the opinion of the Director, would interfere with any pending appli-
cation, or with any unexpired patent, an interference may be de-
clared and the Director shall give notice of such declaration to the
applicants, or applicant and patentee, as the case may be. The
Board of Patent Appeals and Interferences shall determine ques-
tions of priority of the inventions and may determine questions of
patentability. Any final decision, if adverse to the claim of an appli-
cant, shall constitute the final refusal by the Patent and Trade-
mark Office of the claims involved, and the Director may issue a
patent to the applicant who is adjudged the prior inventor. A final
judgment adverse to a patentee from which no appeal or other re-
view has been or can be taken or had shall constitute cancellation
of the claims involved in the patent, and notice of such cancellation
shall be endorsed on copies of the patent distributed after such can-
cellation by the Patent and Trademark Office.

[(b)(1) A claim which is the same as, or for the same or sub-
stantially the same subject matter as, a claim of an issued patent
may not be made in any application unless such a claim is made
prior to one year from the date on which the patent was granted.

[(2) A claim which is the same as, or for the same or substan-
tially the same subject matter as, a claim of an application pub-
lished under section 122(b) of this title may be made in an applica-
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tion filed after the application is published only if the claim is
ina}llde21 before 1 year after the date on which the application is pub-
ished.

[(c) Any agreement or understanding between parties to an in-
terference, including any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of
the interference, shall be in writing and a true copy thereof filed
in the Patent and Trademark Office before the termination of the
interference as between the said parties to the agreement or under-
standing. If any party filing the same so requests, the copy shall
be kept separate from the file of the interference, and made avail-
able only to Government agencies on written request, or to any per-
son on a showing of good cause. Failure to file the copy of such
agreement or understanding shall render permanently unenforce-
able such agreement or understanding and any patent of such par-
ties involved in the interference or any patent subsequently issued
on any application of such parties so involved. The Director may,
however, on a showing of good cause for failure to file within the
time prescribed, permit the filing of the agreement or under-
standing during the six-month period subsequent to the termi-
nation of the interference as between the parties to the agreement
or understanding.The Director shall give notice to the parties or
their attorneys of record, a reasonable time prior to said termi-
nation, of the filing requirement of this section. If the Director
gives such notice at a later time, irrespective of the right to file
such agreement or understanding within the six-month period on
a showing of good cause, the parties may file such agreement or
understanding within sixty days of the receipt of such notice.Any
discretionary action of the Director under this subsection shall be
reviewable under section 10 of the Administrative Procedure Act.

[(d) Parties to a patent interference, within such time as may
be specified by the Director by regulation, may determine such con-
test or any aspect thereof by arbitration. Such arbitration shall be
governed by the provisions of title 9 to the extent such title is not
inconsistent with this section. The parties shall give notice of any
arbitration award to the Director, and such award shall, as be-
tween the parties to the arbitration, be dispositive of the issues to
which it relates. The arbitration award shall be unenforceable until
such notice is given. Nothing in this subsection shall preclude the
Director from determining patentability of the invention involved
in the interference.]

§ 135. Derivation proceedings

(a) INSTITUTION OF PROCEEDING.—An applicant for patent may
file a petition to institute a derivation proceeding in the Office. The
petition shall set forth with particularity the basis for finding that
an inventor named in an earlier application derived the claimed in-
vention from an inventor named in the petitioner’s application and,
without authorization, the earlier application claiming such inven-
tion was filed. Any such petition may be filed only within the I-year
period beginning on the date of the first publication of a claim to
an invention that is the same or substantially the same as the ear-
lier application’s claim to the invention, shall be made under oath,
and shall be supported by substantial evidence. Whenever the Direc-
tor determines that a petition filed under this subsection dem-
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onstrates that the standards for instituting a derivation proceeding
are met, the Director may institute a derivation proceeding. The de-
termination by the Director whether to institute a derivation pro-
ceeding shall be final and nonappealable.

(b) DETERMINATION BY PATENT TRIAL AND APPEAL BOARD.—In
a derivation proceeding instituted under subsection (a), the Patent
Trial and Appeal Board shall determine whether an inventor
named in the earlier application derived the claimed invention from
an inventor named in the petitioner’s application and, without au-
thorization, the earlier application claiming such invention was
filed. The Director shall prescribe regulations setting forth stand-
ards for the conduct of derivation proceedings.

(c) DEFERRAL OF DECISION.—The Patent Trial and Appeal
Board may defer action on a petition for a derivation proceeding
until the expiration of the 3-month period beginning on the date on
which the Director issues a patent that includes the claimed inven-
tion that is the subject of the petition. The Patent Trial and Appeal
Board also may defer action on a petition for a derivation pro-
ceeding, or stay the proceeding after it has been instituted, until the
termination of a proceeding under chapter 30, 31, or 32 involving
the patent of the earlier applicant.

(d) EFFECT OF FINAL DECISION.—The final decision of the Pat-
ent Trial and Appeal Board, if adverse to claims in an application
for patent, shall constitute the final refusal by the Office on those
claims. The final decision of the Patent Trial and Appeal Board, if
adverse to claims in a patent, shall, if no appeal or other review of
the decision has been or can be taken or had, constitute cancellation
of those claims, and notice of such cancellation shall be endorsed on
coples of the patent distributed after such cancellation.

(e) SETTLEMENT.—Parties to a proceeding instituted under sub-
section (a) may terminate the proceeding by filing a written state-
ment reflecting the agreement of the parties as to the correct inven-
tors of the claimed invention in dispute. Unless the Patent Trial and
Appeal Board finds the agreement to be inconsistent with the evi-
dence of record, if any, it shall take action consistent with the agree-
ment. Any written settlement or understanding of the parties shall
be filed with the Director. At the request of a party to the pro-
ceeding, the agreement or understanding shall be treated as busi-
ness confidential information, shall be kept separate from the file of
the involved patents or applications, and shall be made available
only to Government agencies on written request, or to any person on
a showing of good cause.

(f) ARBITRATION.—Parties to a proceeding instituted under sub-
section (a) may, within such time as may be specified by the Direc-
tor by regulation, determine such contest or any aspect thereof by
arbitration. Such arbitration shall be governed by the provisions of
title 9, to the extent such title is not inconsistent with this section.
The parties shall give notice of any arbitration award to the Direc-
tor, and such award shall, as between the parties to the arbitration,
be dispositive of the issues to which it relates. The arbitration
award shall be unenforceable until such notice is given. Nothing in
this subsection shall preclude the Director from determining the
patentability of the claimed inventions involved in the proceeding.

* * k * * * *

117



118

CHAPTER 13—REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONS

Sec.
141. Appeal to Court of Appeals for the Federal Circuit.

* * £ * * * *

[146. Civil action in case of interference.]
146. Civil action in case of derivation proceeding.

[§ 141. Appeal to Court of Appeals for the Federal Circuit

[An applicant dissatisfied with the decision in an appeal to the
Board of Patent Appeals and Interferences under section 134 of
this title may appeal the decision to the United States Court of Ap-
peals for the Federal Circuit. By filing such an appeal the applicant
waives his or her right to proceed under section 145 of this title.
A patent owner, or a third-party requester in an inter partes reex-
amination proceeding, who is in any reexamination proceeding dis-
satisfied with the final decision in an appeal to the Board of Patent
Appeals and Interferences under section 134 may appeal the deci-
sion only to the United States Court of Appeals for the Federal Cir-
cuit. A party to an interference dissatisfied with the decision of the
Board of Patent Appeals and Interferences on the interference may
appeal the decision to the United States Court of Appeals for the
Federal Circuit, but such appeal shall be dismissed if any adverse
party to such interference, within twenty days after the appellant
has filed notice of appeal in accordance with section 142 of this
title, files notice with the Director that the party elects to have all
further proceedings conducted as provided in section 146 of this
title. If the appellant does not, within thirty days after the filing
of such notice by the adverse party, file a civil action under section
146, the decision appealed from shall govern the further pro-
ceedings in the case.]

$141. Appeal to Court of Appeals for the Federal Circuit

(a) EXAMINATIONS.—An applicant who is dissatisfied with the
final decision in an appeal to the Patent Trial and Appeal Board
under section 134(a) may appeal the Board’s decision to the United
States Court of Appeals for the Federal Circuit. By filing such an
appeal, the applicant waives his or her right to proceed under sec-
tion 145.

(b) REEXAMINATIONS.—A patent owner who is dissatisfied with
the final decision in an appeal of a reexamination to the Patent
Trial and Appeal Board under section 134(b) may appeal the
Board’s decision only to the United States Court of Appeals for the
Federal Circuit.

(¢) POST-GRANT AND INTER PARTES REVIEWS.—A party to an
inter partes review or a post-grant review who is dissatisfied with
the final written decision of the Patent Trial and Appeal Board
under section 318(a) or 328(a) (as the case may be) may appeal the
Board’s decision only to the United States Court of Appeals for the
Federal Circuit.

(d) DERIVATION PROCEEDINGS.—A party to a derivation pro-
ceeding who is dissatisfied with the final decision of the Patent
Trial and Appeal Board in the proceeding may appeal the decision
to the United States Court of Appeals for the Federal Circuit, but
such appeal shall be dismissed if any adverse party to such deriva-
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tion proceeding, within 20 days after the appellant has filed notice
of appeal in accordance with section 142, files notice with the Direc-
tor that the party elects to have all further proceedings conducted
as provided in section 146. If the appellant does not, within 30 days
after the filing of such notice by the adverse party, file a civil action
under section 146, the Board’s decision shall govern the further pro-
ceedings in the case.

* * & * * * *

§ 143. Proceedings on appeal

With respect to an appeal described in section 142 [of this
titlel, the Director shall transmit to the United States Court of Ap-
peals for the Federal Circuit a certified list of the documents com-
prising the record in the Patent and Trademark Office. The court
may request that the Director forward the original or certified cop-
ies of such documents during pendency of the appeal. In an ex
parte case or any reexamination case, the Director shall submit to
the court in writing the grounds for the decision of the Patent and
Trademark Office, addressing all the issues involved in the appeal.
[The court shall, before hearing an appeal, give notice of the time
and place of the hearing to the Director and the parties in the ap-
peal. The court shall, before hearing an appeal, give notice of the
time and place of the hearing to the Director and the parties in the
appeall In an ex parte case, the Director shall submit to the court
in writing the grounds for the decision of the Patent and Trademark
Office, addressing all of the issues raised in the appeal. The Direc-
tor shall have the right to intervene in an appeal from a decision
entered by the Patent Trial and Appeal Board in a derivation pro-
ceeding under section 135 or in an inter partes or post-grant review
under chapter 31 or 32.

* * k k * * *k

§ 145. Civil action to obtain patent

An applicant dissatisfied with the decision of the [Board of
Patent Appeals and Interferences] Patent Trial and Appeal Board
in an appeal under section 134(a) [of this titlel may, unless ap-
peal has been taken to the United States Court of Appeals for the
Federal Circuit, have remedy by civil action against the Director in
the [United States District Court for the District of Columbial
United States District Court for the Eastern District of Virginia if
commenced within such time after such decision, not less than
sixty days, as the Director appoints. The court may adjudge that
such applicant is entitled to receive a patent for his invention, as
specified in any of his claims involved in the decision of the [Board
of Patent Appeals and Interferencesl Patent Trial and Appeal
Board, as the facts in the case may appear and such adjudication
shall authorize the Director to issue such patent on compliance
with the requirements of law. All the expenses of the proceedings
shall be paid by the applicant.
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[§ 146. Civil action in case of interferencel

§ 146. Civil action in case of derivation proceeding

Any party to [an interferencel a derivation proceeding dissat-
isfied with the decision of the [Board of Patent Appeals and Inter-
ferences] Patent Trial and Appeal Board on [the interference] the
derivation proceeding, may have remedy by civil action, if com-
menced within such time after such decision, not less than sixty
days, as the Director appoints or as provided in section 141 [of this
title], unless he has appealed to the United States Court of Ap-
peals for the Federal Circuit, and such appeal is pending or has
been decided. In such suits the record in the Patent and Trade-
mark Office shall be admitted on motion of either party upon the
terms and conditions as to costs, expenses, and the further cross-
examination of the witnesses as the court imposes, without preju-
dice to the right of the parties to take further testimony. The testi-
mony and exhibits of the record in the Patent and Trademark Of-
fice when admitted shall have the same effect as if originally taken
and produced in the suit.

Such suit may be instituted against the party in interest as
shown by the records of the Patent and Trademark Office at the
time of the decision complained of, but any party in interest may
become a party to the action. If there be adverse parties residing
in a plurality of districts not embraced within the same state, or
an adverse party residing in a foreign country, the [United States
District Court for the District of Columbial United States District
Court for the Eastern District of Virginia shall have jurisdiction
and may issue summons against the adverse parties directed to the
marshal of any district in which any adverse party resides. Sum-
mons against adverse parties residing in foreign countries may be
served by publication or otherwise as the court directs. The Direc-
tor shall not be a necessary party but he shall be notified of the
filing of the suit by the clerk of the court in which it is filed and
shall have the right to intervene. Judgment of the court in favor
of the right of an applicant to a patent shall authorize the Director
to issue such patent on the filing in the Patent and Trademark Of-
fice of a certified copy of the judgment and on compliance with the
requirements of law.

* * * * * & &

CHAPTER 14—ISSUE OF PATENT

Sec.
151. Issue of patent.

[157. Statutory invention registration. ]
% % # % % # #

§ 154. Contents and term of patent; provisional rights

(a) IN GENERAL.—

(2) TERM.—Subject to the payment of fees under this title,
such grant shall be for a term beginning on the date on which
the patent issues and ending 20 years from the date on which
the application for the patent was filed in the United States or,

120



121

if the application contains a specific reference to an earlier
filed application or applications under section 120, 121, or
365(c) [of this title]l, from the date on which the earliest such
application was filed.

(3) PRIORITY.—Priority under section 119, 365(a), or 365(b)
[of this title] shall not be taken into account in determining
the term of a patent.

* * k k * * *

(b) ADJUSTMENT OF PATENT TERM.—
(1) PATENT TERM GUARANTEES.—

(A) GUARANTEE OF PROMPT PATENT AND TRADEMARK
OFFICE RESPONSES.—Subject to the limitations under para-
graph (2), if the issue of an original patent is delayed due
to the failure of the Patent and Trademark Office to—

(1) provide at least one of the notifications under
section 132 [of this titlel or a notice of allowance
under section 151 [of this title] not later than 14
months after—

(I) the date on which an application was filed
under section 111(a) [of this titlel; or

(IT) the date on which an international appli-
cation fulfilled the requirements of section 371 [of
this title];

* * k k * * &

(iii) act on an application within 4 months after
the date of a decision by the [Board of Patent Appeals
and Interferencesl Patent Trial and Appeal Board
under section 134 or 135 or a decision by a Federal
court under section 141, 145, or 146 in a case in which
allowable claims remain in the application; or

* * k k * * &

the term of the patent shall be extended 1 day for each
day after the end of the period specified in clause (i), (ii),
(ii1), or (iv), as the case may be, until the action described
in such clause is taken.

(B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION
PENDENCY.—Subject to the limitations under paragraph
(2), if the issue of an original patent is delayed due to the
failure of the United States Patent and Trademark Office
to issue a patent within 3 years after the actual filing date
of the appliga&ion in the United States, not including—

(1) 8

(i1) any time consumed by a proceeding under sec-
tion 135(a), any time consumed by the imposition of an
order under section 181, or any time consumed by ap-
pellate review by the [Board of Patent Appeals and

Interferences] Patent Trial and Appeal Board or by a

Federal court; or

* * k * * * *

the term of the patent shall be extended 1 day for each
day after the end of that 3-year period until the patent is
issued.
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[(C) GUARANTEE OR ADJUSTMENTS FOR DELAYS DUE TO
INTERFERENCES, SECRECY ORDERS, AND APPEALS.—]

(C) GUARANTEE OF ADJUSTMENTS FOR DELAYS DUE TO
DERIVATION PROCEEDINGS, SECRECY ORDERS, AND AP-
PEALS.—Subject to the limitations under paragraph (2), if
the issue of*ag original patent is delayed due to—

@) *

* * k k * * *k

(iii) appellate review by the [Board of Patent Ap-
peals and Interferencesl Patent Trial and Appeal
Board or by a Federal court in a case in which the
patent was issued under a decision in the review re-
versing an adverse determination of patentability,

the term of the patent shall be extended 1 day for each
day of the pendency of the proceeding, order, or review, as
the case may be.

* * k k * * &

(4) APPEAL OF PATENT TERM ADJUSTMENT DETERMINA-
TION.—

(A) An applicant dissatisfied with a determination
made by the Director under paragraph (3) shall have rem-
edy by a civil action against the Director filed in the
[ United States District Court for the District of Columbial
United States District Court for the Eastern District of Vir-
ginia within 180 days after the grant of the patent. Chap-
ter 7 of title 5 shall apply to such action. Any final judg-
ment resulting in a change to the period of adjustment of
the patent term shall be served on the Director, and the
Director shall thereafter alter the term of the patent to re-
flect such change.

£ *k * * %k %k ES
(¢) CONTINUATION.—
(2) REMEDIES.—The remedies of sections 283, 284, and 285

Lof this title] shall not apply to acts which—

* k * *k * & &

(3) REMUNERATION.—The acts referred to in paragraph (2)
may be continued only upon the payment of an equitable remu-
neration to the patentee that is determined in an action
brought under chapter 28 and chapter 29 (other than those
provisions excluded by paragraph (2)) [of this titlel.

* k k k * * *

§ 155A. Patent term restoration

(a) Notwithstanding section 154 [of this title], the term of
each of the following patents shall be extended in accordance with
this section:

* * k k * * *
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§156. Extension of patent term
(a) k ok ok
% £ * & & * *

(d)(1) To obtain an extension of the term of a patent under this
section, the owner of record of the patent or its agent shall submit
an application to the Director. Except as provided in paragraph (5),
such an application may only be submitted within the sixty-day pe-
riod beginning on the date the product received permission under
the provision of law under which the applicable regulatory review
period occurred for commercial marketing or use. The application
shall contain—

* * k * * & &

For purposes of determining the date on which a product receives
permission under the second sentence of this paragraph, if such per-
mission is transmitted after 4:30 P.M., Eastern Time, on a business
day, or is transmitted on a day that is not a business day, the prod-
uct shall be deemed to receive such permission on the next business
day. For purposes of the preceding sentence, the term “business day”
means any Monday, Tuesday, Wednesday, Thursday, or Friday, ex-
cluding any legal holiday under section 6103 of title 5.

* * k * * * *

[§ 157. Statutory invention registration

[(a) Notwithstanding any other provision of this title, the Di-
rector is authorized to publish a statutory invention registration
containing the specification and drawings of a regularly filed appli-
cation for a patent without examination if the applicant—

[(1) meets the requirements of section 112 of this title;
[(2) has complied with the requirements for printing, as
set forth in regulations of the Director;
[(3) waives the right to receive a patent on the invention
within such period as may be prescribed by the Director; and
[(4) pays application, publication, and other processing
fees established by the Director.
If an interference is declared with respect to such an application,
a statutory invention registration may not be published unless the
issue of priority of invention is finally determined in favor of the
applicant.

[(b) The waiver under subsection (a)(3) of this section by an
applicant shall take effect upon publication of the statutory inven-
tion registration.

[(c) A statutory invention registration published pursuant to
this section shall have all of the attributes specified for patents in
this title except those specified in section 183 and sections 271
through 289 of this title. A statutory invention registration shall
not have any of the attributes specified for patents in any other
provision of law other than this title. A statutory invention reg-
istration published pursuant to this section shall give appropriate
notice to the public, pursuant to regulations which the Director
shall issue, of the preceding provisions of this subsection. The in-
vention with respect to which a statutory invention certificate is
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published is not a patented invention for purposes of section 292
of this title.

[(d) The Director shall report to the Congress annually on the
use of statutory invention registrations. Such report shall include
an assessment of the degree to which agencies of the Federal Gov-
ernment are making use of the statutory invention registration sys-
tem, the degree to which it aids the management of federally devel-
oped technology, and an assessment of the cost savings to the Fed-
eral Government of the use of such procedures.]

* * sk & & * *

CHAPTER 15—PLANT PATENTS

* * sk & & * *

§ 162. Description, claim

No plant patent shall be declared invalid for noncompliance
with section 112 [of this title] if the description is as complete as
is reasonably possible.

The claim in the specification shall be in formal terms to the
plant shown and described.

* * k k * * *k

CHAPTER 16—DESIGNS

* * k k * * &

§172. Right of priority

The right of priority provided for by subsections (a) through (d)
of section 119 [of this title and the time specified in section 102(d)]
shall be six months in the case of designs. The right of priority pro-
vided for by section 119(e) [of this title] shall not apply to designs.

* * * *k * * &

CHAPTER 17—SECRECY OF CERTAIN INVENTIONS AND
FILING APPLICATIONS IN FOREIGN COUNTRY

* * k k * * &

§182. Abandonment of invention for unauthorized disclo-
sure

The invention disclosed in an application for patent subject to
an order made pursuant to section 181 [of this title] may be held
abandoned upon its being established by the Commissioner of Pat-
ents that in violation of said order the invention has been pub-
lished or disclosed or that an application for a patent therefor has
been filed in a foreign country by the inventor, his successors, as-
signs, or legal representatives, or anyone in privity with him or
them, without the consent of the Commissioner of Patents. The
abandonment shall be held to have occurred as of the time of viola-
tion. The consent of the Commissioner of Patents shall not be given
without the concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to be issued. A
holding of abandonment shall constitute forfeiture by the applicant,
his successors, assigns, or legal representatives, or anyone in priv-
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ity with him or them, of all claims against the United States based
upon such invention.

§183. Right to compensation

An applicant, his successors, assigns, or legal representatives,
whose patent is withheld as herein provided, shall have the right,
beginning at the date the applicant is notified that, except for such
order, his application is otherwise in condition for allowance, or
February 1, 1952, whichever is later, and ending six years after a
patent is issued thereon, to apply to the head of any department
or agency who caused the order to be issued for compensation for
the damage caused by the order of secrecy and/or for the use of the
invention by the Government, resulting from his disclosure. The
right to compensation for use shall begin on the date of the first
use of the invention by the Government. The head of the depart-
ment or agency is authorized, upon the presentation of a claim, to
enter into an agreement with the applicant, his successors, assigns,
or legal representatives, in full settlement for the damage and/or
use. This settlement agreement shall be conclusive for all purposes
notwithstanding any other provision of law to the contrary. If full
settlement of the claim cannot be effected, the head of the depart-
ment or agency may award and pay to such applicant, his succes-
sors, assigns, or legal representatives, a sum not exceeding 75 per
centum of the sum which the head of the department or agency
considers just compensation for the damage and/or use. A claimant
may bring suit against the United States in the United States
Court of Federal Claims or in the District Court of the United
States for the district in which such claimant is a resident for an
amount which when added to the award shall constitute just com-
pensation for the damage and/or use of the invention by the Gov-
ernment. The owner of any patent issued upon an application that
was subject to a secrecy order issued pursuant to section 181 [of
this title], who did not apply for compensation as above provided,
shall have the right, after the date of issuance of such patent, to
bring suit in the United States Court of Federal Claims for just
compensation for the damage caused by reason of the order of se-
crecy and/or use by the Government of the invention resulting from
his disclosure. The right to compensation for use shall begin on the
date of the first use of the invention by the Government. In a suit
under the provisions of this section the United States may avail
itself of all defenses it may plead in an action under section 1498
of title 28. This section shall not confer a right of action on anyone
or his successors, assigns, or legal representatives who, while in
the full-time employment or service of the United States, discov-
ered, invented, or developed the invention on which the claim is

based.

§184. Filing of application in foreign country

(a) FILING IN FOREIGN COUNTRY.—Except when authorized by
a license obtained from the Commissioner of Patents a person shall
not file or cause or authorize to be filed in any foreign country prior
to six months after filing in the United States an application for
patent or for the registration of a utility model, industrial design,
or model in respect of an invention made in this country. A license
shall not be granted with respect to an invention subject to an
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order issued by the Commissioner of Patents pursuant to section
181 [of this title]l without the concurrence of the head of the de-
partments and the chief officers of the agencies who caused the
order to be issued. The license may be granted retroactively where
an application has been filed abroad through error [and without
deceptive intent] and the application does not disclose an inven-
tion within the scope of section 181 [of this titlel.

(b) APPLICATION.—The term “application” when used in this
chapter includes applications and any modifications, amendments,
or supplements thereto, or divisions thereof.

(¢) SUBSEQUENT MODIFICATIONS, AMENDMENTS, AND SUPPLE-
MENTS.—The scope of a license shall permit subsequent modifica-
tions, amendments, and supplements containing additional subject
matter if the application upon which the request for the license is
based is not, or was not, required to be made available for inspec-
tion under section 181 [of this title] and if such modifications,
amendments, and supplements do not change the general nature of
the invention in a manner which would require such application to
be made available for inspection under such section 181. In any
case in which a license is not, or was not, required in order to file
an application in any foreign country, such subsequent modifica-
tions, amendments, and supplements may be made, without a li-
cense, to the application filed in the foreign country if the United
States application was not required to be made available for inspec-
tion under section 181 and if such modifications, amendments, and
supplements do not, or did not, change the general nature of the
invention in a manner which would require the United States ap-
plication to have been made available for inspection under such
section 181.

§ 185. Patent barred for filing without license

Notwithstanding any other provisions of law any person, and
his successors, assigns, or legal representatives, shall not receive a
United States patent for an invention if that person, or his succes-
sors, assigns, or legal representatives shall, without procuring the
license prescribed in section 184 [of this title], have made, or con-
sented to or assisted another’s making, application in a foreign
country for a patent or for the registration of a utility model, indus-
trial design, or model in respect of the invention. A United States
patent issued to such person, his successors, assigns, or legal rep-
resentatives shall be invalid, unless the failure to procure such li-
cense was through error [and without deceptive intent], and the
patent does not disclose subject matter within the scope of section
181 [of this titlel.

§ 186. Penalty

Whoever, during the period or periods of time an invention has
been ordered to be kept secret and the grant of a patent thereon
withheld pursuant to section 181 [of this titlel, shall, with knowl-
edge of such order and without due authorization, willfully publish
or disclose or authorize or cause to be published or disclosed the
invention, or material information with respect thereto, or whoever
willfully, in violation of the provisions of section 184 [of this title],
shall file or cause or authorize to be filed in any foreign country
an application for patent or for the registration of a utility model,
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industrial design, or model in respect of any invention made in the
United States, shall, upon conviction, be fined not more than
$10,000 or imprisoned for not more than two years, or both.

* * k * * & *

CHAPTER 18—PATENT RIGHTS IN INVENTIONS MADE
WITH FEDERAL ASSISTANCE

* * k * * & &

§202. Disposition of rights
(a) k ok ok

(b)(1) * * *
£ % * & & * *

(3) If the contractor believes that a determination is contrary
to the policies and objectives of this chapter or constitutes an abuse
of discretion by the agency, the determination shall be subject to
[the section 203(b)]1 section 203(b).

(c) Each funding agreement with a small business firm or non-
profit organization shall contain appropriate provisions to effec-
tuate the following:

(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
contractor will retain title to a subject invention: Provided,
That in any case where [publication, on sale, or public use, has
initiated the one year statutory period in which valid patent
protection can still be obtained in the United States] the 1-year
period referred to in section 102(b) would end before the end of
that 2-year period, the period for election may be shortened by
the Federal agency to a date that is not more than sixty days
[prior to the end of the statutoryl before the end of that 1-year
period: And provided further, That the Federal Government
may receive title to any subject invention in which the con-
tractor does not elect to retain rights or fails to elect rights
within such times.

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to [any statutory bar
date that may occur under this title due to publication, on sale,
or public usel the expiration of the 1-year period referred to in
section 102(b), and shall thereafter file corresponding patent
applications in other countries in which it wishes to retain title
within reasonable times, and that the Federal Government
may receive title to any subject inventions in the United States
or other countries in which the contractor has not filed patent
applications on the subject invention within such times.

* * k k * * *k

(7) In the case of a nonprofit organization, (A) a prohibi-
tion upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency, ex-
cept where such assignment is made to an organization which
has as one of its primary functions the management of inven-
tions (provided that such assignee shall be subject to the same
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provisions as the contractor); (B) a requirement that the con-
tractor share royalties with the inventor; (C) except with re-
spect to a funding agreement for the operation of a Govern-
ment-owned-contractor-operated facility, a requirement that
the balance of any royalties or income earned by the contractor
with respect to subject inventions, after payment of expenses
(including payments to inventors) incidental to the administra-
tion of subject inventions, be utilized for the support of sci-
entific research or education; (D) a requirement that, [except
where it proves infeasible after a reasonable inquiry, in the li-
censing of subject inventions shall be given to small business
firms; and] except where it is determined to be infeasible fol-
lowing a reasonable inquiry, a preference in the licensing of
subject inventions shall be given to small business firms; and
(E) with respect to a funding agreement for the operation of a
Government-owned-contractor-operated facility, requirements
(i) that after payment of patenting costs, licensing costs, pay-
ments to inventors, and other expenses incidental to the ad-
ministration of subject inventions, 100 percent of the balance
of any royalties or income earned and retained by the con-
tractor during any fiscal year up to an amount equal to 5 per-
cent of the annual budget of the facility, shall be used by the
contractor for scientific research, development, and education
consistent with the research and development mission and ob-
jectives of the facility, including activities that increase the li-
censing potential of other inventions of the facility; provided
that if said balance exceeds 5 percent of the annual budget of
the facility, that [75] 15 percent of such excess shall be paid
to the Treasury of the United States and the remaining [25]
85 percent shall be used for the same purposes [as described
above in this clause (D);] described above in this clause; and
(i) that, to the extent it provides the most effective technology
transfer, the licensing of subject inventions shall be adminis-
tered by contractor employees on location at the facility.

* * * *k * * &

§207. Domestic and foreign protection of federally owned in-
ventions
(a) Each Federal agency is authorized to—

(2) grant nonexclusive, exclusive, or partially exclusive li-
censes under federally owned inventions, royalty-free or for
royalties or other consideration, and on such terms and condi-
tions, including the grant to the licensee of the right of enforce-
ment pursuant to the provisions of chapter 29 [of this title] as
determined appropriate in the public interest;

* * kS * * & &

§209. Licensing federally owned inventions
(a) kok ok

* * k * * * *
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(d) TERMS AND CONDITIONS.—Any licenses granted under sec-
tion 207(a)(2) shall contain such terms and conditions as the grant-
ing agency considers appropriate, and shall include provisions—

(1) retaining a [nontransferrablel nontransferable, irrev-
ocable, paid-up license for any Federal agency to practice the
invention or have the invention practiced throughout the world
by or on behalf of the Government of the United States;

* * k k * * *

§ 210. Precedence of chapter
(a) kok ok
* * * * S % *

(c) Nothing in this chapter is intended to limit the authority
of agencies to agree to the disposition of rights in inventions made
in the performance of work under funding agreements with persons
other than nonprofit organizations or small business firms in ac-
cordance with the Statement of Government Patent Policy issued
on February 18, 1983, agency regulations, or other applicable regu-
lations or to otherwise limit the authority of agencies to allow such
persons to retain ownership of inventions except that all funding
agreements, including those with other than small business firms
and nonprofit organizations, shall include the requirements estab-
lished in section 202(c)(4) and section 203 [of this title]. Any dis-
position of rights in inventions made in accordance with the State-
ment or implementing regulations, including any disposition occur-
ring before enactment of this section, are hereby authorized.

* * * S S * *
* * * % % * *

PART III—PATENTS AND PROTECTION OF

PATENT RIGHTS
Chap. Sec.
[31. Optional Inter Partes Reexamination of Patents ..........cccccceeeuviiennneenns 3111
31. Inter Partes Review 311
32. Post-Grant Review 321

CHAPTER 25—AMENDMENT AND CORRECTION OF
PATENTS

Sec.
251. Reissue of defective patents.

* ES * ES ES * ES
257. Supplemental examinations to consider, reconsider, or correct information.

§ 251. Reissue of defective patents

(a) IN GENERAL.—Whenever any patent is, through error
[without any deceptive intention], deemed wholly or partly inoper-
ative or invalid, by reason of a defective specification or drawing,
or by reason of the patentee claiming more or less than he had a
right to claim in the patent, the Director shall, on the surrender
of such patent and the payment of the fee required by law, reissue
the patent for the invention disclosed in the original patent, and
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in accordance with a new and amended application, for the unex-
pired part of the term of the original patent. No new matter shall
be introduced into the application for reissue.

(b) MULTIPLE REISSUED PATENTS.—The Director may issue
several reissued patents for distinct and separate parts of the thing
patented, upon demand of the applicant, and upon payment of the
required fee for a reissue for each of such reissued patents.

(¢) APPLICABILITY OF THIS TITLE.—The provisions of this title
relating to applications for patent shall be applicable to applica-
tions for reissue of a patent, except that application for reissue may
be made and sworn to by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of the
original patent or the application for the original patent was filed
by the assignee of the entire interest.

(d) REISSUE PATENT ENLARGING SCOPE OF CLAIMS.—No re-
issued patent shall be granted enlarging the scope of the claims of
the original patent unless applied for within two years from the
grant of the original patent.

* * k k * * *k

§ 253. Disclaimer

[Whenever, without any deceptive intention,] (a) IN GEN-
ERAL.—Whenever a claim of a patent is invalid the remaining
claims shall not thereby be rendered invalid. A patentee, whether
of the whole or any sectional interest therein, may, on payment of
the fee required by law, make disclaimer of any complete claim,
stating therein the extent of his interest in such patent. Such dis-
claimer shall be in writing, and recorded in the Patent and Trade-
mark Office; and it shall thereafter be considered as part of the
original patent to the extent of the interest possessed by the
disclaimant and by those claiming under him.

[In like manner]l (b) ADDITIONAL DISCLAIMER OR DEDICA-
TION.—In the manner set forth in subsection (a), any patentee or
applicant may disclaim or dedicate to the public the entire term,
or any terminal part of the term, of the patent granted or to be
granted.

* * * * * & &

§ 256. Correction of named inventor

(a) CORRECTION.—Whenever through error a person is named
in an issued patent as the inventor, or through error an inventor
is not named in an issued patent [and such error arose without
any deceptive intention on his partl, the Director may, on applica-
tion of all the parties and assignees, with proof of the facts and
such other requirements as may be imposed, issued a certificate
correcting such error.

(b) PATENT VALID IF ERROR CORRECTED.—The error of omitting
inventors or naming persons who are not inventors shall not invali-
date the patent in which such error occurred if it can be corrected
as provided in this section. The court before which such matter is
called in question may order correction of the patent on notice and
hearing of all parties concerned and the Director shall issue a cer-
tificate accordingly.
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$257. Supplemental examinations to consider, reconsider, or
correct information

(a) REQUEST FOR SUPPLEMENTAL EXAMINATION.—A patent
owner may request supplemental examination of a patent in the Of-
fice to consider, reconsider, or correct information believed to be rel-
evant to the patent, in accordance with such requirements as the Di-
rector may establish. Within 3 months after the date a request for
supplemental examination meeting the requirements of this section
is received, the Director shall conduct the supplemental examination
and shall conclude such examination by issuing a certificate indi-
cating whether the information presented in the request raises a
substantial new question of patentability.

(b) REEXAMINATION ORDERED.—If the certificate issued under
subsection (a) indicates that a substantial new question of patent-
ability is raised by 1 or more items of information in the request,
the Director shall order reexamination of the patent. The reexamina-
tion shall be conducted according to procedures established by chap-
ter 30, except that the patent owner shall not have the right to file
a statement pursuant to section 304. During the reexamination, the
Director shall address each substantial new question of patent-
ability identified during the supplemental examination, notwith-
standing the limitations in chapter 30 relating to patents and print-
ed publication or any other provision of such chapter.

(c) EFFECT.—

(1) IN GENERAL.—A patent shall not be held unenforceable
on the basis of conduct relating to information that had not
been considered, was inadequately considered, or was incorrect
in a prior examination of the patent if the information was con-
sidered, reconsidered, or corrected during a supplemental exam-
ination of the patent. The making of a request under subsection
(a), or the absence thereof, shall not be relevant to enforceability
of the patent under section 282.

(2) EXCEPTIONS.—

(A) PRIOR ALLEGATIONS.—Paragraph (1) shall not
apply to an allegation pled with particularity in a civil ac-
tion, or set forth with particularity in a notice received by
the patent owner under section 505(j)(2)(B)(iv)(II) of the
Federal Food, Drug, and Cosmetic Act (21 U.S.C.
355(7)2)(B)(iv)(Il)), before the date of a supplemental exam-
ination request under subsection (a) to consider, reconsider,
or correct information forming the basis for the allegation.

(B) PATENT ENFORCEMENT ACTIONS.—In an action
brought under section 337(a) of the Tariff Act of 1930 (19
U.S.C. 1337(a)), or section 281 of this title, paragraph (1)
shall not apply to any defense raised in the action that is
based upon information that was considered, reconsidered,
or corrected pursuant to a supplemental examination re-
quest under subsection (a), unless the supplemental exam-
tnation, and any reexamination ordered pursuant to the re-
quest, are concluded before the date on which the action is
brought.

(C) FRAUD.—No supplemental examination may be
commenced by the Director on, and any pending supple-
mental examination shall be immediately terminated re-
garding, an application or patent in connection with which
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fraud on the Office was practiced or attempted. If the Di-
rector determines that such a fraud on the Office was prac-
ticed or attempted, the Director shall also refer the matter
to the Attorney General for such action as the Attorney Gen-
eral may deem appropriate.

(d) FEES AND REGULATIONS.—

(1) FEES.—The Director shall, by regulation, establish fees
for the submission of a request for supplemental examination of
a patent, and to consider each item of information submitted in
the request. If reexamination is ordered under subsection (b),
fees established and applicable to ex parte reexamination pro-
ceedings under chapter 30 shall be paid, in addition to fees ap-
plicable to supplemental examination.

(2) REGULATIONS.—The Director shall issue regulations
governing the form, content, and other requirements of requests
for supplemental examination, and establishing procedures for
reviewing information submitted in such requests.

(e) RULE OF CONSTRUCTION.—Nothing in this section shall be
construed—

(1) to preclude the imposition of sanctions based upon
criminal or antitrust laws (including section 1001(a) of title 18,
the first section of the Clayton Act, and section 5 of the Federal
Trade Commission Act to the extent that section relates to un-
fair methods of competition);

(2) to limit the authority of the Director to investigate issues
of possible misconduct and impose sanctions for misconduct in
connection with matters or proceedings before the Office; or

(3) to limit the authority of the Director to issue regulations
under chapter 3 relating to sanctions for misconduct by rep-
resentatives practicing before the Office.

* *k kS *k * & &

CHAPTER 27—GOVERNMENT INTERESTS IN PATENTS

§267. Time for taking action in Government applications

Notwithstanding the provisions of sections 133 and 151 [of this
title], the Director may extend the time for taking any action to
three years, when an application has become the property of the
United States and the head of the appropriate department or agen-
cy of the Government has certified to the Director that the inven-
tion disclosed therein is important to the armament or defense of
the United States.

CHAPTER 28—INFRINGEMENT OF PATENTS

* * k k * * *

§273. Defense to infringement based on earlier inventor

(a) DEFINITIONS.—For purposes of this section—

(1) the terms “commercially used” and “commercial use”
mean [use of a method in] use of the subject matter of a patent
in the United States, so long as such use is in connection with
an internal commercial use or an actual arm’s-length sale or
other arm’s-length commercial transfer of a useful end result,
whether or not the subject matter at issue is accessible to or
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otherwise known to the public, except that the subject matter
for which commercial marketing or use is subject to a premar-
keting regulatory review period during which the safety or effi-
cacy of the subject matter is established, including any period
specified in section 156(g), shall be deemed “commercially
used” and in “commercial use” during such regulatory review
period; and

(2) in the case of activities performed by a nonprofit re-
search laboratory, or nonprofit entity such as a university, re-
search center, or hospital, a use for which the public is the in-
tended beneficiary shall be considered to be a use described in
paragraph (1), except that the use—

(A) * * *

(B) may not be asserted as a defense with respect to
any subsequent commercialization or use outside such lab-
oratory or nonprofit entity[;].

[(3) the term “method” means a method of doing or con-
ducting business; and

[(4) the “effective filing date” of a patent is the earlier of
the actual filing date of the application for the patent or the
filing date of any earlier United States, foreign, or inter-
national application to which the subject matter at issue is en-
titled under section 119, 120, or 365 of this title.]

(b) DEFENSE TO INFRINGEMENT.—

(1) IN GENERAL.—It shall be a defense to an action for in-
fringement under section 271 [of this title]l with respect to
any subject matter that would otherwise infringe one or more
claims [for a method] in the patent being asserted against a
person, if such person had, acting in good faith, actually re-
duced the subject matter to practice [at least 1 year before the
effective filing date of such patent, and commercially used the
subject matter before the effective filing date of such patent.]
and commercially used the subject matter at least 1 year before
the effective filing date of the claimed invention that is the sub-
Ject matter of the patent.

(2) EXHAUSTION OF RIGHT.—The sale or other disposition of
a useful end product produced by a [patented methodl pai-
ented process, by a person entitled to assert a defense under
this section with respect to that useful end result shall exhaust
the patent owner’s rights under the patent to the extent such
rights would have been exhausted had such sale or other dis-
position been made by the patent owner.

(3) LIMITATIONS AND QUALIFICATIONS OF DEFENSE.—The
iiefense to infringement under this section is subject to the fol-

owing:

[(A) PATENT.—A person may not assert the defense
under this section unless the invention for which the de-
fense is asserted is for a method.

[(B) DERIVATION.—A person may not assert the de-
fense under this section if the subject matter on which the
defense is based was derived from the patentee or persons
in privity with the patentee.]

(A) DERIVATION AND PRIOR DISCLOSURE TO THE PUB-
LIC.—fA person may not assert the defense under this sec-
tion if—
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(i) the subject matter on which the defense is based
was derived from the patentee or persons in privity
with the patentee; or

(ii) the claimed invention that is the subject of the
defense was disclosed to the public in a manner that
qualified for the exception from the prior art under sec-
tion 102(b) and the commercialization date relied upon
under paragraph (1) of this subsection for establishing
entitlement to the defense is less than 1 year before the
date of such disclosure to the public;

[(C)] (B) NOT A GENERAL LICENSE.—The defense as-
serted by a person under this section is not a general li-
cense under all claims of the patent at issue, but extends
only to the specific subject matter claimed in the patent
with respect to which the person can assert a defense
under this chapter, except that the defense shall also ex-
tend to variations in the quantity or volume of use of the
claimed subject matter, and to improvements in the
claimed subject matter that do not infringe additional spe-
cifically claimed subject matter of the patent.

(C) FUNDING.—

(i) DEFENSE NOT AVAILABLE IN CERTAIN CASES.—A
person may not assert the defense under this section if
the subject matter of the patent on which the defense
is based was developed pursuant to a funding agree-
ment under chapter 18 or by a nonprofit institution of
higher education, or a technology transfer organization
affiliated with such an institution, that did not receive
funding from a private business enterprise in support
of that development.

(ii) DEFINITIONS.—In this subparagraph—

(I) the term “institution of higher education”

has the meaning given that term in section 101(a)

of the Higher Education Act of 1965 (20 U.S.C.

1001(a)); and

(ID) the term “technology transfer organization”
means an organization the primary purpose of
which is to facilitate the commercialization of tech-
nologies developed by one or more institutions of
higher education.

* * k k * * *k

[(6) PERSONAL DEFENSE.—The defense under this section
may be asserted only by the person who performed the acts
necessary to establish the defense and, except for any transfer
to the patent owner, the right to assert the defense shall not
be licensed or assigned or transferred to another person except
as an ancillary and subordinate part of a good faith assign-
ment or transfer for other reasons of the entire enterprise or
line of business to which the defense relates.]

(6) PERSONAL DEFENSE.—

(A) IN GENERAL.—The defense under this section may
be asserted only by the person who performed or caused the
performance of the acts necessary to establish the defense,
as well as any other entity that controls, is controlled by,
or is under common control with such person, and, except

134



135

for any transfer to the patent owner, the right to assert the
defense shall not be licensed or assigned or transferred to
another person except as an ancillary and subordinate part
of a good faith assignment or transfer for other reasons of
thle entire enterprise or line of business to which the defense
relates.

(B) EXCEPTION.—Notwithstanding subparagraph (A),
any person may, on the person’s own behalf, assert a de-
fense based on the exhaustion of rights provided under
paragraph (2), including any necessary elements thereof.

* k k k * * *

(8) UNSUCCESSFUL ASSERTION OF DEFENSE.—If the defense
under this section is pleaded by a person who is found to in-
fringe the patent and who subsequently fails to demonstrate a
reasonable basis for asserting the defense, the court shall find
the case exceptional for the purpose of awarding attorney fees
under section 285 [of this title].

(9) INVALIDITY.—A patent shall not be deemed to be in-
valid under section 102 or 103 [of this title] solely because a
defense is raised or established under this section.

CHAPTER 29—REMEDIES FOR INFRINGEMENT OF
PATENT, AND OTHER ACTIONS

Sec.

281. Remedy for infringement of patent.
[291. Interfering patents.]

291. Derived patents.

298. Advice of counsel.

299. Joinder of parties.

* * k * * * *

§282. Presumption of validity; defenses

(a) IN GENERAL.—A patent shall be presumed valid. Each
claim of a patent (whether in independent, dependent, or multiple
dependent form) shall be presumed valid independently of the va-
lidity of other claims; dependent or multiple dependent claims shall
be presumed valid even though dependent upon an invalid claim.
[Notwithstanding the preceding sentence, if a claim to a composi-
tion of matter is held invalid and that claim was the basis of a de-
termination of nonobviousness under section 103(b)(1), the process
shall no longer be considered nonobvious solely on the basis of sec-
tion 103(b)(1).] The burden of establishing invalidity of a patent or
any claim thereof shall rest on the party asserting such invalidity.

(b) DEFENSES.—The following shall be defenses in any action
involving the validity or infringement of a patent and shall be
pleaded:

(1) Noninfringement, absence of liability for infringement
or [unenforceability,] unenforceability.

(2) Invalidity of the patent or any claim in suit on any
ground specified in part II [of this title]l as a condition for

[ patentability,] patentability.

135



136

[(3) Invalidity of the patent or any claim in suit for failure
to 1coinply with any requirement of sections 112 or 251 of this
title,

(3) Invalidity of the patent or any claim in suit for failure
to comply with—

(A) any requirement of section 112, except that the fail-
ure to disclose the best mode shall not be a basis on which
any claim of a patent may be canceled or held invalid or
otherwise unenforceable; or

(B) any requirement of section 251.

(4) Any other fact or act made a defense by this title.

[In actions involving the validity or infringement of a patent]

(¢) NOTICE OF ACTIONS; ACTIONS DURING EXTENSION OF PATENT
TERM.—In an action involving the validity or infringement of pat-
ent, the party asserting infringement shall identify, in the pleadings
or otherwise in writing to the adverse party, all of its real parties
in interest, and the party asserting invalidity or noninfringement
shall give notice in the pleadings or otherwise in writing to the ad-
verse party at least thirty days before the trial, of the country,
number, date, and name of the patentee of any patent, the title,
date, and page numbers of any publication to be relied upon as an-
ticipation of the patent in suit or, except in actions in the United
States [Claims Court] Court of Federal Claims, as showing the
state of the art, and the name and address of any person who may
be relied upon as the prior inventor or as having prior knowledge
of or as having previously used or offered for sale the invention of
the patent in suit. In the absence of such notice proof of the said
matters may not be made at the trial except on such terms as the
court requires. Invalidity of the extension of a patent term or any
portion thereof under section 154(b) or 156 [of this title] because
of the material failure—

* * kS * * * &

§284. Damages

Upon finding for the claimant the court shall award the claim-
ant damages adequate to compensate for the infringement, but in
no event less than a reasonable royalty for the use made of the in-
vention by the infringer, together with interest and costs as fixed
by the court.

When the damages are not found by a jury, the court shall as-
sess them. In either event the court may increase the damages up
to three times the amount found or assessed. Increased damages
under this paragraph shall not apply to provisional rights under
section 154(d) [of this title].

The court may receive expert testimony as an aid to the deter-
mination of damages or of what royalty would be reasonable under
the circumstances.

* * k * * & &

§287. Limitation on damages and other remedies; marking
and notice

(a) Patentees, and persons making, offering for sale, or selling
within the United States any patented article for or under them,
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or importing any patented article into the United States, may give
notice to the public that the same is patented, either by fixing
thereon the word “patent” or the abbreviation “pat.”, together with
the number of the patent, Lor when,] or by fixing thereon the word
“patent” or the abbreviation “pat.” together with an address of a
posting on the Internet, accessible to the public without charge for
accessing the address, that associates the patented article with the
number of the patent, or when, from the character of the article,
this can not be done, by fixing to it, or to the package wherein one
or more of them is contained, a label containing a like notice. In
the event of failure so to mark, no damages shall be recovered by
the patentee in any action for infringement, except on proof that
the infringer was notified of the infringement and continued to in-
fringe thereafter, in which event damages may be recovered only
for infringement occurring after such notice. Filing of an action for
infringement shall constitute such notice.

(b)(1) * * *

(2) No remedies for infringement under section 271(g) [of this
title] shall be available with respect to any product in the posses-
sion of, or in transit to, the person subject to liability under such
section before that person had notice of infringement with respect
to that product. The person subject to liability shall bear the bur-
den of proving any such possession or transit.

* * * *k * * &

(c)(1) With respect to a medical practitioner’s performance of a
medical activity that constitutes an infringement under section 271
(a) or (b) [of this title], the provisions of sections 281, 283, 284,
and 285 [of this title] shall not apply against the medical practi-
tioner or against a related health care entity with respect to such
medical activity.

(2) For the purposes of this subsection:

* * * * S * *
(G) the term “State” shall mean [any statel any State or

territory of the United States, the District of Columbia, and
the Commonwealth of Puerto Rico.

* * * * * & &

(4) This subsection shall not apply to any patent issued based
on an application [the earliest effective filing date of which is prior
tol which has an effective filing date before September 30, 1996.

§288. Action for infringement of a patent containing an in-
valid claim

Wheneverl, without deceptive intention,] a claim of a patent
is invalid, an action may be maintained for the infringement of a
claim of the patent which may be valid. The patentee shall recover
no costs unless a disclaimer of the invalid claim has been entered
at the Patent and Trademark Office before the commencement of
the suit.

* * k * * * *
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[§ 291. Interfering patents

[The owner of an interfering patent may have relief against
the owner of another by civil action, and the court may adjudge the
question of the validity of any of the interfering patents, in whole
or in part. The provisions of the second paragraph of section 146
of this title shall apply to actions brought under this section.]

$291. Derived Patents

(a) IN GENERAL.—The owner of a patent may have relief by civil
action against the owner of another patent that claims the same in-
vention and has an earlier effective filing date, if the invention
claimed in such other patent was derived from the inventor of the
invention claimed in the patent owned by the person seeking relief
under this section.

(b) FILING LIMITATION.—An action under this section may be
filed only before the end of the 1-year period beginning on the date
of the issuance of the first patent containing a claim to the allegedly
derived invention and naming an individual alleged to have derived
such invention as the inventor or joint inventor.

§292. False marking

(a) Whoever, without the consent of the patentee, marks upon,
or affixes to, or uses in advertising in connection with anything
made, used, offered for sale, or sold by such person within the
United States, or imported by the person into the United States,
the name or any imitation of the name of the patentee, the patent
number, or the words “patent,” “patentee,” or the like, with the in-
tent of counterfeiting or imitating the mark of the patentee, or of
deceiving the public and inducing them to believe that the thing
was made, offered for sale, sold, or imported into the United States
by or with the consent of the patentee; or

Whoever marks upon, or affixes to, or uses in advertising in
connection with any unpatented article, the word “patent” or any
word or number importing that the same is patented for the pur-
pose of deceiving the public; or

Whoever marks upon, or affixes to, or uses in advertising in
connection with any article, the words “patent applied for,” “patent
pending,” or any word importing that an application for patent has
been made, when no application for patent has been made, or if
made, is not pending, for the purpose of deceiving the public—

Shall be fined not more than $500 for every such offense. Only
the United States may sue for the penalty authorized by this sub-
section.

[(b) Any person may sue for the penalty, in which event one-
half shall go to the person suing and the other to the use of the
United States.]

(b) A person who has suffered a competitive injury as a result
of a violation of this section may file a civil action in a district court
of the United States for recovery of damages adequate to compensate
for the injury.

(¢) Whoever engages in an activity under subsection (a) for
which liability would otherwise be imposed shall not be liable for
such activity—

(1) that is engaged in during the 3-year period beginning
on the date on which the patent at issue expires; or
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(2) that is engaged in after the end of that 3-year period if
the word “expired” is placed before the word “patent”, “pat-
ented”, the abbreviation “pat”, or the patent number, either on
the article or through a posting on the Internet, as provided in
section 287(a).

§293. Nonresident patentee; service and notice

Every patentee not residing in the United States may file in
the Patent and Trademark Office a written designation stating the
name and address of a person residing within the United States on
whom may be served process or notice of proceedings affecting the
patent or rights thereunder. If the person designated cannot be
found at the address given in the last designation, or if no person
has been designated, the [United States District Court for the Dis-
trict of Columbial United States District Court for the Eastern Dis-
trict of Virginia shall have jurisdiction and summons shall be
served by publication or otherwise as the court directs. The court
shall have the same jurisdiction to take any action respecting the
patent or rights thereunder that it would have if the patentee were
personally within the jurisdiction of the court.

§294. Voluntary arbitration

(a) kok ok

(b) Arbitration of such disputes, awards by arbitrators and con-
firmation of awards shall be governed by title 9, to the extent such
title is not inconsistent with this section. In any such arbitration
proceeding, the defenses provided for under section 282 [of this
title] shall be considered by the arbitrator if raised by any party
to the proceeding.

* * k * * * *

§298. Advice of counsel

The failure of an infringer to obtain the advice of counsel with
respect to any allegedly infringed patent, or the failure of the in-
fringer to present such aduvice to the court or jury, may not be used
to prove that the accused infringer willfully infringed the patent or
that the infringer intended to induce infringement of the patent.

§299. Joinder of parties

(a) JOINDER OF ACCUSED INFRINGERS.—In any civil action aris-
ing under any Act of Congress relating to patents, other than an ac-
tion or trial in which an act of infringement under section 271(e)(2)
has been pled, parties that are accused infringers may be joined in
one action as defendants or counterclaim defendants only if—

(1) any right to relief is asserted against the parties jointly,
severally, or in the alternative with respect to or arising out of
the same transaction, occurrence, or series of transactions or oc-
currences relating to the making, using, importing into the
United States, offering for sale, or selling of the same accused
product or process; and

(2) questions of fact common to all defendants or counter-
claim defendants will arise in the action.

(b) ALLEGATIONS INSUFFICIENT FOR JOINDER.—For purposes of
this subsection, accused infringers may not be joined in one action
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