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I. INTRODUCTION

The PTAB is best suited to consider the patentability of the *250 Patent. Nu-
merous factors weigh in favor of an adjudication on the merits. The examination that
led to allowance of the *250 Patent was not sufficient, nor up to the standards rea-
sonably expected of the U.S. Patent and Trademark Office; indeed, it was devoid of
any prior art rejection and the examiner did not even conduct a new prior art search
accounting for claims presented by the application in question. It was instead the
product of material USPTO error. See Anthony Inc. v. ControlTec, Inc., IPR2025-
00559, Paper 12, 2 (July 16, 2025); USAA Federal Savings Bank v. PACid Technol-
ogies, LLC, IPR2025-00697, Pap. 9, 2-3 (PTAB Aug. 14, 2025).

The Office’s examination of the application that led to allowance of the *250
Patent was wrought with material error. The Examiner issued no prior art rejection,
and nothing in the file history suggests that the Examiner performed a new prior art
search for the continuation application that led to allowance of the 250 Patent. See,
generally, SAMSUNG-1002. The applications to which the *250 Patent claims pri-
ority underwent similarly cursory examination, also with no new prior art searches
or keyword searches targeted at the specific technology recited in the claims. See,
generally, SAMSUNG-1040; SAMSUNG-1041; SAMSUNG-1042; SAMSUNG-
1043. Notably, as discussed further in §I11.A, during examination of the 250 Patent

and the patents to which it claims priority, the Examiner failed to include a single
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report of “Examiner’s search strategy and results” (i.e., document code “SRNT”)
showing any prior art search, including keyword searches or databases searched. /d.
Such an examination is contrary to the requirements of the MPEP. MPEP 719.05;
MPEP 2103.

Moreover, much like the multi-patent litigation at issue in Tesla, Inc. v. Intel-
lectual Ventures II LLC, the 250 Patent at issue here is part of “complex and di-
verse” multi-patent litigation spanning multiple patent families and numerous di-
verse technologies. [IPR2025-00217, Paper 9 at 2-3 (Jun. 13, 2025). As explained in
more detail in §1I below, Headwater is a patent assertion entity that has sequentially
filed five lawsuits against Samsung over the last 3 years asserting 21 patents directed
to a broad range of complex wireless and computing technologies. The *250 Patent
is among those 21 asserted patents. SAMSUNG-1158, 3-4.2 More, in just the last

week, Headwater asserted multiple patents in the *250 Patent’s family>—along with

2 This case and patent count does not include Headwater Research LLC v. Samsung
Electronics Co., Ltd. et al., 2-22-cv-00467, which was dismissed shortly after filing.
3 For example, Headwater asserted U.S. Patent Nos. 8,639,935, 11,096,055, and
8,606,364, all of which are related to the 250 Patent by virtue of their priority claim
to U.S. Provisional Patent Application Serial No. 61/206,354. See SAMSUNG-

1158, 1-2.
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numerous other Headwater patents—in multiple district courts against multiple de-
fendants, including Apple, Google, Amazon, Comcast Cable Communications, Dish
Network, and Charter Communications. SAMSUNG-1158, 1-2. Therefore, effi-
ciency and consistency concerns weigh in favor of not discretionarily denying insti-
tution so as to permit the PTAB to resolve the issue of validity rather than leaving
validity questions to be resolved by multiple district courts.

Samsung, by contrast, is a technology leader that has invested billions of dol-
lars in new and ongoing economic activity in the United States—i.e., activity that
Headwater seeks to disrupt through its aggressive litigation campaign. See §I1.C.6;
SAMSUNG-1155, -1156, -1157.

Additionally, not only is the PTAB well-equipped to address the complex and
diverse technologies at issue in the parties’ dispute, but the PTAB has already proven
to be essential in helping the parties narrow their dispute and conserve resources.
See infra, §11. For example, after the PTAB instituted IPRs on 6 of 9 patents asserted
in Headwater’s first litigation, Headwater dropped from that litigation each of the
patents that were subject of the instituted IPRs. The parties also later settled the in-
stituted IPRs thereby conserving Board resources, and the first litigation went to trial
on only 1 of the 9 originally asserted patents. Similarly, in Headwater’s second liti-

gation, the PTAB instituted Samsung’s petitions on 2 of the 3 asserted patents. The
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parties settled one of the instituted IPRs and Headwater dropped the patent corre-
sponding to the settled IPR from the litigation. In Headwater’s third lawsuit, the
PTAB initially instituted Samsung’s petitions on all 4 asserted patents, but the par-
ties again reached a resolution in which they have already settled one of the instituted
IPRs and Headwater dropped the corresponding patent from the litigation. All told,
PTAB institution decisions on the merits have already contributed to resolution and
settlement of the parties’ disputes on more than half a dozen patents. This history
demonstrates that the PTAB is working in this complex, multi-patent litigation and
institution decisions on the merits are likely to help narrow issues in the co-pending
litigation, ultimately conserving resources of the parties, the judiciary, and the
Board. Moreover, Samsung diligently prepared and filed petitions requesting IPR of
all claims of the *250 Patent more than three months ahead of the statutory deadline.

The merits of the Petition are also strong and well-supported by competent
expert testimony and contemporaneous third-party evidence, including dozens of
patents and printed publications that corroborate the obviousness of the claimed sub-
ject matter. Tellingly, Headwater identified no substantive deficiency in the merits
of the Petition’s prior art challenges. This is unsurprising in light of plentiful evi-
dence cited in the Petition that well establishes how the claims are directed to con-
ventional features well-known in the field of art long before the 250 Patent. Not

only Samsung, but the public broadly, share an interest in ensuring that all claims of

4



Proceeding No. IPR2025-00932
Attorney Docket No: 39843-01911P1

the *250 Patent receive proper scrutiny from the PTAB—particularly as Headwater
continues to mount an aggressive litigation campaign against multiple defendants
through dozens of lawsuits in the last 2-3 years alone.

Finally, to extinguish any concerns of potential overlap between this IPR and
the co-pending Texas litigation, Samsung has submitted a strong stipulation that is
far more sweeping than a Sotera stipulation and that further estops Samsung (in the
event institution is granted) from relying on combinations of the prior art asserted in
this proceeding with unpublished system prior art (or any other type of prior art).
SAMSUNG-1019; see Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-01205,
IPR2024-01206, IPR2024-01207 & IPR2024-01208, Paper 19 (PTAB Mar. 28,
2025)).

Thus, under the facts of this case and given the present record, Samsung re-
spectfully requests that the Director decline Headwater’s request to discretionarily
deny institution of this IPR and refer Samsung’s Petition for a determination on the
merits.

II. THE PETITION SHOULD NOT BE DENIED ON DISCRETIONARY
GROUNDS

Headwater seeks to shield the *250 Patent from an adjudication on the merits
by requesting discretionary denial of this IPR proceeding. Headwater purports that

an assessment of the considerations recited in Director Stewart’s Memorandum of
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March 26, 2025 and the Fintiv factors counsels in favor of discretionary denial.’
SAMSUNG-1160; Discretion Briefing (DB), 6-26. Contrary to Headwater’s con-
tentions, however, and as explained below, a holistic evaluation of several consider-
ations, including those recited in the Stewart Memorandum, as well as the Fintiv
factors confirm that discretionary denial of the Petition is not warranted.

A. Referral Is Warranted in View of the Examiner’s Material Error

The material errors and oversights made during prosecution warrant Office
scrutiny to correct those mistakes. When the Office materially errs during prosecu-
tion, it counsels heavily against discretionary denial. See, e.g., Tesla, Inc. v. Charge
Fusion Techs., LLC, IPR2025-00152, Paper 11, 2 (June 12, 2025) (referring to the
panel) (“Petitioner provides persuasive evidence that the Office erred in a manner
material to the patentability of the challenged claims by overlooking the teachings
of [a reference during prosecution].”); Anthony Inc. v. ControlTec, Inc., IPR2025-
00559, Paper 12, 2 (July 16, 2025) (referring to the panel and finding that petitioner’s

showing of material error favored referring to panel for 17- and 18-year old patents).

* Headwater does not address any considerations or argue for discretionary denial
under General Plastic, Advanced Bionics, or parallel Petition guidelines. See gener-
ally DB. Samsung in turn generally does not address such considerations in this pa-

per but reserves the right to do so if Headwater later raises such issues.

6
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Indeed, when “[p]etitioner appears to show a material error by the office,” the Di-
rector has found that ““it is an appropriate use of Office resources to review the po-
tential error”—even if the trial date in the copending litigation precedes the FWD
date. Microsoft Corp. v. Partec Cluster Competence Ctr. GmbH, IPR2025-00318,
Paper 9, 3 (June 12, 2025) (referring to the panel, despite a later trial date, because
“Petitioner appears to show a material error by the Office and it is an appropriate use
of Office resources to review the potential error’).

1. The Examiner issued no prior art rejections and performed no
new prior art search during examination of the 250 Patent

Weighing heavily against discretionary denial, the Office committed material
error by allowing the application for the *250 Patent despite not issuing a single
prior art rejection during prosecution and performing no prior art searches® during
examination of the *250 Patent. See, generally, SAMSUNG-1002; see also SAM-
SUNG-1040; SAMSUNG-1041; SAMSUNG-1042; SAMSUNG-1043. Indeed, in

allowing the claims of the *250 Patent, the Examiner simply concluded that “all the

3 According to the file history of the 250 Patent, during examination, the “scope of
the search” was limited to “Continuity data reviewed” and “Inventor name search
conducted” within listed classifications (e.g., HO4W 4/24; HO4L 12/1457, etc.).

SAMSUNG-1002, 15. No new prior art search was conducted.
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cited prior art, either alone or in combination, does not disclose Applicant’s in-
ventive claim language.” SAMSUNG-1002, 12. The Examiner’s allowance included
no detailed explanation as to what the “inventive claim language” comprises. /d. The
allowance was further issued notwithstanding the 13 pages of “References Cited”
listed in the 250 Patent. SAMSUNG-1001, 1-13. And while Applicant cited art in
IDS forms, the extraordinary volume of cited art—roughly 1,750 prior art refer-
ences—calls into question what, if anything, the examiner considered and/or applied
to the claims here. Certainly, there is no indication in the record that the Examiner
performed any targeted searches against any of the cited references.® Finally, the
Notice of Allowance included no commentary on the closest prior art identified or
what precise features of the claims of the *250 Patent led to its allowance. SAM-

SUNG-1002, 7-14.

% To the extent that the Examiner even searched through the 1,750 prior art refer-
ences, that type of assessment is highly prejudicial because it omits any independent

review of objectively-identified prior art.
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The file history of the 250 Patent includes a single instance of “Search
Notes,”” excerpted below. SAMSUNG-1002, 15. As shown below, the Examiner
identified a number of relevant classes (e.g., HO4W 4/24; HO4L 12/1457, US classes
709 and 455, etc.). Id. The “scope of the [classification] search,” as indicated by the
Examiner’s “Search Notes,” was limited to “Continuity data reviewed” and “Inven-
tor name search conducted.” Id. The file history confirms that the Examiner did not
conduct any prior art search, such as, for example, any keyword search or search of

any other prior art database. See generally SAMSUNG-1002.

" The “Search Notes” have a document code “SRFW” and a full document descrip-
tion “Search information including classification, databases and other search related

notes.”
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Application/Control No. Applicant(s)/Patent Under Reexamination
Search Notes 15/287 603 Raleigh et al.
H“‘H”m ’“ ‘l" “ wnm o ot
ANDREW J RUDY 3687
CPC - Searched"*
Symbol Date Examiner
HO4W 4/24; HO4L 12/1457; HO4M 15/8033; HO4W 76/12; HO4L 41/0823; 07/05/2018 AJR
HO4L 67/34; HO4L 12/4633
CPC Combination Sets - Searched”
Symbol Date Examiner
US Classification - Searched*
Class Subclass Date Examiner
709 203, 216-229 07/05/2018 AJR
455 414.1,432.1, 456.1 07/05/2018 AJR
* See search history printout included with this form or the SEARCH NOTES box below to determine the scope of the
search.
Search Notes
Search Notes Date Examiner
Continuity data reviewed 07/05/2018 AJR
Inventor name search conducted. 07/05/2018 AJR

SAMSUNG-1002, 15.
2. The Examiner of the *250 Patent performed similarly cursory

examinations of the applications to which the 250 Patent
claims priority

To the extent that the Examiner reviewed the prosecution history of the appli-
cations to which the *250 Patent claims priority, those applications received similarly
cursory examinations. Namely, the non-provisional patents to which the 250 Patent
claims priority and which share an examiner experienced the same or similar super-

ficial review. For instance, the ’250 Patent is a continuation of U.S. Patent No.
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9,565,707 (“the 707 Patent”), which received an allowance without a single rejec-
tion. See generally SAMSUNG-1040.

Perhaps most notably, neither the *250 Patent nor any patent to which the *250
Patent claims priority includes, in its prosecution history, an “Examiner’s search
strategy and results.” Rather, the prosecution histories for these patents include only
“Search Notes” devoid of any keyword search queries or databases that the Office
employed during examination of the respective patent applications. For instance, the
’250 Patent file history includes only a single instance of “Search Notes,” shown
above in the previous section. SAMSUNG-1002, 15. The same is true of the prose-
cution history of the 707 Patent, which also included just one instance of “Search

Notes” and no “Examiner’s search strategy and results.”
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ication/Control No. Applicant(s)/Patent under
Search Notes Apl Rz:,,m,,,‘,.’b,,
14/578,124 RALEIGH ET AL.
Examiner Art Unit
ANDREW JOSEPH RUDY 3687
SEARCH NOTES
SEARCHED (INCLUDING SEARCH STRATEGY)
Class Subclass Date Examiner DATE EXMR
229,252,
370 313 8/30/2016 AJR
328,329 Continuity data reviewed. 8/23/2016 AJR
HOaW 72/04 8/30/2016 AJR
HO4W 76/02 8/30/2016 AJR
HO4W 4/00 8/30/2016 AJR Inventor name search conducted. 8/23/2016 AJR
Biblicgraphic data updated. 8/31/2016 AJR
INTERFERENCE SEARCHED
Class Subclass Date Examiner
370 329 8/30/2016 AJR
HO4W 4/00 8/30/2016 AJR

SAMSUNG-1040, 198.
This review is in stark contrast to a later-filed continuation application in the

’250 Patent’s family, which issued as U.S. Patent No. 12,200,786—notably assigned
12
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to a different examiner than all previously-allowed cases. There, the file history
included nine entries of “Examiner’s search strategy and results,”® and those entries
included specific keyword search queries that examiner used to identify prior art.
SAMSUNG-1044, 46-50, 60-86, 237-240, 250, 256-277, 427-445, 509-512, 622-
625. For instance, the different examiner assigned to the 786 Patent performed

Google Scholar searches using various search strings.

Web Search History

date, time web site  search string

11/16/2024 1:38:35 AM  Google environment policy and security policy and application instance
Scholar

11/16/2024 1:38:48 AM  Google application instance and secure environment and vpn tunnel and
Scholar policy

11/16/2024 1:39:04 AM  Google split vpn tunnel and enterprise and personal and application
Scholar instances

11/16/2024 1:39:12 AM  Google first set of device application instances and second set of device
Scholar application instances and policy

11/16/2024 1:39:19 AM  Google application instance and policy and vpn tunnel and enterprise
Scholar and personal

SAMSUNG-1044, 46.

8 The “Examiner’s search strategy and results” have a document code “SRNT.”
13
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Web Search History

date, time web site  search string

7/10/2024 6:39:45 PM  Google execution environment policy and security policy and application
Scholar instance

7/10/2024 6:43:26 PM  Google application instance and secure environment and vpn tunnel and
Scholar policy

7/10/2024 6:47:15PM  Google split vpn tunnel and enterprise and personal and application
Scholar instances

7/10/2024 6:50:01 PM  Google first set of device application instances and second set of device
Scholar application instances and policy

7/10/2024 6:57:29 PM  Google application instance and policy and vpn tunnel and enterprise and
Scholar personal

SAMSUNG-1044, 250.

Web Search History

date, time web site search string

1/24/2024 4:14:15PM  Google network access service notification messages and end user
Scholar device

1/24/2024 4:19:45 PM  Google service design center and notification and policy and trigger
Scholar

1/24/2024 4:26:36 PM  Google network provisioning instruction translator and trigger
Scholar identification

1/24/2024 4:31:28 PM  Google network provisioning system and element and monitoring
Scholar service usage

1/24/2024 4:36:57 PM  Google network element and monitor and service usage and trigger
Scholar condition

SAMSUNG-1044, 445.
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The different examiner assigned to the 786 Patent also performed Patents End to
End (PE2E) searches using various search queries of databases from different juris-

dictions, an example of which is excerpted below.

PE2E SEARCH - Search History (Prior Arf)

Ref # Hits [Search Query DBs Defaut  |Plurals m Time Stamp
Operator
L147 213 policy AND secure (US-PGPUB; USPAT,; |ADJ ON ON 2024/11/15
application environment |USOCR; FIT (AP, AT, 10:40 PM

AU, BE, BG, BR, BY,
CA,CH,CN, CS, CU,
CZ, DD, DE, DK, EA,
EE, EP, ES, FI, FR, GB,
HR, HU, ID, IE, IL, IS,
IT,JP, KR, LT, LU, LV,
MA, MC, MD, MY, NL,
NO, NZ, OA, PH, PL,
PT, RO, RS, RU, SE,
SG, SI, 8K, SU, TH,
TN, TR, TW, UA, VN,
WO); FPRS; EPO;
JPO; DERWENT;
IBM_TDB)
£148 124 Ipolicy SAME secure  |[(US-PGPUB; USPAT; |ADJ  |ON  |ON  [2024/11/15
oo} lapplication envionment [USOCR; FIT(AP AT, . b . . HO40PM
e AU BE BGBRIBY, o E b b
 lcacmonescu |
|CZ, DD, DE, DK. EA, Ferdbaad
{EE EP.ES,FLFR. GB,|
|HR,HU,ID IE LIS, |
o [ITIP KR, LT, LU, LV, |
S IMA MCOMD MY NL,
- INO.NZOAPH.PL. |
|PT,RO,RS RU,SE, |
L SGSLSKSULTH, & |
TN, TR. TW, UA, VN,
|WO); FPRS; EPO;
- |JPO; DERWENT;
|IBM_TOB)

SAMSUNG-1044, 60-86; see also id., 256-277, 427-444.
Indeed, a comparison of claim 1 from each of the *250 Patent and the *786

Patent reveals strong similarities:
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’250 Patent

786 Patent

1. A method of operating a wireless
end-user device, the method compris-
ing:

1. A method of operating a wireless
end-user device, the method compris-
ing:

storing secure policy information indic-
ative of an application-specific execu-
tion environment policy and a configu-
rable communication security policy;

providing first access policy infor-
mation indicative of an execution envi-
ronment policy;

providing second access policy infor-
mation indicative of a security policy;

based on the secure stored information
indicative of an application-specific ex-
ecution environment policy,

based on the first access policy infor-
mation indicative of the execution en-
vironment policy:

allowing a first set of multiple device
application instances to run only in a
first secure application environment on
the wireless end-user device, and al-
lowing a second set of device applica-
tion instances to run only outside of the
first secure application environment;
and

requiring a first set of device applica-
tion instances to run in a secure appli-
cation environment on the wireless
end-user device, and to not run outside
of the secure application environment;

based on the secure stored information
indicative of a configurable communi-
cation security policy,

based on the second access policy in-
formation indicative of the security
policy:

Initiate a first secure tunnel to a net-
work tunnel endpoint, and

establishing a first secure tunnel to a
network tunnel endpoint; and

direct all network data communications
to and from device application in-
stances executing in the first secure ap-
plication environment through the first
secure tunnel.

directing all network data communica-
tions to and from the first set of device
application instances, which are run-
ning only in the secure application en-
vironment, through the first secure tun-
nel.

And, where the examiner of the application that issued as the 786 Patent—again,

not the same examiner assigned to the *250 Patent or its predecessors—performed

prior art searches, the search yielded prior art references relied on and cited by the
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examiner during prosecution. SAMSUNG-1044, 25, 211-222, 343; SAMSUNG-
1039, 1-18. In stark contrast, no evidence of any prior art search exists in the file
history for the 250 Patent, or for any of the patents to which the *250 Patent claims
priority. See, generally, SAMSUNG-1002; SAMSUNG-1040; SAMSUNG-1041;
SAMSUNG-1042; SAMSUNG-1043.

Finally, even if the applications to which the *250 Patent had received ade-
quate prior art searches—which they had not—the claims of the *250 Patent are dif-
ferent enough from its predecessors that additional search and consideration was
required. For instance, claim 1 of the most immediate parent of the *250 Patent, the
>707 Patent, recites various features that do not overlap with the *250 Patent:

1. A wireless end-user device, comprising:

a plurality of wireless modems to communicate data related to
one or more Internet access activities, the plurality of modems includ-
ing

a wireless wide area network (WWAN) modem to communicate
data related to one or more Internet access activities between the device
and at least one WWAN, when configured for and connected to the
WWAN, and

a wireless local area network (WLAN) modem to communicate
data related to one or more Internet access activities between the device
and at least one WLAN, when configured for and connected to the
WLAN;

one or more processors configured to, for data communications
associated with at least one of the wireless modems and related to one
or more Internet access activities,

attribute the data communications to a respective one of at least
two persona, the at least two persona including a first persona repre-
senting usage of the wireless end-user device that is personal to the user

17
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and a second persona representing usage of the wireless end-user device
that is on behalf of an enterprise, and
transmit information to a network element, the information re-
flecting the attribution of data communications and adapted for use in
allocating an amount of wireless data consumption by the wireless end-
user device to one of the first and second personas.
SAMSUNG-1038, claim 1. While dependent claims 5-7 recite a “private tunnel,”
there 1s no evidence that the examiner searched for prior art directed to those terms
during prosecution of the 707 Patent. See, generally, SAMSUNG-1044. And the
different scope of the independent claim demanded a new prior art search for the
’250 Patent claims. Indeed, the Acting Director has previously referred petitions
where “the patent examiner allowed the claims of the challenged patents over the
same prior art,” “[d]espite the claims [of the later case] being directed to different
technologies than the ancestor patent’s claims.” USAA Federal Savings Bank v.

PACid Technologies, LLC, IPR2025-00697, Pap. 9, 2-3 (PTAB Aug. 14, 2025).

3. The Examiner’s examination is contrary to the search and ex-
amination requirements of the MPEP

The incomplete examination of the *250 Patent and the patents to which the
’250 Patent claims priority is contrary to MPEP 719.05, which dictates that searches
during examination “should include the appropriate databases and the search queries
and classifications employed in the original search.” MPEP 719.05; see also MPEP

904. In particular, MPEP 719.05 states that “[g]reat care should be taken so as to

18
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clearly indicate the places searched and the date(s) on which the search was con-
ducted and/or updated.” Id. MPEP 719.05 further outlines the purpose of providing
records of the examiner’s search and what records should be maintained in the file
history:

In order to provide a complete, accurate, and uniform rec-
ord of what has been searched and considered by the ex-
aminer for each application, the U.S. Patent and Trade-
mark Office has established procedures for recording
search data in the application file. Such a record is of im-
portance to anyone evaluating the strength and validity
of a patent, particularly if the patent is involved in litiga-
tion.

The absence of entries in the “SEARCH NOTES” box for
the other classification symbols searched indicates that all
documents having those symbols were reviewed or there
is a search history printout in the file indicating how the
search of those symbols was limited. As provided in sub-
section II.B below, a complete search history in the form
of a printout must be included in the application file any
time a limited electronic search was performed.

Id. MPEP 719.05 additionally describes the various types of searches an examiner
can perform and how those searches are required to be recorded in the file history.
MPEP 719.05, §I1.A. For instance, classification searches, text searches in particular
databases, searches made within the International Patent Classification System,
searches performed by the Scientific and Technical Information Center, consultation

with other examiners, searches of electronic journals and electronic books, searches
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of other media databases, Internet searches, nonelectronic publication searches, re-
view of art cited in a parent application, and review of documents cited in a related
trial before the PTAB. Id.

None of that was done in the case of the 250 Patent’s prosecution. In partic-
ular, despite the various sources of potential prior art, the file history of the 250
Patent offers no evidence that any search was performed and only that classifica-
tions, “continuity data,” “inventor name,” and “bibliographic data” were reviewed,
conducted, or updated. See, e.g., SAMSUNG-1002, 15; SAMSUNG-1040, 198;
SAMSUNG-1041, 80, 347, 491; SAMSUNG-1042, 126, 152, 329; SAMSUNG-
1043, 101, 328, 409. The file history of the 250 Patent further offers no evidence
that the examiner performed any search of the 1,750+ prior art references that the
applicant cited in IDS forms. See, generally, SAMSUNG-1002. This lack of prior
art searches during examination of the *250 Patent is sharply distinguished with the
examination of the application that eventually issued as the ’786 Patent. There,
where a different examiner was assigned to examine the application that eventually
issued as the *786 Patent, the file history appears to show compliance with the MPEP
in the form of “the appropriate databases and the search queries and classifications

employed in the original search.” SAMSUNG-1044, 46-50, 60-86, 237-240, 250,

256-277,427-445, 509-512, 622-625; see MPEP 719.05.
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4. A proper search would have identified relevant prior art, in-
cluding prior art relied upon in the Petition

The MPEP dictates that the examiner should have performed a prior art search
during examination of the *250 Patent. MPEP 2103, §I (“After obtaining an under-
standing of the invention, the examiner will conduct a search of the prior art”), §I1
(“Prior to evaluating the claimed invention for patentability, examiners are expected
to conduct a thorough search of the prior art.”). That did not occur here. And to the
extent that the Examiner relied on the examinations of the earlier applications, that
reliance is improper because prior art searches did not occur there either. As illus-
trated below, had a proper prior art search been conducted on relevant features of
the ’250 Patent’s claims, relevant references relied on in the Petition would have
likely been identified.

Preliminarily, the Office classifies patent applications and issued patents into
classes and subclasses related to the technology described or claimed within the doc-
uments. The Cooperative Patent Classification (CPC) is one such classification
scheme. SAMSUNG-1048, 4. CPC classification uses a string of letters and num-
bers to classify patent applications by section, class, subclass, and group. See SAM-
SUNG-1048, 4. Classifications are based on the entire disclosure, including the ab-

stract, specification, drawings, and claims. See SAMSUNG-1049, 14.
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The CPC’s classes, subclasses, and groups permit the Office to efficiently or-
ganize and retrieve relevant patent documents that are grouped into specific tech-
nical areas using a structured coding system. See generally, SAMSUNG-1048, 5-7;
see, e.g., SAMSUNG-1049, 7-13. Documents classified in the same class or subclass
therefore are in shared technical areas. See, e.g., SAMSUNG-1050 (“all U.S. patent
documents and other technical documents [are organized] into specific technology
groupings based on common subject matter.”). The examples below illustrate how a
prior art search within the relevant classes, subclasses, and groups in which the *250
Patent and its published application were classified, if conducted, would have likely
yielded prior art references (or their related issued patents) relied on in the Petition.
These examples illustrate the Examiner’s material error.

a. Class HO4L 12/4633 — Rao '579 / Rao

The Office classified the 250 Patent and its application publication (U.S. Pa-
tent Publication No. 2017/0187839 A1, “Raleigh *839”") (SAMSUNG-1045) in class
HO04L 12/4633, as evidenced by the cover pages of both documents. SAMSUNG-

1001, cover page; SAMSUNG-1045, cover page.
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US20170187839A1
a9y United States

a2y Patent Application Publication ) Pub. No.: US 2017/0187839 A1

Raleigh et al. (43) Pub. Date: Jun. 29, 2017
(54) ENTERPRISE ACCESS CONTROL AND Publication Classification
ACCOUNTING ALLOCATION FOR ACCESS (51) Int.Cl
NETWORKS —— =
(Ho4L 29/08 (2006.01)|
Applicant: T ! v Tuler 7 04T 12746 (2006.01)
(71)  Applicant: H?‘?;:l\wter Partners LLC, Tyler. TX HO4L 12724 (2006.01)
’ (52) U.S.CL
(72) Inventors: Gregory G. Raleigh, Woodside, CA CPC HO4L 67/34 Q01301 [1041, "”/?823
(US); Alireza Raissinia, Saratoga, CA (2013.01);| HO4L 12/4633 (2013.01)
(US); Jeffrey Green, Sunnyvale, CA
(Us)

(57) ABSTRACT

SAMSUNG-1045, cover page (annotated)
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a2 United States Patent
Raleigh et al.

(10) Patent No.:
(45) Date of Patent:

US 10,080,250 B2
Sep. 18, 2018

(54) ENTERPRISE ACCESS CONTROL AND
ACCOUNTING ALLOCATION FOR ACCESS
NETWORKS

(71) Applicant: Headwater Research LLC, Tyler, TX
(US)

(72) Inventors: Gregory G. Raleigh, Woodside, CA
(US); Alireza Raissinia, Saratoga, CA
(US); Jeffrey Green, Sunnyvale, CA
(Us)

(73) Assignee: Headwater Research LLC, Tyler, TX
(US)

(*) Notice:  Subject to any disclaimer. the term of this

patent is extended or adjusted under 35
U.S.C. 154(b) by 0 days.

(21) Appl. No.: 15/287,603

(22) Filed: Oct. 6, 2016

(65) Prior Publication Data
US 2017/0187839 Al Jun. 29, 2017
Related U.S. Application Data

(60) Continuation of application No. 14/578.,124, filed on
Dec. 19, 2014, now Pat. No. 9,565,707, which is a

(Continued)
(51) Int. CL
HO4L 7/00 (2006.01)
HO4W 76/12 (2018.01)
(Continued)

(52) US. CL
CPC ....... HO4W 76/12(2018.02); HO4I 12/1457
(2013.01); HO4L 12/4633 (2013.01);

(Continued)
(58) Field of Classification Search

CPC ... HO4W 4/24; HO4W 76/12; HO4L 12/1457;
HO4L 41/0823; HO4L 67/34; HO4L
12/4633; HO4M 15/8033

(Continued)

(56) References Cited
U.S. PATENT DOCUMENTS

5,131,020 A
5.283.904 A

7/1992  Liebesny et al.
2/1994 Carson et al.

(Continued)

FOREIGN PATENT DOCUMENTS

CA 2688553 12/2008
CN 1310401 A 2/2000
(Continued)

OTHER PUBLICATIONS

“3rd Generation Partnership Project; Technical Specification Group
Services and System Aspects; Policy and charging control archi-
tecture (Release 11),” 3GPP Standard; 3GPP TS 23.203 v11.6.0;
Sophia Antipolis, France; pp. 1-177; Jun. 2012.

(Continued)

Primary Examiner — Andrew Joseph Rudy
(74) Attorney, Agent, or Firm — James E. Harris

(57) ABSTRACT

Enterprise and consumer billing allocation for wireless
communication device service usage activities is provided.
In some embodiments, enterprise and consumer billing
allocation for wireless communication device service usage
activities includes monitoring a service usage activity of a
wireless communication device, and determining an enter-
prise and consumer billing allocation for the monitored
service usage activity. In some embodiments, enterprise and
consumer billing allocation for wireless communication
device service usage activities includes monitoring a service
usage activity of a wireless communication device, and
reporting the monitored service usage activity to a network
element. in which the network element determines an enter-
prise and consumer billing allocation for the monitored
service usage activity. In some embodiments, enterprise and
consumer billing allocation for wireless communication
device service usage activities includes providing a service
design center for configuring an enterprise and consumer

(Continued)

SAMSUNG-1001, cover page (annotated)

24



Proceeding No. IPR2025-00932
Attorney Docket No: 39843-01911P1

Given that the 250 Patent and its application were classified in HO4L
12/4633, one would have naturally expected that the Examiner would have per-
formed a prior art search of other patents and applications in that class/sub-
class/group. Notably, U.S. Patent No. 9,219,579 (“Rao ’579") (SAMSUNG-1046),
the issued patent of Rao (SAMSUNG-1009), was also classified in HO4L 12/4633,
as evidenced by Rao ’579’s cover page. SAMSUNG-1046, cover page. Their clas-
sification in the same class, subclass, group, and subgroup are an indication of the
similarity in their respective disclosures. See, e.g., SAMSUNG-1050; see also SAM-

SUNG-1048, 5-7; see, e.g., SAMSUNG-1049, 7-13.
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a2 United States Patent (10) Patent No.: US 9,219,579 B2
Rao et al. 45) Date of Patent: Dec. 22, 2015
(54) SYSTEMS AND METHODS FOR (56) References Cited
CLIENT-SIDE APPLICATION-AWARE e
PRIORITIZATION OF NETWORK U.S. PATENT DOCUMENTS
COMMUNICATIONS

4479,195 A 1071984 Herr et al.

4,701,844 A 10/1987 Thompson et al.
(75) Inventors: Goutham P. Rao, San Jose, CA (US), mpson €

Robert A. Rodriguez, San Jose, CA (Continued)
US); Eric R. B . Cupertino,
Ay e, Cupertind FOREIGN PATENT DOCUMENTS
CN 1394042 1/2003
(73) Assignee: CITRIX SYSTE}!S, INC., Fort CN 1410905 A 4/2003
Lauderdale, FL (US) (Continued)
(*) Notice: Subject to any disclaimer, the term of this OTHER PUBLICATIONS
patent is extended or adjusted under 35 EP Communication for EP Patent Application No. 07007414.1 dated
U.S.C. 154(b) by 1908 days. Jun. 5, 2008. (6 pages).
(Continued)
(21) Appl. No.: 11/187,508
(22) Filed: Jul. 22. 2005 Primary Examiner — Asad Nawaz
’ Assistant Examiner — Jason Harley
(65) Prior Publication Data (74) Attorney, Agent, or Firm — Foley & Lardner LLP;

US 2006/0039354 A1 Feb. 23. 2006 Christopher J. McKenna; Daniel E. Rose

Related U.S. Application Data (57) ABSTRACT
(60) Provisional application No. 60/590.837, filed on Jul. The present invention is generally directed towards a remote
23, 2004, provisional application No. 60/601.431 access architecture for providing peer-to-peer communica-

tions and remote access connectivity. In one embodiment, the
remote access architecture of the present provides a method
for establishing a direct connection between peer computing
devices via a third computing device, such as a gateway.
Additionally, the present invention provides the following

filed on Aug. 13, 2004, provisional application No.
60/607.420. filed on Sep. 3. 2004, provisional
application No. 60/608.814, filed on Sep. 10, 2004.

(51) Int. CL techniques to optimize peer-to-peer communications: 1) false
HO4L 12/861 (2013.01) acknowledgement of receipt of network packets allowing
HO4L 12/851 (2013.01) communications via a lossless protocol of packets con-

(Continued) structed for transmission via a lossy protocol. 2) payload
shifting of network packets allowing communications via a

(52) I{.S. CL lossless protocol of packets constructed for transmission via

CPC ..ccocones HO4L 1/1854 (2013.01):{HO4L 12/4633 | a lossy protocol, 3) reduction of packet fragmentation by
(2013.01): HO4L 12/4 30T)7  adjusting the maximum transmission unit (MTU) parameter,

(Continued) accounting for overhead due to encryption, 4) application-

. .. . aware prioritization of client-side network communications,

(58) Field of Classification Search and 5) network disruption shielding for reliable and persistent
CPC .......................... 1104]_ 124’5695 11041_, 47#803 nel“.'nrk CO]I]!CC“V“}’ and access.

HSPC cooienserisisssessssninsnsnnsn. TN 2O S TOO223. 324
See application file for complete search history. 20 Claims, 15 Drawing Sheets

SAMSUNG-1046, cover page (annotated)
Therefore, had the Examiner performed a prior art search in this class/sub-
class/group, Rao ’579 would have been among the corpus of prior art searched in

that class/subclass/group, and the search results would likely have included at least
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Rao, or equivalent prior art. As shown below, Rao contains several key words that
are also recited in claim 1 of the 250 patent. See, e.g., SAMSUNG-1009, 99108-

109; see also SAMSUNG-1046, 21:38-62.

[0108] The agent 326 of the present invention may execute The invention claimed is:

in the[application space 332]or user-mode on the client 105. 1. A method of operating a[wireless|end-user device, the

In other embodiments, the agent 326 operates in kernel- method comprising:

mode 334. In some embodiments, the agent 326 provides storing secu B policy information indicative of an
and a

other embodiments, the agent 326 provides functionality for igurable communication security

functionality for receiving packets from the filter 322. In -speu ic_execution environme

applying a policy|to a received packet. In still other embodi- based on the secure stored information indicative of an

ments, the agent 326 provides functionality for managing an speciﬁc execution environment iy
0 the gateway 340. In yet other embodiments, allowing a first set of multiple device fipplication

the agent 326 provides functionality for encrypting and instances to run only in a first secure [application

transmitting a packet to the gateway 340. The agent 326 may environment on the F\rirclcss end-user

include frame monitor mechanism 360. The frame monitor allowing a second set of{device[application[instances to

360 may includcand logic for[applying a policy jo run only outside of the Tirst secure envi-

a received packet. The agent 326 may transmit a packet to ronment; and

a gateway 340 responsive to a[policy-based determinatior] based on the secure stored information indicative of a

made by the frame monitor 360. configurable communication security[ policy] initiate a

[0109] In some embodiments, the frame monitor 360 may first secure[tunnel|to a petwork tunnel”endpoini] and
> direct all| network |[data communications to and from

apply a policy|to determine a condition of the client 105, or . : . e .
device application instances executing in the first

endpoint,|at the time of transmission of the packet. In other el ; 4
emgodimen s, the frame monitor 360 may idznlif secure environment through the first secure
cation 338 |that generated the packet. In some of these tunnel]

embodiments, the frame monitor 360 may make[a policy]
[ based determination| to _transmit the packet to the gateway
340 responsive to thel identified application 338[ In another
embodiment, the frame monitor 360 may perform a check-

sum on the packet to verify that the identified application
actually generated the packet.

SAMSUNG-1009, 99108-109 SAMSUNG-1001, claim 1

(annotated) (annotated)

For example, as shown above, claim 1 of the *250 Patent and Rao contain such
shared words such as “tunnel,” “policy,” “application,” “wireless,” and “endpoint.”
Compare SAMSUNG-1009, 99108-109, with SAMSUNG-1001, claim 1. Thus,
even a minimal prior art search of various claim terms, within the relevant classes,

subclasses, and groups should have uncovered Rao 579 and/or Rao.
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b. Class HO4L 29 — Owen '084 / Owen

The Office also classified Raleigh *839 in HO4L 29/08. SAMSUNG-1045,
cover page. Significantly, U.S. Patent No. 8,544,084 (“Owen ’084”") (SAMSUNG-
1047), the issued patent of Owen (SAMSUNG-1005), was classified in HO4L 29/06.
SAMSUNG-1047, cover page. Despite Raleigh *839’s classification in HO4L 29, the
evidence of record contains no indication that the Examiner conducted a prior art
search of class/subclass HO4L 29. See generally, SAMSUNG-1002. As noted, CPC
classifications indicate similarity in the disclosed subject matter. See e.g., SAM-

SUNG-1050; see also SAMSUNG-1048, 5-7; see, e.g., SAMSUNG-1049, 7-13.
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a2 United States Patent (10) Patent No.: US 8,544,084 B2
Owen et al. 45) Date of Patent: Sep. 24, 2013

(54) SYSTEM AND METHOD FOR SECURE (58) Field of Classification Search
CONTROL OF RESOURCES OF WIRELESS USPC v 726/2. 16-18, 26-30; 713/150,
MOBILE COMMUNICATION DEVICES T13/164-168, 170, 189, 193

See application file for complete search history.
(75) Inventors: Russell N, Owen, Waterloo (CA); .
Herbert A. Little, Waterloo (CA); David ~ (30) References Cited

P. Yach, Waterloo (CA): Michael .
Shenfield, Richmond Hill (CA) U.S. PATENT DOCUMENTS
4,945,556 A 7/1990 Namekawa

(73) Assignee: Blackberry Limited, Waterloo. Ontario 5,220,604 A 6/1993  Gasser et al.
(CA) (Continued)
(*) Notice: Subject to any disclaimer, the term of this FOREIGN PATENT DOCUMENTS
patent is extended or adjusted under 35 CA 2757815 Al 5/2012
U.S.C. 154(b) by 891 days. N 101523878 A 92009
(Continued)
@1) Appl-No:  10/524,353 OTHER PUBLICATIONS
22) PCT Filed: Aug. 19, 2003 Newton, Harry, “Newton’s Telecom Dictionary, 22" Edition.” 2006,
(22) g. 19, Y, ary
CMP Books, p. 972.*
86) PCT No.: PCT/CA03/01245 ;
&9 9 (Continued)
§371 ()(1), _ .
(2). (4) Date:  Feb. 14, 2005 Primary Examiner — Darren B Schwartz
(74) Attorney, Agent. or Firm — Conley Rose, P.C.. J. Robert
(87) PCT Pub. No.: WO2004/017592 Brown, Jr.
PCT Pub. Date: Feb. 26, 2004 (57) ABSTRACT
« X Lo Systems and methods for secure control of a wireless mobile
(65) Prior Publication Data communication device are disclosed. Each of a plurality of
US 2005/0213763 Al Sep. 29, 2005 domains includes at least one wireless mobile communica-
tion device asset. When a request to perform an operation
Related U.S. Application Data affecting at least one of the assets is received, it is determined

whether the request is permitted by the domain that includes

S i g .
(60)  Provisional application No. 60/404,120, filed on Aug. the at least one affected asset, by determining whether the

o entity with which the request originated has a trust relation-
(51) Int.ClL ship with lhe_dpmain. _li:r example. The_ nper?alinn is com-
GU6F 7/04 (2006.01) pleted wl.lere' itis pe‘rmltted b\ the domain. ereles:l; m('ﬂnh:
HO4L 2906 (2006.01 )l communication device assets mc_ludc software appl%cauous.
TT0AL 9732 (2006.01) persistent data, communication pipes, and configuration data,

(52) US.CL properties or user or subscriber profiles.

USPC .....ccooveeee. T26/19:726/17; 713/167; 713/170 84 Claims, 5 Drawing Sheets

SAMSUNG-1047, cover page (annotated)
If the Examiner searched class/subclass HO4L 29, Owen *084 would have
been included in the corpus of prior art included in that search. However, as noted
above, the file history indicates that the Examiner’s search was limited to “Continu-

ity data” and “Inventor name.” See SAMSUNG-1002, 15. The record contains no
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evidence that highly relevant prior art, such as Owen ’084, was considered. See
generally SAMSUNG-1002. As shown below, Owen 084 contains several common
key words as claim 1 of the 250 patent. For example, Owen ’084 and claim 1 of

99 ¢¢

the *250 patent share several words in common, including “policy,” “application,”
“wireless,” “[mobile] device,” and “network.” See, e.g., SAMSUNG-1047, 3:42-67,

SAMSUNG-1001, claim 1.

Such functions as addressing of thclmubilc device 22, The invention claimed is:
2 3 = . == P - .
encodn; or otherwise Irémslor_mmg messages for wireless 1. A method of operating a[WireTess] end-user device, the
5 and any other interface functions may bell | b comprising:
performed by the wireless gateway 16. The[wircless|gateway

g storing securf policy information indicative of an
y J ale w fone wireless i - .
16 may be CL'nﬁgu?'ed to operate \ ith more thagfone wireless 1-spe01 e execution environment Pl
network 20.in which case the wireless gateway 16 may also 8 C . L
. . . . urable communication securlty
determine a most likely fetworl] for locating a giverf mobile . R G
lo [levice 22 hind possibly trac] mobile devices|as users roam based on the secure stored information indicative of an

between coiiitrics ol oS ipplicationfspecific  execution environment
; allowing a first set of multiple device

Any computer system with access to the WAN 12 may

exchange messages with ththrough the instances to run only in_a first secure [
mrelcssmgqtewqylﬁ Altcrmatively, private wireless environment on the F\"]I‘CK‘SS end-user [de

15 network gateways such as|wireless Virtual Private Network allowing a secpnd seto devicefapplication] nstances to
(VPN) routers could also_be implemented to provide a run only outside of the TirsT secure envi-
private interface to a |wireless network| For example, a ronment; and o L ‘
wireless VPN implemented in the LAN 18 may provide a based on the secure stored information indicative of a
private interface from the LAN 18 to one or more[mobile configurable communication security[ policy] initiate a

bo [ devices such as 22]through the fireless network 20} Such a first secure|tunnel|to a petwork tunnel” endpoint] and
srivate interface to alm[ﬁ]ﬂm‘l via the direct all| network |data communications to and from
galcway 16 and/or the wireless network 20 may device application instances executing in the first
also effectively be extended to entities outside the LAN 18 secure ipplication|environment through the first secure
by providing a message forwarding or redirection system tunnel]

bs that operates with the message server 26. Such a message
redirection system is disclosed in U.S. Pat. No. 6,219,694,
which is hereby incorporated into thi§ application|by refer-
ence. In this type of system, incoming messages received by
the message server 26 and addressed to a user of a mobile
50 rc sent through the[wireless network jnterface,
e1ther a WIreleeq VPN router, wireless gateway 16 or other

0 the wireless network 20 and to the
. Another alternate interface to a

st of messages in a user’s mailbox on the message

server 26, and possibly each message or a portion of each
message, may be sent to the mobile device 22

SAMSUNG-1047, 3:42-76 SAMSUNG-1001, claim 1
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(annotated) (annotated)

The Examiner’s failure to conduct a prior art search is a fundamental over-
sight. Failure to observe the high relevance of Rao and Owen *084, or related prior
art, 1s further evidence of material error.

C. Relevant text searches of Classes HO4L 12/4633 and

HO4L 29 would have likely resulted in identification of
Rao ’579/Rao and/or Owen '084/Owen, or similar art

The file history of the *250 Patent contains no evidence of text searches. See,
generally, SAMSUNG-1002. If the Examiner had conducted text searches within
the classes to which Raleigh *839 and the ’250 Patent (e.g., HO4L 12/4633, HO4L
29/06, etc.) were assigned, highly relevant prior art such as Owen ’084, Rao, and/or
Rao ’579° would likely have been uncovered. As demonstrated above, Owen ’084
and Rao share several key words in common with claim 1 of the 250 Patent. See,
e.g., SAMSUNG-1047, 3:42-67; SAMSUNG-1046, 9108-109; see also SAM-
SUNG-1046, 21:38-62. As illustrated above in the side-by-side comparisons, if con-
ducted, a basic prior art search within the assigned classes using various terms in

claim 1 of the *250 Patent would likely have indicated a high relevance with Owen

? Rao and Rao ’579 have substantially the same disclosure. Compare SAMSUNG-

1009, with SAMSUNG-1046.
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’084, Rao, Rao ’579, and similar prior art. But, in the absence of such a search, the
Examiner neither identified nor considered any of these references.

But the Examiner’s search strategy reveals that the Examiner failed to search
for any features, including these supposedly-novel features. Denying institution
would therefore be unwarranted and unjust and would continue to burden the public
with a patent that the Patent Office should have never issued in the first instance—
and would never have issued absent the Examiner’s material error.

B. The Complexity and Diverse Technology of the Asserted Patents
Favors Institution

Headwater’s assertion of a “large number and vast scope of [] patents” di-
rected toward “a diverse range of subject matter” in the parallel district court pro-
ceeding is the precise situation for which “the Board is better suited to review” issues
of validity, just as was the case in Tesla, Inc. v. Intellectual Ventures Il LLC
IPR2025-00217, Paper 9 at 2-3 (Jun. 13, 2025). The ’250 Patent challenged in this
proceeding is but one of 21 patents that Headwater has asserted against Samsung
across five litigations in the last 3 years alone. SAMSUNG-1158, 2-4. Against this
barrage of lawsuits, Samsung has asked the Office to apply much-needed scrutiny
to Headwater’s patents and has filed a total of 26 IPR petitions on the same. /d.

While the proceedings inspired by some of these petitions have since terminated,
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seven petitions remain pending, of which two are already instituted, two await deci-
sions on discretion or institution, and three await decisions on Requests for Rehear-
ing or Director Review.!® Samsung’s pending petitions alone seek review of six
different patents and span a broad range of technologies and claim scope in the gen-
eral areas of computing devices and wireless networks, including:

e “Systems, methods, and apparatuses for estimating a user equipment
link quality based on a positioning of user equipment are provided. One
method includes determining a plurality of link qualities (LQs) of the user
equipment (UE) for a plurality of positionings of the UE, wherein at least
one of the plurality of positionings includes at least a location or an orienta-
tion of the UE, storing information associated with the plurality of LQs for

the plurality of positionings, estimating at least one future positioning of the

10 Samsung’s petitions in IPR2025-00426 (U.S. Patent No. 9,094,868) and
IPR2024-01337 (U.S. Patent No. 8,588,110) are currently instituted. An additional
petition in IPR2025-00963 (U.S. Patent No. 10,028,144) is pending decision on
discretion. Samsung has filed Requests for Rehearing for petitions IPR2024-01396
(U.S. Patent No. 9,647,918) and IPR2024-01407 (U.S. Patent No. 9,179,359) and a

Director Review request in IPR2025-00482 (U.S. Patent No. 11,405,429).
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UE, and estimating a future link quality (LQ) of the UE at the at least one fu-
ture positioning of the UE based on the stored information associated with
the plurality of LQs at the plurality of positionings of the UE.” (U.S. Patent
No. 9,094,868, Abstract) (IPR2025-00426)

e “Enterprise and consumer billing allocation for wireless communica-
tion device service usage activities is provided. In some embodiments, enter-
prise and consumer billing allocation for wireless communication device ser-
vice usage activities includes monitoring a service usage activity of a wire-
less communication device, and determining an enterprise and consumer
billing allocation for the monitored service usage activity.” (U.S. Patent No.
10,080,250, Abstract) (IPR2025-00932)

e “A wireless end-user device has a wireless wide-area network
(WWAN) modem and multiple execution environments. Applications exe-
cute in an application execution partition. A kernel execution partition exe-
cutes processes for classifying, by application, traffic passing between the
WWAN modem and the applications, measuring per-application traffic, and
applying per-application traffic policies to the traffic.” (U.S. Patent No.
10,028,144, Abstract) (IPR2025-00963)

e “[A] communications device implements a service policy for assisting

billing for the communications device use of a service on a network; and
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monitors use of the service based on the service policy, in which a local ser-
vice usage is synchronized with a network based service usage.” (U.S. Pa-
tent No. 8,588,110, Abstract) (IPR2024-01337)

e “A wireless end-user device has a wireless modem, a network stack
configurable to receive and transmit data via the modem and a wireless net-
work, and two Application Programming Interfaces (APIs) available to de-
vice applications. The first API allows applications to open and use data
flows via the network stack. The second API allows applications to make
data transfer requests for media objects associated with network resource
identifiers.” (U.S. Patent No. 9,647,918, Abstract) (IPR2024-01396)

o “A wireless end-user device has wireless wide-area network
(WWAN) and wireless local-area network (WLAN) modems. One or more
processors apply a WWAN-specific differential traffic control policy to In-
ternet data service provided using the WWAN modem.” (U.S. Patent No.
9,179,359, Abstract) (IPR2024-01407)

As illustrated by the examples above, even just the subset of Headwater’s as-

serted patents that are the subject of pending IPRs cover a broad array of complex

subject matter including wireless link quality estimation, enterprise and consumer

billing allocation, wireless modem architectures, traffic monitoring and measure-

ment, application programming interfaces (APIs), and traffic control policies. Such
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diverse and complex technology strongly favors institution. Tesla, IPR2025-00217,
Paper 9 at 2-3. As was the case in Tesla, “the Board is better suited to review a large
number of patents involving diverse subject matter.” Id. Interests of efficiency, jus-
tice, and the promotion of a strong patent system favor continued PTAB review of
Headwater’s patents, including referring the present Petition for adjudication on the
merits.

As noted above, the PTAB has also proven to be essential in helping the par-
ties narrow their dispute and conserve resources. For example, after the PTAB in-
stituted [PRs on 6 of 9 patents asserted in Headwater’s first litigation against Sam-
sung, Headwater dropped from that litigation each of the patents that were subject
of the instituted IPRs. SAMSUNG-1168; IPR2023-1157, -1226, -1250, -1336, -
1337, -1360. The parties also later settled the instituted IPRs thereby conserving
Board resources and the first litigation went to trial on only 1 of the 9 originally
asserted patents. Similarly, in Headwater’s second litigation, the PTAB instituted
Samsung’s petitions on 2 of the 3 asserted patents. SAMSUNG-1172; IPR2024-
00010, -00341. The parties settled one of the instituted [PRs and Headwater

dropped the patent corresponding to the settled IPR from the litigation. In Headwa-
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ter’s third lawsuit, the PTAB initially instituted Samsung’ petitions on all 4 as-
serted patents,'! but the parties again reached a resolution in which they have al-
ready settled one of the instituted IPRs and Headwater dropped the corresponding
patent from the litigation. SAMSUNG-1173; IPR2024-01051, -01337, -01407, -
01396. All told, PTAB institution decisions on the merits have already contributed
to resolution and settlement of the parties’ disputes over more than half a dozen pa-
tents. This history demonstrates that the PTAB is working in this complex, multi-
patent litigation and institution decisions on the merits are likely to help narrow is-
sues in the co-pending litigation, ultimately conserving resources of the parties, the
judiciary, and the Board.

C. Considerations in the Stewart Memorandum Counsel Against
Discretionary Denial

The Stewart Memorandum dated March 26, 2025, titled “Interim Process for

PTAB Workload Management,” identified additional considerations that may be

" Two of Samsung’s petitions (IPR2024-01396, IPR2024-01407) that originated
from Headwater’s third lawsuit currently await decisions on Requests for Rehear-
ing. A third Samsung petition (IPR2025-00482) that originated from Headwater’s

fourth lawsuit also currently awaits a Director Review decision.
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evaluated when addressing discretionary issues. SAMSUNG-1160. These consider-

ations include:

l.

6.

7.

Whether the PTAB or another forum has already adjudicated the valid-
ity or patentability of the challenged patent claims;
Whether there have been changes in the law or new judicial precedent

issued since issuance of the claims that may affect patentability;

. The strength of the unpatentability challenge;

The extent of the Petition's reliance on expert testimony;

. Settled expectations of the parties, such as the length of time the claims

have been in force;
Compelling economic, public health, or national security interests; and

Any other considerations bearing on the Director's discretion.

Headwater’s briefing only addresses considerations numbered 2, 4, and 5

above. See DB, 25-26. As explained below, however, a proper consideration of these

considerations confirms that discretionary denial is not warranted, and that conclu-

sion is only reinforced by the other considerations recited in the Stewart Memoran-

dum that Headwater omitted from its analysis.

1. Whether the PTAB or another forum has already adjudicated
the validity or patentability of the challenged patent claims

No other forum has already adjudicated the validity of the challenged claims.
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And, as explained in §II.D supra, the District Court will not consider overlapping
prior art if institution is granted, leaving the PTAB as the only forum to resolve these
issues.

2. Whether there have been changes in the law or new judicial

precedent issued since issuance of the claims that may affect
patentability

There has been no change in law or judicial precedent, particularly as it relates
to obviousness under § 103, that would alter a determination of unpatentability of
these claims. Headwater identifies nothing to the contrary.

3. The strength of the unpatentability challenge

The Petition presents straightforward, two- or three-reference obviousness
grounds that are especially strong on the merits. As noted below (infra, §11.D (Factor
6)), Headwater’s discretionary denial brief identifies no substantive deficiency in the
obviousness ground at all. Moreover, as discussed above (supra, §I1.A) the *250
Patent received little to no scrutiny during original examination, having been
allowed without a single prior art rejection. SAMSUNG-1001, 1-13; Pet., 4;
generally SAMSUNG-1002. Owen, Bartlett, Smith, Lambert, and Rao were not
among the cited references, and indeed, there is no indication in the file history that
the Examiner ever considered Owen, Bartlett, Smith, Lambert, and Rao or the Owen-
Bartlett, Owen-Bartlett-Smith, or Lambert-Rao-Smith combinations that form the

basis of the Petition’s obviousness challenges during original examination of the
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250 Patent. See SAMSUNG-1159, 30-40, 47-48 (explaining that post grant
proceedings were designed to serve the goal of improving patent quality by enabling
efficient challenges to patents that should not have been issued in the first instance).

4. The extent of the Petition’s reliance on expert testimony

The Petition 1s supported by the expert declaration of Dr. Patrick McDaniel.
See SAMSUNG-1003. Dr. McDaniel’s declaration includes testimony, which is not
only guided by years of education and experience, but is further corroborated by
ample documentary evidence including dozens of additional exhibits that confirm
and amplify the positions and unpatentability arguments advanced in the Petition.

While identifying no instance where the expert declaration relied on bare tes-
timony to fill a gap in the art, Patent Owner nonetheless points to the fact that the
expert declaration exhibit (SAMSUNG-1003) is 100 pages long. DB, 26.

As the PTAB further clarified in its “FAQs for Interim Processes for PTAB
Workload Management,” “[1]t is most helpful if an expert is providing focused tes-
timony, for example to provide helpful context or to explain terms of art.” SAM-
SUNG-1161, 6. Consistent with this guidance, Dr. McDaniel’s expert declaration
provides such context and explanations. For example, Dr. McDaniel provides cor-
roborated testimony describing the state of the art of policy-based management by
the Critical Date of the 250 Patent (SAMSUNG-1003, 9949-59 (citing corroborat-
ing exhibits SAMSUNG-1007, SAMSUNG-1020, SAMSUNG-1021, SAMSUNG-
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1022, SAMSUNG-1023, SAMSUNG-1024, SAMSUNG-1025, SAMSUNG-1026,
SAMSUNG-1028, SAMSUNG-1029)); corroborated testimony regarding virtual-
ization and virtual machines by the Critical Date of the *250 Patent (SAMSUNG-
1003, 9960-63 (citing corroborating exhibits SAMSUNG-1008, SAMSUNG-1013,
SAMSUNG-1027)); corroborated testimony regarding execution environments as of
the Critical Date of the 250 Patent (SAMSUNG-1003, §151 (citing corroborating
exhibit SAMSUNG-1011)); corroborated testimony regarding fixed priority sched-
ules as of the Critical Date (SAMSUNG-1003, 9122 (citing corroborating exhibit
SAMSUNG-1012)); and corroborated testimony regarding virtual private networks
as of the Critical Date (SAMSUNG-1003, 9172 and 179 (citing corroborating ex-
hibit SAMSUNG-1014)). Additionally, Dr. McDaniel provides detailed technical
explanations supporting the Petition’s proposed obviousness combinations and mo-
tivations to combine. SAMSUNG-1003, 9980-87, 94-109, 121-253. Dr. McDaniel’s
robust testimony is confirmed and corroborated by numerous third-party references.
See generally SAMSUNG-1003, q18; SAMSUNG-1011-SAMSUNG-1015, SAM-
SUNG-1017, SAMSUNG-1020-SAMSUNG-1030.

In short, the Petition advances strong and meritorious grounds that are sup-
ported by Dr. McDaniel’s focused and corroborated expert testimony. This factor

favors institution.
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5. Settled expectations of the parties, such as the length of time the
claims have been in force

Samsung’s settled expectations far outweigh Headwater’s in this case. First,
as discussed above in §II.A, given the cursory examination of the *250 Patent—
including no prior art rejection and no new prior art search—Headwater’s expecta-
tion as to the validity of 250 Patent should be far from settled. See Anthony Inc. v.
ControlTec, Inc., IPR2025-00559, Paper 12, 2 (July 16, 2025) (referring to the panel
and finding that petitioner’s showing of material error favored referring to panel de-
spite allegedly settled expectations for patents that had been in force for 17- and 18-
years).

Additionally, the *250 Patent issued less than seven years ago but Headwater
submitted no evidence that the claimed technology was ever previously “commer-
cialized, asserted, marked, licensed, or otherwise applied in a petitioner’s particular
technology space.” Intel Corp. v. Proxense LLC, IPR2025-00327, Paper 12, pp. 2-
3. This is unsurprising as Headwater is a patent assertion entity that does not produce
any real products. Indeed, the *250 Patent is but one of twenty-one different patents
that Headwater has asserted against Samsung across multiple litigations in recent
years. This fact alone counsels against discretionary denial. /d.

Moreover, Headwater has only recently become litigious. Its first patent law-

suit was not brought until October 2022—years after the 250 Patent issued in 2018.
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See SAMSUNG-1058; SAMSUNG-1168; SAMSUNG-1169. Since 2022, Headwa-
ter has filed some 62 district court complaints against defendants across the industry
including not just Samsung but also Apple, Verizon Wireless, T-Mobile, AT&T,
Amazon, Google, Sprint, and Motorola. See SAMSUNG-1169. The parallel litiga-
tion at issue here was the first suit involving the *250 Patent. Samsung could not
have been expected to challenge the 250 Patent even earlier under these circum-
stances.

Further, Headwater provided no notice to Samsung about the 250 Patent be-
fore it launched its litigation action in the Eastern District of Texas in August 2024.
There was no reason to expect that Headwater would assert the 250 Patent at that
time given that nearly two years had already passed since Headwater had initiated
its first suit against Samsung in October 2022.

If anything, Headwater intentionally delayed asserting the *250 Patent to max-
imize litigation pressure on Samsung. Indeed, four separate actions were filed and
19 separate patents asserted by Headwater against Samsung before the 250 Patent
was ultimately asserted—each action an opportunity to assert the *250 Patent. SAM-
SUNG-1158, SAMSUNG-1169, SAMSUNG-1168, SAMSUNG-1172, SAM-
SUNG-1173. Despite multiple opportunities, Headwater inexplicably waited to as-

sert the 250 Patent, timing the suit to maximize litigation costs and pressure on
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Samsung. This reeks of gamesmanship—tactics that should not be rewarded with
discretionary denial at the PTAB.

The PTAB’s very “purpose and design,” as reiterated by the Supreme Court,
is fulfilled by addressing the merits of the prior art here, not by shunning this much-
needed review before it starts. Thryv, Inc. v. Click-To-Call Techs., LP, 590 U.S. 45,
54 (2020) (“By providing for inter partes review, Congress, concerned about over-
patenting and its diminishment of competition, sought to weed out bad patent claims
efficiently”); Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 279-80 (2016) (de-
scribing the PTAB’s basic “purpose” and the public’s “paramount interest in seeing
that patent monopolies ... are kept within their legitimate scope”). Headwater’s at-
tempt to evade review based solely on the (still relatively young) age of the patent
should not be condoned, especially where this age is the result of Headwater’s own
actions in (i) delaying assertion of the *250 Patent for years after issuance (and even
delaying for nearly two years after Headwater filed its first suit against Samsung in
October 2022), and (i1) delaying the asserting of the 250 Patent as part of a litigation
strategy. Moreover, as was the case in Tesla, the “complex and diverse litigation”
between the parties—involving Headwater’s assertion of 21 patents against Sam-
sung over the last 2.5 years and Samsung’s six pending [PRs—further “tip[s] the
balance against discretionary denial” even if the age of the patent (~7 years) were a

concern. See Tesla, IPR2025-00219, -00222, 00339, Paper 9 (PTAB June 13, 2025)
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(denying requests for discretionary denial based on patents aged 8, 9, and 14 years,
respectively); supra, §11.A.

6. Compelling economic, public health, or national security inter-
ests

Samsung is responsible for substantial and sustained investments and eco-
nomic activity in the United States. For example, Samsung’s investment in the US
totals $§47 billion since 1978 (SAMSUNG-1154), and Samsung proposes $191 bil-
lion in further investment, largely in Texas. SAMSUNG-1155. Further, “[s]ince
1996, Samsung Semiconductor has invested $18 billion in operating two fabs at its
Austin, Texas, campus—making it one of the largest direct foreign investments in
United States history.” SAMSUNG-1156 (emphasis added). Additionally, Sam-
sung’s investment is ongoing, with “President Trump Say[ing] Samsung Is Planning
a ‘Massive Investment’ In The US.” SAMSUNG-1157. Thus, Samsung’s massive
and ongoing investment presents a compelling economic interest, and Samsung’s
investment (e.g., in US-made semiconductors) supports the US’s national security
interests.

Such considerations weigh heavily against discretionary denial and Samsung
respectfully requests an opportunity for the strong grounds presented in its Petitions
on the 250 Patent to be considered at the PTAB. In this regard, Samsung seeks

efficient resolution at the PTAB of the patentability of the challenged claims of yet
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another patent asserted against it by a highly-litigious and non-practicing entity that
is actively pursuing multi-patent litigation campaigns against Samsung, and other
entities. SAMSUNG-1158 2-4 (over 5 different suits, Headwater has asserted 21
patents against Samsung); SAMSUNG-1158, 1-4 (Headwater has sued multiple
other entities, including Apple, Motorola, Verizon, T-Mobile, Google, Comcast,
Disk Network, Comcast Cable, Charter Communications, Amazon, and AT&T, over
claims of infringement of approximately 70 patents).

D. Discretionary Denial is Not Warranted Under Fintiv

Headwater urges discretionary denial based on incomplete facts about the co-
pending District Court litigation and a misguided application of the Fintiv factors.
As explained below, a majority of the Fintiv factors weigh strongly against discre-
tionary denial. See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (PTAB
Mar. 20, 2020) (precedential) (“Fintiv I).

1. Factor 1: No Stay Has Been Requested
Fintiv Factor 1 looks to “whether the court granted a stay or evidence exists

that one may be granted if a proceeding is instituted.” This factor is neutral given
that no litigation stay has been requested and no evidence clearly establishes how
the district court would resolve such a request even if a stay were requested upon

institution.
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As a starting point, neither party has requested a stay of the litigation. Head-
water does not dispute this fact. See DB, 7-12. Still, attempting to tilt this factor in
its favor, Headwater starts by citing various cases from the Eastern District of Texas
where a motion to stay was filed in the co-pending litigation prior to institution in
the IPR and the motion was denied. However, the critical inquiry under this factor
i1s whether “evidence exists” that a stay will be “granted if a proceeding is insti-
tuted.” See Luminati Networks Ltd. v. Teso LT, UAB, No. 2:19-CV-00395-JRG,
2020 WL 6803255, at *1 (E.D. Tex. Oct. 30, 2020); Trover Grp., Inc. v. Dedicated
Micros USA, No. 2:13-CV1047-WCB, 2015 WL 1069179, at *6 (E.D. Tex. Mar. 11,
2015) (Bryson, J.); Viavi Sols. Inc. v. Zhejiang Crystal-Optech Co., No. 2:21-CV-
00378-JRG, 2022 WL 16856099, at *5 (E.D. Tex. Nov. 10, 2022).

Headwater cites no case that precludes the possibility of a stay being granted
in the Eastern District of Texas after institution. On the contrary, Headwater
acknowledges, as it must, that EDTX does not automatically deny stays after insti-
tution, although Headwater still paints a misleading picture that the outcome of any
stay requested after institution here would almost certainly be denied. Indeed, Head-
water omits the fact that Judge Gilstrap and Magistrate Judge Payne have granted
post-institution motions for stay where the defendant/petitioner has made a strong

stipulation to be bound by IPR estoppel-—exactly as Samsung has done here with a
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stipulation (SAMSUNG-1019) that is far broader than even the IPR estoppel provi-
sions. See e.g., SAMSUNG-1164; SAMSUNG-1165. Magistrate Judge Payne has
also explained that stays in patent cases do not unduly prejudice plaintiffs that do
not produce a product (e.g., litigation entities like Headwater) because a “mere delay
in collecting ... damages does not constitute undue prejudice.” SAMSUNG-1165
(citing Uniloc USA, Inc. v. Acronis, Inc., No. 615-cv-1001-RWS-KNM, 2017 WL
2899690, at *2 (E.D. Tex. Feb. 9, 2017)). Headwater’s own data likewise shows an
increase in the number of stays granted in the district over the last three years with
at least twenty percent of cases stayed last year alone.'> DB, 9; EX2001.

Despite its denials, Headwater’s brief ultimately wades into impermissible
speculation on how “likely” it is for the District Court to grant a stay of the co-
pending litigation. DB, 7-12. But motions to stay invoke fact- and case-specific con-

siderations, and it would be highly prejudicial to Samsung for adverse inferences to

12 The Docket Navigator statistics presented in Headwater’s EX-2001 are also mis-
leading insofar as they do not distinguish between stays requested before and after
IPR institution. Among decisions made in EDTX last year on motions to stay that

were brought after institution, an even higher 28 percentage of these motions were

granted (i.e., 7 of 25 cases). SAMSUNG-1167. To date in 2025, EDTX has granted

39 percent of post-institution motions to stay (i.e., 7 of 18 cases). /d.
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be drawn from rulings on stay motions being denied in different and unrelated cases.
Indeed, for these reasons, the Board has repeatedly refused to “attempt to predict”
how a District Court will rule on such stay motions. See, e.g., Hulu, LLC v. SITO
Mobile R&D IP, LLC, IPR2021-00298, Paper 11 at 10-11 (May 19, 2021) (because
“neither party has produced evidence that a stay has been requested[,]” “[w]e decline
to infer, based on actions taken in a different case with different facts, how the Dis-
trict Court would rule should a stay be requested by the parties in the parallel case
here.”) (partially quoting Fintiv); Sand Revolution II, LLC v. Continental Intermodal
Group-Trucking LLC, TIPR2019-01393, Paper 24 at 7 (June 16, 2020) (informative).
2. Factor 2: The Court’s Trial Date is Speculative and the Trial
will Not Address Patentability of a Majority of Claims Chal-
lenged in Samsung’s Diligently Filed Petition
Fintiv Factor 2 looks to “proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written decision” as part of a holistic evalua-
tion of fairness and efficiency, which includes considering which forum will assess
the patentability of the challenged claims. See Fintiv I, at 5-6; see also Apple Inc. v.
Fintiv, Inc., IPR2020-00019, Paper 15 at 7-17 (PTAB May 13, 2020) (informative)
(“Fintiv IT”) (explaining that, in evaluating the Fintiv factors, the Board “takes a
holistic view of whether efficiency and integrity of the system are best served by

denying or instituting review”); lllumina, Inc. v. Natera, Inc., IPR2019-01201, Paper

19 at 6 (PTAB Dec. 18, 2019) (“We have considered the positions of the parties and
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find that, on this record, considerations of efficiency, fairness, and the merits of the
grounds in the Petition do not weigh in favor of denying the Petition.”). This factor
weighs against discretionary denial or at worst, is neutral.

As a starting point, trial dates routinely change, as Headwater concedes. DB,
13. Further, such trial date changes are common in the Eastern District of Texas.
Indeed, in two prior Headwater suits filed against Samsung, the actual trial occurred
3-5 months after the originally-scheduled trial date. SAMSUNG-1150; SAM-
SUNG-1151; SAMSUNG-1152; SAMSUNG-1153. The Office has likewise recog-
nized that “scheduled trial dates are unreliable and often change.” SAMSUNG-
1101, 8. Thus, while the District Court trial is currently scheduled (May 4, 2026) to
occur before the Board’s expected deadline (November 30, 2026) to issue a Final
Written Decision, that time difference is likely to be reduced significantly if history
is a guide. Moreover, the median time-to-trial for civil cases in EDTX is 25.1 months
according to current statistics, which would project trial to begin September 2026—
months after the currently scheduled date. SAMSUNG-1174, 35.

To be sure, the prospect of the currently scheduled trial date being delayed is
significant given that Judge Gilstrap currently has ten trials simultaneously sched-
uled to start jury selection on May 4, 2026, only one of which is the Headwater

litigation. SAMSUNG-1162, 1-6. Seven of the ten cases involve complex patent dis-
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putes. Id. By advocating for discretionary denial based on the scheduled jury selec-
tion date, Headwater assumes without basis that Judge Gilstrap will prioritize Head-
water’s litigation over the nine other cases scheduled to begin jury selection on the
same day. Even if no one of the nine cases were favored over the others, the likeli-
hood that Headwater’s litigation would be the one selected to start jury selection on
May 4, 2026 is small—10% (i.e., 1/10).

Headwater also fails to acknowledge the significant amount of time required
to reach a final judgment ripe for any appeal—after the resolution of post-trial mo-
tions. A recent analysis of cases before Judge Gilstrap shows that post-trial motions
are not resolved on average for 6.9 months after a jury trial. SAMSUNG-1163, 2.
Even if jury selection for trial in the Headwater litigation did begin on May 4, 2026,
the “final resolution” (if it occurs at all) would likely not occur until sometime after
December 2026. In the more likely event that trial in EDTX is delayed such that
jury selection does not begin until well after May 4, 2026, the final resolution of
the EDTX proceeding likely will not occur until after the Board’s Final Written
Decision that is expected to issue by November 30, 2026.

Contrary to Headwater’s assertion, Samsung was diligent in filing petitions in
this proceeding more than three months before the statutory deadline—despite the
fact that Samsung was simultaneously managing multiple district court cases and at

least eleven other IPRs on various patents asserted by Headwater. See IPR2025-
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00963, IPR2025-00483, IPR2025-00481, IPR2025-00482, IPR2025-00483,
IPR2025-00426, 1PR2024-01396, 1PR2024-01407, 1PR2024-01337, IPR2024-
01051, IPR2024-00341.

What’s more, when “[p]etitioner appears to show a material error by the of-
fice,” the Director has found that “it is an appropriate use of Office resources to
review the potential”—even if the trial date in the copending litigation precedes
the FWD date. Microsoft Corp. v. Partec Cluster Competence Ctr. GmbH, IPR2025-
00318, Paper 9, 3 (June 12, 2025) (referring to the panel, despite a later trial date,
because “Petitioner appears to show a material error by the Office and it is an appro-
priate use of Office resources to review the potential error”). So, the trial timing
relative to FWD timing is outweighed here where the material error during prosecu-
tion warrants use of Office resources to remedy an error—and render unpatentable
a patent that should never have issued in the first place.

In summary, Fintiv factor 2 weighs against discretionary denial because the
District Court’s trial date is speculative and because Samsung diligently filed its
petition nearly more than 3 months ahead of the one-year statutory deadline.

3. Factor 3: Limited Resources Would Have Been Expended by
the Time of the Decision on Institution

Fintiv factor 3—which considers the “amount and type of work already com-

pleted in the parallel litigation by the court and the parties at the time of the institu-

tion decision”—also favors institution.
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As of the Petition’s filing, the parties had only exchanged infringement and
invalidity contentions. See EX2002. As of the filing of this paper, while the parties
have filed their Joint Claim Construction and Prehearing Statement, the case has not
otherwise advanced much since the filing of the Petition, e.g., no depositions have
been scheduled or have occurred. Moreover, Headwater’s assertions of the “signif-
icant resources” that would be invested in the District Court as of the Decision on
Institution are misleading. See DB, 15-17. For example, while the claim construc-
tion hearing will likely have occurred before the decision on institution (expected
around late November), expert discovery and dispositive motion briefing will not
yet have concluded, and a claim construction order is unlikely to have issued. See
EX2002, 3-5.

By the time a Decision on Institution is entered in this proceeding, far more
investment will remain in the litigation, including close of both fact and expert dis-
covery. EX1002, 1-4. This further counsels against discretionary denial, or at worst,
renders Factor 3 neutral.

4. Factor 4: No Overlap Between This IPR and the District Court
Proceeding
Fintiv factor 4—which considers overlap between issues raised in the Petition

and in the parallel proceeding—strongly favors institution. Samsung’s broad stipu-

lation—even more sweeping than Sotera—eliminates any potential overlap between
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the proceedings relating to the claims that Headwater may assert at trial. See SAM-
SUNG-1019.

Specifically, to eliminate any possible perception of overlap between the
PTAB and District Court, Samsung filed a stipulation (SAMSUNG-1019) providing
that, if the PTAB institutes review, Samsung will not pursue in District Court litiga-
tion:

e the specific grounds asserted in inter partes review in IPR2025-00932,
or any other ground that could have been reasonably raised in this pro-
ceeding (i.e., any ground that could have been raised under §§102 or
103 on the basis of prior art patents or printed publications) (see Sotera
Wireless, Inc. v. Masimo Corporation, 1IPR2020-01019, Paper 12
(PTAB Dec. 1, 2020)); and

e combinations of the prior art asserted in this proceeding with un-
published system prior art (or any other type of prior art) (see Motorola
Solutions, Inc. v. Stellar, LLC, 1PR2024-01205, 1PR2024-01206,
IPR2024-01207 & IPR2024-01208, Paper 19 (PTAB Mar. 28, 2025)).

Headwater’s attempt to dismiss Samsung’s stipulation as a “standard Sotera
stipulation” that “is no longer sufficient to determine that Fintiv Factor 4 weighs in
favor of institution” misrepresents the scope of Samsung’s stipulation. DB, 20-21.

Samsung’s stipulation here is far more sweeping than a traditional Sotera stipulation
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and goes further to allay the concerns raised in the Director’s Motorola decision (see
id.) by additionally precluding Samsung’s reliance (upon institution) on combina-
tions of art asserted in the proceeding with unpublished system art or any other type
of prior art for that matter.'’

To be clear, Samsung’s stipulation here is likewise more robust than the So-
tera stipulation addressed in Motorola. Samsung’s stipulation guarantees that, if
instituted, none of the prior art asserted in the Petition will be used in the District
Court proceeding—even in combination with unpublished system art. For example,
Samsung’s Petition relies on Owen (SAMSUNG-1005) as the primary prior art ref-
erence to address a majority of limitations in claims 1-2 of the 250 Patent. If the
Petition is instituted, Samsung has agreed through its stipulation to forego reliance
on Owen in the EDTX litigation altogether, whether on its own, in combination with
other patents or printed publications that could have been reasonably raised in IPR,

or even in combination with unpublished system art that could not have been raised

13 Headwater also argues that Samsung’s stipulation permits a subsequent ex parte
reexamination on grounds that could have been raised in the Petition. DB, 22-23.

This argument is speculative and also incorrect because, if an IPR is instituted here
and proceeds to a Final Written Decision, Samsung would be estopped from using

the grounds used in the Petition in a subsequently-filed ex parte reexamination.
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in IPR in the first instance. Samsung’s stipulation thus addresses the specific con-
cern expressed in Motorola that “Petitioner’s invalidity arguments in the district
court ... include combinations of the prior art asserted in these proceedings with
unpublished system art.” Motorola, 4.

Headwater’s brief also glosses over a significant fact, namely that Samsung
has never included either Bartlett (SAMSUNG-1006) or Smith (SAMSUNG-1008)
in its invalidity contentions in District Court. See EX2005. Yet, Samsung relies on
either Bartlett and/or Smith in all grounds and against all claims of the *250 Patent.
Pet., 1-2. There is accordingly no possibility of Samsung raising the same set of
prior art or the same grounds in District Court as those raised in the IPR petition,
whether the IPR petition is instituted or not. Accordingly, even from the earliest
stages of the litigation and the IPR, Samsung has pursued alternative and non-over-
lapping invalidity grounds in each forum. Headwater’s citation to the SAP America
case 1s thus inapt because, unlike the situation in SAP America, it is not true that the
same “work that would be done [in the IPR] will also be required in the litigation

regardless of whether we institute review.”'* SAP America, Inc. v. Cyandia, Inc.,

IPR2024-01496, ID at 6; DB, 21.

14 Samsung’s stipulation in this IPR is also stronger than the Sotera stipulation that

the Board found deficient in SAP America.
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Finally, Headwater’s argument that the Director should exercise discretion to
deny institution because “Petitioner’s stipulation still permits subsequent ex parte
reexamination petitions on grounds that could have been raised in the Petition” has
no merit. DB, 22. As an initial matter, Factor 4 concerns overlap between the IPR
and a parallel proceeding, but no parallel ex parte reexamination exists in this case.
This 1s because Samsung has never filed a request for ex parte reexamination on the
’250 Patent. Headwater’s objection is thus speculative at best. Headwater’s con-
cerns are also drastically overplayed because if IPR is instituted and proceeds to a
Final Written Decision, Samsung would be estopped from using the Petition
grounds, or any other grounds that could have been reasonably raised in an IPR, in
an ex parte reexamination. 35 U.S.C. § 315(e)(1). Moreover, the Office already
enforces various other policies to protect patent owners against abusive reexamina-
tion filings. For example, if another proceeding is filed at the Office during pen-
dency of an IPR, the Director (or the Board by delegation) “determine[s] the manner
in which the [IPR] or other proceeding or matter may proceed, including providing
for stay, transfer, consolidation, or termination of any such matter or proceeding.”
35 U.S.C. § 315(d). The Office has also dismissed ex parte reexamination requests
that were deemed abusive or that were otherwise based on substantially the same
prior art or arguments previously presented to the Office under § 325(d). See 35

U.S.C. § 325(d); In re Vivint, Inc., 14 F.4th 1342 (Fed. Cir. 2021).
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In sum, there will be virtually no overlap between this proceeding and the
parallel District Court litigation if IPR is instituted. Samsung’s petitions are based
on prior art combinations that have never even been raised in District Court (e.g.,
combinations based on Bartlett and/or Smith), and Samsung’s stipulation is even
more expansive than Sofera thus ensuring that the Office’s goals of “efficiency and
integrity” will be achieved by “not duplicating efforts” and “resolving materially
different patentability issues.” Apple, Inc. v. SEVEN Networks, LLC, IPR2020-
00156, Paper 10, 19 (June 15, 2020); Sand Revolution I, LLC v. Continental Inter-
modal Group-Trucking LLC, IPR2019-01393, Paper 24, 12 (June 16, 2020); Google
LLC v. Flypsi, Inc., IPR2023-00360, Paper 9, 36-39 (August 2, 2023). Therefore,
Fintiv factor 4 strongly favors institution.

5. Factor 5: The Same Parties are in the Co-Pending Litigation
Fintiv Factor 5—The parties in this IPR are also parties in the co-pending

Texas litigation.
6. Factor 6: Headwater’s ldentified “Other Circumstances” Lack
Merit and Do Not Weigh in Favor of Discretionary Denial
As explained below, Headwater’s arguments regarding “other circumstances
that impact the Board’s exercise of discretion” lack merit and do not counsel in favor
of discretionary denial.

First, Headwater asserts that “Petitioner waited nearly nine months to file its

Petition, all but ensuring that the validity of the *250 patent claims would be decided
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in the District Court litigation months prior to any Final Written Decision in these
proceedings.” DB, 24. This assertion fails because the Petition was filed more than
three months ahead of the one-year statutory deadline, not “nearly nine months,” as
Headwater contends.

Second, Headwater makes a baseless assertion that “the Petition fails to pre-
sent any compelling merits of unpatentability.” DB, 24. Tellingly, however, Head-
water was unable to identify, let alone allege, even a single deficiency in the Peti-
tion’s analysis of the prior art grounds or their relevance to the 250 Patent claims.
Headwater’s argument is entirely superficial and based on a meaningless observa-
tion that the Petition does not present any anticipation grounds, which supposedly
“serves to highlight the novelty of the challenged claims.”. See DB, 24-25. Head-
water’s assertion ignores that obviousness has long been recognized as a basis for
unpatentability and was expressly identified by Congress as a statutory basis for
IPRs. See Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 3-4 (1966) (obvious-
ness “was intended to codify judicial precedents embracing the principle long ago
announced by this Court in Hotchkiss v. Greenwood, 52 U.S. 248 (1850)”); 35
U.S.C. §311(b). The Board has consistently instituted IPRs on obviousness grounds,
and Headwater has failed to identify a single instance in which the Board found that
reliance on obviousness alone undermined the merits of a Petition. Headwater also

cannot seriously urge discretionary denial based on merits considerations when
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Headwater either could not or would not identify any substantive deficiency in the
Petition at all.

Third, Headwater asserts that “additional conditions” weigh in favor of dis-
cretionary denial, “including the length of time the challenged claims have been in
effect” and “that the Petition relies extensively [sic] well over 100 pages of expert
testimony (Ex. 1003) to explain the relevance of the prior art, even though witness
credibility is better evaluated by a District Court than the PTAB.” DB, 25-26. This
argument also lacks merit. Headwater offers no reason to question the credibility of
Petitioner’s expert. Moreover, the cited expert testimony is not used to gap-fill holes
in the prior art, and Headwater did not identify even a single example of gap filling.
See generally DB.

In summary, a holistic evaluation of the Fintiv factors strongly counsel against
discretionary denial at least because this PTAB proceeding will allow a just and ef-
ficient resolution of the patentability of the claims of the *250 Patent (unlike the
District Court litigation), while significantly ameliorating overlapping or duplicative

functions being performed in the co-pending litigation.
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III. CONCLUSION

For the foregoing reasons, a holistic evaluation of the complex and diverse
litigation between the parties, the Fintiv factors and the additional considerations
laid out in the Stewart Memorandum strongly weigh against discretionary denial.
Petitioner therefore respectfully requests that this case proceed to an institution de-

termination on the merits.
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