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ViA E-MAIL Thad C. Kodish

- Managing Principal
TKodish@fr.com

Russ August & Kabat 404 724 2792 direct

12424 Wilshire Boulevard
12th Floor

Los Angeles, CA 90025
Phone: 310-826-7474

Miller Fair Henry PLLC
1507 Bill Owens Parkway
Longview, TX 75604
Phone: 903-757-6400

Re: Headwater Research LLC v. Samsung Electronics Co., Ltd. et al, Case No. 2-24-cv-
00627 (E.D. Tex)

Dear Counsel:

Samsung Electronics Co., Ltd. (“Samsung”) has filed a petition for inter partes review (IPR)
petition IPR2025-00963 with the Patent Trial and Appeal Board (PTAB) to address the validity of
claims 1-18 of U.S. Patent No. 10,028,144 (“the 144 Patent”). The tables in attached Appendix
A list all grounds, challenged claims, and references asserted in IPR2025-00963.

I write to inform you that Samsung hereby stipulates that, if the PTAB institutes review in this
proceeding, Samsung will not pursue in District Court litigation the specific grounds asserted in
inter partes review in this proceeding, or any other ground that could have been reasonably raised
in this proceeding (i.e., any ground that could have been raised under §§ 102 or 103 on the basis
of prior art patents or printed publications).” See Sotera Wireless, Inc. v. Masimo Corporation,
IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020). Samsung also stipulates that, if the PTAB
institutes review in this proceeding, Samsung will not pursue in District Court litigation
combinations of the prior art asserted in this proceeding with unpublished system prior art (or any
other type of prior art). See Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-01205, IPR2024-
01206, IPR2024-01207 & 1PR2024-01208, Paper 19 (PTAB Mar. 28, 2025).
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Sincerely,

v

Thad Kodish
Attorney for Samsung Electronics Co., Ltd.
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Appendix A — Grounds and Prior Art References Used in IPR2025-00963

Ground Claim(s) 35 U.S.C. §103
1A 1-11, 13, 15, 18 Wright
1B 12,16, 17 Wright-Tzannes
1C 14 Wright-Smith

List of References

Reference Name Details

Wright U.S. Patent Application No 2008/0052395

Tzannes U.S. Patent Application No. 2009/0300450

Smith (Excerpts) Smith, et al., 2005. “Virtual Machines: Versatile Platforms
for Systems and Processes,” Elsevier, Inc, 2005, ISBN 1-55860-910-5
(“Smith”)






