
UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

ORACLE CORPORATION, 
Petitioner 

v. 

VIRTAMOVE, CORP., 
Patent Owner 

Case No.: IPR2025-00964 
U.S. Patent No. 7,519,814 
Issue Date: April 14, 2009 

Title:  SYSTEM FOR CONTAINERIZATION OF APPLICATION SETS 

PETITIONER’S OPPOSITION TO PATENT OWNER’S REQUEST FOR 
DISCRETIONARY DENIAL OF INSTITUTION 



TABLE OF CONTENTS

Page

- i - 

I. INTRODUCTION ........................................................................................ 1

II. ARGUMENT ................................................................................................. 2

A. The Fintiv Factors Weigh In Favor Of Institution ............................... 2

1. Factor 1 (Stay Potential) Is Neutral ........................................... 2

2. Factor 2 (Timing Of Trial and FWD) Is Neutral Because 
Of Oracle’s Pending Motion to Dismiss and Motion to 
Transfer ...................................................................................... 3

3. Factor 3 (Litigation Investment) Favors Institution 
Because the Parties’ Investment Is Minimal.............................. 3

4. Factor 4 (Issue Overlap) Favors Institution Because Oracle 
Stipulated to Eliminate Issue Overlap ....................................... 4

5. Factor 5 (Identity Of the Parties) Is Neutral .............................. 6

6. Factor 6 (Other Circumstances) Favors Institution ................... 7

B. Other Considerations, Including Discretionary Considerations 
Of The March 26, 2025 Interim Processes For PTAB Workload 
Management, Weigh In Favor Of Institution ....................................... 7

1. Settled Expectations Favor Institution ....................................... 8

2. The Strength Of Oracle’s Petition Favors Institution .............. 10

3. Oracle’s Proper Reliance on Expert Testimony to Explain 
the Prior Art, Supported by Citations to the Evidence, 
Favors Institution ..................................................................... 11

C. Oracle’s Filing Of Parallel Petitions Does Not Support 
Discretionary Denial........................................................................... 14

III. CONCLUSION ........................................................................................... 15



 - ii - 

TABLE OF AUTHORITIES 

 Page(s) 

Cases 

Apple Inc. v. Fintiv, Inc., 
No. IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) ...............................passim

BOE Tech. Grp. Co., Ltd. v. Optronic Sci. LLC, 
No. IPR2024-01130, Paper 16 (PTAB Jan. 27, 2025) ......................................... 6 

Cambridge Indus. USA, Inc. v. Applied Optoelectronics, Inc., 
No. IPR2025-00436, Paper 11 (PTAB June 26, 2025) 
 ........................................................................................................... 12, 13, 14, 15 

Celgene Corp. v. Peter, 
931 F.3d 1342 (Fed. Cir. 2019) .......................................................................... 10 

GD Energy Prods., LLC v. Kerr Machine Co., 
No. PGR2025-00031, Paper 11 (PTAB June 25, 2025) ..................................... 12 

iRhythm Techs., Inc. v. Welch Allyn, Inc., 
No. IPR2025-00363, Paper 10 (PTAB June 6, 2025) ........................................ 12 

NHK Spring Co. Ltd. v. Intri-Plex Techs., Inc., 
No. IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) ........................................ 10 

Nokia of Am. Corp. v. Soto, 
No. IPR2023-00680, Paper 30 (PTAB Dec. 3, 2024) .......................................... 6 

Sotera Wireless, Inc. v. Masimo Corp., 
No. IPR2020-01019, Paper 12 (PTAB December 1, 2020) ............................. 4, 5 

Statutes 

35 U.S.C. § 315(e) ................................................................................................. 5, 6 

American Inventors Protection Act of 1999 .............................................................. 9 

Other Authorities 

37 C.F.R. § 42.65(a) ................................................................................................. 12 



 - iii - 

MPEP § 2601 (Rev. 1, Nov. 2024) ............................................................................ 9 

Rule 12(b)(6) .......................................................................................................... 1, 3 



 - iv - 

LISTING OF EXHIBITS 

Exhibit Description 

1001 U.S. Patent No. 7,519,814 (“‘814 patent”) 

1002 Prosecution History of U.S. Patent No. 7,519,814 

1003 Declaration of Samrat Bhattacharjee, Ph.D. (“Bhattacharjee”) 

1004 Curriculum Vitae of Samrat Bhattacharjee, Ph.D. 

1005 U.S. Patent No. 7,117,495 (“Blaser”) 

1006 U.S. Patent Application Publication No. 20020066022 (“Calder”) 

1007 U.S. Patent No. 6,931,449 (“Schmidt-449”) 

1008 U.S. Patent Application Publication No. 20020095479 (“Schmidt-
479”) 

1009 U.S. Patent Application Publication No. 20020133529 (“Schmidt-
529”) 

1010 U.S. Patent Application Publication No. 20020124072 (“Tormasov”) 

1011 U.S. Patent Application Publication No. 20010009425 

1012 U.S. Patent Application Publication No. 20010018708 

1013 U.S. Patent Application Publication No. 20010047472 

1014 U.S. Patent Application Publication No. 20010056572 

1015 U.S. Patent Application Publication No. 20010029605 

1016 U.S. Patent Application Publication No. 20020023158 

1017 U.S. Patent Application Publication No. 20020052727 

1018 U.S. Patent Application Publication No. 20020143795 

1019 U.S. Patent Application Publication No. 20020156612 

1020 U.S. Patent Application Publication No. 20020156877 

1021 U.S. Patent Application Publication No. 20020174215 

1022 U.S. Patent Application Publication No. 20020188718 

1023 U.S. Patent Application Publication No. 20020194394 

1024 U.S. Patent Application Publication No. 20020194488 



 - v - 

Exhibit Description 

1025 U.S. Patent Application Publication No. 20030009408 

1026 U.S. Patent Application Publication No. 20030014381 

1027 U.S. Patent Application Publication No. 20030014466 

1028 U.S. Patent Application Publication No. 20030018717 

1029 U.S. Patent Application Publication No. 20030023839 

1030 U.S. Patent Application Publication No. 20030041173 

1031 U.S. Patent Application Publication No. 20030093688 

1032 U.S. Patent Application Publication No. 20030097464 

1033 U.S. Patent No. 6,467,052 

1034 U.S. Patent Application Publication No. 20030140179 

1035 U.S. Patent Application Publication No. 20030154221 

1036 U.S. Patent No. 7,159,184 

1037 U.S. Patent No. 7,103,745 

1038 U.S. Patent No. 6,263,440 

1039 U.S. Patent Application Publication No. 20040190534 

1040 U.S. Patent No. 7,356,771 

1041 U.S. Patent No. 5,903,753 

1042 U.S. Patent No. 4,685,125 

1043 U.S. Patent No. 5,406,644 

1044 U.S. Patent No. 5,421,009 

1045 U.S. Patent No. 5,568,630 

1046 U.S. Patent No. 5,640,562 

1047 U.S. Patent No. 5,657,221 

1048 U.S. Patent No. 5,675,831 

1049 U.S. Patent No. 5,742,829 

1050 U.S. Patent No. 4,742,450 

1051 U.S. Patent No. 5,761,669 



 - vi - 

Exhibit Description 

1052 U.S. Patent No. 5,784,555 

1053 U.S. Patent No. 5,835,765 

1054 U.S. Patent No. 6,044,465 

1055 U.S. Patent No. 6,122,744 

1056 U.S. Patent No. 6,195,650 

1057 U.S. Patent No. 6,321,323 

1058 U.S. Patent No. 6,363,409 

1059 U.S. Patent No. 6,453,470 

1060 U.S. Patent No. 6,567,767 

1061 U.S. Patent No. 6,732,359 

1062 U.S. Patent No. 6,874,148 

1063 U.S. Patent No. 6,985,937 

1064 U.S. Patent No. 7,140,015 

1065 U.S. Patent No. 7,185,192 

1066 U.S. Patent No. 7,454,440 

1067 U.S. Patent No. 8,209,680 

1068 U.S. Patent No. 5,926,636 

1069 U.S. Patent No. 5,218,530 

1070 U.S. Patent No. 6,134,593 

1071 U.S. Patent No. 6,918,038 

1072 U.S. Patent Application Publication No. 20040034623 

1073 U.S. Patent No. 7,461,148 

1074 U.S. Patent No. 7,136,800 

1075 PCT Application Publication No. WO2002056156 

1076 Kamp et al., “Jails:  Confining the omnipotent root,” Proceedings of the 
2nd International SANE Conference (Vol. 43, p. 116) (2000) 

1077 Prevelakis et al., “Sandboxing Applications,” USENIX Annual 
Technical Conference, FREENIX Track (pp. 119-126) (2001) 



 - vii - 

Exhibit Description 

1078 Plaintiff VirtaMove Corp.’s Supplemental Preliminary Disclosure of 
Asserted Claims and Infringement Contentions, in VirtaMove, Corp. v. 
Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Sept. 06, 2024) 

1079 Chart re:  ‘814 Patent accompanying Plaintiff VirtaMove Corp.’s 
Supplemental Preliminary Disclosure of Asserted Claims and 
Infringement Contentions, in VirtaMove, Corp. v. Google LLC, 7:24-
cv-00033-DC-DTG (W.D. Tex.) (Sept. 6, 2024) 

1080 First Amended Complaint for Patent Infringement Against Google 
LLC in VirtaMove, Corp. v. Google LLC, 7:24-cv-00033-DC-DTG 
(W.D. Tex.) (May 21, 2024) 

1081 Scheduling Order in VirtaMove, Corp. v. Google LLC, 7:24-cv-00033-
DC-DTG (W.D. Tex.) (June 17, 2024) (ECF 34) 

1082 Federal Court Management Statistics–Profiles, U.S. District Courts– 
Combined Civil and Criminal (September 2024) 

1083 U.S. Patent Application Publication No. 20020095500 (“Schmidt-
500”) 

1084 U.S. Patent Application Publication No. 20050169073 

1085 U.S. Provisional Application No. 60/533,388 

1086 U.S. Patent No. 5,412,808 

1087 Order Granting Defendant Google LLC’s Motion to Transfer Venue to 
the Northern District of California in VirtaMove, Corp. v. Google LLC, 
7:24-cv-00033-DC-DTG (W.D. Tex.) (Jan. 22, 2025) 

1088 Microsoft’s Computer Dictionary (5th ed. 2002) (excerpt) 

1089 U.S. Patent No. 6,381,742 

1090 U.S. Patent Application Publication No. 20030035430 

1091 U.S. Patent No. 6,477,624 

1092 U.S. Patent No. 5,931,947 

1093 U.S. Patent No. 6,148,335 

1094 U.S. Patent No. 6,944,790 

1095 U.S. Patent No. 6,014,135 

1096 U.S. Patent No. 6,282,660 



 - viii - 

Exhibit Description 

1097 U.S. Patent Application Publication No. 20040153709 

1098 U.S. Patent Application Publication No. 20050050389 

1099 U.S. Patent Application Publication No. 20040225952 

1100 Google LLC’s Proposed Claim Terms for Construction in VirtaMove, 
Corp. v. Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Oct. 1, 
2024)

1101 Plaintiff’s Disclosure of Proposed Claim Constructions in VirtaMove, 
Corp. v. Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Oct. 1, 
2024)

1102 Google LLC’s Opening Claim Construction Brief in VirtaMove, Corp. 
v. Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Oct. 24, 2024)

1103 Plaintiff’s Responsive Claim Construction Brief in VirtaMove, Corp. 
v. Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Nov. 12, 2024)

1104 Google LLC’s Reply Claim Construction Brief in VirtaMove, Corp. v. 
Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Nov. 26, 2024)

1105 Plaintiff’s Sur-Reply Claim Construction Brief in VirtaMove, Corp. v. 
Google LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Dec. 13, 2024)

1106 Joint Claim Construction Statement in VirtaMove, Corp. v. Google 
LLC, 7:24-cv-00033-DC-DTG (W.D. Tex.) (Dec. 18, 2024)

1107 U.S. Provisional Application No. 60/502,619
1108 U.S. Patent Application Publication No. 20050188268
1109 U.S. Patent Application Publication No. 20020140743
1110 U.S. Patent Application Publication No. 20020143906 (“Tormasov-

906”)
1111 U.S. Patent No. 7,076,633 (“Tormasov-633”)
1112 U.S. Patent Application Publication No. 20060089950 (“Tormasov-

950”)
1113 U.S. Patent No. 7,222,132 (“Tormasov-132”)
1114 U.S. Patent Application Publication No. 20020147815 (“Tormasov-

815”)
1115 U.S. Patent No. 7,209,973 (“Tormasov-973”)
1116 U.S. Patent Application Publication No. 20020138629 (“Schmidt-

629”)
1117 U.S. Patent No. 6,944,860 (“Schmidt-860”)
1118 U.S. Patent Application Publication No. 20020174265 (“Schmidt-

265”)



 - ix - 

Exhibit Description 

1119 U.S. Patent Application Publication No. 20020116659 (“Tormasov-
659”)

1120 Bach, Maurice.  1987. Design of the Unix Operating System by Marice 
J Bach, 1 edition (Feb. 27, 1987) Prentice Hall; ISBN:  0132017997.

1121 Crowley, Charles.  1997. Operating Systems:  a design-oriented 
approach.  Irwin.  1997. ISBN 0-256-15151-2.

1122 Eckel, George and Chris Hare.  1995. Building a Linux Internet Server, 
Chris Hare”, G. Eckel, New Riders Publishing; ISBN:  1562055259.

1123 RESERVED
1124 RESERVED
1125 RESERVED
1126 RESERVED
1127 U.S. Patent No. 6,854,009
1128 U.S. Patent No. 7,080,356
1129 U.S. Patent No. 5,870,539
1130 U.S. Patent No. 6,883,028
1131 U.S. Patent No. 7,209,959
1132 U.S. Patent Application Publication No. 20020065835
1133 The Wayback Machine archive of USENIX Association – Home Page 

(2001-11-14)
1134 The Wayback Machine archive of USENIX – Publications – 

Proceedings (2001-11-15)
1135 The Wayback Machine archive of USENIX – 2001 USENIX Annual 

Technical Conference (2001-11-11)
1136 The Wayback Machine archive of USENIX – 2001 USENIX Annual 

Technical Conference (2001-11-11)
1137 The Wayback Machine archive of 2001 FREENIX Track Technical 

Program – Abstract (2002-01-12)
1138 The Wayback Machine archive of “Sandboxing Applications” (2003-

03-29)
1139 The Wayback Machine archive of “Sandboxing Applications” (2004-

01-19)
1140 The Wayback Machine archive of PDF of “Sandboxing Applications” 

(2004-01-19)
1141 The Wayback Machine archive of NLUUG:  UNIX User Group – The 

Netherlands (2001-07-22)
1142 The Wayback Machine archive of NLUUG:  Previous Events (2001-

08-03)



 - x - 

Exhibit Description 

1143 The Wayback Machine archive of Second International SANE 
Conference (2001-08-12)

1144 The Wayback Machine archive of Second International SANE 
Conference (2001-06-20)

1145 The Wayback Machine archive of “Jails:  Confining the omnipotent 
root.” (2000-09-02)

1146 The Wayback Machine archive of Linux Journal (1999-05-08)
1147 Order Overruling Objections and Transferring Case to Northern 

District of California, in VirtaMove, Corp. v. Google LLC, 7:24-cv-
00033-DC-DTG (W.D. Tex.) (May 7, 2025)

1148 Plaintiff VirtaMove Corp.’s Preliminary Disclosure of Asserted Claims 
and Infringement Contentions, in VirtaMove, Corp. v. Oracle Corp., 
7:24-cv-00339 (W.D. Tex.) (Mar. 28, 2025)

1149 Scheduling Order, Dkt. No. 54, in VirtaMove, Corp. v. Oracle Corp., 
7:24-cv-00339 (W.D. Tex.) (Sept. 9, 2025)

1150 Excerpt from Defendant Oracle Corp.’s Second Amended Preliminary 
Invalidity Contentions, in VirtaMove, Corp. v. Oracle Corp., 7:24-cv-
00339 (W.D. Tex.) (July 17, 2025)

1151 First Amended Complaint for Patent Infringement Against Oracle 
Corporation, Dkt. No. 21, in in VirtaMove, Corp. v. Oracle Corp., 7:24-
cv-00339 (W.D. Tex.) (Apr. 11, 2025)

1152 The Future of Linux Containers, YouTube landing page and associated  
video, https://www.youtube.com/watch?v=wW9CAH9nSLs (Mar. 21, 
2013)

1153 A. Avram, Docker: Automated and Consistent Software Deployments, 
https://www.infoq.com/news/2013/03/Docker/ (Mar. 27, 2013)

1154 Kubernetes Blog:  B. Killen, et al., 10 Years of Kubernetes, 
https://kubernetes.io/blog/2024/06/06/10-years-of-kubernetes/ (June 6, 
2024)

1155 GitHub, First Commit – Kubernetes,  
https://github.com/kubernetes/kubernetes/commit/2c4b3a562ce34cdd
c3f8218a2c4d11c7310e6d56 (June 6, 2014)

1156 Docket Report, VirtaMove Corp. v. Amazon.com, Inc., et al., 7:24-cv-
00030 (W.D. Tex.) (as of Sept. 9, 2025)

1157 Docket Navigator District Court Litigation Report for VirtaMove Corp. 
(as of Sept. 9, 2025)



 - 1 - 

I. INTRODUCTION

Patent Owner’s request for discretionary denial is based on the 

mischaracterization of critical facts and the omission of others.  When all the facts 

are accurately described and considered, the Fintiv factors and other relevant 

considerations favor denial of Patent Owner’s request. 

To begin, Patent Owner mischaracterizes important facts.  For example, 

Patent Owner mischaracterizes the status of the parallel district court action.  The 

case is in its very early stages.  The Court has yet to decide Oracle’s motion to 

dismiss under Rule 12(b)(6) and a motion to transfer venue from the Western District 

of Texas.  Oracle has yet to answer the complaint.  General discovery has yet to 

open.  Patent Owner also mischaracterizes the effect of Oracle’s broad stipulation 

that eliminates overlap between this IPR and the district court action, and relies on 

speculation that Oracle may find other prior art and may use it in an ex parte

reexamination. 

Patent Owner also ignores critical facts.  It also ignores facts that give rise to 

Oracle’s settled expectations that the ’814 patent should be reviewed by the Board.  

The public and Oracle have developed settled expectations since the late 1990s that 

weak patents can be challenged via congressionally enacted processes in parallel 

with district court litigation: first with inter partes reexaminations and later 

strengthened with inter partes review proceedings.  Furthermore, Patent Owner fails 
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to disclose that the technology it is accusing of infringement in the district court 

action—third-party open-source technology—has been on the market since 2014, 

yet Patent Owner waited until 2024 to assert its patent against anyone (including 

Oracle).  Because of Patent Owner’s inaction despite wide industry adoption of the 

accused technology, Oracle formed a settled expectation that the technology it uses 

is noninfringing. 

For these reasons, and the additional reasons explained in this paper and the 

petition, Oracle respectfully requests that the Director deny Patent Owner’s Request 

for Discretionary Denial of Institution (Paper 9, the “Request”) and refer this inter 

partes review (IPR) to the merits panel for an institution decision. 

II. ARGUMENT

A. The Fintiv Factors Weigh In Favor Of Institution 

Patent Owner primarily relies on the Fintiv factors in arguing that the Director 

should discretionarily deny Oracle’s Petition.  See Request at 2-10.  But Patent 

Owner omits facts which show that the Fintiv factors collectively favor institution. 

1. Factor 1 (Stay Potential) Is Neutral 

Factor 1 is “whether the court granted a stay or evidence exists that one may 

be granted if a proceeding is instituted.”  Apple Inc. v. Fintiv, Inc., No. IPR2020-

00019, Paper 11 at 6 (PTAB Mar. 20, 2020).  Whether a stay will (or will not) issue 

in the parallel District Court action is speculative.  Thus, this factor is neutral.  Patent 

Owner agrees.  Request at 4. 
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2. Factor 2 (Timing Of Trial and FWD) Is Neutral Because Of 
Oracle’s Pending Motion to Dismiss and Motion to Transfer 

Factor 2 is the “proximity of the court’s trial date to the Board’s projected 

statutory deadline for a final written decision.”  Fintiv, Paper 11 at 6. 

Patent Owner’s assertion that the “trial date is November 16, 2026” is 

speculative.  Request at 4.  The Court has not ruled on Oracle’s motion to dismiss 

under Rule 12(b)(6) or on its motion to transfer venue to the Northern District of 

California.  Should the Court dismiss the case, the trial is moot.  And should the 

Court transfer the case against Oracle, the transferee court will need to ingest the 

case and set its own pretrial and trial schedule.  This factor is neutral. 

3. Factor 3 (Litigation Investment) Favors Institution Because 
the Parties’ Investment Is Minimal

Factor 3 is “investment in the parallel proceeding by the court and the parties.” 

Fintiv, Paper 11 at 6. 

This factor weighs in favor of institution because the case is still in its early 

stages.  The pleadings are not closed because the Court has yet to rule on Oracle’s 

motion to dismiss, so Oracle has not yet answered the complaint.  Moreover, the 

Court has not ruled on Oracle’s motion to transfer venue to the Northern District of 

California.  The Court has not yet held a Markman hearing.  The general discovery 

period has not commenced, and expert reports and summary judgment are many 

months away.  Ex. 1149 at 3.  If the Court transfers the case against Oracle (just as 
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the Court did with respect to similar cases filed by patent owner on the same patents 

against Google and Amazon), the transferee court will need to ingest the case and 

set its own pretrial and trial schedule.  This factor weighs in favor of institution. 

4. Factor 4 (Issue Overlap) Favors Institution Because Oracle 
Stipulated to Eliminate Issue Overlap

Factor 4 is “overlap between issues raised in the petition and in the parallel 

proceeding.”  Fintiv, Paper 11 at 6. 

Oracle filed a stipulation to prevent issue overlap should this IPR be instituted.  

See Paper 8.  Oracle’s stipulation will prevent Oracle from litigating in district court 

over the same prior art raised in this proceeding should the Board institute this IPR.  

See id.  The Board has found such stipulations, which eliminate the overlap between 

the co-pending proceedings, to weigh in favor institution.  See Sotera Wireless, Inc. 

v. Masimo Corp., No. IPR2020-01019, Paper 12 at 18-19 (PTAB December 1, 2020) 

(precedential). 

Oracle’s stipulation is a Sotera stipulation, which is broader than a Sand 

Revolution stipulation.  Oracle stipulated that it would not pursue in the district court 

proceeding “(i) the specific grounds raised in IPR2025-00964, (ii) any other ground 

that could have reasonably been raised before the Board in that instituted proceeding 

(i.e., any other ground that could have reasonably been raised under §§ 102 or 103 

on the basis of prior art patents or printed publications).”  Paper 8. 
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While Patent Owner discounts the value of Oracle’s Sotera stipulation, it does 

not dispute that Oracle’s Sotera stipulation will prevent Oracle from bringing any 

ground it raised or could have raised in this IPR in the district court proceeding, 

eliminating overlap between that proceeding and this IPR.  Request at 5-9.  Oracle’s 

stipulation applies the full scope of 35 U.S.C. § 315(e) to the district court 

proceeding. 

Instead, Patent Owner argues that Oracle’s stipulation is insufficient for two 

reasons: (1) the stipulation does not cover system prior art described by the prior art 

used in this IPR (Request at 5-8); and (2) ex parte reexamination remains an 

available procedure to challenge the patentability of the patent (Request at 8-9). 

Patent Owner’s first reason ignores the efficiency gains from removing 

printed prior art grounds.  It is also incorrect.  This IPR raises the following prior art 

in its obviousness combinations: Blaser (Ex. 1005), Calder (Ex. 1006), and Schmidt-

449 (Ex. 1007).  Oracle does not use any of those prior art references to describe any 

system prior art that Oracle asserts in its invalidity contentions in the parallel district 

court proceeding.  See Ex. 1150. 

Patent Owner’s second reason misapprehends the application of estoppel 

under 35 U.S.C. § 315(e) and relies entirely on speculation.  The preclusive effect 

of 35 U.S.C. § 315(e) is broader than Patent Owner lets on because it prohibits 

Oracle from maintaining at the Patent Office any invalidity grounds that it “raised 
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or reasonably could have raised” after a final written decision is entered. Oracle 

has already served invalidity contentions in the parallel proceeding and filed 

petitions for IPR of the patent.  Patent Owner’s argument is pure speculation about 

art that Oracle may find in the future that is different from what it reasonably could 

have raised in its invalidity contentions and IPR petitions.  See 35 U.S.C. § 315(e). 

Because Oracle’s broad Sotera-type stipulation will eliminate overlap 

between this IPR and the parallel district court proceeding, this factor weighs in 

favor of institution. 

5. Factor 5 (Identity Of the Parties) Is Neutral

Factor 5 is “whether the petitioner and the defendant in the parallel proceeding 

are the same party.”  Fintiv, Paper 11 at 6. 

Both Oracle and Patent Owner are parties in the parallel proceeding.  This, 

however, is of little moment because parallel proceedings often result in party 

overlap.  See Nokia of Am. Corp. v. Soto, No. IPR2023-00680, Paper 30 at 13 (PTAB 

Dec. 3, 2024) (“Fintiv factor 5 is neutral” where the Petitioner and a defendant in a 

parallel district court proceeding are the same).  Furthermore, this factor is “neutral 

or weighs slightly in favor of not exercising discretionary denial” when the trial in 

the parallel district court proceeding “may not occur before the entry of a final 

written decision.”  BOE Tech. Grp. Co., Ltd. v. Optronic Sci. LLC, No. IPR2024-

01130, Paper 16 at 13-14 (PTAB Jan. 27, 2025).  As explained in §§ II.A.2-II.A.3, 
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should the Court grant Oracle’s motion to dismiss, the trial date will be moot.  Should 

the Court grant Oracle’s motion to transfer to the Northern District of California, the 

transferee court will need to ingest the case and set its own pretrial and trial schedule.  

This factor is neutral. 

6. Factor 6 (Other Circumstances) Favors Institution 

Factor 6 is “other circumstances that impact the Board’s exercise of discretion, 

including the merits.”  Fintiv, Paper 11 at 6. 

As explained below (§ II.B), other circumstances weigh in favor of institution: 

(1) Oracle has a settled expectation that the decade-old technology that Patent Owner 

is only now accusing of infringement is noninfringing; (2) the public, Oracle, and 

Patent Owner have a settled expectation that patents are subject to challenge at the 

PTO; and (3) Oracle’s petition is strong and has substantive merit. 

B. Other Considerations, Including Discretionary Considerations Of 
The March 26, 2025 Interim Processes For PTAB Workload 
Management, Weigh In Favor Of Institution 

The factors listed in the Director’s March 26, 2025 memorandum1 weigh in 

favor of institution.  The factors for consideration listed in the Interim Process 

include: (1) “Settled expectations of the parties”; (2) “The strength of the 

1 https://www.uspto.gov/sites/default/files/documents/InterimProcesses-

PTABWorkloadMgmt-20250326.pdf (“Interim Process”). 
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unpatentability challenge;” and (3) “The extent of the petition’s reliance on expert 

testimony.” 

1. Settled Expectations Favor Institution  

The Interim Process calls for consideration of the “[s]ettled expectations of 

the parties.”  Interim Process at 2.  This factor favors institution because (1) Patent 

Owner sat on its patents for a decade after the accused third-party open-source 

technology was released before asserting claims of infringement, and (2) the public, 

Oracle, and patent owners have expectations that the validity of patents may be 

reviewed, and their claims may be cancelled, during the life of issued patents. 

First, Oracle developed a settled expectation that the accused technology is 

noninfringing.  Oracle adopted technology that was brought to market over a decade 

ago by third parties, yet VM did not claim that the technology infringes its patent 

until 2024. 

Specifically, Patent Owner asserts that the use of technology called Docker 

and Kubernetes infringes its patent.  See Ex. 1151.  Docker debuted and was made 

open source in 2013.  See Exs. 1152-1153.  Kubernetes was publicly available when 

it was first pushed to GitHub on June 6, 2014.  See Exs. 1154-1155. 

Despite this, Patent Owner sat on its patents for a decade.  Patent Owner did 

not start its current litigation campaign against various cloud computing companies 

that use Docker and Kubernetes technology (including Oracle) until 2024.  See Ex. 
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1156.  Indeed, Docket Navigator indicates that the patent was never asserted—

whether by VirtaMove or anyone else—in any litigation prior to the current litigation 

campaign.  See Ex. 1157.  Because Patent Owner did not assert this patent against 

anyone over any technology—let alone against Oracle and its use of decade-old 

technology—Oracle developed settled expectations that the technology is not 

infringing. 

Second, over several decades, patent owners, Oracle, and the public developed 

a settled expectation that issued patents are subject to review and possible 

cancellation at the Patent Office during their lifetime, even when they are the subject 

of parallel district court litigation.  Before Congress created the inter partes review 

framework, the Patent Office offered the inter partes reexamination procedure, 

which was added to the then-existing ex parte reexamination procedure on 

November 29, 1999, as a part of the American Inventors Protection Act of 1999.  See

MPEP § 2601 (Rev. 1, Nov. 2024). 

Congress enacted an even more robust mechanism in 2011 for challenges to 

patents regardless of their age: the inter partes review.  The point of the IPR 

procedure is to strengthen the patent system by ensuring patents of spurious quality 

can be challenged efficiently outside of costly litigation.  See, e.g., H.R. Rep. No. 

112-98, at 39–40 (2011) (“The legislation is designed to establish a more efficient 
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and streamlined patent system that will improve patent quality and limit unnecessary 

and counterproductive litigation costs.”). 

The expectation that “patent owners have had for nearly four decades” is “that 

patents are open to PTO reconsideration and possible cancelation.” Celgene Corp. 

v. Peter, 931 F.3d 1342, 1361-62 (Fed. Cir. 2019); See also NHK Spring Co. Ltd. v. 

Intri-Plex Techs., Inc., No. IPR2018-00752, Paper 8 at 19 (PTAB Sept. 12, 2018) 

(precedential) (rejecting patentee’s contention that ten-year delay in challenging 

patent warranted discretionary denial).  The fact that the patent is old does not 

remove this expectation, especially considering that Patent Owner waited until only 

last year to levy allegations of infringement against decade-old technology. 

Patent Owner cannot now suggest that any patent that reaches an arbitrary age 

is insulated from the review mechanism Congress enacted to allow for review of 

issued patents regardless of age.  Patent Owner provides no authority suggesting that 

the age of the patent insulates it from challenge or is the only consideration that can 

support that a party had “settled expectations.”  Request at 11-12.  Overall, this 

consideration favors institution. 

2. The Strength Of Oracle’s Petition Favors Institution 

The Interim Process calls for a consideration of “[t]he strength of the 

unpatentability challenge.”  Interim Process at 2.  This factor favors institution 

because the grounds in Oracle’s Petition are strong. 
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Specifically, according to the examiner, the application was allowed because 

the prior art of record did not disclose “the various aspects of applications software 

not being sharable between the plurality of secure (and isolated) containers of 

application software, and unique root file systems different from an operating 

system’s root file system, so as to allow for different versions of the same operating 

system running on the same system/server environment.”  Ex. 1002 at pp. 341-342. 

The Petition presents grounds that include prior art disclosing the missing 

features that formed the sole reason for the patent’s allowance.  Specifically, the 

Blaser reference, which underpins both grounds of the petition, discloses the use of 

isolated “application layers” that allow for a “barrier between applications” (i.e., 

applications in each layer are not sharable), and it discloses that each “application 

layer” has its own unique root file system “overlaid on the normal file system.”  See

Pet. at 5-7, 41-46; Ex. 1005.  Had the examiner considered Blaser during 

prosecution, the patent would not have issued in the first place.] 

3. Oracle’s Proper Reliance on Expert Testimony to Explain 
the Prior Art, Supported by Citations to the Evidence, 
Favors Institution 

The Interim Process calls for a consideration of “[t]he extent of the petition’s 

reliance on expert testimony.”  Interim Process at 2.  This factor favors institution 

because the Petition makes proper use of expert testimony in compliance with 
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applicable regulations.  37 C.F.R. § 42.65(a); see also GD Energy Prods., LLC v. 

Kerr Machine Co., No. PGR2025-00031, Paper 11 at 2 (PTAB June 25, 2025). 

Reliance on an expert “to explain the background knowledge of a person of 

ordinary skill in the art” supported by “citations to evidence in support of [his or her] 

statements in the required manner … weighs against discretionary denial.”  iRhythm 

Techs., Inc. v. Welch Allyn, Inc., No. IPR2025-00363, Paper 10 at 2-3 (PTAB June 

6, 2025).  This is precisely what Oracle has done here, see generally Pet., and Patent 

Owner does not argue otherwise.  Request at 12-15. 

Patent Owner faults Oracle’s expert for drafting an overly comprehensive and 

detailed report.  Request at 12-15.  This misses the issue.  As articulated in the 

Interim Process memorandum, the issue is whether the petition places too much 

reliance on expert testimony to fill in gaps in the prior art references, not the mere 

length of the report.  See Interim Process at 2; Cambridge Indus. USA, Inc. v. Applied 

Optoelectronics, Inc., No. IPR2025-00436, Paper 11 at 2 (PTAB June 26, 2025).  

The fact that Oracle’s expert report is detailed and cites many prior art references 

suggests that the expert’s testimony is supported by the evidence—it is not indicative 

of the Petition’s reliance on expert testimony to fill gaps. 

Patent Owner fails to cite any authority supporting its argument and fails to 

identify a single gap in the petition allegedly “filled” by Oracle’s expert.  Request at 

12-15.  Indeed, Patent Owner does not cite or quote the Petition anywhere in its 
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arguments.  Id.  While Patent Owner cites to a portion of an expert declaration as 

filling a gap in the prior art, that portion does not relate to how the prior art discloses 

the claims.  Rather, that portion concerns the motivation to combine two references 

(“Blaser” and “Calder”).  See Ex. 1003 ¶¶75-106.  Patent Owner does not identify 

in the combination of references any gap that is filled by expert testimony.  Where a 

“Patent Owner does not identify any portions of the expert testimony that suggests 

Petitioner is using its expert to fill gaps in the prior art,” this consideration favors 

institution.  See Cambridge Indus., No. IPR2025-00436, Paper 11 at 2.  

Patent Owner faults the expert for citing to “approximately 87 different 

additional patents or printed publications to support [his] opinions,” but concedes 

that the Petition selected only three references for the obviousness combination.  

Request at 14.  Patent Owner apparently believes that the large volume of prior art 

submitted as exhibits suggests that the patent’s claims are novel.  The opposite is 

true.  That there are many prior art references disclosing the claimed concepts 

suggests that the claims lack novelty and are obvious.  

In admitting that the Petition’s obviousness grounds are based on just three 

prior art references (Request at 14), Patent Owner seems to concede that Oracle 

presented “streamlined and efficient” grounds given the wealth of prior art showing 

the claims are not novel and are unpatentable over the prior art.  As Patent Owner 
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argues, the ability to present a streamlined process to evaluate a patent’s validity is 

“the very purpose of the IPR process.”  Request at 8; see also id. at 13-14. 

C. Oracle’s Filing Of Parallel Petitions Does Not Support 
Discretionary Denial 

Patent Owner argues that institution should be denied because Oracle filed 

four petitions against the ’814 patent.  Request at 15.  But this is misleading because 

Oracle filed two of those IPR petitions because of the large number of patent claims 

that need to be addressed.  Specifically, Oracle’s petitions in IPR2025-01001 and 

IPR2025-01002 rely on the same combinations of prior art but apply those 

combinations to two different sets of claims.2  Thus, there is no substantive overlap 

between two of Oracle’s petitions for IPR of the ’814 patent. 

This is not a late-filed “serial” petition nor is it an attempt to leverage Patent 

Owner’s papers in other IPRs to “roadmap” a later petition.  Rather, Oracle filed four 

parallel “copycat” IPR petitions on the same day (May 16, 2025).  Paper No. 3 at 1-

2.  Along with each petition, Oracle filed a Ranking of its petitions, including an 

explanation of the material differences between the petitions and why multiple 

petitions were filed.  Id. at 2-5.  Those differences include: (1) potential priority 

2 IPR2025-01001 relies on three grounds of prior art to challenge claims 1, 2, 4, 6, 

8-10, and 13-14.  IPR2025-01002 relies on the same three grounds of prior art to 

challenge claims 3, 5, 7, 11-12, 15-16, and 31-34. 
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disputes arising from Patent Owner’s vague assertion in the parallel district court 

action that the patent is entitled to a priority date “at least as early as September 15, 

2003” (id.); and (2) each petition presents arguments directed to different prior art 

references, different challenged claims, or both.  Id.  This petition presents 

unpatentability and obviousness issues materially distinct from, and non-cumulative 

of, any of Oracle’s other petitions.  See id. 

Furthermore, each of Oracle’s petitions for IPR present strong merits with 

compelling grounds.  See § II.B.2.  This weighs in favor of institution. 

III. CONCLUSION

Institution is appropriate for the reasons outlined above and in the Petition.  

Oracle respectfully requests that the Director deny Patent Owner’s request to 

discretionarily deny institution of Oracle’s petition for IPR. 

Respectfully submitted, 
ORRICK, HERRINGTON & SUTCLIFFE LLP 
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