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I. Introduction 

The Director should not exercise his discretion to deny this IPR and instead 

should refer the Petition to the Board. 

II. Settled Expectations Favor Petitioner And Do Not Warrant 
Denial 

The alleged settled expectations of Patent Owner Collabo Innovations, Inc. 

(“Collabo” or “Patent Owner”) in its 14-year old patent do not warrant denial.  

U.S. Patent No. 7,930,575 (the “’575 patent”) was issued in 2011 to 

Panasonic Corporation. Ex-1001. There is no evidence that Panasonic asserted 

the ’575 patent against anyone. The ’575 patent was assigned to Patent Owner in 

2013. Ex-1056. Patent Owner is a non-practicing entity with no known investments 

in research and development.1 Patent Owner filed a single patent infringement 

 
1 Petitioner is unable to provide evidence to show the absence of either (1) 

assertion of the ’575 patent or (2) R&D investment by Patent Owner. Petitioner 

respectfully submits that the burden of establishing what patent owners have or 

have not done should fall on patent owners, not petitioners, despite the Office’s 

suggestions to the contrary. See, e.g., JinkoSolar Co. Ltd. v. Longi Green Energy 

Technology Co. Ltd., IPR2025-00859, Paper 10 at 2 (P.T.A.B. Sept. 3, 2025). 

Placing such a burden on patent owners “makes sense” because they are both (1) 

 



 

2 

complaint against AMD in July 2018, but did not accuse the products of 

Qualcomm Incorporated (“Qualcomm” or “Petitioner”) of infringement at that 

time. Ex-1019. Patent Owner instead waited more than six years to file a complaint 

against Petitioner in September 2024, relying on documents copyrighted as early as 

2013. Ex-1053, ¶27 (citing Qualcomm Snapdragon 600 Processors, Product 

Brief2). Petitioner had been selling the accused products for more than a decade 

before Patent Owner filed the complaint.  

Although Patent Owner has owned the ’575 patent since 2013, it chose not 

to assert it against Petitioner Qualcomm until 2024. If anything, it is Petitioner that 

has had settled expectations—reinforced by Patent Owner’s decade of inaction—of 

avoiding litigation from Patent Owner. After Patent Owner finally filed suit last 

year, Petitioner promptly filed this IPR, in keeping with the text, spirit, and policy 

of the AIA.  

 
the parties seeking relief and (2) in a better position to access relevant evidence. 

Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1242-43 (Fed. Cir. 2018). 

2 Available at https://www.qualcomm.com/content/dam/qcomm-martech/dm-

assets/documents/snapdragon-600-processor-product-brief.pdf. 
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III. Collabo’s Reliance On Fintiv Is Misplaced 

Collabo argues that the Director should deny institution under Fintiv. That 

decision does not govern the Director’s analysis here, but Qualcomm responds to 

pertinent considerations to show that Collabo’s reliance on Fintiv is misplaced. 

A. A stay has not yet been sought or ruled upon 

Petitioner has not yet requested a stay of the litigation. The Board should 

“decline to infer, based on actions taken in different cases with different facts, how 

the District Court would rule should a stay be requested by the parties in the 

parallel case here.” Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 12 

(P.T.A.B. May 13, 2020) (informative).  

Further, Judge Albright has granted opposed motions to stay—even after 

conducting a Markman hearing—where, as here, (1) a petitioner agreed to be 

bound by the full scope of Section 315 estoppel and more, with a stipulation that 

goes beyond that in Sotera, and (2) a final written decision invalidating all asserted 

claims would nullify Patent Owner’s infringement claims in the district court. See 

Sonrai Memory Ltd. v. Western Digital Techs., Inc., No. 6:21-cv-01168-ADA 

(W.D. Tex. Aug. 14, 2022) (granting motion to stay filed post-Markman, even 

though case was “no longer in its early stages,” because breadth of estoppel would 

simplify issues and institution decision indicated a reasonable likelihood of 

invalidating multiple claims); Kirsch Research & Dev., LLC v. IKO Indus., Inc., 
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No. 6:20-cv-00317-ADA (W.D. Tex. Oct. 4, 2021) (granting stay where petitioner 

“agree[d] to be estopped under the full scope of § 315(e)”). Patent Owner’s 

arguments regarding the probability of a stay therefore do not support discretionary 

denial. 

B. A Final Written Decision will likely precede trial 

Petitioner filed the Petition promptly on May 20, 2025 (Paper 1), only about 

eight months after Patent Owner asserted the ’575 patent against Petitioner on 

September 13, 2024. The Director has indicated that such diligence can weigh 

against discretionary denial. See, e.g., Berkshire Hathaway Energy Co. v. 

Birchtech Corp., IPR2025-00274, -00278, -00280, -00281, Paper 23 at 3 (P.T.A.B. 

July 2, 2025). The filing date was accorded one month later, on June 20, 2025 

(Paper 5), meaning that the decision on institution and the Final Written Decision 

are due in mid-December 2025 and 2026, respectively. 

While trial in the litigation is currently scheduled for May 18, 2026, Ex-

1054 at 4, Judge Albright seldom holds trials on the date initially set. IPR2025-

00485, Ex-1047. Thus, the scheduled trial date just 20 months after filing is likely 

to be extended, and multiple datapoints suggest that any trial would occur after the 

Final Written Decision. First, the median 27.2 month time to trial over the past six 

years for the Western District of Texas is instructive. IPR2025-00485, Paper 7, 6 

(citing IPR2025-00485, EX-2005). This alone would put the likely trial date for the 
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litigation in late December 2026, which would be shortly after the Final Written 

Decision in this proceeding. 

Reflecting his very large patent docket, Judge Albright’s median and 

average times to patent trial are even longer than the Western District median time 

to trial. See IPR2025-00485, EX-1047. Specifically, over the past four years, the 

median time to trial for patent cases in Judge Albright’s court has trended upward 

from 27.1 months over the past four years, to 28.6 months over the past three 

years, to 30.2 months over the past two years, and to 32.9 months over the past one 

year. See id. Similarly, the average time to trial for patent cases reaching jury 

selection has trended upward from 28.9 months over the past four years, to 30.3 

months over the past three years, to 32.3 months over the past two years, and to 

33.9 months over the past one year. See id. Of these, even the number most 

favorable to Patent Owner—27.1 months median time-to-trial over the past four 

years—would also indicate a trial in the litigation in late December of 2026, 

shortly after the Final Written Decision is expected here. Thus, contrary to 

Collabo’s assertion, the district court trial is not likely to precede the Final Written 

Decision. 

C. The parties have not invested sufficient resources in 
litigation to weigh against institution 

The parties’ and the Court’s investment in the litigation has been minimal. In 

the parallel litigation, the parties have only held a Markman hearing. Discovery is 
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ongoing, and so far, has been largely limited to technical documents. No 30(b)(6) 

notices have been served, and there have been no 30(b)(6) depositions. Petitioner 

served one subpoena, but has not taken any third-party depositions. Discovery will 

continue until December 19, 2025. There has been no expert discovery, which will 

close on February 20, 2026. Indeed, Collabo’s confusion about what grounds the 

district court trial may include (Br. at 12-18) shows how little the parties have 

invested in focusing the invalidity case for trial. 

D. Qualcomm’s beyond-Sotera stipulation mitigates risk of 
overlap or conflicting issues 

Petitioner has offered a stipulation going beyond even the Sotera stipulation. 

Ex-1055. Namely, if the Petition is instituted, Petitioner “will not pursue an 

invalidity defense in Collabo Innovations, Inc. v. Qualcomm, Inc., 6:24-cv-00472 

(W.D. Tex.) that the claims of the ’575 Patent subject to the instituted IPR are 

invalid based on grounds that were raised or reasonably could have been raised in 

the instituted IPR petition and any grounds that include any prior art references 

relied upon in any of the grounds in the IPR petition.” Ex-1055. Yet Patent Owner 

asserts that “there is substantial overlap in the invalidity theories presented in the 

Petition and in the Litigation.” Br. at 13. Patent Owner is wrong. Not only has 

Petitioner offered a stipulation consistent with Sotera, Petitioner has further offered 

not to assert “any prior art references relied upon in any of the grounds in the IPR 
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petition.” Ex-1055. There is simply no overlap between the IPR and the district 

court litigation. 

Patent Owner’s argument that “Petitioner’s stipulation does not cover 

Petitioner’s substantial product and system-based invalidity contentions” highlights 

the fact that there is no overlap between the two proceedings. If the Petition were 

instituted, only product prior art-based grounds will remain in the district court—

grounds that cannot be asserted in an IPR proceeding. Patent Owner’s reliance on 

Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-01205, Paper 19 at 3-4 

(P.T.A.B. Mar. 28, 2025) is inapposite. There, the Director found that the 

petitioner’s stipulation did not ensure that the IPR proceedings would be a “true 

alternative” because Petitioner could assert in district court combination of system 

prior art with the prior art references asserted in the IPR proceedings. Id. Here, 

Petitioner stipulated not to rely on any such combinations, if the Petition were to be 

instituted. Ex-1055. 

“Accordingly, Petitioner’s broad stipulation ensures that an inter partes 

review is a ‘true alternative’ to the district court proceeding.” Sotera Wireless, Inc. 

v. Masimo Corp., IPR2020-01019, Paper 12 at 19 (P.T.A.B. Dec. 1, 2020) 

(designated Precedential Dec. 17, 2020). As in Sotera, this factor therefore “weighs 

strongly in favor of not exercising discretion to deny institution under 35 U.S.C. 

§ 314(a).” Id.  
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As shown above, Collabo’s reliance on Fintiv is misplaced. 

IV. Section 325(d) Does Not Warrant Denial 

Section 325(d) does not warrant denial under the Advanced Bionics test. 

Advanced Bionics, IPR2019-01469, Paper 6 at 8 (“(1) whether the same or 

substantially the same art previously was presented to the Office or whether the 

same or substantially the same arguments previously were presented to the Office; 

and (2) if either condition of first part of the framework is satisfied, whether the 

petitioner has demonstrated that the Office erred in a manner material to the 

patentability of challenged claims”). 

Patent Owner’s § 325(d) argument fails under the first prong of Advanced 

Bionics because none of the grounds presented in the Petition have been previously 

considered by the Office. The Petition relies on two primary references: U.S. 

7,293,183 (Lee) and U.S. 7,219,248 (Shikata). Neither reference was discussed by 

the Examiner during prosecution. Ex-1002. Neither reference was discussed in the 

AMD IPRs. Ex-1013; Ex-1016. Therefore, the combinations discussed in the 

Petition, such as the combination of Lee and Jahagirdar and the combination of 

Shikata and Crump have not been considered by the Office. 
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V. Conclusion 

The Director should not exercise the discretion under 35 U.S.C. §§ 314(a) 

and 325(d) to deny the Petition in this inter partes review. Instead, the Director 

should refer the Petition to the Board for it to consider the merits of the Petition. 

 
Date: September 22, 2025 
 

Respectfully submitted, 

 By: /Scott C. Weidenfeller/            
  Scott C. Weidenfeller 
    Registration No.: 54,531 
   
    
 Counsel for Petitioner 
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