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I. INTRODUCTION 

When addressing claim-scope under Revvo and Tesla at the Board’s request, 

Samsung represented it had “never alleged” that “predicted axial accelerations” was 

indefinite. (Papers 14 at 1, emphasis added.) But Samsung’s pending district court 

invalidity contentions assert “predicted,” and “axial accelerations” are both 

indefinite under § 112 ¶ 2. (Ex. 2012 at 69-70, Ex. Ex. 2047 at 69-70.) Those 

positions cannot be reconciled.  

Samsung’s counsel now argues the parties’ Joint Claim Construction Statement 

(“JCCS”) filed in the Northern District of California waived indefiniteness globally. 

And, according to Samsung, the JCCS somehow erased the invalidity contentions as 

if they never happened, thereby eliminating Samsung’s duty to disclose its prior 

inconsistent indefiniteness position to the Board. But Samsung’s post hoc 

rationalization is contrary to the law and facts, including statements Samsung made 

before and after the JCCS was filed.  

II. ARGUMENT 

A. Samsung Never Waived its Indefiniteness Defenses. 

The parties filed the JCCS in the Northern District of California (“NDCA”) on 

May 13, 2025. (Ex. 2007.) Samsung contends it waived its indefiniteness arguments 

by not asserting them in the JCCS. (Paper 38 “Opp.” at 4-7) Samsung argues the 

JCCS “made crystal clear that Samsung was not arguing indefiniteness [during 
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claims construction].” (Opp. at 4.) The only authority Samsung cites is a case 

holding that a district court may address indefiniteness during claim construction, an 

undisputed proposition. (Id. at 6.) The NDCA Patent Local Rules require that “any 

grounds of invalidity based on ... indefiniteness under 35 U.S.C. § 112(2)” be 

disclosed in a party’s invalidity contentions. (Ex. 1031 § 3-3(d).) By contrast, during 

claim construction, the only § 112 disclosure required by the NDCA Patent Local 

Rules  is the identification of terms “governed by 35 U.S.C. §112(6).” (Id. §§ 4-1, 

4-2, 4-3.)   

Consistent with those Patent Local Rules, courts broadly and consistently hold 

that failing to raise indefiniteness during claim construction does not constitute 

waiver. See generally Ex. 2052 (Robert A. Matthews, Jr., Annotated Patent Digest 

§ 23:25.120 (May 2026 update) (“courts generally will not find a waiver of an 

indefiniteness challenge simply because an accused infringer did not raise the 

challenge as part of its claim construction arguments”) (collecting cases from N.D. 

Cal., W.D. Tex., D. Del., E.D. Tex., E.D. Va., D. Mass., and Ct. Fed. Cl.)).  

For example, in Apple, Inc. v. Samsung Electronics Co., Ltd., 932 F. Supp. 2d 

1076, 1079 (N.D. Cal. 2013), Apple made the same waiver argument. But the court 

rejected that argument and agreed with Samsung, holding that “failure to seek 

construction of a term during claim construction does not constitute waiver of an 

indefiniteness argument,” particularly when preserved in invalidity contentions. Id.   
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Samsung also did not waive indefiniteness by proposing claim constructions. 

Federal Circuit precedent holds that “[e]ven if a claim term’s definition can be 

reduced to words, the claim is still indefinite if a person of ordinary skill in the art 

cannot translate the definition into meaningfully precise claim scope.” Halliburton 

Energy Servs., Inc. v. M-I LLC, 514 F.3d 1244, 1251 (Fed. Cir. 2008). Accordingly, 

“a term can be indefinite even if it is susceptible to a construction.” Apple, Inc. v. 

Samsung Elecs. Co., No. 12-CV-00630-LHK, 2014 WL 252045, at *18 (N.D. Cal. 

Jan. 21, 2014); IQASR LLC v. Wendt Corp., 825 F. App'x 900, 907 (Fed. Cir. 2020). 

Even a stipulated construction is not an “admission that the claim term is not 

indefinite.” MeadWestVaco Corp. v. Rexam Beauty and Closures, Inc., 731 F.3d 

1258, 1270 n.8 (Fed. Cir. 2013). 

 Before and after the JCCS, Samsung reserved its right to assert indefiniteness: 

4/18/2025 (Ex. 2049 - Patent Rule 4-2 at 3:8-11): 
Notwithstanding their proposed constructions herein, Plaintiffs 
reserve the right to assert defenses under 35 U.S.C. § 112 for 
indefiniteness … including, for instance, those exemplarily set forth 
in Plaintiffs’ Invalidity Contentions and the following terms… 

5/13/2025 (Ex. 2007 - JCCS): No mention of indefiniteness. 

5/20/25 (Paper 1 at 22 n.7): Petitioner reserves all rights to raise 
claim construction and other arguments in other venues. 
Specifically, Petitioner is not conceding that each claim satisfies all 
statutory requirements, nor waiving any arguments concerning 
claim scope or grounds that can only be raised in district court. 

What “claim construction arguments … in other venues” and “arguments 
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concerning claim scope … that can only be raised in district court” was Samsung 

reserving, if not indefiniteness? Samsung offers no evidence it intended to waive 

indefiniteness when the JCCS was filed, and no evidence it believes the JCCS had 

that effect. 

The time scope of “never” necessarily includes the period before the JCCS. 

Samsung tries to overcome this by suggesting its representation that it “never 

alleged” indefiniteness “was directed to the CyWee case.” (Opp. at 8.) But Samsung 

purposefully used the word never to the Board without qualification or limitation. 

(Paper 14 at 1.) And the Board adopted it. (Institution Decision, Paper 17 at 19-21.) 

Samsung’s JCCS waiver theory is a post hoc rationalization to justify its 

misrepresentations to the Board. Incredibly, Samsung continues to rely on the 

Board’s institution decision procured through misrepresentations to argue that it “has 

sufficient reason to contend here that ‘predicted axial accelerations’ should be 

accorded its plain and ordinary meaning.” (Paper 36 at 4.)  

Further demonstrating bad faith, Samsung is using the district court’s protective 

order to block Patent Owner from seeking disclosure in these proceedings of internal 

Samsung reports (the “Koo Reports”) that may reveal whether Samsung 

contemporaneously believed it was waiving its indefiniteness positions when it filed 

the JCCS, whether Samsung engineers believe any terms to be indefinite, and what 

Samsung engineers believe are the plain and ordinary meaning of claim terms. (Ex. 
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2051 at 25/30.) CM HK believes the Koo Reports are subject to mandatory 

disclosure under 37 C.F.R. § 42.51(b)(1)(iii). When asked to confirm that the reports 

contain nothing inconsistent with what Samsung told the Board, Samsung declined 

and instead filed a district court motion to prevent CM HK’s from obtaining the Koo 

Reports in these proceedings. (Ex. 2051 at 8/30, 13/30, 24/30) 

B. The Served and Filed Motions Are Not Materially Different. 

Rule 42.11(d)(2) requires a 21-day notice of misconduct and a meaningful 

opportunity to cure. Both conditions were satisfied: the motion was served on June 

3, and the filed version rests on the same allegation: Samsung misrepresented it had 

“never alleged” indefiniteness to obtain institution. Courts applying Rule 11’s 

analogous safe harbor hold that a served motion is sufficient so long as the filed 

version rests on “substantially the same grounds.” Richter v. Oracle Am., Inc., No. 

22-CV-04795-BLF, 2023 WL 8586690, at *6 (N.D. Cal. Dec. 8, 2023). Samsung 

does not argue it lacked notice or that it would have cured its misconduct. Instead, 

Samsung is doubling down. (Opp. at 15.) 

III. CONCLUSION 

Samsung’s misrepresentations in Papers 14 and 20 were relied upon by the Board 

to institute. For the foregoing reasons, Patent Owner requests that the Board 

terminate the proceeding, expunge Papers 14 and 20, impose issue preclusion, and 

award Patent Owner its reasonable attorneys’ fees.
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Respectfully Submitted, 
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