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L. INTRODUCTION AND STATEMENT OF RELIEF REQUESTED

Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.72, Petitioner, Solventum
Corporation, and Patent Owner, Wound Healing Technologies, LLC, (together, the
“Parties”) jointly request termination of the Inter Partes Review of U.S. Patent No.
10,639,404 (“the *404 Patent”) in IPR2025-01042. On June 23, 2026, the Parties
informed the Board of a settlement agreement between Petitioner and Patent Owner
via email and requested authorization to file a Joint Motion to Terminate the
proceedings with respect to both the Petitioner and the Patent Owner. In an email
dated June 24, 2026, the Board authorized the filing of the requested Joint Motion
to Terminate. Accordingly, Petitioner and Patent Owner jointly request termination
of the present proceeding. The parties are concurrently filing a true copy of their
settlement agreement along with the Parties’ Joint Request to Keep Confidential and
Separate and the Parties ask the Board to treat the settlement agreement as business
confidential information and to keep it separate from the files of the involved patent.
II. STATEMENT OF FACTS

On November 15, 2024, in a case captioned Wound Healing Technologies
Corp. v. Solventum Corp., No. 6:24-cv-00589 (W.D. Tex. 2024), Patent Owner filed
a patent infringement action against Petitioner in the Western District of Texas
alleging that several of Petitioner’s products infringed one or more claims of the

404 Patent (the “Litigation”). EX1032. The parties currently involved in that
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litigation are Petitioner, Solventum Corp., and Patent Owner, Wound Healing
Technologies Corp.

Petitioner filed its petition for inter partes review in this matter on June 13,
2025 (Paper 1), and the Board issued a Notice of Filing Date Accorded on July 3,
2025 (Paper 3). The Board entered institution on December 11, 2025 (Paper 13).
Patent Owner filed its Response on March 5, 2026 (Paper 17). Petitioner has not yet
filed its Reply and the Board has not yet entered a final written decision. There are
no other related proceedings involving the 404 Patent currently before the Office.
On May 28, 2026, the parties entered into a settlement agreement resolving their
disputes regarding the ’404 Patent, including an agreement to terminate this inter
partes review and an agreement to terminate the co-pending Litigation. See Exhibit
1042. Upon finalizing the settlement agreement, the Parties informed the Board,
seeking permission to file this motion and a corresponding request to treat the
settlement agreement as business confidential information. The Board authorized
these filings in a responsive email on June 24, 2026.
III. ARGUMENT

Under 35 U.S.C. § 317(a), an inter partes review “shall be terminated with
respect to any petitioner upon the joint request of the petitioner and the patent owner,
unless the Office has decided the merits of the proceeding before the request for

termination is filed.” 35 U.S.C. § 317(a). A joint motion to terminate must generally
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“(1) include a brief explanation as to why termination is appropriate; (2) identify all
parties in any related litigation involving the patents at issue; (3) identify any related
proceedings currently before the Office; and (4) discuss specifically the current
status of each such related litigation or proceeding with respect to each party to the
litigation or proceeding.” Mylan Pharmaceuticals Inc. v. Biogen MA Inc., IPR2018-
01403, Paper 90 at 2 (PTAB Nov. 18, 2019).

Termination of this proceeding is appropriate because (i) all pending disputes
between the Parties have been resolved by the settlement agreement; (i1) the Board
has not yet decided the merits of this proceeding; and (iii) termination would save
significant further expenditure of resources by the Parties and the Board.

In addition to the current proceeding, the 404 Patent was at issue in the
Litigation. On June 17, 2026, the court overseeing the Litigation issued an order
closing the case in view of the parties’ dismissal of all claims with prejudice by joint
stipulation. Wound Healing Techs. Corp. v. Solventum Corp., No. 6:24-cv-00589
(W.D. Tex. June 17, 2026) (Dkt. 42 order closing case). There are no other
proceedings involving the ’404 Patent currently before the Office and no other
parties are involved in any related litigation involving the *404 Patent.

The Parties are concurrently filing a copy of the settlement agreement as

Exhibit 1042 along with a request to treat it as business confidential information

pursuant to 35 U.S.C. § 317(b). Pursuant to 37 C.F.R. § 42.74(b), the Parties
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acknowledge, as of the filing of this Motion and the concurrent Request to Keep
Confidential and Separate, that Exhibit 1042 represents the entire agreement or
understanding between the Parties made in connection with, or in contemplation of,
the termination of this proceeding, and further, that Exhibit 1042 is a true and
accurate copy of the agreement between the Parties that resolves the present
proceeding. There are no other collateral agreements, whether written or oral,
between the Parties made in connection with, or in contemplation of, the termination
sought by the settlement agreement. The Parties agree that neither Patent Owner nor
Petitioner will be prejudiced by termination of this proceeding.

Motions to terminate based on a joint request are routinely granted before
substantive briefing has been completed or an oral hearing has been held.! Here, the
Parties have not yet completed substantive briefing, an oral hearing has not been
held, a final written decision has not issued, and thus termination upon the settlement
of the Parties’ dispute is appropriate. Public policy also favors terminating the

present petition for inter partes review. Both federal courts and the Board have

! See, e.g., OnePlus Technology (Shenzhen) Co. v. Pantech Corp., IPR2025-
00756, Paper 24 at 2-3 (PTAB June 12, 2026); Amazon.com v. NL Giken Inc.,
IPR2025-00050, Paper 17 at 2-3 (PTAB June 10, 2025); United Services
Automobile Ass’n v. Auto Telematics Ltd., IPR2025-00812, Paper 26 at 2 (PTAB
May 26, 2026); Intas Pharms. Ltd. v. Atossa Therapeutics, Inc., IPR2025-00799
(PTAB May 11, 2026) (Paper 46 at 2-3).
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expressed a strong interest in encouraging settlement in litigation. See Bergh v. Dept.
of Transp., 794 F.2d 1575, 1577 (Fed. Cir. 1986), cert. denied, 479 U.S. 950 (1986)
(“The law favors settlement of cases.”); Patent Trial and Appeal Board Consolidated
Trial Practice Guide (November 2019) at 86 (“There are strong public policy reasons
to favor settlement between the parties to a proceeding.”). Accordingly, the Board
“expects that a proceeding will terminate after the filing of a settlement agreement,
unless the Board has already decided the merits of the proceeding.” Id. The Parties
have also met the statutory requirement that they file a “joint request” to terminate
before the Office “has decided the merits of the proceeding.” 35 U.S.C. § 317(a).

Finally, termination upon settlement would also further the purpose of IPR
proceedings, which seek to provide an efficient and less costly alternative forum for
patent disputes. Maintaining the proceeding would discourage further settlements,
as patent owners in similar situations would have a strong disincentive to settle if
they perceived that an IPR would continue regardless of a settlement.
IV. CONCLUSION

Termination i1s appropriate under 35 U.S.C. § 317 and 37 C.F.R. §§ 42.72 as
the issues in this proceeding have not been fully briefed, no oral hearing has been
held, no other parties are involved in litigation concerning the 404 Patent, and the

Parties jointly request that the Board terminate this proceeding. As provided by 35
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U.S.C. §317(a) and 37 C.F.R. § 42.73(d), and because the Parties jointly request this

termination, no estoppel under 35 U.S.C. § 315(e) shall attach to Petitioner.

Dated: June 25, 2026

/s/Daniel L. Moffett

Daniel L. Moffett (Iead counsel)

Reg. No. 60,715

Akin Gump Strauss Hauer & Feld, LLP
112 East Pecan, Suite 1010

San Antonio, TX 78205
T:210-281-7000
dmoffett@akingump.com

Jason Weil (back-up counsel)

Reg. No. 73,132

Akin Gump Strauss Hauer & Feld, LLP
1735 Market Street, 12th Floor
Philadelphia, PA 19103-7501

T. 215-965-1328
jweil@akingump.com

Michael P. Kahn (back-up counsel)
Akin Gump Strauss Hauer & Feld, LLP
One Bryant Park

New York, NY 10036

T: 212.872-1082
mkahn@akingump.com

Counsel for Petitioner

Respectfully submitted,

/s/Joel Weiss

Joel Weiss (lead counsel)
Reg. No. 44,398

Weiss & Arons LLP
Attorney for Patent Owner
63 South Main Street
Spring Valley, NY 10977
T: 845-362-6100
Jjweiss@weissarons.com

Edward M. Arons (back-up counsel)
Reg. No. 44,5111

Weiss & Arons LLP

63 South Main Street

Spring Valley, New York 10977

T: 845-362-6100
earons@weissarons.com

Counsel for Patent Owner



CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and correct copy of this Joint
Motion to Terminate Inter Partes Review of U.S. Patent No. 10,639,404 was served
on counsel of record on June 25, 2026, by filing this document through the Patent
Trial and Appeal Case Tracking System (P-TACTS) as well as delivering a copy via
electronic mail to the counsel of record for the Patent Owner at the following

addresses:

Jjweiss@weissarons.com,;
earons@weissarons.com;
WHT-IPR@weissarons.com.

Dated: June 25, 2026

/s/Daniel L. Moffett

Daniel L. Moffett

Reg. No. 60,715

Akin Gump Strauss Hauer & Feld, LLP
112 East Pecan, Suite 1010

San Antonio, TX 78205
T:210-281-7000
dmoffett@akingump.com




