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L. INTRODUCTION

Discretionary denial is unwarranted here. TikTok’s Petition challenges
the *316 Patent, which issued only two years ago—23 years after the filing date of
its corresponding provisional application.

Because TikTok worked diligently to file this Petition promptly after
DiStefano filed suit in the Eastern District of Texas asserting the 316 Patent, each
Fintiv factor either favors institution or is neutral. A Final Written Decision would
be due nearly five months before trial would occur in the district court. In addition,
TikTok has filed a robust Sotera stipulation committing to forego in the district court
litigation any ground that is or could have been raised in these proceedings if they
are instituted, eliminating the risk of inconsistent judgments or inefficient use of
party and judicial resources. The investment in the district court has been minimal,
with discovery in its earliest stages and a Markman hearing is still more than a year
away. Thus, the factors concerning trial date, lack of investment, and lack of overlap
all favor institution. In addition, given the Board’s policy not to predict the outcome
of a potential motion to stay and the fact that the parties in the district court litigation
and these proceedings overlap, the remaining factors are neutral.

Furthermore, there are no settled expectations surrounding the 316 Patent,
which issued only two years ago—not long enough to create settled expectations

absent some “sufficiently articulated” reasons, of which DiStefano provides none.
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Apple Inc. v. Apex Beam Techs. LLC, IPR2025-00896, Paper 10 at 3 (PTAB Sept. 3,
2025) (finding no settled expectations for five patents that issued in 2021, a patent
that issued in 2022, and a patent that issued in 2023).

Finally, as explained below, none of DiStefano’s other scattershot arguments
provide a compelling basis to exercise discretion to deny institution. Given the
strength of the Petition and procedural circumstances—including the timing of a
Final Written Decision well before trial and TikTok’s Sotera stipulation—instituting
and adjudicating these proceedings would be a worthwhile use of the Board’s
resources.

Accordingly, for the reasons discussed below, TikTok respectfully requests
that the Director refer the Petition to a panel of the Board for a preliminary review
of the merits.

II. ARGUMENT
A. Each Fintiv Factor Favors Institution or Is Neutral

The Fintiv factors support institution. Contrary to DiStefano’s erroneous
assertion that the “the district court’s trial date is scheduled to occur before the
projected final written decision” (Paper 7 at 3), a Final Written Decision would be
due nearly five months before trial in the district court litigation. Additionally, as
discussed in greater detail below, the district court litigation is in the very early

stages, and TikTok has submitted a Sofera stipulation to ensure the grounds
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presented in the Petition and any grounds that could have been raised therein will be
litigated only in this forum. The other factors—the likelihood of a stay and the
identities of the parties—are neutral. The Fintiv factors thus favor institution.

1. The Likelihood of a Stay Is Neutral

The “likelihood of a stay” factor is neutral. No litigation stay has been
requested, and there is no objective evidence as to whether a stay in the district court
litigation will be granted. As DiStefano acknowledges, the Board’s practice is not
to speculate regarding how a stay motion may be decided. Paper 7 at 2-3 (citing
Sand Revolution II, LLC v. Cont’l Intermodal Grp. — Trucking LLC,IPR2019-01393,
Paper 24 at 7 (PTAB June 16, 2020)); Google LLC v. Mullen Indus. LLC, IPR2025-
00021, Paper 14 at 89 (PTAB May 14, 2025). DiStefano argues “[t]he actions in
the district court indicate that the case is progressing,” (Paper 7 at 2-3), but ignores
that the district court (Judge Schroeder) is more inclined to grant stays only after a
decision on institution issues. See, e.g., Fall Line Patents, LLC v. Zoe’s Kitchen,
Inc., 6:18-cv-00407-RWS, Dkt. 110 at 2 (E.D. Tex. Aug. 9, 2019). This factor is
therefore neutral.

2. The Trial Date Favors Institution

Trial in the district court litigation is not scheduled to occur until April 19,

2027, more than 18 months from now. EX1059. By contrast, if this Petition is
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instituted, a Final Written Decision would be due on December 23, 2026 or earlier,
nearly five months before trial is scheduled to begin.

DiStefano argues that “trial will occur regardless of institution” and that “[n]o
resources will be saved by having both litigation in federal court and the USPTO
occurring at the same time on the same patent family.” Paper 7 at 3—4. But
institution would save substantial resources. As discussed with respect to factor 4,
TikTok has filed a Sotera stipulation, such that the validity arguments and discovery
in the district court litigation as to the *316 Patent would be drastically simplified,
saving substantial party and district court resources in favor of litigating those issues
more efficiently in this forum. These proceedings stand to dispose of the need to
litigate the *316 Patent at trial in the district court litigation entirely. Even if all
claims are not found unpatentable, institution would narrow the issues that would
remain for trial as to the >316 Patent significantly.

Because a Final Written Decision would issue nearly five months before trial
is scheduled to begin in the district court litigation, this factor favors institution.

3. Lack of Investment in the Litigation Favors Institution

The parties’ investment in the district court litigation is minimal. Discovery
has only just opened, and a Markman hearing is not scheduled to occur for another
year, until October 2026, with fact discovery closing thereafter. EX1059.

Crowdstrike, Inc. v. Webroot, Inc., IPR2023-00126, Paper 9 at 10 (PTAB May 5,
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2023) (early-stage investment, including in a Markman hearing and the early stages
of fact discovery, does not amount to substantial investment that would favor
discretionary denial). DiStefano’s argument that early case disclosures, such as
infringement contentions and invalidity and ineligibility contentions, amount to
“substantial work” that weighs against institution would weigh against nearly every
petition. eClinicalWorks, LLC v. Decapolis LLC, IPR2022-00229, Paper 10 at 9—11
(PTAB Apr. 13, 2022) (finding, even where invalidity contentions had already been
served and claim construction briefing was complete, Fintiv factor 3 weighed against
discretionary denial); Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 10
(PTAB Mar. 20, 2020) (“If, at the time of the institution decision, the district court
has not issued orders related to the patent at issue in the petition, this fact weighs
against exercising discretion to deny institution under NHK [Spring Co. v. Intri-Plex
Techs., Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential)].”).

The vast majority of the investment required for the *316 Patent in the district
court litigation lies ahead. This factor therefore favors institution.

4. Lack of Overlap Between Cases Favors Institution

The Petition challenges all claims (1-26) of the ’316 Patent, whereas
DiStefano asserts only that TikTok infringes claims 1 and 3—13 in the district court
litigation. The validity of claims 2 and 14-26 is therefore not within the scope of

the district court litigation.



Opposition to Request for Discretionary Denial
IPR2025-01061

Additionally, TikTok has stipulated that it would not “challenge the validity
of'the ’316 Patent in the EDTX Action based on either: (i) the specific grounds raised
in IPR2025-01061 or (ii) any other ground that could have reasonably been raised
before the Board in this proceeding (i.e., any other ground that could have reasonably
been raised under 35 U.S.C. §§ 102 or 103 on the basis of prior art patents or printed
publications).” EX1058. TikTok’s stipulation fully disclaims the grounds upon
which TikTok is permitted to bring an IPR (including the grounds actually brought),
so there will be no overlap between an instituted IPR and the district court litigation.
35 U.S.C. §§ 311, 315(e); Ingenico Inc. v. IOENGINE, LLC, 136 F.4th 1354, 1365—
67 (Fed. Cir. 2025).

DiStefano argues this stipulation is “meaningless” because TikTok’s
invalidity contentions are due on October 20, 2025, before the December 23, 2025
deadline for an institution decision. Paper 7 at 5-6. DiStefano’s argument is
illogical, and DiStefano cites no authority to support it. If institution is granted, the
invalidity case in the district court litigation will not overlap with this proceeding.
That TikTok must—to preserve its ability to challenge the validity of the *316 Patent
over prior art patent documents and printed publications if institution is denied—
provide contentions disclosing such prior art in its forthcoming invalidity
contentions before receiving the institution decision does not mean that there will in

fact be overlap in the proceedings. DiStefano cites no precedent requiring a
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petitioner to raise the stakes by agreeing to forego such invalidity challenges in a
district court litigation even if institution is denied. Indeed, even where invalidity
contentions with grounds that would be covered by a Sotera stipulation have already
been served, such stipulations have been found to be effective and to weigh against
discretionary denial. TCL Elecs. Holdings Ltd. v. Maxell, Ltd., IPR2025-00135,
Paper 9 at 18 (PTAB May 20, 2025) (stating, even where the art included in the
petitioned grounds was included in invalidity contentions, that “we view Petitioner’s
stipulation as significantly mitigating potential conflict given the likelihood that the
court would hold Petitioner (and its privies) to Petitioner’s representations [in the
Sotera stipulation] made here”); Micron Tech., Inc. v. Sonrai Memory Ltd.,
[PR2023-00904, Paper 7 at 67 (PTAB Nov. 29, 2023).

Thus, in light of TikTok’s Sotera stipulation, if instituted, there will be no
overlap between the invalidity grounds raised in the Petition and the invalidity
arguments challenging the *316 Patent in the district court litigation.

5. The Parties’ Identities Are Neutral Relative to Institution

The Board routinely grants institution where parties are the same between the
district court litigation and the IPR.! See, e.g., Tesla, Inc. v. Intell. Ventures II LLC,

IPR2025-00217, Paper 11 (PTAB June 26, 2017). The Director’s discretionary

! Petitioner TikTok Inc. is a distinct entity from, but is affiliated with, the entities
named as defendants in the district court litigation, Bytedance Ltd., Bytedance Pte.
Ltd., TikTok Ltd., and Heliophilia Pte. Ltd.
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review process has continued this practice. See, e.g., Savant Techs. LLC v. Feit Elec.
Co., IPR2025-00260, Paper 16 at 2-3 (PTAB June 12, 2025). DiStefano has not
pointed to any other factor related to the identity of the parties, such as a prior jury
verdict of no invalidity, that would weigh against institution—indeed it cannot.
Fintiv, IPR2020-00019, Paper 11 at 14 n.27 (citing Stryker Corp. v. KFx Med., LLC,
IPR2019-00817, Paper 10 at 27-28 (PTAB Sept. 16, 2019)).

DiStefano’s only argument for this factor is that it believes the issues to be
litigated are “the same as, or substantially similar to, those already or about to be
litigated,” (Paper 7 at 6-7), but as discussed above, TikTok has filed a Sotera
stipulation, so the issues to be litigated will not be the same.

This factor is therefore neutral relative to institution.

6. Other Circumstances Favor Institution

The only “other circumstance” DiStefano identifies relates to the merits of
TikTok’s Petition, but DiStefano declines to make any argument about why the
merits favor discretionary denial other than referring to its yet-to-be-filed Patent
Owner Preliminary Response (“POPR™). Paper 7 at 7. DiStefano has thus raised no
arguments on the merits for TikTok to respond to in this brief. DiStefano’s
arguments in its forthcoming POPR should therefore be given no weight with respect

to the question of discretionary denial.
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As is evident from the Petition itself, TikTok’s Petition presents a strong
showing that all Challenged Claims of the *316 Patent are invalid.

B.  The Lack of Settled Expectations of the Parties Favors Institution

The lack of settled expectations of the parties entirely favors institution. The
parties have no settled expectations in a patent that only issued in late 2023. Apex
Beam, IPR2025-00896, Paper 10 at 3 (finding no settled expectations for patents that
issued in 2021, 2022, and 2023); Advanced Micro Devices, Inc. v. Concurent
Ventures, LLC, IPR2025-00479, Paper 10 at 2 (PTAB July 10, 2025) (finding no
settled expectations for a patent that issued in 2021); Cambridge Indus. USA, Inc. v.
Applied Optoelectronics, Inc., IPR2025-00434, Paper 11 at 2-3 (PTAB June 26,
2025) (declining to discretionarily deny petitions because the challenged patents
issued about 5—6 years ago).

Given the recent issue date, TikTok’s Petition is an “early challenge” that
serves to promote “robust, predictable patent rights,” which “weigh[s] against
discretionary denial.” Microsoft Corp. v. Edge Networking Sys., LLC, IPR2025-
00617, Paper 12 at 2 (PTAB July 31, 2025). DiStefano raises a tenuous argument
that settled expectations can arise from the publication of a patent application in
2013, rather than in the issuance of the patent itself in September 2023. Paper 7 at
10-11. DiStefano cites no authority for this argument and, as a matter of logic,

publication of a patent application that has not been examined or endorsed by the
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Patent Office cannot give rise to settled expectations, as others in the marketplace
cannot determine the scope of the claims until the patent issues. Indeed, the Dabico
decision DiStefano cites involved a patent that had issued eight years earlier. Dabico
Airport Sols. Inc. v. AXA Power ApS., IPR2025-00408, Paper 21 at 2-3 (PTAB Aug.
21, 2025). Although the decision addressed the notion that both issued patents and
patent applications are published, the decision turned on the time the patent had been
in force, i.e., time since it had issued. Id. (“[I]n general, the longer the patent has
been in force, the more settled expectations should be.” (emphasis added)).

DiStefano also argues that TikTok had “[a]ctual [n]otice” of the 316 Patent
based on communications in November 2022. Paper 7 at 12. But the *316 Patent
had not been issued at the time, so this alleged communication cannot give rise to
settled expectations in a patent that did not yet exist.

Thus, there are no settled expectations that weigh against institution.

C. DiStefano’s Arguments Based on “Other Considerations” Do Not
Favor Discretionary Denial

Under the rubric of “[o]ther considerations” related to the Board’s
Memorandum on Interim Processes for PTAB Workload Management, DiStefano
makes three arguments, some of which merely repeat its assertions regarding the

Fintiv factors. Paper 7 at 7-10. None support discretionary denial of institution.

10
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1. Institution Would Reduce the Number of Issues for the
District Court Litigation

DiStefano repeats the conclusory argument from its Fintiv analysis that
institution would not narrow issues in the district court litigation, stating that
“Petitioners have not represented or indicated that the litigation involving the five
patents would be simplified by having this IPR instituted.” Paper 7 at 8. But, if
instituted, this proceeding could eliminate the *316 Patent from the district court
litigation entirely, vastly simplifying trial in that case. At a minimum, institution
would simplify the invalidity issues as to the *316 Patent in light of TikTok’s Sotera
stipulation.

2. DiStefano’s “Additional Party” Argument Does Not Support
Discretionary Denial

DiStefano argues that “a party that has yet to be named that may have actual
knowledge of the *316 patent” may be added if TikTok is sold to a “non-Chinese-
owned company,” and that as a result “an instituted [PR may have to be dismissed.”
Paper 7 at 9. DiStefano’s vague speculation has no evidentiary support and no
identified legal reason for a potential need to dismiss an IPR if instituted. Namely,
DiStefano identifies no plausible set of circumstances that would require the
hypothesized dismissal, let alone any evidence that such circumstances are likely to
actually occur. The Board’s policy is not to engage in speculation as a basis for

discretionary denial. Samsung Elecs. Co., Ltd. v. Mojo Mobility Inc., IPR2023-

11
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01094, Paper 11 at 6-7 (PTAB Feb. 9, 2024) (Board should not speculate as to
whether a district court will grant a stay); Shure Inc. v. Clearone, Inc., PGR2020-
00079, paper at 14-16 (PTAB Feb. 16, 2021) (Board should not speculate regarding
potential trial dates). This argument should therefore be rejected, and does not
counsel against institution.

3. This Petition Represents a Worthwhile Use of the Board’s
Resources

DiStefano also argues the Director should deny institution to allocate
resources to ex parte appeals. Paper 7 at 9-10. But ensuring patent quality by
providing for Patent Office review of patents in an efficient, well-equipped forum
such as this one is an important objective of the AIA. See 35 U.S.C. § 311; H.R.
Rep. No. 112-98, pt. 1, at 48 (2011) (noting role of IPR in providing “a quick and
cost effective alternative[] to litigation™). Particularly given the strong merits of
TikTok’s Petition, the fact that a Final Written Decision would issue well in advance
of a trial on the merits, and the applicant’s attempts to broaden its claims in an
application filed 13 years after the provisional application was filed, review of the
instant Petition would reflect a worthwhile use of the PTAB’s resources.

II. CONCLUSION

For the foregoing reasons, TikTok respectfully requests that the Director refer

the Petition to a panel of the Board for a preliminary review of the merits.

12
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