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I. INTRODUCTION 

On October 1, 2025, the Board authorized Petitioner iRhythm Technologies, 

Inc. to move to withdraw its pending petition for inter partes review of U.S. Patent 

No. 8,630,699 (the “’699 patent”), relating to Petition No. IPR2025-01081.  

Petitioner now files this motion to withdraw.  

This proceeding is at a preliminary phase:  The Director has not issued a 

decision on discretionary denial, and the Board has not reached the merits or issued 

an institution decision.  Permitting the withdrawal of the petition, and terminating 

Petition No. IPR2025-01081, would promote efficiency and preserve the resources 

of the Board and the parties.  

II. BACKGROUND 

On May 30, 2025, Petitioner filed the present petition for inter partes review 

of the ’699 patent.  iRhythm, Techs. Inc. v. Welch Allyn, Inc., IPR2025-01081, Paper 

2 at 1 (P.T.A.B. May 30, 2025).   

Previously, on December 23, 2024, Petitioner filed petitions for inter partes 

review of U.S. Patent Nos. 10,159,422, 9,155,484, 8,965,492, and 8,214,007.  

iRhythm, Techs. Inc. v. Welch Allyn, Inc., Case IPR2025-00363, Paper 2 at 1; Case 

IPR2025-00376, Paper 2 at 1; Case IPR2025-00374, Paper 2, at 1; Case IPR2025-

00378, Paper 2, at 1; Case IPR2025-00377, Paper 2, at 1; (P.T.A.B. Dec. 23, 2024), 
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respectively (collectively, the “Related iRhythm IPRs”).2  

On June 6, 2025, pursuant to guidance issued by the Interim Director, the 

Related iRhythm IPRs were discretionarily denied.  Id., Paper 10.  Shortly thereafter, 

on June 9, 2025, Patent Owner asked Petitioner whether it intended to pursue this 

IPR (IPR2025-01081) in view of the Director’s decision in the Related iRhythm 

IPRs.  Ex. 1055 (Email from E. Halverson to R. Counihan et al.).   

On July 3, 2025, Petitioner timely requested Director Review in each of the 

Related iRhythm IPRs.  Id., Paper 11.  On August 5, 2025, Petitioner’s Request for 

Director Review in each of the Related iRhythm IPRs was denied.  Id., Paper 13.   

Of the above-referenced IPRs, only this IPR (IPR2025-01081) remains 

pending before the Board.  In the interest of minimizing additional expense and 

burden on the parties and the Board, Petitioner now seeks leave to withdraw this 

Petition as well.   

Petitioner informed Patent Owner of its withdrawal decision on September 3, 

2025, and requested Patent Owner’s consent.  Ex. 1056 at 3.  On September 10, 

2025, after Patent Owner asked whether iRhythm would agree not to challenge the 

’699 patent again, Petitioner offered to stipulate that it would not file additional IPR 

 
2 Petitioner filed two petitions for inter partes review of U.S. Patent No. 8,214,007:  

IPR2025-00378, Paper 2 and IPR2025-00377, Paper 2. 
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petitions regarding the ’699 patent but reserved its rights to challenge the patent’s 

validity through other means.  Id. at 1-2.  Patent Owner then informed Petitioner that 

it would not oppose leave to file a motion to withdraw the petition but would oppose 

the motion itself (on the ground that Petitioner could have withdrawn the petition 

sooner; infra).  Id. at 1.  The Parties jointly submitted an email to the Board on 

September 18, 2025 requesting permission to file this motion, which was granted on 

October 1, 2025.  Ex. 1057.   

On August 25, 2025, Patent Owner filed a motion for discretionary denial of 

this IPR. (Paper 6.)  On September 23, 2025, Patent Owner filed its preliminary 

response (Paper 7).  In view of its then-pending request to file this motion to 

withdraw, on September 24, 2025, Petitioner notified the Board via email that it 

would not be filing an opposition to Patent Owner’s motion for discretionary denial.  

Exhibit 1057 at 1.  Neither the Board nor the Director has reached the merits or 

issued an institution decision or a decision on Patent Owner’s motion for 

discretionary denial.   

III. GOOD CAUSE EXISTS TO WITHDRAW THE PETITION 

Under 37 C.F.R. §§ 42.71(a), 42.5(a), and Board precedent allowing 

petitioners to withdraw petitions prior to institution, good cause exists for 

Petitioner’s request to withdraw IPR2025-01081.  See Samsung Elecs. Co., Ltd. v. 

NVidia Corp., Case IPR2015-01270, Paper 12 at 3 (P.T.A.B. Dec. 9, 2015) (granting 
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withdrawal of petition before institution); Gen. Elec. Co. v. Siemens Gamesa 

Renewable Energy A/S, Case IPR2021-00722, Paper 11 at 3 (P.T.A.B. Oct. 7 2021) 

(same); Materialise N.V. v. Osteoplastics, LLC, Case IPR2021-00245, Paper 12 at 3 

(P.T.A.B. June 2, 2021) (same); Lenovo (United States) Inc. v. Collision Comms., 

Inc., Case IPR2025-00284, Paper 11 at 1-2 (P.T.A.B. May 20, 2025) (same).   

The Board has consistently granted motions to withdraw when the 

proceedings are “still in the preliminary proceeding stage, and the Board has not yet 

decided the merits” of the Petition.  Samsung Elecs. Co., Case IPR2015-01270, 

Paper 12 at 3 (P.T.A.B. Dec. 9, 2015); see also Gen. Elec., Case IPR2021-00722, 

Paper 11 at 2 (granting motion to withdraw because proceedings “in a preliminary 

stage and the Board has not issued [a] decision[] on institution.”).  Such factors are 

present here.  This proceeding is at a preliminary stage and the merits have not been 

decided:  Patent Owner has filed a motion for discretionary denial (Paper 6, 

August 23, 2025)) and a preliminary response (Paper 7, Sept. 25, 2025), but neither 

the Board nor the Director has reached the merits or issued an institution decision.     

Patent Owner has stated that it opposes this motion because Petitioner 

“ignored” its June 9, 2025 request to withdraw the petition, and because Patent 

Owner “was forced to spend significant time and resources defending against the 

Petition and it now seeks a decision reflecting the papers that have been prepared 
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and filed.”  Ex. 1067 at 2.  Neither argument undermines Petitioner’s showing of 

good cause, and both arguments should be rejected. 

First, Patent Owner made its withdrawal inquiry on June 9, 2025, days after 

the Director’s June 6, 2025 discretionary denial of the Related iRhythm IPRs.  As 

Patent Owner knows, Petitioner exercised its right to timely Request Director 

Review of the discretionary denials on July 3, 2025.   

Second, the Director denied Petitioner’s Request for Director Review of the 

discretionary denials of the Related iRhythm IPRs on August 5, 2025.  Immediately 

thereafter, Petitioner exercised its legal right to consider whether to appeal and/or 

seek mandamus of the Director’s discretionary denial decisions, as other entities 

have now done.  Any purported delay in withdrawing the Petition was related to the 

lawful and appropriate exercise of Petitioner’s legal rights. 

Third, Patent Owner’s expenditure of “significant time and resources” is 

overstated, and certainly does not necessitate nor justify the expenditure of further 

resources of the Board and the parties.  Patent Owner’s Discretionary Denial Brief 

(Paper 6, August 23, 2025) closely tracks those filed in the Related iRhythm IPRs.  

And Patent Owner’s Preliminary Response (Paper 7, Sept. 25, 2025) was filed three 

weeks after Petitioner first notified Patent Owner of its intent to withdraw the IPR.  

The need to prepare and file the Preliminary Response was avoidable.  
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The Board should grant Petitioner’s motion to withdraw to promote efficiency 

and preserve both the Board’s and the parties’ resources, particularly in view of the 

early stage of the proceeding.  Samsung Elecs., Case IPR2015-01270, Paper 11 at 3; 

Gen. Elec., Case IPR2021-00722, Paper 11 at 2. 

IV. CONCLUSION 

For these reasons, Petitioner respectfully requests that the Board grant the 

motion to withdraw its petition and terminate Case No. IPR2025-01081. 

 

Dated: October 3, 2025 FENWICK & WEST LLP 

 /Robert E. Counihan/  
Robert E. Counihan 
Reg. No. 61,381 
 
Attorney for Petitioner  
iRhythm Technologies, Inc. 
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Eric J. Halverson 
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4 Embarcadero Center, Suite 1200 
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Jared R. Lund 
K&L Gates LLP 
70 W. Madison Street, Suite 3100 
Chicago, IL 60602 
rebehak.hill@klgates.com 
jared.lund@klgates.com 
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