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Petitioner submits this authorized reply (see EX3001) to address Patent
Owner’s (“PO”) failed attempts to avoid institution by suggesting that material
incorporated by reference into a prior art patent is not available as prior art. As
explained below, PO is incorrect on the facts and the law.

The Lal Publication of EX1005 (“Lal”) qualifies as prior art based on its
provisional application’s filing date under controlling AIA precedent. Lal published
on Dec. 5, 2024, and claims priority to the provisional application of EX1006 (“the
Lal Provisional”), filed on Jun. 9, 2023. EX1005 at (43), (60). Challenged Patent
12,001,549 (the “’549 Patent”) was filed on Jan. 31, 2024, and claims priority to
applications as early as Aug. 28, 2023. EX1001 at (22), (63). Because these dates
are after March 16, 2013, the AIA version of § 102 applies. 35 U.S.C. § 100 (note).

Contrary to PO’s suggestion, the Board has stated that Dynamic Drinkware
does not apply to post-AIA patents. “The decision designated precedential today
determines that the holding in Dynamic Drinkware does not apply to AIA § 102(d),
i.e., Dynamic Drinkware applies to pre-AlA patents, but not post-AIA patents.”! See
also Penumbra, Inc. v. RapidPulse, Inc., IPR2021-01466, at 28-35 (PTAB Mar. 10,

2025), aff’d No. 24-1130 (Fed. Cir. Oct. 14, 2025). Penumbra explains that “under

! https://www.uspto.gov/subscription-center/2023/director-vidal-designates-

decision-precedential
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ATA § 102, there is no need to evaluate whether any claim of [a reference] patent
document is actually entitled to priority or benefit under 35 U.S.C. 119, 120.” Id. at
32 (cleaned up). Rather, the inquiry is whether the provisional application “describes
the subject matter relied upon in the reference patent document as prior art.” Id.
(cleaned up). Because the Petition provides citations to the Lal Provisional wherever
Lal is relied upon as prior art, Petitioner has met its burden to show that Lal (which
incorporates all the disclosures of the Lal Provisional) qualifies as prior art.

PO argues that Lal’s incorporation by reference is ineffective to render the Lal
Provisional’s disclosures prior art (POPR, 3), but PO is wrong. The subject matter
of provisional applications, referred to in a prior art U.S. patent may be relied on in
prior art rejection based on that patent if they are incorporated by reference in the
patent. MPEP 2127. MPEP 2127 is in accord with Federal Circuit and PTAB
precedent. See, e.g., Konda v. Flex Logix Techs., Inc., 2022 WL 1436144 (Fed. Cir.
May 6, 2022) (affirming Board decision finding provisional application was prior
art when it became publicly available); Bruckelmyer v. Ground Heaters, Inc., 445 F.
3d 1374, 1377-80 (Fed. Cir. 2006; Duodecad IT Services Luxembourg S.A.R.L, et al.
v. WAG Acquisition, LLC, IPR2015-01036, Paper 17 at 18-19 (PTAB Oct. 20, 2016).

PO attacks the Petition’s reliance on MPEP 2163, but PO’s own cited case
confirms the MPEP 2163’s harmony with precedent: “[p]atents that are incorporated

by reference are ‘effectively part of the host [patents] as if [they] were explicitly
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contained therein.”” Finjan LLC v. ESET, LLC, 51 F.4th 1377, 1382 (Fed. Cir. 2022)
(quoting X2Y Attenuators, LLC v. U.S. Int’l Trade Comm 'n, 757 F.3d 1358, 1362—
63 (Fed. Cir. 2014)). “Incorporation by reference of a patent ‘renders “the entire
contents” of that patent’s disclosure a part of the host patent.”” Id. (also citing
Ultradent Prods., Inc. v. Life-Like Cosmetics, Inc., 127 F.3d 1065, 1069 (Fed. Cir.
1997); see also TVision Insights, Inc. v. The Nielsen Company (US), LLC., IPR2023-
01014, Paper 10, 32-33 (PTAB Jan. 8, 2024) (“material in a second document is
considered incorporated by reference in a host document if the context makes clear
that the material is effectively part of the host document as it were explicitly
contained therein”) (cleaned up). Because Lal expressly incorporates the Lal
Provisional’s contents, each Petition citation to the Lal Provisional is therefore also
a citation to Lal, the relied upon and eligible prior art reference. The Lal Provisional
is treated “‘as if [it] were explicitly contained” in Lal. Finjan, 51 F.4th at 1382.
Finally, PO argues the Petition is deficient because it doesn’t provide a
motivation-to-combine or reasonable-expectation-of-success analysis for combining
Lal and the Lal Provisional. POPR at 5. The Board has considered and rejected this,
finding a patent owner’s argument alleging that “combining features from a
reference that is incorporated by reference is akin to combining two embodiments
of a single reference for which the case law requires a motivation to combine” was

“factually and legally deficient.” TVision v. Nielsen, Paper 10 at 32-24.
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Respectfully submitted,
ERISE IP, P.A.

BY: /s/ Robin A. Snader

Robin A. Snader, Reg. No. 66,085
robin.snader(@eriseip.com

7015 College Blvd., Suite 700
Overland Park, KS 66211

P: (913) 777-5600
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CERTIFICATION OF COMPLIANCE

The undersigned certifies pursuant to 37 C.F.R. §42.24 that foregoing
Petitioner’s Reply to Patent Owner’s Preliminary Response to Petition for Inter
Partes Review, excluding those portions excepted by 37 C.F.R. § 42.24(a)(1),

complies with the three-page limit specified by the Board.

Dated: November 10, 2025
ERISE IP, P.A.

BY: /s/Robin A. Snader
Robin A. Snader, Reg. No. 66,085
ERISE IP, P.A.
robin.snader@eriseip.com
7015 College Blvd., Suite 700
Overland Park, KS 66211
P: (913) 777-5600
F: (913) 777-5601

COUNSEL FOR PETITIONER
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CERTIFICATE OF SERVICE
I hereby certify that a true and correct copy of the foregoing Petitioner’s Reply
to Patent Owner’s Preliminary Response was served on November 10, 2025, by

email on the following counsel of record for Petitioner:

Matthew A. Argenti (61,836) margenti@wsgr.com
Michael T. Rosato (52,182) mrosato(@wsgr.com
Wesley E. Derryberry (71,594) wderryberry(@wsgr.com
Joseph M. Baillargeon (79,685) jbaillargeon@wsgr.com
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