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I. INTRODUCTION 

As the Petition explains, the 2008 Provisional lists one inventor, Mark Zehfuss 

disclosed the inventive subject matter of Mr. Lee, Mr. Roe, and Ms. Simpson 

.11.) Unlike other CIP applications where 

inventive entities may overlap, this patent family presents a clear demarcation 

this disparity, arguing the  claims recite subject matter disclosed only in 

the 2016 Provisional. (Petition, pp.10-11, 13-14, 18-25.) As filed, the Petition argued 

PO was not entitled to 2008 priority because the claims recite inventive subject 

matter attributable to Lee/Roe/Simpson. 

The Petition therefore raises more than a priority dispute; it asks which 

inventors provide the written description support for the claimed subject matter of 

inventors. Inventorship is therefore material to the Petition. (Petition, pp.18-25.) 

Because the Board will decide priority in less than six months, PO would suffer no 

prejudice from denial. And as the Board recognized, PO forfeited its right to seek 
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II. ARGUMENT 

A. PO would not be prejudiced by staying its request until 
after the final written decision 

having 

the Board grant its motion. (Paper 27, p.1.) But the hearing in this case is scheduled 

for August 27, 2026 with a final written decision (FWD) due by December 1, 2026. 

(Paper 14, p.13; Paper 13.) Given a FWD is due in less than six months, it is PO that 

would not be prejudiced by having its motion denied at this time.  

PO is not prejudiced as the priority dispute raised by Petitioner will ultimately 

determine whether for removing Lee, Roe, and Simpson should be 

permitted. Given the 2016 Provisional lists Lee/Roe/Simpson, the priority dispute 

raised may determine whether some or none of these inventors should be removed. 

should therefore be denied until after the Board determines the priority 

dispute raised within the Petition as the FWD will determine whether an inventorship 

change request should be submitted to the Director.1  

B. Inventorship is material to this IPR proceeding 

 
1 also 

priority date, PO would need to add Lee, Roe, and/or Simpson. (Paper 27, p.5.) 
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p.4.) That is beside the point; raised as part of 

the priority grounds, and the 2016 Provisional lists Lee/Roe/Simpson as inventors. 

(Petition, p.11.) claims subject matter 

whose written description support is found in the 2016 Provisional. (Petition, pp.19-

24.) What the priority date is for 

therefore highly material in determining who are the correct inventors.  

C. facts 

PO   that establish general 

principles Petitioner does not dispute. (Paper 27, pp.1-3.) For instance, Petitioner 

does not dispute § 256 is a savings provision, functioning to prevent invalidation 

when correction is available. Egenera, Inc. v. Cisco Systems, Inc., 972 F.3d 1367, 

1377 (Fed. Cir. 2020). But none of  cases addresses the question of 

whether the Board should grant leave during an active IPR in which the opposing 

party has identified inventorship as material to its priority challenge. Based on the 

distinguishable. 

Egenera involved a materially different circumstance. There, correction was 

sought only after the district court construed -

plus-function limitations, which prompted a need to correct inventorship. Id. at 1379. 

In the present proceeding, no analogous trigger exists warranting immediate 

correction. Instead, a determination by the Board on priority will be the trigger that 
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determines whether an inventorship correction is warranted. 

PO cites Canon Computer Systems, Inc., v. Nu-Kote International, Inc., 134 

F.3d 1085, 1089 (Fed. Cir. 1998) 

is a technical defect in a patent that may Paper 27, pp. 1-2, 

emphasis added.) PO also cites Stark v. Advanced Magnetics, Inc., 119 F.3d 1551, 

1557 (Fed. Cir. 1997) for the proposition that § two routes  to correct 

inventorship.  (Paper 27, p. 2.) These cases discuss the principle of how inventorship 

may be corrected, but neither addresses to seek 

a request during an active IPR proceeding where priority is disputed. 

PO also relies on ., 939 F.3d 1345, 1349-

50 (Fed. Cir. 2019), 

in an AIA trial. p. 2.) But Honeywell found the Board erred in refusing 

to allow a patent owner the ability to file a motion seeking leave for correction. Id. 

at 1351.  circumstance is not present here, because after an hour-long 

hearing the Board granted  request to file its motion. (EX2016, 41:21-43:4.) 

also ignores that, in Honeywell, the patent owner sought authorization 

only issued and less than three months after 

the Board instituted review. Honeywell, 939 F.3d at 1346-1347. The patent owner in 

Honeywell also stated, without dispute, 

discovering the mistake while Id. at 1347.  
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, the District 

Court action asserting the patent was filed two years ago, and the current IPR petition 

was filed one year ago. (EX1010, cover; Petition, 1; EX1070; EX2016, 3:23-4:3.) 

PO also filed its Response on March 27, 2026, without seeking correction and waited 

until June 2026 to raise the issue. (Papers 20, p. 27.) PO even admitted during the 

hearing for this motion that it was aware of the inventorship issue during preparation 

of its response. (EX2016, 11:19-23.) Thus, unlike Honeywell, PO did not act 

promptly upon discovering the mistake. Instead, it sat on the issue for months. This 

delay further demonstrates why  motion should be denied until after the FWD. 

D. Inventorship can be corrected after the FWD issues 

routinely grants leave in similar circumstances

(Paper 27, p.4.) But the petition raises a priority dispute on whether the claimed 

subject matter is disclosed in the 2008 Provisional invented by Zehfuss or the 2016 

Provisional invented by Lee/Roe/Simpson. Thus, the Director would be better 

informed on whether to grant after the FWD issues. None of the 

authorities PO cites support a different finding. 

BeiGene USA and Google LLC involved unopposed motions. BeiGene USA, 

Inc. v. Pharmacyclics LLC, PGR2024-00009, Paper 21, p. 2 (PTAB July 11, 2024); 

Google LLC v. Space Data Corp., IPR2018-00945, Paper 19, pp. 5-6 (PTAB Nov. 

7, 2018).   



Case No.: IPR2025-01122 Atty. Dkt. No.: EFBL0104IPR 
Patent No.: 11,731,682
 
 

6 

SharkNinja involved briefing for a correction occurring in a PGR before 

institution withdraw its petition prior 

to institution. SharkNinja Operating LLC v. iRobot Corp., PGR2021-00066, Paper 

17, pp. 2-3, 6 (PTAB Aug. 20, 2021). Here, PO waited until years after filing suit, 

one year after the petition, seven months after institution, and after filing its POR. 

Aceto involved an IPR where a patent owner sought to replace placeholder  

inventor names, e.g., AAA AAAA, used in the provisional application with the true 

names of the inventors listed in the non-provisional application. Aceto Agric. 

Chems. Corp. v. Gowan Co., IPR2016-00076, Paper 45, p. 3 (Dec. 21, 2016). The 

Board granted leave because there was no dispute that (1) the provisional and non-

substantially the same[;  and (2) the non-

provisional application listed the correct inventors. Id at p. 4. Here, there is a priority 

dispute over whether the 2008 or 2016 Provisional provides written description 

Provisional lists Lee/Roe/Simpson as inventors and the 2008 Provisional lists 

Zehfuss as sole inventor, inventorship is necessarily disputed. The FWD will resolve 

the priority dispute and assist in determining correct inventorship. 

E. Alternatively, PO forfeited its opportunity to change 
inventorship  

Diligence is required when seeking inventorship correction during an 
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interference proceeding where a change can affect the outcome. Implicit, LLC v. 

Sonos, Inc., 169 F.4th 1107, 1111 (Fed. Cir. 2026). Implicit found forfeiture 

appropriate where the patent owner had an earlier opportunity to seek correction and 

Id. 

The facts here are similar. The Board questioned counsel about whether there 

(EX2016, 13:7-17.) 

Counsel offered no substantive explanation. (EX2016, 13:18-15:08.) 

Implicit

lack of diligence in seeking a correction that could directly affect the district court 

should be denied under Implicit. 

III. CONCLUSION 

Granting leave to seek correction of inventorship is a fact-specific inquiry, not 

a ministerial review of paperwork. Because PO was not diligent, the Board should 
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