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I. INTRODUCTION  

On June 27, 2025, Apple Inc. (“Petitioner”) filed a Petition requesting inter 

partes review (“IPR”) of claims 1-20 (“Challenged Claims”) of U.S. Patent No. 

10,628,820 (“the ’820 Patent”) (EX1001), entirely on obviousness grounds 

(Grounds 1-6). Paper 1 (“Petition” or “Pet.”). On July 16, 2025, the Board issued a 

Notice of Filing Date Accorded for the Petition and set the time for filing Patent 

Owner’s Preliminary Response. Paper 5. 

The Board should deny institution because Petitioner fails to meet its burden 

of demonstrating that its prior art references render obvious any of the Challenged 

Claims. Patent Owner focuses this Preliminary Response on issues present in the 

independent claims (claims 1, 11, and 15), as they are dispositive of Petitioner’s 

Grounds. 

First, for Grounds 1-4 (collectively challenging independent claim 1 and 

dependent claims 2-10), Petitioner has failed to meet its burden of demonstrating 

that the proposed combination of Walker and Brown discloses or renders obvious 

“wherein further the limited-use payment information is to be used in place of card 

issuer payment information for payment transactions by said device at payment card 

reader facilities,” as recited in limitation 1(f) of independent claim 1. The term 

“transactions” is plural, meaning that the same “limited-use payment information” 

that is the subject of this claim (and is facility-limited) is re-usable in multiple 
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transactions at the specific reader facilities to which it is limited-in-use. Walker, on 

the other hand, is specifically directed to single-use payment information. Petitioner 

repeatedly emphasizes the single-use nature of Walker, including in connection with 

its discussion of limitation 1(f). Petitioner does not identify any disclosure of 

multiple uses of limited-use information in Walker (and, in fact, emphasizes the 

opposite) and does not rely on Brown for any limited-use information at all in 

connection with limitation 1(f). 

Second, for these same Grounds 1-4, Petitioner has failed to show that the 

proposed combination of Walker and Brown discloses “a thin shaped body having 

no fixed payment numbers disposed thereon … for payment transactions by said 

device at payment card reader facilities,” as required by limitation 1(a). Rather, 

Walker discloses that a portion of the number on the display remains fixed.  

Third, Petitioner fails to meet its burden as it concerns Grounds 5-6 

(collectively challenging independent claims 11 and 15 and dependent claims 12-14 

and 16-20). Both of independent claims relate to “online” transactions. But 

Petitioner’s primary reference, Collinge, is entirely focused on in-store (i.e., not 

online) payments. It is directed to a process for allowing NFC transactions using 

mobile phones that lack a secure element (and therefore cannot securely store 

payment credentials on the device). 



 

3 

Lastly, claim 15 requires payment information that is used in “online 

transactions” (again, plural). Petitioner’s references (and its corresponding 

arguments in its Petition) are very clearly single-use, similar to the issue with respect 

to claim 1. 

For these reasons, and those explained below, Patent Owner respectfully 

submits that Petitioner has failed to show a reasonable likelihood of success for any 

challenged claim, and the Board should therefore deny institution. 

II. THE ’820 PATENT 

When David Wyatt conceived of the invention claimed in the ’820 Patent, 

over a decade ago, there were “several different types of credit cards available in the 

marketplace.” EX1001, 1:35-36. 

As the patent explains: 

A first type of credit card is a conventional, standard piece 

of plastic with a magnetic strip, which is readily available 

and in wide commercial use. The advantage of this first 

type of credit card is that a large portion of the 

infrastructure for credit card transactions is built around 

this type of card, and consequently such a card works in a 

wide array of vendors’ credit card machines, automated 

teller machines (ATMs), and other devices that support the 

present credit card and banking infrastructure. 

EX1001, 1:36-44. 
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The ’820 Patent also recognizes that “[s]ecurity is an area of concern for credit 

card holders, as the small form factor makes theft quite easy, and additionally there 

are many ways for a malicious third-party to record the account number of a credit 

card in order to later make fraudulent transactions on the account.” EX1001, 9:56-

60. The claimed invention “address[es] security concerns of a credit card owner on 

several fronts” while remaining compatible with the existing credit card 

infrastructure. See EX1001, 9:60-62. 

The claims of the ’820 Patent recite payment devices and online payment 

systems that address many of the security concerns. For example, claim 1 claims a 

payment device having a thin shaped body (e.g., a payment card) that conveys 

payment information, including limited-use payment information to be used at 

payment card reader facilities (e.g., card-present transactions) in place of card issuer 

payment information in multiple payment transactions. As another example, claims 

11 and 15 claim online payment systems including a thin shaped body and a 

computing device that generates and transmits limited-use payment information for 

use in online transactions (rather than in-store transactions), in place of a card issuer 

payment information. 

Moreover, instead of a conventional credit card device that bears all of the 

static payment information necessary for completing a card-present (e.g., in-store) 

or card-not-present (e.g., online) transaction printed on it, the ’820 Patent claims a 
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credit card device with no fixed payment numbers. Specifically, the ’820 Patent 

teaches an “electronic credit-card-like multi-function electronic device that has no 

fixed payment information.” EX1001, 3:60-63; EX1001, 11:36-39 (“Effectively, 

embodiments of the present disclosure provide a multi-function electronic device 

that has no fixed number….”). This no fixed payment numbers device specifically 

protects against certain security risks from card-present (in-store) transactions, 

including the risk that an onlooker copies usable payment numbers visible on a 

physical card and uses them at a later time for fraudulent card-not-present (online) 

transactions. 

Indeed, the intentional absence of visibly imprinted fixed payment numbers 

limits the use of the card device to facility interface of the card. And rather than 

relying a display on the card, the claim recites interfaces to a user’s personal 

computing device (where online transaction would be performed) to convey 

generated payment numbers necessary for the safer performance of online 

transactions. See EX1001, 12:49-13:11. 

The claims of the ’820 Patent recite payment devices and online payment 

systems that include many of the foregoing features, among others. For example, 

Claim 1 recites a payment device having a thin shaped body (i.e., a card) that 

conveys payment information, including limited-use payment information to be used 

at payment card reader facilities (i.e., card-present transactions). As another 
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example, Claims 11 and 15 recite online payment systems including the thin shaped 

body (i.e., the payment card) and a computing device that generates and transmits 

limited-use payment information for use in online transactions (i.e., card-not-present 

transactions), in place of a card issuer payment information, as would normally have 

been imprinted on the face of the card payment device. 

III. PETITIONER’S PURPORTED PRIOR ART 

Petitioner relies upon seven references in its Grounds (Walker, Brown, Eng, 

Gauthier, Patel, Collinge, Kranzley). In Ground 1, Petitioner presents the 

combination of Walker and Brown to challenge independent claim 1 and dependent 

claims 8 and 10. In Ground 2, Petitioner adds a third reference (Gauthier) to Ground 

1’s combination to challenge dependent claim 2. In Ground 3, Petitioner adds a third 

reference (Eng) to Ground 1’s combination to challenge dependent claims 4 to 7 and 

9. In Ground 4, Petitioner adds a third reference (Patel) to Ground 1’s combination 

to challenge dependent claim 3. In Ground 5, Petitioner presents the combination of 

Collinge, Kranzley, and Brown to challenge independent claims 11 and 15 and 

dependent claims 13, 14, and 17 to 20. In Ground 6, Petitioner adds a fourth 

reference (Eng) to Ground 5 to challenge dependent claims 12 and 16. 

Patent Owner provides an overview of the relevant references, for purposes 

of this Preliminary Response, in this Section III. Patent Owner then explains in the 

following sections how Petitioner’s Grounds using such references fail to 
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demonstrate a reasonable likelihood of success that any Challenged Claim is 

obvious. 

A. Walker  

U.S. Patent App. Pub. No. 2006/0122931 (“Walker”) is directed to a smart 

card for “generating a single-use, transaction-specific financial account number.” 

EX1009, [0001]. Petitioner repeatedly emphasizes that Walker is “single-use,” and 

only “single use,” including in connection with limitation 1(f) (which, as set out 

below, requires a limited-use number that is used in “transactions,” plural, and thus 

is not met by a single-use number). See, e.g., Pet., 27-28.  

The smart card of Walker receives a request for generating a single-use credit 

card number from a cardholder. The smart card retrieves a nonce and an initialization 

variable (IV) from the smart card memory. The nonce is encrypted using the 

cardholder’s private key K and the IV. EX1009, [0060]. The smart card then retrieves 

“the account number from the device memory … the encrypted nonce C, the 

initialization variable IV, and account number A are concatenated to form an 

encrypted, single-use credit card number.” EX1009, [0061]. “The resulting credit 

card number CCN is then displayed on the display screen 102 (step 806) and read, 

shown or otherwise transmitted to the merchant. The merchant transmits this number 

to the issuer’s central processor 400 for authorization of the transaction.” EX1009, 

[0063]. “To verify the card number, the credit card issuer’s central processor first 
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extracts the encrypted nonce C, the initialization variable IV, and account number A 

from the credit card number (step 902). The processor then retrieves the extracted 

account number from the cardholder account database 411 (step 903) and determines 

whether the account number is valid (step 904).” EX 1009, [0065]. 

 

EX1009, FIG. 1. 

B. Brown  

U.S. Patent App. Pub. No. 2007/0208671 (“Brown”) is directed to a payment 

card with a visual display for displaying a personal account number (“PAN”) that is 

variable. The payment card includes “dynamic magnetic stripes and/or displays that 

change the personal account number (PAN), expiration date, and/or card verification 

value (CVV2/4DBC) according to precomputed values loaded into Crypto tables 
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embedded in each card. Each transaction produces a new combination of PAN, 

expiration date, and CVV that is unique and useful only once.” EX1010, [0041]. “A 

variable portion 1008 of a PAN 1010 provides for card-not-present transactions, 

while a QChip 1012 embedded in a magnetic stripe 1014 provides for card-present 

transactions.” EX1010, [0199]. 

A portion of the PAN is variable, as shown in Figure 8 below. 

 

EX1010, FIG. 8. 

C. Collinge 

U.S. Patent App. Pub. No. 2013/0262317 (“Collinge”) is directed to 

techniques for “generating and provisioning payment credentials to a mobile device 

lacking a secure element.” EX1004, Abstract. Collinge explains that the system 

relies on two computing devices to perform its methods. EX1004, [0007], FIGs. 1-

4, 6, and 7. Collinge explains that such a two computer system is necessary because 
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“not all mobile devices have secure elements.” EX1004, [0004]. “As a result, a 

consumer who has a NFC-capable mobile device may not be able to use their device 

to conduct payment transactions if their mobile device lacks a secure element.” 

EX1004, [0004]. Therefore, “there is a need for a technical solution to enable a 

mobile device lacking a secure element to conduct contactless payment 

transactions.” EX1004, [0005].  

Collinge solves this problem by creating a provisioning system comprising a 

mobile device lacking a secure element and therefore is not suitable for secure 

storage of the payment credentials. Therefore, during the transaction, the payment 

credentials are transmitted to the mobile device from a second device that comprises 

a remote secure element (SE). EX1004, [0068]. The mobile device then uses a 

single-use key provided by the remote-SE system to generate a cryptogram. 

EX1004, [0069]. Then, the mobile device “transmit[s] the generated cryptogram and 

payment credentials to a point-of sale terminal” to complete the transaction. 

EX1004, [0070]. Based on the validation of both the cryptogram and the payment 

credentials, the transaction is authorized. EX1004, [0070]. 

D. Kranzley  

U.S. Patent App. Pub. No. 2010/0125509 (“Kranzley”) is directed to a method 

for “using mobile devices to conduct payment transactions over a network.” 

EX1013, [0010]. The method includes “activating a payment application of a mobile 
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device, generating, using the payment application, an optical image representing 

payment account information associated with said payment application, said 

payment account information including at least one of a payment account number, 

an expiry date of said payment account number, and a dynamic verification code 

generated by said payment application; and presenting said optical image to a 

merchant transaction terminal for scanning to conduct said payment transaction.” 

EX1013, [0010]. A “static VPAN 15 (which is displayed in plain text on a display 

device 14 of the mobile device 12 along with an expiry date and dynamic data) is 

entered into the point of sale device (e.g., it may be key entered by a clerk, or by the 

customer) … the static VPAN (and expiry and dynamic data) are used to create a 

transaction authorization request message that is transmitted from the merchant to a 

payment network for authorization processing.” EX1013, [0035]. At least some of 

the numbers in the VPAN generated are fixed, as shown in Figure 5 below.  
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EX1013, FIG. 5. 

E. Petitioner’s Proposed Combinations 

Petitioner’s proposed obviousness combination for Grounds 1 to 4 is based on 

a combination of Walker and Brown (additionally with Gauthier in Ground 2, Eng 

in Ground 3, and Patel in Ground 4). 

Relevant to this Preliminary Response and as further discussed below, as best 

that Patent Owner can discern, for Grounds 1 to 4, Petitioner proposes that Walker 

is the primary reference, including its smart card that generates a single-use credit 

card number. Petitioner appears to propose that it would have been obvious to 

“implement Walker’s payment device 100 with a thin-shaped body” as taught by 

Brown, to “configure Walker’s device to include a reader interface comprising a 

dynamic magnetic stripe and/or NFC interface” as taught by Brown. Pet., 20, 25-27. 

Petitioner’s proposed obviousness combinations for remaining Grounds 5 and 

6 are based on a combination of Collinge, Kranzley, and Brown (additionally with 

Eng in Ground 6).Relevant to this Preliminary Response and as further discussed 

below, as best that Patent Owner can discern, for Grounds 5 and 6, Petitioner 

proposes that Collinge is the primary reference, including its payment system “that 

includes generating and ‘provisioning of payment credentials to mobile devices’ for 

‘use in mobile payment transactions.’” Pet., 56-58. Petitioner further appears to 

propose “to modify Collinge’s mobile device to display payment credentials to 



 

13 

complete an online payment transaction, as taught by Kranzley,” including to use 

“the touch-screen display of Collinge’s mobile device … to select the payment 

method for the POS transaction and enter an authentication PIN.” Pet., 59-61, 70-

71. Petitioner further appears to propose “to use Brown’s payment card device free 

of any fixed payment numbers visible thereon with Collinge’s NFC-enabled 

computing device (i.e., cell phone) and payment system.” Pet., 63-65. 

IV. CLAIM CONSTRUCTION 

For the purposes of this Preliminary Response only, Patent Owner believes 

that the claims should carry their plain and ordinary meaning. As set out below, 

Patent Owner believes that Petitioner is wrong that several claim terms are subject 

to the printed matter doctrine (as discussed in Section VI.A, below).  

V. LEVEL OF ORDINARY SKILL IN THE ART 

For purposes of this Preliminary Response , Patent Owner does not challenge 

Petitioner’s proposed level of ordinary skill in the art.  

VI. ARGUMENT 

A. The Challenged Claims are Not Directed to Printed Matter.  

Petitioner asserted that “[t]he Challenged Claims include several limitations 

that are directed to printed matter that has no structural or functional relationship to 

the claimed substrate on which the information is disposed or printed.” Pet., 5-6. 

Patent Owner respectfully disagrees, as relevant here and as it concerns the at-issue 
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limitations in claims 1, 11, 12 (in part), 15 and 16 (in part).1 Moreover, Petitioner 

already lost these same arguments as it concerns these same claim terms in the 

parties’ parallel district court litigation. See EX2023, 3 (finding that Petitioner’s 

identified “printed matter terms” are “[n]ot subject to the printed matter doctrine”) 

(emphasis added). 

First, the disputed limitations in the ’820 Patent (e.g., “having no fixed 

payment numbers disposed thereon”) recite the absence of functional information 

that would typically be present in conventional payment cards. Pet., 6. Petitioner 

does not address the two-step test for evaluating whether a claim term is printed 

matter2 or controlling Federal Circuit precedent on this issue. See Pet., 5-6. Instead, 

Petitioner points to a prior preliminary institution decision on the ’820 Patent that 

 
1 Patent Owner does not dispute—for purposes of Petitioner’s IPR Petition and this 

Preliminary Response—that the limitation that Petitioner identifies on page 6 of its 

Petition in (i) claim 2 (but only the part of this claim reciting “the fixed payment 

information includes only …” and not the part reciting “free of any …”), and (ii) 

claims 12 and 16 (but only the part of these claims starting with “bears only…” and 

not the part reciting “bears no fixed payment numbers.”) are subject to the printed 

matter doctrine.  

2 See, e.g., IOENGINE, LLC v. Ingenico Inc., 100 F.4th 1395, 1404 (Fed. Cir. 2024). 
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was issued before the district court rejected these same arguments, and before the 

Acting Director’s September 16, 2025 Memorandum concerning “PTAB 

consideration of prior findings of fact and conclusions of law.”  

Regardless, none of these limitations constitute printed matter because they 

do not “claim[] the content of information.” In re Distefano, 808 F.3d 845, 848, 851 

(Fed. Cir. 2015) (finding that “although the selected web assets can and likely do 

communicate some information, the content of the information is not claimed.”). 

Instead, the disputed limitations claim the absence of unlimited-use information that 

would normally be present on payment devices (e.g., credit cards), to serve a 

security-related purpose (e.g., hiding payment information from would-be thieves).  

For instance, independent claim 1 of the ’820 Patent—which is representative 

of the three independent claims for this issue for purposes of this Preliminary 

Response—discloses a payment card device that, unlike conventional credit cards, 

does not bear visible payment information like an embossed credit card number or 

expiration date or printed card validation value (“CVV”) (i.e., as “having no fixed 

payment numbers disposed thereon”). See also, e.g., EX1001, FIG. 11 (disclosing 

“No Fixed Payment Numbers”).  

Instead of using fixed numbers on a payment card, the payment device of 

independent claim 1 conveys limited-use payment information to the payment card 

reader facility (“wherein payment information for a transaction is operable to be 
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conveyed via the reader interface and comprises limited-use payment information”) 

and then validated by a card issuer authority. Thus, the payment device of claim 1 

need not convey visible payment information (which is inherently unlimited in use, 

and thus a wider security risk), instead the payment device of claim 1 is configured 

to convey “the limited-use payment information … used in place of card issuer 

payment information for payment transactions by said device at payment card reader 

facilities.”  

Claim 1 does not claim the communicative content of the payment 

information; to the contrary, it claims a system that intentionally omits this 

information. Because printed matter only encompasses “information claimed for its 

communicative content” and not the absence of information, for example, to 

improve security, these claim terms are not directed to printed matter. Cf. Distefano, 

808 F.3d at 848 (a “limitation is printed matter only if it claims the content of 

information” at step 1) (emphasis added); IOENGINE, 100 F.4th at 1405 (finding 

doctrine did not apply at step 1 and giving limitation patentable weight); id. at 1404 

(“As discussed above, printed matter is matter that is claimed for its communicative 

content—i.e., the content specifically being communicated. The fact that there is a 

communication itself is not content; content is what the communication actually 

says. Nor is the form of a communication, such as whether the communication is 

encrypted, considered to be content. Printed matter encompasses what is 
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communicated—the content or information being communicated—rather than the 

act of a communication itself.”) (emphasis in original). 

Neither case that Petitioner cites (Pet., 6), supports its position that the 

absence of information is the equivalent of the presence of information. In fact, 

Petitioner took the position in the parallel district court litigation that this issue (i.e., 

the absence of information) “is an issue of first impression.” EX2024, 11:15-17. The 

district court in that case disagreed with Petitioner’s assertion and ruled that these 

terms are not subject to the printed matter doctrine. EX2024, 22:10-13; EX2023, 3. 

Because the limitations are not printed matter, the printed-matter inquiry should thus 

stop here at step 1. See IOENGINE, 100 F.4th at 1405; Distefano, 808 F.3d at 850. 

Even if the Board proceeds to step 2, these terms should be afforded patentable 

weight because they are functionally related to the claimed devices. See Distefano, 

808 F.3d at 850-51. For example, the claimed “no fixed payment numbers” (and 

similar claim terms) enhance the security of the claimed systems by removing the 

possibility that—as the ’820 Patent explains—“a malicious third-p arty [sic] [would] 

record the account number of a credit card in order to later make fraudulent 

transactions on the account.” EX1001, 9:56-62. Further, the absence of the fixed 

payment numbers ensures that “[o]nly the [limited-use payment information] 

generated at the instant the [claimed systems are] being used matters,” because it is 

the only payment information in the claimed systems that is provided to a merchant. 
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EX1001, 11:36-45, 18:1-6. Because there is a functional relationship between the 

absence of fixed payment information and the security features of the claimed 

invention, the Challenged Claims that recite the absence of fixed payment 

information should be given patentable weight. In re Gulack, 703 F.2d 1381, 1386 

(Fed. Cir. 1983) (“[T]he critical question is whether there exists any new and 

unobvious functional relationship between the printed matter and the substrate”). 

B. Petitioner Fails to Meet Its Burden as to Grounds 1-4. 

1. Petitioner fails to meet its burden of showing that its 
proposed combination discloses “the limited-use payment 
information is to be used in place of card issuer payment 
information for payment transactions by said device at 
payment card reader facilities” as recited in limitation 1(f). 

Petitioner fails to show that its proposed obviousness combination in Ground 

1 discloses or renders obvious “the limited-use payment information is to be used in 

place of card issuer payment information for payment transactions by said device at 

payment card reader facilities” as required by limitation 1(f). This is also dispositive 

of Grounds 2-4 (challenging dependent claims). 

Independent claim 1 recites, in relevant part: 

[1pre] 1. A payment device comprising: 

... 

[1c] a cryptographic processor coupled to the memory; 

and 

...  
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[1e] wherein payment information for a transaction is 

operable to be conveyed via the reader interface and 

comprises limited-use payment information, and  

[1f] wherein further the limited-use payment information 

is to be used in place of card issuer payment information 

for payment transactions by said device at payment card 

reader facilities.  

EX1001, 19:58- 20:7 (emphasis added).  

It is well established that when a claim recites a plural term, in accordance 

with common English usage, the plural term refers to “two or more items.” See, e.g., 

Apple Inc. v. MPH Techs. Oy, 28 F.4th 254, 261-62 (Fed. Cir. 2022) (“In accordance 

with common English usage, we presume a plural term refers to two or more items”; 

finding that the Board did not err in construing the claim limitation because the term 

“information fields” is plural, thus requiring more than one field, and nothing in the 

claim language or written description suggested otherwise); Leggett & Platt, Inc. v. 

Hickory Springs Mfg. Co., 285 F.3d 1353, 1357-58 (Fed. Cir. 2002) (“At the outset, 

the claim recites ‘support wires’ in the plural, thus requiring more than one welded 

‘support wire.’”). 

Here, limitation 1(f) recites that “the limited-use payment information is to be 

used in place of card issuer payment information for payment transactions by said 

device at payment card reader facilities.” Thus, by its plain language, the claimed 
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“payment transactions” is plural, meaning that the “limited-use payment 

information” must be usable for at least two payment transactions (i.e., more than 

one).  

Petitioner does not attempt to show this in the prior art and instead relies 

entirely on Walker’s disclosure of a “single-use” number. For example, Petitioner 

asserts that “Walker’s single-use credit card number (i.e., the limited use payment 

information) is to be used in place of a conventional credit card number (i.e., card 

issuer payment information).” Pet., 28 (emphasis in original). Petitioner further 

states that “Walker teaches that ‘[a] cardholder 301, wishing to purchase goods or 

services from a merchant 302 … transmits a single-use credit card number 300 to 

the merchant’ and ‘[t]he merchant 302 transmits the single-use credit card number 

300 to a credit card issuer 303.’” Pet., 28 (citing EX1009, [0045], FIG. 3A). The 

single-use nature of the Walker credit card number is fundamental to the Petition—

Petitioner repeatedly emphasizes this both in connection with limitation 1(f) and in 

connection with limitation 1(a) as supposed circumstantial proof that the Walker 

smart card embodiment does not have “fixed” payment numbers (i.e., because it is 

single use). Pet., 18. Petitioner’s expert does the same. EX1003 ¶¶88, 139-40.  

Petitioner also relies on Brown in connection with limitation 1(f) but only for 

the proposition that a merchant’s payment terminal includes a “payment card 

reader.” Pet., 28-29. Petitioner does not rely on Brown to show a modification of the 
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“single use” nature of Walker or otherwise explain how or why a POSITA would 

use that single use number in multiple transactions (e.g., a facility-based type of 

limitation of use, as opposed to simply a single transactional usage limitation). See 

Pet., 28-29. Nor does Walker propose limitations of use on a per-facility interface 

basis. See generally EX1009. 

The distinction in independent claim 1 is important. The limited-use nature of 

this information is a facility-based limitation, as claim 1 itself indicates that “the 

limited-use payment information is to be used in place of card issuer payment 

information for payment transactions by said device at payment card reader 

facilities.” The limitation in claim 1 is not about single-use cryptogram or single-use 

credit card number (as Petitioner wrongly seems to premise its arguments in its 

Grounds on).  

For at least the foregoing reasons, Petitioner has failed to show a reasonable 

likelihood of success for its Ground 1 (as well as Grounds 2-4, which each concern 

claims depending from claim 1 and rely on the same flawed combination of Walker 

and Brown). 

2. Petitioner fails to meet its burden of showing that its 
Proposed Combination has “a thin shaped body having no 
fixed payment numbers disposed thereon” as recited in 
limitation 1(a). 

Petitioner also fails to show that its proposed obviousness combinations in 

Grounds 1-4 (collectively challenging independent claim 1 and dependent claims 2-
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10) include “a thin shaped body having no fixed payment numbers disposed thereon” 

as recited in limitation 1(a).  

For the limitation that the thin shaped body “hav[e] no fixed payment numbers 

disposed thereon,” Petitioner points primarily to Walker. Pet., 17-18.  

Walker is directed to a smart card for “generating a single-use credit card 

number.” EX1009, [0043]. Walker discloses that “[t]he single-use credit card 

number is preferably a 16-digit number that can be recognized as a conventional 

credit card number.” EX1009, [0047] (emphasis added). That 16-digit number is 

then displayed on display screen 102 of device 100, as shown in Figure 1, reproduced 

below. EX1009, [0043]; EX1009, [0063] (discussing Figure 8 and explaining that 

“[t]he resulting credit card number CCN is then displayed on the display screen 102 

(step 806)….”); EX1009, [0090] (discussing Figure 10 and explaining that “[i]f a 

single-use credit card number is available (step 1005), it is displayed on the device 

display screen 102 (step 1007)”); see also EX1009, [0044], [0046]-[0047], FIGs. 2, 

3B. 
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EX1009, FIG. 1. 

Although Petitioner asserts that Walker has no fixed numbers, Figure 13, 

reproduced below, discloses that the “Credit Card Number” is at least partly fixed 

(e.g., for Tim Johnson’s account, the number always includes “3122” and for Sue 

Marvin’s account, the number always includes “1454-8000”): 
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EX1009, FIG. 13 (annotated). 

Walker separately discusses how this works. With respect to Figure 8, 

reproduced below, Walker discloses the process of generating a single-use credit 

card number where a portion of the number is fixed. EX1009, [0060]-[0063] 

Specifically, Walker discloses that “[i]n step 804, the encrypted nonce C, the 

initialization variable IV, and account number A are concatenated to form an 

encrypted, single-use credit card number CCN.” EX1009, [0061] (emphasis added). 

In step 806, the “resulting credit card number CCN is then displayed on the display 

screen 102 ….” EX1009, [0063]. 
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EX1009, FIG. 8 (annotated). 

The “concatenate[d]” portion of the number (including the account number, 

etc.) is fixed. EX2025, 3 (“concatenate vb. To join sequentially (for example, to 

combine the two strings ‘hello’ and ‘there’ into the single string ‘hello there’)”). In 

other words, if the encrypted nonce C, the initialization variable IV, and account 
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number A are linked together in a series to form the single-use credit card number 

CCN, then Walker’s CCN is at least partially fixed. 

Petitioner also asserts that Brown has no fixed numbers but does not explain 

how or why a POSITA would apply that teaching to Walker. Further, the relied-upon 

disclosure in Brown is for a card-not-present transaction, rather than card-present 

transactions as required by claim 1 (“for payment transactions by said device at 

payment card reader facilities” as claimed) in claim 1 of the ’820 Patent. See Pet., 

19-20; EX1010, [0200]. More particularly, Brown discloses that “[i]n FIG. 11, a 

payment card 1100 includes a PAN with a digital display 1102 for card-not-present 

transactions.” EX1010, [0200] (emphasis added). Similarly, in Figure 12, “[a] PAN 

1210 provides for card-not-present transactions[.]” EX1010, [0200] (emphasis 

added). Therefore, the relied upon portions of Brown disclose a PAN with a digital 

display for “card-not-present” transactions, and not “for payment transactions by 

said device at payment card reader facilities,” as recited in independent claim 1 of 

the ’820 Patent.  

Petitioner has thus failed to show a reasonable likelihood of success for 

Grounds 1-4 for a second, independent reason. 
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C. Petitioner Fails to Meet Its Burden as to Grounds 5-6. 

1. Petitioner has failed to demonstrate that a POSITA would 
have used the payment information of Collinge for an online 
transaction as required by independent claims 11 and 15. 

Claim 11 is directed to an “online payment system” (per the preamble of claim 

11) and requires a “display operable to provide a visual user-interface operable for 

performing online transactions” (per limitation 11(f) per the Petition), as well as 

generated “limited-use payment information” (per limitation 11(i) per the Petition). 

See EX1001, 22:10, 22:19-20, 22:24-26 (emphases added); Pet., 56, 68, 76, 97-98. 

Claim 15 is similarly directed to an “online payment system” (per the preamble of 

claim 15) and requires use in “online transactions” (per limitation 15(i) per the 

Petition). See EX1001, 23:39, 23:56-58 (emphases added); Pet., 83, 85, 99. 

Petitioner relies on the combination of Collinge and Kranzley for these limitations 

but fails to explain how or why a POSITA would use the cryptogram (limited-use 

payment information) of Collinge in an online transaction. See Pet. at 56-61, 68-71, 

76-77 (discussing Collinge plus Kranzley combination); Pet, 83-85 (Petitioner 

referring back to claim 11 for relevant portions of claim 15 analysis).  

Collinge is specifically directed to in-store (not online) NFC transactions. 

Indeed, the entire purpose of Collinge is to address problems with mobile devices 

lacking a secure element (such that payment account credentials cannot be securely 

stored). EX1004, [0003]-[0005] (“Thus, there is a need for a technical solution to 
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enable a mobile device lacking a secure element to conduct contactless payment 

transactions.”). In one representative embodiment, Collinge uses a “remote-SE 

(remote-secure element) system 110,” such as that shown in Figure 1 for storing and 

“provisioning [payment credentials] to the mobile device 104.” EX1004, [0042]. 

The remote-SE system builds a “payment token payload” for the mobile device that 

may include a “card profile 116 and a single use key 118.” EX1004, [0043]. With 

this, the mobile device can “generate a payment cryptogram valid for a single 

payment transaction.” EX1004, [0043].  

This remote-SE to mobile-device approach makes no sense in an online 

environment or outside of an in-store transaction; why would a remote system 

provision a payment token payload to a mobile device only to turn around use that 

payment token to make a remote payment (online)? In other words, the payment 

token is already coming from a remote location, and if the mobile device has security 

access such that it can obtain the payment token payload from the remote-SE system, 

it would be far more logical, secure, and efficient to simply command the remote-

SE system to send the payment credentials (or the cryptogram) directly to the online 

merchant, without requiring the mobile phone itself to act as an intermediary. Using 

the phone as an intermediary unnecessarily exposes the payment credentials to 

hacking when they are wirelessly transmitted to and from the phone. The Collinge 

approach also requires a cryptographic processor on the mobile phone, or at least 
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storage and execution of an algorithm on the phone that could otherwise run entirely 

through the remote system. This makes sense in connection with in-store payments 

because the mobile phone must have a way to provide the payment information itself 

to a reader facility. But it does not make any sense in the context of an online 

transaction. Not surprisingly, Collinge does not say anything—not even a 

suggestion—that the disclosure is applicable to online transactions. Nor does any 

other reference that Petitioner cites.  

Petitioner nonetheless argues that a “POSITA would have appreciated that 

performing an online transaction using Collinge’s payment credentials and mobile 

payment application would have beneficially provided the user with flexibility to 

shop in more places with Collinge’s secure payment credentials.” Pet., 60. Petitioner 

goes on to make generic and conclusory obviousness arguments—reasonable chance 

of success, combining known elements for a predicable result, etc.—as a reason why 

a POSITA would have combined Collinge with Kranzley. Pet., 60-61. Petitioner’s 

expert largely parrots the same points, asserting—in conclusory fashion—that a 

POSITA would have re-imagined Collinge to use a VPAN instead of a PAN as part 

of the token load received from the remote-SE. EX1003 ¶219. At no point, however, 

does Petitioner or its expert address the more fundamental question of why a 

POSITA would even begin with Collinge to address online payment security issues 

when Collinge has nothing at all to do with online payments and is instead entirely 



 

30 

focused on in-store payments with mobile phones that lack a secure element. 

Accordingly, the entire premise of Petitioner’s combination fails—it is a mish-mosh 

of incompatible references addressing very different technical problems. 

2. The references in the proposed combination do not disclose 
that the “payment information provided by the computing 
device is used in online transactions” as required by 
limitation 15(i). 

Claim 15 is directed to an “online payment system” and requires, per 

limitations 15(h)-(i), dynamically generated limited-use payment information that is 

“used in online transactions.” EX1001, 23:54-59, Pet., 85, 99. Petitioner asserts that 

limitation 15(i) is met (via cross-reference to limitation 11(k)) by the CVC3 

disclosure in paragraphs 50 and 77 of Collinge. See Pet., 78, 85.  

In addition to the reasons explained above (i.e., Collinge is directed to in-store 

and not online payments), Petitioner fails as to claim 15 because it requires use in 

“online transactions” (plural) whereas Collinge discloses a single-use cryptogram 

that cannot be used in multiple transactions. See, e.g., EX1004, [0050] (“The single 

use key 118 may be a payment token used one time to generate a payment 

cryptogram to be used in a payment transaction.”); EX1004, [0077] (“The mobile 

payment application 106 may then generate a payment cryptogram using the 

generating key included in the single use key 118.”) (emphasis added); see also 

EX1004, [0007] (“generating a payment cryptogram valid for a single financial 

transaction”); EX1004, [0043] (“generate a payment cryptogram valid for a single 
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payment transaction.”). See also Apple, 28 F.4th at 261-62; Leggett & Platt, 285 

F.3d at 1357-58. 

For at least the foregoing reasons, Petitioner has failed to show a reasonable 

likelihood of success for its Ground 5 for this additional reason. 

VII. CONCLUSION 

Petitioner has failed to show a reasonable likelihood of success for any 

challenged claim. Patent Owner thus respectfully submits that the Board should deny 

institution. 
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