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TABLE OF CLAIMS - ’321 PATENT

Claim No. Claim Language

8 [PRE] A method for decoding a compressed video sequence, the method comprising:

8[A] decoding from the video sequence an indication of at least one unage fr ame, 
which is the fir st unage fr ame, in decoding order, of an independent sequence, 
wherein all motion-compensated temporal prediction references of the 
uidependent sequence refer only to image frames within said independent 
sequence:

8[B] stalling the decodmg of the video sequence fr om said first unage fiame of the 
uidependent sequence, whereby the video sequence is decoded without 
prediction from any image frame decoded prior to said fust unage frame;

8[C] decoding identifier values for image fr ames according to a nuuibermg scheme; 
and

8[D] resettuig the identifier value for the indicated first image fiame of the 
uidependent sequence.

10[PRE] A video decoder comprising at least one processor and at least one memory 
uichidmg computer program code, the at least one memoiy and the computer 
program code configured to, with the at least one processor, cause the video 
decoder to decode a compressed video sequence, by causuig the video decoder 
to at least:

10[A] decode fiom the video sequence an mdication of at least one image fiame, 
which is the fir st unage fr ame, in decoding order, of an independent sequence, 
wherein all motion-compensated temporal prediction references of the 
uidependent sequence refer only to image frames within said independent 
sequence;

10[B] start the decodmg of the video sequence from said first unage fiame of the 
uidependent sequence, whereby the video sequence is decoded without 
prediction from any image fr ame decoded prior to said first image fr ame; and

10[C] decode identifier values for image frames according to a numberuig scheme; 
and

10[D] reset the identifier value for the indicated first image frame of the independent 
sequence.

TABLE OF CLAIMS - ’701 PATENT

Claim No. Claim Language

1[PRE] A method comprising:

1[A] deteimining a fiequency of occurrence thieshold based on an expected 
fiequency of occimence of syntax elements m a bit stream;

xi
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Claim No. Claim Language

1[B] categorizing a plmality of syntax elements of video content into fust and 
second categories based on the frequency of occimence threshold, wherein 
syntax elements which occur greater than the frequency of occimence 
tlueshold are categorized into the second category and syntax elements which 
occur less than the frequency of occunence are categorized into the first 
category;

1[C] entropy coding symbols that correspond to the first category of syntax 
elements and that have been subjected to a context update; and

1[D] entropy coding symbols that correspond to the second category of syntax 
elements and that have bypassed context updating.

6 A method according to claim 1 wherein categorizing the plmality of syntax 
elements comprises categorizing the plmality of syntax elements based on a 
relationship of the fieqirency of occurrence of the syntax elements to a 
predefined threshold.

8 [PRE] An apparatirs comprising at least one processor and at least one memory 
including compirter program code, the at least one memory and the compirter 
program code configmed to, with the processor, cause the apparatirs to at least:

8[A] detenuine a frequency of occimence tlueshold based on an expected 
frequency of occimence of syntax elements in a bit stream;

8[B] categorize a plmality of syntax elements ofvideo content into first and second 
categories based on the frequency of occimence tlueshold, wherein syntax 
elements which occm greater than the frequency of occimence threshold are 
categorized into the second category and syntax elements which occm less 
than the frequency of occimence are categorized into the first category;

8[C] entropy code symbols that conespond to the fir st category of syntax elements 
and that have been subjected to a context update; and

8[D] entropy code symbols that correspond to the second category of syntax 
elements and that have bypassed context updating.

13 An apparatirs according to claim 8 wherein the at least one memory and the 
computer program code are configmed to, with the processor, cause the 
apparatirs to categorize the plmality of syntax elements by categorizing the 
plmality of syntax elements based on a relationship of the fieqirency of 
occimence of the syntax elements to a predefined threshold.

TABLE OF CLAIMS - ’714 PATENT

Claim No. Claim Language

1[A] A method comprising:

xii
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Claim No. Claim Language

1[B] selecting a fu st spatial motion vector prediction candidate fr om a set of spatial 
motion vector prediction candidates for a block of pixels as a potential spatial 
motion vector prediction candidate to be included in a motion vector 
prediction list for a prediction unit of the block of pixels, where the motion 
vector prediction list comprises motion information of the spatial motion 
vector prediction candidates and is utilized to identify motion vector 
prediction candidates of which one spatial motion vector prediction candidate 
from the motion vector prediction list is signaled as the motion information 
for the prediction unit;

1[C] determining a subset of spatial motion vector prediction candidates based on 
a location of the block associated with the first spatial motion vector prediction 
candidate;

1[D] comparing motion uiformatiou of the first spatial motion vector prediction 
candidate with motion information of spatial motion vector prediction 
candidates in the determined srrbset of spatial motion vector prediction 
candidates without making a comparison of each pair from the set of spatial 
motion vector prediction candidates;

1[E] determining to uichrde or exclude the first spatial motion vector prediction 
candidate in the motion vector prediction list based on the comparing; and

1[F] causing information identifyurg the one spatial motion vector prediction 
candidate from the motion vector prediction list to be transmitted to a decoder 
or to be stored.

9[A] A method comprising:

9[B] selecting a fir st spatial motion vector prediction candidate fr om a set of spatial 
motion vector prediction candidates for an encoded block of pixels as a 
potential spatial motion vector prediction candidate to be inchrded hr a motion 
vector prediction list for a prediction rmit of the encoded block of pixels, 
where the motion vector prediction list comprises motion uiformatiou of the 
spatial motion vector prediction candidates;

9[C] determining a srrbset of spatial motion vector prediction candidates based on 
the location of the block associated with the first spatial motion vector 
prediction candidate;

9[D] comparing motion uiformatiou of the first spatial motion vector prediction 
candidate with motion information of another spatial motion vector prediction 
candidate of the set of spatial motion vector prediction candidates without 
making a comparison of each possible candidate pan from the set of spatial 
motion vector prediction candidates;

9[E] determining to uichrde or exclude the first spatial motion vector prediction 
candidate in the motion vector prediction list based on the comparmg: and

9[F] selecting a spatial motion vector prediction candidate fioru the motion vector 
prediction list for use in decodmg the encoded block of pixels, wherein the 
spatial motion vector prediction candidate is selected from the motion vector

Xlll
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Claim No. Claim Language

prediction list using infonnation that was received identifying a respective 
spatial motion vector prediction candidate from the motion vector prediction 
list constmcted by an encoder.

15[A] An apparatus comprising a processor and a memory including computer 
program code, the memory and the computer program code configured to, 
with the processor, cause the apparatirs to:

15[B] select a first spatial motion vector prediction candidate from a set of spatial 
motion vector prediction candidates for a block of pixels as a potential spatial 
motion vector prediction candidate to be included in a motion vector 
prediction list for a prediction unit of the block of pixels, where the motion 
vector prediction list comprises motion information of the spatial motion 
vector prediction candidates and is irtilized to identify motion vector 
prediction candidates of which one spatial motion vector prediction candidate 
from the motion vector prediction list is signaled as the motion information 
for the prediction unit:

15[C] determine a subset of spatial motion vector prediction candidates based on the 
location of the block associated with the first spatial motion vector prediction 
candidate:

15[D] compare motion information of the first spatial motion vector prediction 
candidate with motion information of the spatial motion vector prediction 
candidate in the determined srrbset of spatial motion vector prediction 
candidates without making a comparison of each possible candidate pan fr om 
the set of spatial motion vector prediction candidates;

15[E] determine to inchrde or exchrde the first spatial motion vector prediction 
candidate in the motion vector prediction list based on comparison of the 
motion information of the first spatial motion vector candidate with motion 
information of the spatial motion vector prediction candidate; and

15[F] cause information identifying the one spatial motion vector prediction 
candidate from the motion vector prediction list to be transmitted to a decoder 
or to be stored.

23[A] An apparatus comprising a processor and a memory inchrding computer 
program code, the memory and the computer program code configured to, 
with the processor, cause the apparatirs to:

23[B] select a first spatial motion vector prediction candidate from a set of spatial 
motion vector prediction candidates for an encoded block of pixels as a 
potential spatial motion vector prediction candidate to be included in a motion 
vector prediction list for a prediction imit of the encoded block of pixels, 
where the motion vector prediction list comprises motion information of the 
spatial motion vector prediction candidates;

23[C] determine a subset of spatial motion vector prediction candidates based on the 
location of the block associated with the first spatial motion vector prediction 
candidate;

XIV
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Claim No. Claim Language

23[D] compare motion information of the first spatial motion vector prediction 
candidate with motion information of the spatial motion vector prediction 
candidate hr the determined subset of spatial motion vector prediction 
candidates without making a comparison of each possible candidate pah fr om 
the set of spatial motion vector prediction candidates;

23[E] determine to hrchrde or exclude the first spatial motion vector prediction 
candidate in the motion vector prediction list based on comparison of the 
motion mformatiou of the first spatial motion vector candidate with motion 
hrformatiou of the spatial motion vector prediction candidate; and

23[F] select a spatial motion vector prediction candidate from the motion vector 
prediction list for use in decodmg the encoded block of pixels, wherein the 
spatial motion vector prediction candidate is selected from the motion vector 
prediction list using information that was received identifymg a respective 
spatial motion vector prediction candidate from the motion vector prediction 
list constnrcted by an encoder.

TABLE OF CLAIMS - ’267 PATENT

Claim No. Claim Language

1[A] A method for encoding a block of pixels, the method comprising:

1[B] detenuining, for a current block, a first reference block based on a first motion 
vector and a second reference block based on a second motion vector, wherein 
the pixels of the current block, the first reference block, and the second 
reference block have values with a first precision;

1[C] using said first reference block to obtain a first prediction, said first prediction 
having a second precision, which is higher than said first precision;

1[D] using said second reference block to obtain a second prediction, said second 
prediction having the second precision:

1[E] obtainmg a combined prediction based at least partly upon said fir st prediction 
and said second prediction;

1[F] decreasing a precision of said combined prediction by shifting bits of the 
combined prediction to the right; and

1[G] encoding residual data in a bitstream, wherem the residiral data is determined 
based rrpon a difference between the combined prediction and the block of 
pixels.

2 The method according to claim 1, wherein in an mstance in which said first 
motion vector pomts to a srrbpixel, said first prediction is obtained by 
mterpolation usmg pixel vahres of said first reference block.

7[A] An apparatus for encoding a block of pixels, the apparatus comprisurg:

XV
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XVl

Claim No. Claim Language

7[B] at least one processor and at least one inemoiy including computer program 
code, the at least one memory and computer program code configmed to, with 
the at least one processor, cause the apparatus to:

7[C] detenuine, for a cunent block, a first reference block based on a first motion 
vector and a second reference block based on a second motion vector, wherem 
the pixels of the current block, the first reference block, and the second 
reference block have values with a first precision;

7[D] use said first reference block to obtain a first prediction, said first prediction 
having a second precision, which is higher than said first precision;

7[E] use said second reference block to obtain a second prediction, said second 
prediction having the second precision;

7[F] obtain a combined prediction based at least partly upon said first prediction 
and said second prediction;

7[G] decrease a precision of said combmed prediction by shifting bits of the 
combined prediction to the right; and

7[H] encode residual data in a bitstream, wherem the residiral data is detenuined 
based irpon a difference between the combined prediction and the block of 
pixels.

8 The apparatus according to claim 7, wherem in an instance in which said first 
motion vector pomts to a sirbpixel, said first prediction is obtained by 
mterpolation usurg pixel vahres of said first reference block.

19[A] A method for decoding a block of pixels, the method comprising:

19[B] detenuining, for a current block, a first reference block based on a first motion 
vector and a second reference block based on a second motion vector, wherem 
the pixels of the current block, the first reference block, and the second 
reference block have values with a first precision;

19[C] using said first reference block to obtain a first prediction, said first prediction 
having a second precision, which is higher than said first precision;

19[D] using said second reference block to obtain a second prediction, said second 
prediction having the second precision;

19[E] obtaining a combined prediction based at least partly upon said fir st prediction 
and said second prediction;

19[F] decreasing a precision of said combined prediction by shifting bits of the 
combined prediction to the right; and

19[G] reconstnrcting the block of pixels based on the combined prediction.

20 The method according to claim 19, wherein in an instance in which said fir st 
motion vector pomts to a subpixel, said first prediction is obtained by 
mterpolation using pixel vahres of said first reference block.

25[A] An apparatus for decoding a block of pixels, the apparatus comprising:
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Claim No. Claim Language

25[B] at least one processor and at least one inemoiy including computer program 
code, the at least one memory and computer program code configmed to, with 
the at least one processor, cause the apparatus to:

25[C] detenuine, for a cunent block, a first reference block based on a first motion 
vector and a second reference block based on a second motion vector, wherem 
the pixels of the current block, the first reference block, and the second 
reference block have values with a first precision;

25[D] use said first reference block to obtain a first prediction, said first prediction 
having a second precision, which is higher than said first precision;

25[E] use said second reference block to obtain a second prediction, said second 
prediction having the second precision;

25[F] obtain a combined prediction based at least partly upon said first prediction 
and said second prediction;

25[G] decrease a precision of said combmed prediction by shifting bits of the 
combined prediction to the right; and

25[H] reconstnrct the block of pixels based on the combined prediction.

26 The apparatus according to claim 25, wherem in an instance in which said first 
motion vector pomts to a sirbpixel, said first prediction is obtained by 
mterpolation using pixel vahres of said first reference block.
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I. INTRODUCTION

Respondents’ initial post-hearing brief posits a hodge-podge of legally-meritless defenses 

that they failed to support with evidence at the hearing.

Respondents’ theories of invalidity fail. Tlie ’701 Asserted Claims aie valid. Respondents 

do not challenge this.

The ’321 Asserted Claims are valid. Respondents raise three invalidity giounds: Modified 

MPEG-1, MPEG-1 in combination with Adolph, and VLC Version O.7.2. The first two grounds 

fail to disclose key limitations. As for the last ground, VLC Version 0.7.2 is not prior ail because 

the ’321 Patent’s priority date is supported by its Furnish application. In fact, VLC Version 0.7.2 

includes the same IDR frame fimctionality that Nokia contributed to the H.264 Standard.

The ’714 Asserted Claims are valid. Respondents raise one invalidity ground: Rusert 

combined with Kaiczewicz (“Rusert Combination”). The Rusert Combination does not disclose 

key limitations. Indeed, the Rusert Combination amounts to the same teclmique that was rejected 

by the H.265 Standard in favor of Nokia’s improved merge mode contribution. Moreover, 

Respondents fail to explain how a POSITA would have combined Rusert and Kaiczewicz and that 

a POSITA would have been motivated to do so.

The ’267 Asserted Claims are valid. Respondents raise two invalidity giounds (albeit 

thiough several alternative inteipretations of the references): Walker and Walker in view of 

Srinivasan. Neither giouiid discloses maintaining a higher precision for the claimed first and 

second predictions. This is a key aspect of the claims and a key reason why Nokia’s contribution 

to the H.265 Standard was able to unify the different High Efficiency arid Low Complexity modes 

being developed at the time. Moreover, a POSITA would not have a reasonable expectation of 

success in combining Walker and Srinivasan as Respondents contend.
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Respondents’ redesign arguments expose a fundamental inconsistency. Respondents 

contend the redesigns ar e ripe for adjudication, and they admit that the devices all work the same, 

but when the evidence showed that existing publicly available software updates reactivate the 

accused functionality, Respondents contend the redesigns are just “prototypes” such that later, 

currently unavailable devices will not have available updates. Respondents cannot be permitted to 

have it both ways.

Respondents’ arguments on remedy and public interest are equally meritless. The evidence 

revealed that principal claim raised by Responderrts—that the ITC shoirld defer to the UK for a 

RAND rate setting—is an attempt to avoid liability after years of hold-orrt. The ITC’s mandate 

does not permit—and Respondents’ hold-orrt offers of only fractions of permies in the face of 

industry-accepted licensing rates for Nokia’s video patents provide no justifrcatiorr for—the 

Commission to delay enforcement.

Respondents’ requests for exemptions or tailored remedial orders based on the stahrtory 

public mterest factors also find no factual support. It is undisputed that the personal computer and 

tablet industry is highly competitive with alternative, srrbstitutable products available at every price 

point arid across every fiinctional category. The education segment is no exception, and in fact is 

structured with flexibility in mind. Respondents’ attempt to artificially segment the market into 

smaller arid smaller subsegments does not reflect market realities, and the consmner harm they 

allege is—by then own flawed metric—de ininimis. Simply put. Respondents fail to cormect any 

potential impact to an enumerated public interest harm.

Finally, Respondents’ claims of equitable estoppel, waiver, or license are entirely 

unsupported in law or fact. Nokia complied with all ITU, JVT, and JCT-VC policies and has 
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always been a willing licensor. Respondents’ frivolous claims that they are already licensed or that 

Nokia exhausted its rights are contrary to their own behavior and every fact in the record.

Because Respondents’ meritless defenses fail, the ALJ should find a violation and 

reconmiend an exclusion order and cease and desist order without delay.

IL U.S. PATENT NO. 8,050,321

Respondents advance tluee grounds: (1) a modified version of MPEG-1; (2) MPEG-1 

combined with U.S. Paterrt Prrblicatiou No. 2001/0048805A1 (“Adolph”); arrd (3) VideoLAN 

Client (“VLC”) O.7.2. Each groimd fails on the merits.

For the first two grounds, the disprrted issrres are (a) whether MPEG-l’s closed gop flag 

constitirtes arr “indication of at least one unage frame, which is the first unage frame, in decoding 

order, of an independerrt sequence” (limitations 8[a]/10[a]); arrd (b) whether MPEG-1—modified 

or combmed with Adolph—teaches or renders obvioirs “resetting the identifier vahre for the 

indicated fir st image frame of the independent seqrrerrce” (limitations 8[d]/10[d]).

The arrswer to both questions is “no.” On the urdicatiorr limitation, the closed gop flag is 

a OOP-level property that tells a decoder whether a grorrp of pictures is open or closed—nothing 

more. The closed gop flag does not identify any fiarne, let alone indicate which fiarne is first in 

decoding order as the claims require. As to the resetting limitation, there is no disprrte that MPEG- 

1 does not teach a decoder resettuig any identifier vahre—Respondents themselves acknowledge 

that MPEG-1 does not expressly teach that a decoder woirld reset the temporal reference. The 

encoder, not the decoder, assigns ternporal reference vahres hr the bitstream. Respondents instead 

propose modifying the MPEG-1 Standard to manufacture what the prior art lacks, brrt then 

proposed modifications are hindsight-driven, technically rmsormd, and worrld prodrrce a decoder 

that is mcompatible with the very standard on which their invalidity theory depends. Respondents’ 

Adolph-based ground fares no better. Adolph’s IP cormter is an internal tally of picture types used 
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for display ordering—not identifier values decoded from the bitstream and not an indication that 

triggers a reset as the claims require.

Respondents’ VLC 0.7.2 ground is contingent on the ’321 Patent losing its January 23, 

2002, priority date. As Respondents would have it, under Respondents’ proposed claim 

constnictions, the Fiimish Application would not support priority, pushing the effective date to 

January 25,2006, making VLC 0.7.2 (which inchrdes Nokia’s contribrrtions to the H.264 Standard) 

prior art. Brrt it appears rrrrcontested that, imder Nokia’s and Staff’s constnrctions, the ’321 Patent 

retairrs its priority date, VLC versiorr 0.7.2 is not prior art, arrd the mvalidity challenge collapses.

A. Background of the Asserted References

1. MPEG-1

MPEG-1 (ISO/IEC 11172-2) is a video codurg standard first pirblished in 1993. (Tr. 

(Richardson) at 1957:6-9). Respondents rely orr three concepts fiom MPEG-1: “The concept of a 

temporal reference, the concept of closed and open gr orrps of pictmes, or GOPs, and the concept 

of neighboring reference pictmes.” (Tr. (Richardson) at 1957:10-15). These concepts govern the 

display and decodurg order of different pictme types. Tire relevant pictrrre types are: (i) I-pictures, 

coded withorrt reference to other pictmes; (ii) P-pictures, which use motion-compensated 

predictiorr from a prior I- or P-picture; arrd (iii) B-pictmes, which use motion-compensated 

predictiorr from both past and future I- or P-pictures. (JX-0061.071 (MPEG-1) at § D.2.3; Tr. 

(Hemarni) at 1075:19-1076:16; Tr. (Richardson) at 1964:10:12 (“Within that group ofpictmes are 

a umnber of coded pictrrres, which can be of types I, P, and B[.]”)). Because B-pictmes may depend 

on futirre reference pictmes, decoding order (“bitstream order” in MPEG-1) may differ from 

display order. (JX-0061.071 (MPEG-1) at § D.2.3; Tr. (Hemarni) at 1076:17-1078:7). To track 

display order, an errcoder assigns each pictme a ternporal reference vahre that is included in the 

pictme header and decoded from the bitstream. (JX-0061.044, .087 (MPEG-1) at §§ 2.4.3.4, 
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D.5.3.2; see also Tr. (Richardson) at 2002:1-5 (“In MPEG-1 temporal reference in a compliant 

bitstream must be equal to zero for the fu st pictiue in display order of a group of pictmes”); cf. Tr. 

(Heuiami) at 1088:10-18 (“And temporal reference is reset to 0 at the start of the GOP.”)).

MPEG-1 organizes pictures into Group of Pictmes (“GOPs”) defined as “[a] series of one 

or more coded pictmes intended to assist random access.” (JX-0061.023 (MPEG-1) at § 2.1.71; 

Tr. (Heuiami) at 1078:14-1079:19). A “closed GOP” is a type of GOP that is “encoded without 

motion vectors pointing to the previous group of pictmes” and can be decoded without using 

decoded pictmes from the prior GOP for motion compensation. (JX-0061.043 (MPEG-1) at § 

2.4.3.3; Tr. (Hemami) at 1079:20-1080:5). The GOP header—a set of values at the GOP layer 

applying to the whole GOP, not to any mdividual picture—contams a single-bit closed gop flag 

indicating whether the GOP is open or closed. (JX-0061.037, .043 (MPEG-1) at §§ 2.4.2.4,2.4.3.3; 

Tr. (Hemami) at 1083:2-18; Tr. (Richardson) at 1963:22-1964:2).

2. Adolph

Adolph was filed on June 9, 1998, and published on December 6, 2001. (JX-0695.001 

(Adolph)). Adolph “generally describes a device that carries oirt starrdards-compliant video 

decoding of MPEG-1 and MPEG-2 video” and describes an additional method for maintaining 

conect display order wherr transmission enors comrpt or omit GOP header information. (Tr. 

(Richardson) at 1959:25-1960:12; see also JX-0695.001 (Adolph) at Abstract). Adolph describes 

two interual counters that are not part of the MPEG-1 or MPEG-2 decodmg process: an “IP 

coimter” that increments each time the decoder receives an I- or P-pictme, and a “B cormter” that 

increments for each B-pictrrre. (See Tr. (Richardson) at 1959:25-1960:12,1970:8-16; JX-0695.010 

(Adolph) at 11 [0030]). Both counters reset wherr a GOP header is correctly foimd. (Tr. (Richardson) 

at 1971:4-13; JX-0695.010 (Adolph) at if [0030]).
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3. VLC 0.7.2

VLC 0.7.2 was available as of May 21, 2004. (RX-4032.0001 (Wayback Machine, VLC 

Homepage)). VLC 0.7.2 implements H.264 decoding, including the functionality the ’321 Patent’s 

inventor contributed to the H.264 Standard. (RX-4032.0002 (Wayback Machine, VLC 

Homepage); Tr. (Richardson) at 1973:1-7 (“[VLC] includes an implementation of H.264 .... And 

H.264, in my view, includes the contribution and invention of the ’321 patent.”)). Wliether VLC 

0.7.2 qualifies as prior art depends entirely on the ’321 Patent’s priority date. Respondents’ expert 

conceded she only challenged priority under Respondents’ proposed constniction of “reset[ting].” 

(Tr. (Hemami) at 1102:25-1103:18 (“Q. . . . did Dr. Richardson only apply Nokia and Staff’s 

proposed constniction for reset and resetting? A. Yes. ... Q.... is there any additional prior ail 

that invalidates the ’321 patent under Respondents’ proposed constniction and priority date? A. 

Yes . . . .”); 5ee also RBr. at 9). If Nokia’s or Staffs proposed constnictions of “reset[ting]” are 

adopted, the ’321 Patent is entitled to its Januaiy 23,2002 priority date, and VLC 0.7.2 is not prior 

art. (Tr. (Richardson) at 143:23-144:16, 168:2-6, 1961:24-1962:1 (“Q. Do you agiee that VLC 

version 0.7.2 is prior ail to the ’321 Patent? A. No.”), 1972:12-1974:16; Cbr. at § IV.C).

B. The ’321 Patent Provides a Solution for a Random Access Problem That 
Arose Post-MPEG-1

The ’321 Patent addiesses a specific challenge that arose dining the development of the 

H.264 Standard: how to enable random access in the context of reference picture selection. (JX- 

0010.011 (’321 Patent) at 3:37-61; Tr. (Richardson) at 1953:1-8 (“The ’321 patent was tiymg to 

addiess a problem particularly with what was called reference pictme selection, which was a 

flexible method of picking reference pictures for prediction, which was considered as part of the 

H.264 standard development.”)).
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Before the ’321 Patent, standards like MPEG-1 relied on a rigid prediction structure in 

which each frame could reference only the closest neighboring I- or P-picture, and random access 

could be achieved simply by searching for the next GOP. (See CBr. at § IV.A.l; Tr. (Richardson) 

at 1953:13-24 (describing the “classic group of pictures prediction structure” shown in CDX- 

11.098)). Dining H.264 Standard development, a more flexible prediction stnrctine called 

“reference picture selection” was adopted, allowing any block hr a predicted picture to reference 

any one of a set of previously coded pictirres—including “long term” reference pictmes coded 

many tens or hundreds of frames earlier. (See CBr. at § IV.A.l; Tr. (Richardson) at 1954:1-17; JX- 

0010.011 (’321 Patent) at 3:37-61). Reference pictine selection did not exist in MPEG-1 orMPEG- 

2. (See Tr. (Richardson) at 1953:1-1954:17). This flexibility unproved compression performance 

birt mtrodirced new random access challenges that the conventional GOP stnrctine could no longer 

address. (See CBr. at § IV.A.l; Tr. (Richardson) at 1954:1-17). The ’321 Patent’s inventor, Dr. 

Miska Harmirksela, recognized these challenges and proposed a new signaling mechanism—what 

became the IDR pictine—to enable random access in the context of reference pictine selection. 

(See CBr. at § IV.A.l; Tr. (Richardson) at 141:21-142:6, 1954:19-1955:4, 1955:6-1956:18 

(describing Dr. Harmuksela’s series of contributions to the H.264 Standards); see also JX- 

0024C.008-.009 (Harmirksela 1448 Designations) at 24:24-25, 25:5-9 (“Q. Did you invent an 

IDR pictine? A. I believe so ... Q. Okay. And what is yoin basis for making this statement? A. I 

proposed it to the standard, and it was adopted based on my proposal contribution.”)).

Reference pictine selection created a problem for random access: When playback begms 

from a random point, “discoutmuity typically occurs hr the image numbering. The decoder 

typically interprets this as imintentional loss of image fr ames and imnecessar ily tries to reconstnrct 

the image frames suspected as lost.” (JX-0010.015 (’321 Patent) at 11:20-25; Tr. (Richardson) at 
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1953:1-12). This problem does not arise in a fixed-reference system like MPEG-1, where the rigid 

GOP stracture inlierently limited prediction dependencies. (See Tr. (Richardson) at 1953:13-24). 

To solve it, the ’321 Patent teaches that “the decoder preferably sets the identifier of the fir st image 

fr ame, preferably an I-fiame, of the mdependently decodable sirb-seqirence” at zero. (JX-0010.015 

(’321 Patent) at 11:37-40; Tr. (Richardsorr) at 1954:19-1955:4). This decoder-side resetting of the 

iderrtifier value to restart the munbering scheme is a cerrtral aspect of the inverrtion—arrd it is one 

thurg MPEG-1 does not teach. (Tr. (Richardson) at 1954:19-1955:4, 2001:23-25 (“[T]he MPEG- 

1 standard simply does not disclose a decoder resetting temporal reference to zero.”)).

One part of the inventiorr is “to determine an mitiation pictiue in arr independently 

decodable group of pictmes, whereby in the decoding phase arry pictrne prior to said initiation 

pictiue is defined as irmrsable for reference.” (JX-0010.011 (’321 Patent) at 4:31-35; see Tr. 

(Richardson) at 1954:1-1955:4). To practice the claims, the decoder must both receive an 

indication of a specific image frame withm a sequence and reset its identifier value— 

fimctionalities the prior art does not provide. (See Tr. (Richardson) at 1965:7-16 (“Q. ... If the 

decoder receives a closed_gop_flag, does it know about the existence of any particular image 

frame? A. No, it does not. ... And so those pictmes might not even exist.”)).

C. MPEG-1 Does Not Render the ’321 Patent Obvious

1. Modified MPEG-1 Does Not Disclose 8[a]/10[a]

The central question for limitations 8[a]/10[a] is whether MPEG-l’s closed gop flag 

constitutes “decoding fr om the video sequence an indication of at least one image fiame, which is 

the first image fiame, in decoding order, of an independent sequence.” It does not, for tluee 

independent reasons. (Tr. (Richardson) at 1963:7-1965:16).

First, the closed gop flag is a GOP-layer element that does not indicate an image fiame. 

(See Tr. (Richardson) at 1964:4-1965:6; CDX-11.120 (Richardson Reb. Dem.) (depicting the GOP 
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layer in JX-0061.037 (MPEG-1))). MPEG-l’s bitstream syntax is organized hieraicliically into six 

layers, each serving a distinct function. (JX-0061.016 (MPEG-1) at § 0.5; Tr. (Richardson) at 

1964:4-1965:6 (explaining the syntax structure and the position of the closedgop flag within it)).

0.5 structure of the coded video bitstream 

'Illis part of ISO/IEC 11172 specifies a syntax for a coded video bitstream. This syntax contains six layers, 
each of which either .supports a .signal pmce.s.sing or a system function:

Layers of (he svn(ax 1 ' Function
Suquoxs hyer Random access unit: context

Group of pictures layer Random access unit: video
Picture layer Primary coding unit
Shoe layer Resynchronization unit

Macrubluck layer Motion compensation unit
Block layer DCT unit

JX-0061.016 (MPEG-1) (annotated)

(CDX-11.122 (Richardson Reb. Dem.) (illustrating the distmetion between the picture layer 

header, which pertams to individual frames, and the “group of pictures layer”) (cropped)). The 

GOP layer contams syntax elements that convey properties of an entire group of coded pictmes. 

(Tr. (Richardson) at 1964:4-1965:6). The pictirre layer, by contrast, contains all the coded 

informatiorr for one picture arid includes syntax elements (e.g., pictme coduig type) associated 

with individual frames. (Id.). The closed gop flag only indicates a groirp of pictmes. (See id. at 

1963:22-1964:18 (“The closed gop flag in MPEG-1 is, at most, mformatiou aboirt a groirp of 

pictmes, not about any one picture.”)). The informational distinction between indications of gr oups 

of pictmes and indications of image frames is dispositive. The closed gop flag tells the decoder 

only that the following GOP is open or closed. (Id. at 1963:22-1964:2). In other words, it “doesn’t 

do what the claim requires ... which is to indicate a particular unage frame.” (Id. at 1964:16-18).

Second, Respondents’ reading reads “a first unage frame” out of the claim langirage. (See 

id. at 1999:7-11). A claim must be interpreted to give effect to all its terms. Bicon, Inc. v. 

Straumann Co., 441 F.3d 945, 950 (Fed. Cir. 2006). The MPEG-1 GOP-layer flag cornmmiicates 

a property of the entire group of pictmes; pictme-layer elements cormnimicate properties of 

individual frames. (Tr. (Richardson) at 1963:22-1965:6). Dr. Richardson confirmed even a GOP
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consisting of a single I-picture does not change this analysis, because the GOP header “tells us 

nothing at all about the size of the group of pictures.” (Id. at 1964:7-18, 203 5:7-21). Regardless of 

GOP size, the closed gop flag remains a OOP-level properly that does not identify any particular 

frame—let alorre the “first image frame” the claims require. (Id. at 1963:22-1965:6, 2035:7-21).

MPEG-1 itself rurdennines Respondents’ assertion. MPEG-1 provides pictiue layer 

elements, not GOP layer elements, that indicate specific frames. (Id. at 1964:20-1965:6 (“Q. Does 

MPEG-1 have other indications for image frames that Respondents haven’t identified here? A. 

There is infonnation aborrt arr unage fiarue in MPEG-1, and each image frame has arr associated 

pictiue layer header[.]”)). If the closed gop flag were itself an indication of the first image fiarue, 

as Respondents contend, thenMPEG-l’s separate pictme-layer elements for identifying individual 

fr ames (e.g., pictuie coding type) would be sirperfluous. None of these pictiue layer or GOP layer 

elements satisfy the claimed indication because MPEG-1 did not need such an indication; its rigid 

prediction stnictme allowed random access by searching for start codes, without affirmatively 

indicating the first fiarue of an independent sequence as the ’321 Patent clauns require. (JX- 

0061.120 (MPEG-1) at § D.7.1 (“If playback begins from a random point... the decoder should 

discard all the bits lurtil it finds a sequence start code, a gr oup of pictures start code, or a pictiu e 

start code which introduces an I-pictme.”); cf. Tr. (Richardson) at 1953:1-1954:17 (explaining how 

reference pictures were handled in a rigid strrrcture in MPEG-1, and that when reference pictures 

became more flexible with the advent of reference pictiue selection, the invention of the ’321 

patent was needed to maintain the decoder’s capability for random access)).

Thir d, the closed gop flag does not provide the decoder with certainty about any particular 

image fiarue. Dr. Richardson was imequivocal on this point. When asked whether the decoder, 

upon receiving a closed gop flag, knows “about the existence of any particular uuage frarue[,]” 
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Dr. Richardson answered: “No, it does not. It just knows something about the GOP that it expects 

to follow the current GOP header.” (Id. at 1965:7-16). MPEG-1 specifies that a “group ofpictmes 

shall contain one or more I-pictmes,” meaning there is no upper bound on the number of I-pictmes 

within a GOP. (JX-0061.033 (MPEG-1) at § 2.4.1). The closed gop flag cannot and does not 

identify or indicate a particular’ I-pichrre that is the first image frame in decoding order. (Tr. 

(Richardson) at 1964:4-18, 1965:7-16).

Various real-world conditions—e.g., transmissiorr enors, bit enors, packet loss, tnmcated 

files—underscore this point: a decoder may encoirnter no frames at all after the GOP header. As 

Dr. Richardson explained, “there are marry sitirations where there could be all sorts of things 

happening, srrch as enors during transmission or readurg enors if this is a stored media. Arrd so 

those pictures might not even exist.” (id. at 1965:7-16). This “enor scenario” illustrates the 

fimdamental deficiency that the closed gop flag, by design, does not mdicate arry particular’ frame; 

it indicates a property of a collection of frames. Responderrts’ attorney-based counter-arguments 

do not save the day. (See RBr. at 16). Respondents assert that if trarrsmissiorr enors could 

rmdermiue an indication, therr no syntax element could ever qualify. (Id.). This misses the point. 

Nokia does not argue that an indicatiorr must be error proof. Nokia’s pomt is that the closed gop 

flag does not indicate any particrrlar frame. The “error scenario” merely illustrates this desigrr- 

level deficiency. By contrast, the H.264 indication Nokia identifies (nal rmit type = 5 for arr IDR 

pictiue) directly and necessarily iderrtifies the pictrrre type regardless of what follows in the 

bitstream. (See Tr. (Chrissan) at 396:10-21). A bit enor coirld corrupt arry syntax element, birt that 

does not change the fact that nal rmit type = 5 is desigrred to identify a specific pictiue type, while 

the closed gop flag is not. (See Tr. (Richardson) at 1964:4-18, 1965:7-16).
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Respondents’ principal response to Nokia’s limitations 8[a]/10[a] position is that it “is 

identical to one aheady rejected by ALJ Elliot in the 1380 mvestigation.” (RBr. at 5 (citing RX- 

1945.0056)). It is not. The 1380 ID was decided on a materially different evidentiary record and 

addressed different issues. (See RX-1945.0056-.0057 (1380 ID)). The Federal Circuit agrees that 

additional testimony provided m an admuiistrative proceeding is a permissible basis for a finding 

of fact contrary to a determmatiori in a prior adjirdicatiou. See Novartis AG v. Noven Pharms., Inc., 

853 F.3d 1289, 1293-94 (Fed. Ch. 2017) (“It is imsmprising that different records may lead to 

different findmgs and corrclusions.”). It is Respondents’ burden to prove invalidity by clear and 

convurcing evidence. Microsoft Corp. v. i4i Ltd. P’ship, 564 U.S. 91, 95 (2011). The nou- 

prechrsive findings hr the 1380 ID, made on a different record, carmot relieve Respondents of then 

burden. Respondents do not meet their burden on this record.

In this Investigation, Dr. Richardson’s testimony goes beyond what was available in the 

1380 hrvestigatiou. Dr. Richardson addressed the GOP-layer versirs pictirre-layer distinction, the 

superfluity of MPEG-1 ’s pictme-layer elements, the lack of decoder certainty, and the fimdamental 

difference between indicating a property of a group and indicating a particular unage frame. (See 

Tr. (Richardson) at 1962:18-1965:16). Dr. Richardsorr further illustrated these points by showmg 

exactly where the closed gop flag fits in MPEG-1’s hierarchical syntax and why it carmot serve 

as an mdication of any particular fiarne. (CDX-11.120-22 (Richardsorr Reb. Dern.)). The 1380 

Investigatiorr did not have the benefit of Dr. Richardson’s testimorry explainmg why the 

closed gop flag operates at the GOP layer rather than the picture layer, why treatmg the flag as arr 

indication of a fiarne worrld render MPEG-1 ’s picture-layer syntax superfluous, and why a decoder 

that receives the flag does not thereby learn aboirt the existence of any particular unage frame. (Tr. 
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(Richardson) at 1963:22-1965:16). Based on the record in this Investigation, MPEG-1 does not 

teach the limitations of clahns 8 and 10 of the ’321 Patent.

Additionally, Respondents attempt to equate sequential positioning in the bitstream with 

the claimed “indication,” arguing that because a frame necessarily follows the closed gop flag, the 

flag must indicate that frame. (See RBr. at 14-17). But the clahns do not read on mere spatial 

proximity. The fact that a frame follows a flag hr a bitstream does not mean the flag indicates that 

frame. (Tr. (Richardsorr) at 1965:7-16 (explainhrg that the decoder upon receiving the closed gop 

flag does not krrow “aboirt the existerrce of any particular image fr ame”)). By Responderrts’ logic, 

any syntax element preceding a fr ame in a bitstream would be an “indication” of that fr ame—a 

resirlt no POSITA would accept. (See id.). The claims require that the decoder receive arr indication 

iderrtifymg which fr ame is the fir st image fiarue of an independent seqirence, not merely that some 

frame appears next in the bitstream.

Respondents also mischaracterize Nokia’s position as attempting to restrict where in the 

bitstream arr “indication” may appear. (RBr. at 15-16). Nokia’s argument is not aboirt location. It 

is that the closed gop flag, wherever it resides, does not indicate any particular hnage fiarue and 

therefore carmot satisfy the clahns. (Tr. (Richardson) at 1963:22-1965:6 (explahring that the 

closed gop flag operates at the GOP layer and does not indicate any particular' frame regar dless of 

its location in the bitstream)).

2. Modified MPEG-1 Does Not Disclose 8[d]/10[d]

Limitations (8[d]/10[d]) require “resetthig the identifier value for the mdicated first hnage 

fiarue of the independent sequence.” This resetting must be performed by a decoder, not an 

encoder. (Tr. (Richardson) at 1963:3-5 (“The ’321 Patent requires the decoder—not the encoder— 

to reset the identifier value.”)). It is undisputed that MPEG-1 does not teach decoder-side resetting. 

(See RBr. at 17-18 (“MPEG-1 does not expressly teach that a decoder would reset the temporal 
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reference . . .” (emphasis in original)); Tr. (Richardson) at 2001:17-25 (“[T]he MPEG-1 standard 

simply does not disclose a decoder resettmg temporal reference . . .”)). Respondents propose 

modifying MPEG-1 to manufacture what the prior art lacks. (See RBr. at 18-22).

Both the claims and the specification of the ’321 Patent are clear on the fact that the 

resetting is handled by the decoder: “Consequently, when activated at a random point, the decoder 

preferably sets the identifier of the first unage fiame, preferably an I-frame, of the mdependently 

decodable sub-sequence.” (JX-0010.015 (’321 Patent) at 11:26-40; see also JX-0010.021 at 24:9­

10 (reciting limitation 8[d]), 24:31-32 (recituig limitation 10[d])). Respondents’ proposed 

modifications to MPEG-1 do not cure this deficiency.

As a tlueshold matter. Respondents propose starting with an MPEG-1-compliant decoder 

and creating a modified, lion-compliant decoder that can only decode closed GOPs without leading 

B-fiames (the configuration shown in MPEG-1 Figme D.18(a)). (RBr. at 18-20; Tr. (Heuiami) at 

1092:23-1093:4). Respondents then propose having the decoder automatically reset 

temporal reference to zero for the first frame following a closed gop flag set to 1, using one of 

two methods. (RBr. at 20-22; Tr. (Hemami) at 1089:9-1094:20). Neither the tlueshold 

modification nor the proposed resettmg methods withstand scrutiny.

There is no motivation to create a nou-couipliant decoder that can only decode closed 

GOPs without leading B-fiames. Such a decoder could not decode every valid MPEG-1 

bitstream—it could not handle open GOPs or bitstreams with leading B-pictiues—and therefore 

“[t]hat’s no longer an MPEG-1 decoder.” (Tr. (Richardson) at 1968:19-1969:12). Dr. Richardson 

further explamed that the same resrrlts carr be achieved withorrt any ruodificatiorr to the standard: 

A compliant, unmodified encoder and decoder can errcode arid decode only closed GOP stnrctmes 

simply by selecting appropriate encoding parameters—“there’s no need to rewrite or redesign a
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decoder so that it’s not standard-compliant.” (Id. at 1969:5-19). What Respondents allege is 

desirable—omitting leading B-fiames from closed GOPs—can be obtained using unmodified, 

off-the-shelf encoders and decoders.

Respondents’ proposal would also require coordinated modifications to both the encoder 

and decoder, restricting the encoder to a narrow subset of MPEG-1-compliant bitstreams while 

rendering the decoder unable to decode bitstreams confonuing to the broader MPEG-1 Standard. 

(Id. at 1968:19-1969:19). Any such modification would undenuine a fundamental benefit of a 

decoder’s standards compliance: interoperability. As Dr. Richardson testified, “there’s no need to 

rewrite or redesign a decoder so that it’s not standard-compliant. I genumely don’t understand why 

one would [limit the decoder m such a way].” (Id. at 1969:5-19). Eliminating closed GOPs with 

leading B-fiames would also degrade compressiorr efficiency by forcmg more fieqrrerrt I-frames 

and redrrcmg the use of bit-efficient B-pictures—irrcreasing bitrate withorrt cormnensrrrate quality 

gams, contrary to MPEG-l’s design goals. (See id. at 167:10-14). Dr. Richardsorr characterized 

the entire proposal as hmdsight-driven: “In my view. Dr. Hemarni’s rewriting what’s disclosed in 

MPEG-1 rrsing what she is looking for hr the ’321 patent as a roadmap.” (Id. at 1967:15-17). A 

POSITA would not have deviated fioru a well-rmderstood standard like MPEG-1 withorrt a 

compelling technical reason.

Everr assrrming Responderrts could clear that threshold, then proposed “resetting” methods 

independerrtly fail. Dr. Richardson identified specific teclmical problems with both alleged 

methods.^ (Tr. (Richardson) at 1966:7-1968:18). Regarding Method (i). Dr. Richardson testified:

* Responderrts’ Motion to Strike Dr. Richardson’s testimorry on the proposed resetting methods 
should be derried for the reasons stated in Nokia and the Staffs Oppositions. (Doc. ID No. 876078, 
Mot. Dkt. No. 1448-32 (Responderrts’ Motion); Doc. ID No. 876212 (Staffs Opposition); Doc. 
ID No. 876271 (Complairrants’ Opposition)).
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Dr. Hemami’s modified decoder still lias to parse or read the bits of the 
temporal reference syntax element or value. And this is a 10-bit value in 
the bitstream. It’s always 10 bits. The decoder has to read those 10 bits, 
and it seems to me that Dr. Hemami is proposing to read those bits and 
then not look at them in the decoder, ignore—don’t look at what they 
might be. Which doesn’t make sense, I think, given that the infonnation is 
there.

(Id. at 1966:14-22). Dr. Richardson further testified that under this method, “the decoder no longer 

could identify or handle certain bitstream enors. Wliat if there’s been an error, some frames are 

missing, and the next temporal reference is actually not zero. And this happens all the time in 

decoding video. You get glitches, fieeze-fiames, and so on.” (Id. at 1966:23-1967:5). And “it 

would no longer be possible to decode that mitial I-picture without a GOP header.” (Id. at 1967:10­

14). Regarding Method (ii). Dr. Richardson identified the same problems and added that the 

decoder “first decod[es] a reference value, or some sort of indication value, and then it’s resetting. 

And that’s nowhere in MPEG-1. That’s nowhere in the ’321 patent or any of the standards we’ve 

been discussmg.” (Id. at 1968:11-18). Tliis testunony was detailed and specific—not “conclusory” 

as Respondents contend. (See id. at 1966:7-1968:18 (discussing CDX-11.125-126 (Richardson 

Reb. Dem.); but see RBr. at 19-20 (claimuig Dr. Richardson’s testimony was conclusory)).

To effectuate then modifications. Respondents do not merely change the logic of a standard 

process or the meanmg of a syntax element. Respondents write new variables mto the MPEG-1 

Standard and discard syntax elements to which the Standard assigns meaning. These ar e significant 

alterations. (See Tr. (Hemami) at 1187:20-23 (“Q. Pic nuui is not in the MPEG-1 standard, is it? 

A. That is something that I have defined as we can see as an internal variable for the number of 

decoded pictures. So that is a, shall we call it, an addition, yes.”)). And Respondents did not present 

or explain the work required to implement these extensive alterations at the evidentiary hearuig; 

Respondents only alleged that such modifications coidd be performed. This is insufficient under 
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Federal Circuit precedent. In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006). One example set of 

modifications, armotated in red on MPEG-1 by Respondents, is shown below.

Dr Hemanu’s Amh'sis as to Obvious Methods for Resisuig MPEG-1 where a Decoder Resets 
the Tecipojal Reference

Example 1: Temporal Reference Is Not Decoded for the First Frame. But Is Reset
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(CDX-17C.130 (Hemami Cross-Examination Dem.) (illustrating Respondents’ creation of a new 

internal variable (pic nuui) not found in the MPEG-1 Standard, and their parsing and then 

disregarding of temporal reference, a syntax element to which the Standard assigns meaning) 

(cropped); see also CDX-17C.131).

Respondents rely heavily on Dr. Hemami’s statement that modifying standards “is 

something that I did regularly with my students and in my Ph.D. thesis for my research.” (Tr. 

(Hemami) at 1189:13-18). This does not establish obviousness. The H.264 Standard took years of 

counuittee work to develop. (Tr. (Richardson) at 136:10-13 (“In H.264’s case, there was then a 

counuittee set up, a conuuittee of experts, and they met regularly over a period of a few years, 

culminating in the completiorr of a standard in 2003.”) (emphasis added)). Standards development 

grormded hr empirical evidence is a far cry from untested, unsubstantiated modifications to the 

MPEG-1 Standard. An expert’s personal experience (“I did this”) or capability (“this woirld have 

been very simple”) is, at most, ipse dixit. See Sundance, Inc. v. DeMonte Fabricating Ltd., 550 

F.3d 1356, 1364 (Fed. Cir. 2008) (holding that merely conchrsory expert testimony, without 

analysis tied to the facts, is insufficient to support obviousness). Conchrsory expert testunony, 

untethered to contemporaneous prior art or a reasoned niotivation-to-combme analysis, is 

inadequate to prove obviousness. See In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006) (requiring 

“some articirlated reasoning with some rational rmderpinning to srrpport the legal conclusion of 

obviousness”). Dr. Hemami’s allegation that she has personally modified standards in unspecified 

ways identifies no technical motivation for the specific modifications she proposes, nor does it 

demonstrate a POSITA woirld have a reasonable expectation of sirccess in implementing these 

modifications without the benefit of hindsight.
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D. MPEG-1 in Combination with Adolph Does Not Render the ’321 Patent 
Obvious

Respondents’ second invalidity giomid combines MPEG-1 with Adolph. For the first three 

limitations, Respondents rely entirely on MPEG-1 alone. (Tr. (Hemami) at 1099:1-14). The 

closed gop flag still fails to satisfy the indication limitation for the reasons discussed above. (Tr. 

(Richardson) at 1969:21-1970:7). The dispute for the MPEG-l/Adolph combination is whether 

Adolph’s IP counter values satisfy the identifier values (8[c]/10[c]) and resetting limitations 

(8[d]/10[d]). They do not.

Fust, Adolph’s IP counter values are not “identifier values” for image frames as the claims 

require. The IP counter is an intenial tally of pictiue types—a “tally counter” that Dr. Richardson 

analogized to “somebody at the door [of a theater] and they are clicking a counter to count up the 

munber of people coming in[.]” (Tr. (Richardson) at 1960:15-19). The IP counter does not 

“identify[] any particular frames”—the same IP counter value may conespond to multiple frames, 

and one cannot “work backwards from the IP counter and identify a specific frame.” (id. at 

1960:20-25, 1970:18-1971:2). Each number labeled “IP” from Adolph Figme 6 corresponds to 

multiple frames that the decoder cannot differentiate:

IP 12223334445 56 Fig. 6 

(CDX-11.130 (Richardson Reb. Dem.) (cropped)). The counter increments each time the decoder 

identifies an I- or P-picture during decoding, but the counter values play no role in the decoding 

of pictiue data itself—they are used exclusively to recover display order after the pictures are 

decoded. (JX-0695.010 (Adolph) at H [0030], [0032]; Tr. (Richardson) at 1970-1971:2). This is 

not a numbering scheme of identifier values for image fr ames. The claims require “decoding 

identifier values for image frames”—extracting values from the coded bitstream that conelate to 
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a specific image fiame’s coding or display order. Adolph’s internal cormters are not “decoded” as 

claimed. (Tr. (Richardson) at 1970:9-16).

Respondents attempt to create an inconsistency betweerr Nokia’s validity and infringement 

positions, brrt none exists. (See RBr. at 26-27). The variables relevant to Nokia’s infimgernerrt 

theory (e.g., prevPicOrderCntMsb, PicOrderCntVal) are decoded or derived from the bitstream 

and used in standardized decodurg processes for deriving identifier values for image frames 

accordirrg to a numbering scheme. (Tr. (Chrissarr) at 401:16-402:22, 405:1-19). Adolph’s IP 

cormter values are fimdamentally different: they are not decoded fioru the bitstream and are not 

part of the MPEG-1 or any other decoding process. (Tr. (Richardson) at 1970:9-16, 1972:4-6).

Respondents also attempt to eqrrate Adolph’s IP cormter with a preferred embodiment hr 

the ’321 Patent describing numbering “successive refererrce image fiames hr the codhrg order” 

with “numbers hrcremented by orre.” (See RBr. at 6, 25-26; JX-0010.017 (’321 Patent) at 13:22­

29). This comparison fails orr its own terms. The ’321 Patent’s preferred embodiment describes a 

numbering scheme in which vahres correspond to specific image frames and are decoded with 

those frames. (JX-0010.011 (’321 Patent) at 4:42-45). Adolph’s IP cormter vahres, by contrast, 

“don’t identify frames.” (Tr. (Richardsorr) at 1971:22-1972:3 (emphasis added)). Mrrltiple 

srrccessive image fiames can share the same IP cormter value, meaning the cormter is not 

incremented by one for each frame and does not follow a numbering scheme. (JX-0695.004 

(Adolph) at Fig. 6). Jrrst because a cormter eventrrally incremerrts does not make it an iderrtifier 

value withhi the mearring of the clahns.

Second, resetting the IP cormter “after a GOP header is formd” is not the same as resetting 

the identifier vahre “for the indicated first image fiarne.” As Dr. Richardson explained, the reset 

in Adolph is tied to the GOP header, not to the first image fiarne itself. (Tr. (Richardsorr) 1971:4- 
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13) . The IP counter value is not an identifier value for the indicated first image fiame—it is an 

internal counter that tracks position within a GOP to maintain display order when transmission 

enors conupt or omit GOP header information. (Tr. (Richardson) at 1960:2-10; JX-0695.001 

(Adolph) at Abstract). Even assuming an indication as claimed existed in the MPEG-l/Adolph 

combination (it does not), Adolph’s cormters would not constitirte the claimed identifier values for 

decoded image frames, nor the identifier value for the indicated first unage frame that is reset. A 

decoder carmot reset arr irrtemal display cormter as the claimed identifier vahre when neither the 

coimter nor the alleged indicatiorr is tied to the first image fiarne as claimed. (Tr. (Richardson) at 

1971:3-13 (opirring that Adolph is “differerrt from resetting for an image frame.”)).

In the alternative. Respondents argue MPEG-l’s temporal refererrce satisfies Limitations 

8[c]/10[c] while Adolph’s IP corurter satisfies 8[d]/10[d]. (Rbr. at 24). Respondents claim that 

Nokia's proposed constnrctiou sirpports that “iderrtifier vahres” (from Limitatiorr [c]) and “the 

iderrtifier vahre” (from Limitation [d]) do not need to be “the same vahres.” (Id.). Respondents’ 

argrrment misconstrues Nokia's position and the claims. The claims specify that the “reset” 

iderrtifier vahre is “for the urdicated first image fiarne.” Thirs, the “reset” identifier vahre is a 

different iderrtifier vahre from the “identifier vahres for image fiarnes accordurg to a numbering 

scheme” that the decoder decodes. Nokia’s position is that Adolph’s IP cormters are not iderrtifier 

vahres for decoded image fiarnes or the indicated first image frame, and there is no logical 

cormectiou between Adolph resetturg an IP coimter and the identifier vahres refened to in the 

claims.

As for the “reset” identifier vahre “for the indicated first image fiarne,” Nokia and Staffs 

proposed construction requires that the resetting be "to restart the numbering scheme." Resetting 

an IP coimter (which is an internal tally of picture types) does nothing to restart the numbering 
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scheme of temporalreference. Respondents’ position has a logical disconnect: As Dr. Richardson 

explained, Adolph’s IP counter is distinct from temporal reference and does not follow the 

munbering scheme of temporal reference. (See Tr. (Richardson) at 1971:21-1972:10 (explaining 

that the IP counter “simply count[s] a tally of how many frames of a certain type have been 

received”)).

E. VLC 0.7.2 Does Not Anticipate the ’321 Patent

1. Claim Construction and Priority Date

Nokia’s Initial Post-Hearing Brief explains why the ’321 Patent is entitled to a priority date 

of January 23, 2002, the filing date of Furnish Application 20020127. (CBr. at § IV.C). 

Respondents’ VLC ground is contingent on their proposed constnictions. Under Nokia’s and 

Staff’s constructions, the Fiimish Application provides written description support for the asserted 

claims, mcludmg the “resetting” limitation. (CX-6090.017-18 (Fiimish Pat. App. No. 20020127) 

at Tin [0048]-[0049]); Tr. (Richardson) at 143:12-22, 142:22-147:5, 1973:13-1975:8).

Respondents do not challenge this. Rather, Respondents only allege VLC 0.7.2 is prior art 

rmder their proposed constnictions for “resetting” or “the identifier value” because the Finnish 

Application fails to provide support for their proposed constnrctions. However, Respondents’ 

positions on claim coristnrctiou and the ’321 Patent’s priority date are logically inconsistent. On 

the one hand, Respondents allege that their proposed constnrctions find support in the ’321 Patent’s 

specification, which presrrmably inchrdes the specification’s preferred decoder embodiment at 

11:26-49. (JX-0010.015 (’321 Patent) at 11:26-49). On the other hand. Respondents claim that the 

Furnish Application lacks written description for their proposed constnrctions, mchrdmg paragraph 

49 of the Furnish Application, which is verbatim identical to the ’321 Patent’s specification at 

11:26-49. (Compare CX-6090.018 (Firurish Patent App. No. 20020127) at U [0049] witJi JX- 

0010.15 (’321 Patent) at 11:26-49).
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The correct answers are logically consistent: Both the ’321 Patent’s prefened decoder 

embodiment and the Finnish Application support Nokia and Staff’s proposed constnictions and 

the ’321 Patent’s priority date. By contrast, Respondents’ positions are untenable under claim 

constniction principles, which require constnrctions that do not read orrt prefened embodiments. 

Kaufman v. Microsoft Corp., 34 F.4th 1360, 1372 (Fed. Ch. 2022) (“A claim constnrctiou that 

exchrdes a prefened embodiment is rarely, if ever conect and worrld requhe highly persrrasive 

evidentiary support.”). And under Nokia and Staff’s proposed constnrctions, VLC 0.7.2 (available 

May 21, 2004) is not prior art. Indeed, what Respondents point to in VLC 0.7.2 mchrdes Nokia’s 

owrr corrtribrrtioris to the H.264 Standard—the very inverrtiou dahned in the ’321 Patent. Dr. 

Richardsorr testified: VLC 0.7.2 “mchrdes arr implementation of H.264 video encoder and ... an 

H.264 decoder. And H.264, in my view, mchrdes the corrtribrrtiorr and inverrtion of the ’321 

patent.” (Tr. (Richardson) at 1973:1-7).

III. U.S. PATENT NO. 10,536,714

The Asserted Claims of the ’714 Patent are valid. Responderrts present one invalidity 

grormd: Ruseri in combination with Karczewicz (together, the “Ruseri Combination”). This 

grormd fails for at least tluee reasons.

Fust, the Rrrserl Combination does not teach: “detenuin[ing] a subset of spatial motiorr 

vector prediction candidates based on the locatiorr of the block associated with the first spatial 

motion vector prediction candidate.” Respondents’ theory for this limitatiorr relies on the notion 

that a motion vector in Ruseri’s scan order—which Respondents contend is the first SMVPC—is 

compared to whatever motion vectors exist irr Ruseri’s PMV_CANDS list at the time that motion 

vector is processed. One key problem with Respondents’ theory is that, by desigrr, the motion 

vectors hr PMV CANDS are determined before Rrrserl detennures what or where the prrrported 
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first SMVPC is. In other words, Rusert’s puiported subset cannot be based on “the location of the 

block associated with the first spatial motion vector prediction candidate.”

Second, the Rusert Combination does not teach: “comparing motion information of the 

first spatial motion vector prediction candidate with motion infoimatiou of another spatial motion 

vector prediction candidate of the set of spatial motion vector prediction candidates without 

making a comparison of each possible candidate pair from the set of spatial motion vector 

prediction candidates.” Rusert compares the alleged fir st SMVPC to the entire set of candidates.

Third, a POSITA woitld not have had a motivatiorr to combine Rusert with Karczewicz to 

apply Rusert to the H.265 Standard because Rusert’s scan order is not compatible with 

Karczewicz’s split PU stntctirre. The limitations missing from the Rrrsert Combmatiorr are 

important aspects of the ’714 Patent’s improved merge mode. As Dr. Richardson explained, the 

inverrtion of the ’714 Patent redrreed the nirmber of worst-case dirplicatiou checks for merge 

candidates irr a parallelizable fashion. Nokia coutribirted its improved merge mode to the H.265 

Standard after empirical testmg (performed by a neirtral party) showed teclmical merits to the 

inverrtion. Nonetheless, Respondents’ Rusert Combination relies on the prior state of the art 

described irr both the paterrt and Nokia’s contributions. That is, the art Respondents rely on requires 

the exhaustive dirplicatiou checks and sequential processing the ’714 Patent improved on.

A. Claim Construction

The term “first spatial motion vector prediction candidate” is disputed. The parties propose 

the following constnretions:

Claim Term Nokia’s Proposed 
Construction

Respondents’ Proposed 
Construction

Staffs Proposed 
Construction

“first spatial motion 
vector prediction 
candidate”

Plain and ordinary meaning, 
which means one of the spatial 
motion vector prediction 
candidates selected for

the spatial motion vector 
prediction candidate that 
is first for processing

One of the spatial motion 
vector prediction 
candidates selected for 
potential inclusion in the
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1 potential inclusion in the | motion vector prediction
1 motion vector prediction list. 1 list.

The intrinsic record should control the parties’ claim constmction dispute, and the Com! 

should adopt Nokia and Staffs proposed constmction for the reasons expressed in the Marhnan 

process. However, Nokia wishes to respond to a suggestion in Respondents’ brief that Nokia 

advocated for a “first for processing’’ meaning of the claim term “first spatial motion vector 

prediction candidate” m a prior IPR proceeding.^ (RBr. at 30-31 (citing Amazon.com, Inc. v. Nokia 

Techs. Oy, IPR2024-00604, Paper 22 at 60 (PTAB Jan. 30, 2025))). This suggestion is, at best, 

misleading and contradicted by the POR Respondents’ brief cites.

Nokia’s POR is consistent with Nokia’s positions here. Respondents’ brief quotes the 

highlighted words shown below from page

60 ofNokia’s POR, yet Respondents’ brief 

omits the header and surrounding context.

(Id.; IPR2024-00604, Paper 22 at 60

(PTAB Jan. 30, 2025)). Nokia’s POR 

never argued “first spatial motion vector 

prediction candidate” imposes a time­

based processing limitation. Rather, as 

shown by the header of the section, Nokia

C. GROl'XD J-NaKUIVRAIX COMBINATION WITH \M)4

1. Nakamura does not teach “determining a subset of spatial 
motion vector prediction candidates based on a location of the 
block associiilcd ssilh the first spatial motion vector prediction 
candidate'*

Petitioner alleges this limitation is tbimd in Nakanuna However, Nakanmia 

Joes not teach “detenmiie a subset of spatial motion vector prediction candidates 

based on a location of the block associated with the first spatial motion vector 

prediction candidate,” as retpiiied by the elauus. Ex-1001 at cl. 1. cl. 15, cl. 29.

Petitioner’s argmnent is flawed. First. Petitioner suggests SO is a subset of the 

>paiial motion vector prediction candidates. Pet. al 71. Second. Petitioner claims that 

Sl is the first spatial motion vector prediction candidate, even though Nakamura 

.hscloses tlmt Sl is delived aftei SO, as shown in the figure below, which illustiates 

the processing or check order (arrow) that generates SO (the first candidate) followed 

by Sl (die second candidate)]. Jd. al 66. 68; ^cc a/sa Ex-2010 at 130; supra Section 

11(C)(3)(a).

challenged whether the “Nakamma” reference disclosed the “determining a subset” limitations. 

(App’x § I at 1-4). As Nokia explained, the IPR Petitioners identified Nakamura’s SO as a “subset” 

and Sl as a “first spatial motion vector prediction candidate.” (Id.). One problem with this, Nokia

2 Respondents made a similar' srrggestion in their Markrnan brief. (Responderrts’ Markrnan Brief, 
Doc. ID No. 861666, at 34-35).
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pointed out, is that SO cannot be detenuined “based on the location of the block associated with”

Sl if Nakamma’s system detennines SO without ever knowing what Sl is or where it is located.

Contrary to Respondents’ suggestion that Nokia disputed Nakamura in its POR because 

“first spatial motion vector prediction candidate” unposes a time-based processing limitation, 

Nokia’s POR shows that Nokia m fact argued the Nakamura refererrce at issire hr the IPR 

proceedurg (and the 1380 Investigation) has the same shortconiing that Nokia raises now for the 

Ruseri Combmation, specifically as it relates to the ’714 Paterrt’s “determinmg a sirbset” 

limitations. The argmnent cited by Responderrts’ brief (RBr. at 30-31) from Nokia’s POR 

substantially maps to orre presented here. That is, Nokia’s positions are consistent: Both Rusert 

and Nakamma fail to disclose the “determinurg a sirbset” limitations becairse what Respondents 

or the IPR Petitioners call a “subset” (Rusert’s “PMV_CANDS” or Nakamma’s “SO”) carmot be 

determined based on the block location of the alleged “first spatial motion vector prediction 

candidate,” which is imknown hr both systems at the time any alleged determination is made. This 

is shown by a comparison between Nakamma’s figme, which appears in Nokia’s POR 

inuuediately below the paragraph cited above, and Respondents’ demonstrative slide (RDX- 

0004C.80) describing Respondents’ Rusert theory. (App’x § I at 5).

Ordtr tot Pro<«$ioq CandKbtns.

Ex-1009 at 8.

Rusert’s Set of CandidatesSpatial derivation order for Proposal 1 (mergo 
mode)
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Ill both Nakamura and Rusert, a scan order follows sequentially increasing numbers or 

letters. (See IPR2024-00604, Paper 22 at 61; see RDX-0004C.22 (Hemanii Demonstratives)). In 

both cases, the alleged subset (“SO” or “PMV CANDS”) consists of one or more available motion 

vectors placed into a list before the block location associated with the alleged “first spatial motion 

vector prediction candidate” is ever scamied, much less known. (IPR2024-00604, Paper 22 at 60­

63; Tr. (Richardson) at 1941:24-1942:24). Wliat motion vector becomes the first SMVPC, such as 

Nakaimua’s “Sl” or the motion vector that follows in Rusert’s scan order, depends on availability 

and is considered only after the alleged “subset” is detenuined. (Id.). Thus, Nokia’s position is and 

was that both references fail to disclose the “determining a subset” limitation. (App’x § I at 1-4).

To be clear, Nokia is not compar ing its argmnerrts on the Ruseri and Nakamma references 

as an additional argument against Responderrts’ mvalidity groimd here. Rather, Nokia provides 

this explanation to coned the misrepresentation hr Responderrts’ brief at pages 30-31.

B. Background of the Asserted References

1. Rusert

Rusert builds a set of PMV candidates following a scan order. (RX-1976 (Rusert) at 1HI41, 

65, 71). “Ruseri describes a process of stepping tluoirgh a mrmber of neighboring locations in a 

scarr order, arrd there’s mrmerical order here, 1, 2, 3, 4, 5 and so on. And at some point at the end 

of that process Ruseri ends irp with a set of motion vector prediction carrdidates.” (Tr. (Richardson) 

at 1933:13-23 (discirssing CDX-11.62); see also Tr. (Hemami) at 1032:1-1033:22.

a. Rusert Matches the Prior Art Described in the Patent and 
Rejected by the H.265 Standard

Dining the hearmg. Respondents’ experl described a prior arl process of building a merge 

list using “exliaustive comparisori[s]” explaming that “if we have five neighbors and we’re going 

to compare everybody to everybody else, there will be a total of ten comparisons.” (Tr. (Hemami) 
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at 1009:9-21 (discussing RDX-0004C.19)). This prior ail that the ’714 Patent expressly improves 

over is the same process used by Rusert. (Tr. (Richardson) at 1934:4-1935:8 (explainmg how 

Ruseil teaches exhaustive comparisons while discussing CDX-11.63-64); 5ee JX-0004 (’714 

Patent) at 3:60-4:3; see also CX-6091.1-2 (JCTVC-H0252) (“decreased complexity by reducing 

worst case number of duplication checks from 10 to 5”)).

Rusert Works the Same as Acer's Self-Described "Prior Art"

"RuserVs First 5 Candidates"

a

Top 
Right 
0)

Top 
Left 
(4)

Middle 
Left 
(2)

Middle 
Left 
(2)

Top 
Middle

Bottom 
Right 

{5»

Bottom 
Right 

(5)

Acer's Alleged First Spatial Motion 
Vector Prediction Candidates

Top 
Middle 

d)

Top 
Right 

(3)

Top 
Left 
(4)

As Dr. Richardson explained, “[Ruseil] works in the same way with respect to exliaustively 

comparmg candidates ... if we consider Ruseil’s fust 5 positions, 1, 2, 3, 4, 5, as I’ll explam, as 

Rusert steps thr ough those positions, every possible candidate, if available, is compar ed with every 

other possible candidate, if available.” (Tr. (Richardson) at 1934:20-1935:8 (discrrssmg CDX- 

11.64); RX-1976 (Ruseri) at if 71). The main difference between Rrrserl arid Respondents’ self­

described prior ail is that, according to Respondents, Rusert has “15 candidates” such that “Rusert 

processes a greater diversity of candidates” leading to a worst case of many more comparisons (up 

to 105) than Respondents’ self-described prior art. (See Tr. (Heuiami) at 1035:24-1037:3).

The goal of the ’714 Patent was to unprove over prior art, such as Rusert, that performed 

exhairstive comparisons in a sequential fashion. (See Tr. (Richardson) at 1932:4-23 (explaining 
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that a need for a parallelizable process that reduced computational complexity led to the ’714 

Patent while discussmg CDX-11.59)). Respondents’ expert agreed that “Rusert teaches sequential 

processmg of candidates” while Dr. Richardson showed how Rusert “exliaustively couipar[es] 

candidates.” (Tr. (Hemami) at 1051:18-1052:9; Tr. (Richardson) at 1934:20-1935:8). Both 

characteristics of Rusert are key aspects of the prior art that the ’714 Patent improved by limitmg 

comparisons to location-based srrbsets leading to “decreased complexity by redrrcmg worst case 

number of duplication checks from 10 to 5 [and] achieving parallel derivation of spatial candidates 

. . .” (CX-6091.1-2 (JCTVC-H0252) (Nokia’s contribution to the H.265 Standard); see also Tr. 

(Richardson) at 1932:4-23 (explainmg benefits of the ’714 Patent while discrrssing CDX-11.59)).

2. Karczewicz

Karczewicz “discloses codmg imits, coding trees, arid prediction units” that are “the same 

concepts that end rrp in the [H.265] standard, and the concepts are these variable-sized and shaped 

codmg blocks arid prediction blocks.” (Tr. (Richardson) at 1935:9-17 (discussing CDX-11.65); 

see also Tr. (Hemami) at 1033:25-1034:19). Respondents rely on Karczewicz to allegedly apply 

the teachings of Rusert to H.265’s split PU system. (RBr. at 33 Q'First, the combmation is a 

straightforward arid simple application of Rusert’s teachmgs mto HEVC blocks.”)). The variable­

sized prediction blocks used in the H.265 Standard and disclosed by Karczewicz, however, are not 

compatible with Rusert’s disclosed scan order as explained below. (Infra Section ni.C.3).

C. The Rusert Combination Does Not Render the ’714 Patent Obvious

The Rusert Combination does not render the Asserted Claims of the ’714 Patent obvious 

imder any proposed constnrction of “first spatial motion vector prediction candidate.”^ 

’ As explained below. Respondents waived any theory that this combination renders the asserted 
claims obvious imder Respondents’ proposed constnrction. To the extent this Comt finds 
differently, however. Section ni.C.4, infra, explams that the Rusert Combmation woirld not render 
the asserted clauns obvious imder Respondents’ proposed construction.
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Moreover, a POSITA would lack motivation to combine Rusert with Karczewicz.

1. The Rusert Combination Does Not Disclose Independent Claim 
Limitations 1[C]/9[C]/15[C]/23[C]

The Rusert Combination does not teach determining a subset “based on the location of the 

block associated with the fir st spatial motion vector prediction candidate” because in Rusert, the 

alleged subset, “PMV CANDS,” is set prior to knowing the location of the block associated with 

the first SMVPC. Fruther, Rusert does not disclose “determirring a subset of spatial motiorr vector 

predictiorr candidates” at all. Rather, Rusert discloses a set of candidates, “PMV_CANDS,” that 

builds with the disclosed scarr order. As to the first issue. Respondents allege three reasons why 

Rusert discloses determined srrbsets “based on the location of the block associated with the first 

spatial motion vector prediction candidate.” (See RBr. at 42-45). All tluee reasons fail.

Fust, Respondents claim the alleged srrbset in Rrrsert is based on the locatiorr of the first 

SMVPC because the alleged srrbsets can orrly “urchrde candidates at a similar or smaller distance 

from the ciment block of pixels.” (Id. at 42 (citations omitted)). However, the fact that 

PMV CANDS may corrtam orrly candidates closer in distance to the erment block tharr the alleged 

first SMVPCs does not mearr the contents of PMV CANDS is based on the locatiorr of the block 

associated with the first SMVPC. (See Tr. (Richardson) at 1941:24-1943:20; see also CDX-11.80 

(“Conelatiou =# ‘Based on’”)). Dr. Richardsorr explained that for a given candidate, the alleged 

srrbset, PMV CANDS, is set before Rrrsert knows which carrdidate is next, stating “hr Rusert’s 

method, let’s say we process candidate locations 1 and 2, we don’t know the location at that point 

in Rrrsert of the next candidate.” (Tr. (Richardson) at 1940:4-11 (discussurg CDX-11.78); see also 

RX-1976 (Rrrsert) at ^ 71) This fact is illustrated by Dr. Richardson’s slide 78, showing that the 

“resulting PMV CANDS” from the previorrs scan iteration is the alleged srrbset for the next 

candidate, regardless of that next candidate’s location:
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PMV 
CandMMe 
iMStion

Subset NesuUnc 
F>MV_CAND5
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Subset Nesutinc 
F>hW_CANDS

1 N/A HI 1 N/A U)

2 lU 11,2}

? [[1,2,3,4^ ? |
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2 HI H, 2]
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Sete.g., RX-1976 (Rusert) at 1114, 39,42,65, 71, fig. 3n (redrawn). CDX11.78

Respondents contend “Rusert detenuines its subset ‘after' a candidate has been selected.” 

(RBr. at 45 (citing Tr. (Heuiami) 1052:10-14) (emphasis added by RBr.)). This is incorrect. The 

testunony from then expert that Respondents cite is inconsistent with both Rusert and the same 

expert’s testimony irmnediately prior to that qirestiou. Rusert explains that its scan order for 

PMV CANDS progresses in a pattern followmg sequentially increasing munbers. (RX-1976 

(Rusert) at 165, Fig. 3n). Rusert progressively adds motiorr vectors to PMV_CANDS in scan order 

depending on candidate availability arrd comparisons between a given motion vector and every 

member of the PMV_CANDS set. (Id. at Ulf 41, 71). This is what Responderrts expert descr ibed in 

testunony iuuuediately prior to what Respondents cite:

I don’t agree in that if this is the case — so, first off, Rusert teaches sequerrtial 
processmg of candidates. Okay? So Rusert starts the process, walks tluough, takes 
a specific candidate.

When that candidate is gomg to be evaluated, Rusert teaches that it will be 
compared with carrdidates that are at a similar or smaller distarrce.

Now, Rusert does not say it will be compared with candidates with ordinal 
munbers less than this. And the reason Rusert doesn’t say that is because there is 
processing that has occurred before then, there is an interim list, Rusert is 
comparing with candidates on the interim list. Tlrere is no guararrtee that that 
interim list is always going to be 1, 2, 3, 4, 5. It might be 1, 2, 3. It might be 1, 4. It 
is dynamic based irpou the actual data for a particular block that's being coded.

(Tr. (Hemami) 1051:18-1052:9) (emphasis added)). As Dr. Heruami explained “there is arr mterim 

list,” i.e., Rusert’s PMV CANDS, and this interun list exists prior to Rirsert reaching the next 
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position in its scan order because “there is processing that has occurred before then.” (Id. ; see also 

Tr. (Richardson) at 1941:24-1942:24 (“[T]he subset does not and cannot depend on the location 

of the first SMVPC in Rusert, because, one, we don’t know that location when the subset is - 

alleged subset is finalized . . .”)). Thus, Respondents’ contention that Rusert determines its subset 

‘“after’ a candidate has been selected” is contradicted by both Rusert and the experts’ testimorry.

If Respondents are suggesting Ruseri’s scan order is determured prior to the selection of 

any carrdidate, this argrunerrt conflates Ruseri’s scan order—i.e., the order in which block positions 

are evaluated—with candidates—i.e., motion vectors. Responderrts mconectly assert “the ’714 

Paterrt and Nokia’s infimgemerrt read allow subsets to be predetermined.” (RBr. at 45 (citation 

omitted)). This is the same conflation fallacy, confirsing block locations (which may or may not 

be associated with motion vectors) with candidates themselves (which are motion vectors). 

Respondents claim Dr. Morrlur “agreed that the H.265 paumgs betweerr candidate location and 

sirbset locatiorr that he is relying on for infringernent were determured over a decade ago when 

that standard was first published in 2013.” (RBr. at 46 (emphasis added)). However, corrtrary to 

Respondents’ assertions, neither the ’714 Patent nor Dr. Morrlur rely orr predetermined srrbsets. As 

explained by Dr. Moirlin, “the srrbsets of motion vectors, that’s inherently a dynamical process 

because it depends orr the video ... they vary just like the inprrt video varies over time arid space.” 

(Tr. (Moulin) at 230:10-231:5; JX-0004 (’714 Patent) at 2:59-3:4).

Respondents argrre “Dr. Moirlin abandoned his prior admission that H.265’s subsets were 

predetermined” in favor of a “new gloss” that the subsets are dynamically determined. Yet 

Respondents fail to cite any abandormient of a “prior admission” fr om Dr. Moirlin, much less any 

statement from Dr. Moirlin to this effect. (See RBr. at 46). Dr. Moulin’s positions remain 

consistent: The ’714 Patent (and the H.265 Standard) sets “pairings between locations,” but 
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decoders that practices the claims “detennine a subset of motion vectors because they depend on 

the input video . . . [t]he subset of motion vectors of a video today camiot have been known ten 

years ago.” (Tr. (Moulin) at 332:11-333:9). Respondents’ brief alleges that “Dr. Moulin never 

suggested that the claimed ‘set’ somehow expanded or contracted depending upon the availability 

of particular candidates.” (RBr. at 49). This allegation is false. Dr. Moulin testified that “not all 

neighbors have a motion vector” and if a neighboring location does not have a motion vector, then 

“it’s not even considered” as a candidate. (Tr. (Moulin) at 213:7-215:1 (discussing CDX-3C.22)). 

Dr. Moulin provided an analogy of a courthouse, explaining “what lives in this location is dynamic. 

. . . [T]his courtroom is fixed[,] . . . [t]he offices outside are fixed[,] . . . [b]ut what resides inside 

changes.” (Id. at 366:18-367:18). Ultimately, there is no tension between Nokia’s experts. Indeed, 

all teclmical experts who opined orr the ’714 Paterrt agree: the “candidates” are motion vectors, 

and those may or may not be available dependurg orr corrtent of a video and location within a 

frame, (id. at 328:7-15; Tr. (Richardson) at 1940:24-1941:23; Tr. (Hernami) at 1161:16-19).

Likewise, Dr. Richardsorr explained that some block locations hr the embodiment of Rusert 

relied orr by Respondents may be imavailable as candidates. (See id.; see also RX-1976 (Rusert) 

at Fig. 3n (depiction of the erubodirnerrt relied on by Respondents)). This is iruportarrt because if 

we assume “PMV CANDS corrtains the alleged sirbset of 1 and 2 ... [w]hat comes next depends 

on availability.” (Tr. (Richardson) at 1941:24-1943:20 (discirssing CDX-11.80, showrr below)). 

“If location 3 is available . . . it’s the next candidate to be evahrated. If locatiorr 3 is not available, 

therr location 4 woirld be the next candidate to be evahrated.” (Id. (clarifying “[w]hen I say in this 

demonstrative slide next candidate is 3,1 mean that the next carrdidate in Ruseri is going to be the 

motion vector predictiorr urfonuatiou which exists at locatiorr 3.”)). This “ilhrstrates that the sirbset 

does not and carmot depend on the location of the first SMVPC in Ruserl becairse, one, we don’t 
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know that location when the subset is - alleged subset is finalized, and two, that location changes 

depending on availability.” (id.).

Regardless of Location of the Block Associated With the First Spatial Motion Vector 
Prediction Candidates, the Subset Remains the Same

Encoding Cbim 1 Decodir^ Claim 9 Encoding Claim 15 Decoding Claim 23

lie]: determining a subset of spatial motion 
vector prediction candidates based on a 
location of the bbek associated with the first 
spatial motion vector prediction candidate;

9[C]: determining a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction candidate;

1S[C]: determine a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction candidate;

23[C]: determine a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction caixlidate;

Correlation ^ “Based on”

PMV_CANDS = {1,2}
After processing 2:

See e.g., RX-1976 (Rusert) at HI 4, 39,42,6S, 71, Fig. 3n (redrawn).

OR

L^l

3 is available:
Next candidate is 3

3 unavailable: 
Next candidate is 4

CDX11.80

Dr. Richardson’s logic can be applied to any number of possible outcomes, tluee of which 

are depicted below, highlighting the fact that the alleged subset cannot be based on the location of 

a candidate that Rusert’s scan has not yet visited:

All of these are what I called iteration 2, so I’m assuming that Rusert has processed 
locations 1 and 2, put the motion information into PMV CANDS, so we have the 
same subset at all tluee, and depending on availability, the next position that Rusert 
evaluates could be 3, could be 4, it could be 8, it could be f, dependmg on which of 
the intervening blocks are available [and] which are not available.

(Id. at 1943:21-1944:9 (discussing CDX-11.81); 5ee also RX-1976 (Rusert) at If 71).
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Iteration 2
Evaluate position 3
PMV_CANDS = {1,2}

1 3

21-

Iteration 2
Evaluate position 4
PMV_CANDS = {1,2}

ZD^OS 
. 'X 1 ^'_ 
X 2 ___
—J^|—
Iteration 2 
Evaluate position 8
PMV_CANDS = {1,2}

Respondents inisconstnie Dr. Richardson’s argument that Rusert’s alleged subsets are not 

based on the location of the block associated with Rusert’s alleged fust SMVPC, attempting to 

create an inconsistency between Dr. Richardson and Dr. Moulin. Respondents claun Dr. 

Richardson simply “argued that Rusert did not teach limitations 15[C]/23[C] because different 

candidates m Rusert can have the same subset.” (RBr. at 47). This is inconect. Dr. Richardson’s 

argument agamst Rusert is not that different candidates in Rusert can have the same srrbset birt 

rather, “the srrbset does not and carmot depend on the location of the fir st spatial motion vector 

predictiorr candidate irr Rirsert . . .” which is becairse regardless of the location of the next 

candidate, the srrbset has aheady been determined. (Tr. (Richardson) at 1941:24-1943:20 

(discussing CDX-11.80); RX-1976 (Rusert) at 71).

Moreover, Dr. Richardson explamed that according to Rusert. arr alleged first SMVPC at 

a certain location can have mrrltiple possible srrbsets dependurg orr the availability of candidates 

prior to that location irr the scan order. (Id. at 1944:10-1945:4 (explaining that “not orrly does the 

srrbset not depend on the location, the location doesn’t depend on the srrbset. So the two are, if yorr 

like, not - can’t be based on each other” while discussing CDX-11.82)). This proves the alleged 

srrbset is detennured prior to locating the block associated with the alleged first SMVPC.
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13 X Xt

Evaluate position 4
PMV_CANDS = {1,2}

Evaluate position 4
PMV_CANDS = {1}

Evaluate position 4
PMV.CANDS = {1,23}

Second, Respondents argue that the PTAB reached the conclusion that Rusert discloses 

detennining subsets based on the location of the block associated with the first SMVPC. (RBr. at 

43). However, none of the IPR proceedings filed against the ’714 Patent have resulted in FWDs 

and none reflect final conclusions of the PTAB, much less under a clear and convincing evidence 

standard. (See Amazon, corn, Inc. v. Nokia Techs. Oy, IPR2024-00604, Paper 26 (Tennination Due 

to Settlement After Institution of Trial); see Amazon.com. Inc. v. Nokia Techs. Oy, IPR2024- 

00605, Paper 26 (Tennination Due to Settlement After Institution of Trial); see Snap Inc. v. Nokia 

Techs. Oy, IPR2025-01263, Paper 11 (Notice Denying Institution); see ASUSTEK Computer Inc. 

v. Nokia Techs. Oy, IPR2025-01153 (currently pending)). Respondents have the bmden to show 

invalidity by clear and convincing evidence based on the evidence in this case.

Third, Respondents incorrectly assert Rusert’s disclosure is consistent with Nokia’s 

mfrurgement read “because both Rusert and H.265 teach the same comparison . . .” (RBr. at 44). 

This argument misses the pomt. What matters is whether Rusert discloses the process in the 

Asserted Claims. It is irrelevant whether Rusert has a same possible candidate pair as the H.265 

Standard if the alleged sirbset is not determined based on the locatiorr of the alleged first SMVPC.

Even pirttiug aside the issue of whether Rirsert discloses “determining a sirbset... based on 

the location of the block associated with the fir st motion vector prediction candidate,” Rusert does 

not disclose independent claim limitations [C] because Rusert does not disclose determining a 

subset at all. Respondents assert “Rusert detennines a subset of PMV candidates, which includes

36
Nokia’s Reply Post-Hearing Brief Inv. No. 337-TA-1448

54

Amazon.com


those candidates obtained from blocks in previous locations in Rusert’s scan order.” (RBr. at 41 

(citations omitted)). However, what Respondents’ point to as the alleged subset is Rusert’s set of 

candidates. (Tr. (Richardson) at 1937:8-1938:10 (explainmg “if [PMV_CANDS] is the subset, it 

is also the set m Rusert”); RX-1976 (Rusert) at ^ 4). As Dr. Richardson explamed with reference 

to CDX-11.71 shown below, “if [PMV_CANDS] is the subset, it is also the set in Rusert, because, 

in my view, that PMV CANDS list, at any point m Rusert’s proces[s], PMV_CANDS contains all 

of the possible or available candidates for comparison.” (Id.).

Acer Confuses the Set of Spatial Motion Vector Prediction Candidates with the Subset 
of Spatial Motion Vector Prediction Candidates

Encoding Claim 1 Decoding Claim 9 Encoding Claim 15 Decoding Claim 23

1(0}: determining a subset of spatial motion 
vector prediction candidates based on a 
location of the block associated with the first 
spatial motion vector prediction candidate;

9(C]: determining a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction candidate;

15(C]: determine a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction candidate;

23[C]: determine a subset of spatial motion 
vector prediction candidates based on the 
location of the block associated with the first 
spatial motion vector prediction candidate;

V^th

Within Candidates
[0004) In n.264/.AVG, a PMV is derived as the median of 
the motion vectors of lliree spatially neighboring blocks. 
Other approaches consider also temporally neighboring 
blocks (i.e. Co-located in neighboring frames) for motion 
vector prediction. Instead of using a fixed rule for building 
PMV. recently approaches have been presented dial explicitly 
signal a PMV to be used out of a set of PM\^ candidates. 
PMV' CANDS..Vllhough this rcqUK^a33ilionaTOl^i^i^ 
aal one candidate out of the set, it can overall save bits lor 
motion vector coding, since OMV coding can be more effi­
cient. That is, identifying a PMV and signaling DMV can take 
fewer bits than independently signaling the MV.

RX-1976 (Rusert) at 14 (annotated).

Locations * Candidates

RDX-0004C.24 (Dr. Hemami Demorrstrattves) (annotated).
PMV_CANDS

CDX11.71

The set cannot be anything but PMV_CANDS because “Rusert does not know whether any of 

those further candidates, 7, 8, 9, up to f, are actually even available let alone potential candidates.” 

(Id.). Indeed, Rusert refers to PMV CANDS as the “set of PMV candidates.” (RX-1976 (Rusert) 

at If 4). Rusert states “[t]he method further comprises selecting a set of PMV candidates as a subset 

of the set of previously coded motion vectors,” brrt the use of the word “subset” does not mean 

that Rusert teaches the claimed srrbset of the ’714 Patent. (Id. at 11). Wlrat Rusert is describing 

is that the “set of PMV candidates” (PMV_CANDS) is a “srrbset of the set of previoirsly coded 
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motion vectors,” which ar e not the same as the “candidates” of the Asserted Claims. (See id. ; see 

also Tr. (Richardson) at 1947:6-1948:2). Rusert’s “set of PMV candidates” (i.e., PMV_CANDS) 

is the claimed “set” because m Rusert, the system does not know whether a location contains a 

candidate until the scan order reaches that location, (id. at inf 11,41, 71; Tr. (Richardson) at 1937:8­

1938:10). Moreover, the claimed “set” and “subset” are different. As Dr. Moulin explained, “the 

key concept is that the subsets ha[ve] to be smaller, strictly smaller than the entuety of the set 

mums the candidate ... [ojtheiwise, there is an exhaustive comparison” which means that Rusert’s 

PMV CANDS cannot be the set and the subset. (See Tr. (Moulm) at 334:19-25).

2. The Rusert Combination Does Not Disclose Independent Claim 
Limitations 1[D]/9[D]/15[D]/23[D]

Respondents fail to show that Rusert teaches compaimg SMVPCs “without making a 

comparison of each possible candidate pah from the set of spatial motion vector prediction 

candidates.” Rusert builds the set (PMV CANDS) according to the scarr order and any location 

beyond the ciment scarr order is not a candidate irntil it has been checked for an available motion 

vector. (Supra Section III.C.l; Tr. (Richardson) at 1937:8-1938:10 (“Rirsert does not krrow 

whether any of those further candidates, 7, 8, 9, up to f, are actirally even available let alone 

poterrtial candidates.”); RX-1976 (Rirsert) at m 65, 71). Tlris is confirmed by Rusert itself, calling 

PMV_CANDS “a set of PMV candidates.” (RX-1976 (Rusert) at Tin 4, 11, 41, 71; see Tr. 

(Richardson) at 1937:8-1938:10 (discirssmg CDX-11.71)). Tlris is also confirmed by RDX- 

0004C.59 (shown below), which contamed an animation turning locations yellow once the scan 

order visited each location to determine a candidate exists. (Tr. (Richardson) at 1946:10-1948:2 

(describing scan order animation on RDX-0004C.59); RDX-0004C.59 (Hernami Demonstratives) 

(showing locations turn yellow once the scan order has determined whether a candidate exists)).
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Overview of Rusert

Rusert builds a motion vector prediction list (PMV_CANDS) by selecting and 
processing spatial motion vector prediction candidates (PMV candidates)

PMV_CANDS (list of candidates) ■ current block

Encoder Decoder
Exemplary Scan Order 
for PMV Candidates

210 
MV OMV

210 
MV g- g—g

PMV 
220

PMV 
220

241 242 243 
PMV^CANOS 

240

1 
241 242 243

PMV_CANDS 
240

RX-1976 (Rusert) at Fig. 2a (left) end Fig. 2b (right) RX-1976 (Rusert) at Fig. 3n (redrawn)

RDX-0004C.S9

“Rusert points out that when each of its neighboring locations is evaluated, it compares the 

new vector . . . with the candidates aheady in the list.” (Tr. (Richardson) at 1948:3-1949:17 

(discussing CDX-11.90); RX-1976 (Rusert) at if 71). Dr. Richardson described Rusert as “an 

exhaustive comparison process” because “each new candidate is compared with eveiy previously 

considered and stored candidate.” (Id.). Dr. Richardson used an example from CDX-11.90 to show 

“all the possible candidates, by the time Rusert gets to location 4 and processes location 4, all of 

the possible candidate pans between 1, 2, 3, and 4 have been compared with each other.” (id.).

11.2.3)

11.2]

N/A

HI

14. D. (A 2). K 3}

{3. Ih (3.2)

{2.1)

N/A

PMV 
Candidate

Possible 
Candidate 

Pairs

Alleged Subset 
(Prior 

PMV.CANDS)

[0071] One measure for reducing the number of candidates 
is to avoid duplicate occurrences of the same motion vector in 
a given PMV_CANDS list. This car be done, when updating 
the list, by comparing the candidates already in the list with 
die new vector that could be added, and if a duplicate is found, 
either removing the duplicate vector or skipping the new 
vector. It is preferable to skip the new vector; otherwise a 
subsequent duplicate from a distant block may cause a can­
didate high in the order of the list to be put at the end of the list.

RX-1976 (Rusert) at 171 (annotated).

Respondents allege Dr. Richardson’s testimony “is at war” with Dr. Moulin’s testimony 

because Dr. Moulin testified the H.265 Standard uses a set of five candidates. (RBr. at 49). This 
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miscliaracterizes Dr. Moulin’s testimony. Dr. Moulin explained at the outset that “not all neighbors 

have a motion vector” and if not, then “it’s not even considered.” (Tr. (Moulin) at 213:7-215:1 

(discussing CDX-3C.22)). Dr. Moulin was clear that locations and SMVPCs are not to be 

confiised. (See id. at 328:7-15 (“But let’s be clear. We are talking about locations, right? The claim 

here, the claim element is about subsets of motion vector prediction candidates. So one should not 

confuse the two.”)). As shown here, contrary to Respondents’ assertion, Nokia does not “contend 

that ‘set’ takes on a different meaning when arguing against the prior ail.” (See RBr. at 49-50).

3. A POSITA Would Not Be Motivated to Combine Rusert and 
Karczewicz

Respondents have the burden of showuig that a POSITA would have been “motivated” to 

make the allegedly mvalidatuig combination—not merely that the combination could have been 

made. Auris Health, Inc. v. Intuitive Surgical Operations, Inc., 32 F.4th 1154, 1158 (Fed. Ch. 

2022) (“The motivation-to-combine inquiry asks whether a skilled artisan not only could have 

made but would have been motivated to make the combmations ... of prior art to arrive at the 

claimed mvention.”) (internal quotations omitted)). Further, Respondents have the burden of 

showuig that a POSITA would expect the combination to be physically possible. DePuy Spine, 

Inc. v. Medtronic Sofamor Danek, Inc., 561 F.3d 1314, 1326 (Fed. Cir. 2009) (“Although 

predictability is a touchstone of obviousness, the “predictable result” discussed in KSR refers not 

only to the expectation that prior ail elements are capable of being physically combined, but also 

that the combination would have worked for its intended purpose.”).

Respondents’ attempt to meet then burden by arguing that it is enough that the combmation 

is a “straightforward” application of multiple standards. (See RBr. at 33-35 ("‘First, the 

combination is a straightforward and simple application of Rusert’s teachings into HEVC 

blocks... . Finally, a POSITA would have been successfirl in making the Rusert combmation to 
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‘end up with a working coder [that] would get output.’”)). Even if these statements were conect, 

which they are not, these statements do not satisfy Respondents’ burden. Other than saying the 

alleged combination is “straightforward,” Respondents never identify how a Rusert and 

Karczewicz combination would mclude Rusert’s scan order with Karczewicz’s partitions. (See id. 

at 36). But this is what the law requhes. DePuy Spine, Inc., 567 F.3d at 1326. Just because some 

unexplained combmation was possible does not show that a POSITA would have been motivated 

to combme the references to arrive at the claimed invention hr a particular way. Respondents’ 

arguments fail to show that a POSITA had a particular goal they wanted to accomplish and that 

the Rusert Combmatiorr woirld accomplish this goal.

Respondents only other justification for a motivatiorr to combme is that the Rusert 

combination allegedly resirlts hr a “better” prediction tharr the HEVC Standard. (RBr. at 34). This 

argument fails because the Rusert combination teaches away from the benefits of the ’714 Patent 

that were adopted into the Standard based on teclmical merit. As explained by Dr. Richardson, the 

inverrtion of the ’714 Paterrt was adopted into the H.265 Standard as a merge mode that limited the 

worst-case number of comparisons to 5 while achievmg par allel derivatiorr of merging candidates. 

(Tr. (Richardson) at 1932:4-1933:6 (explammg how Nokia’s contribution which limited 

comparisons was hidependerrtly tested and adopted by the JCT-VC); see also CDX11.59 and 

CDXl 1.60)). In contrast, Respondents’ proposed combmatiorr hicreases worst case comparisons 

while requhing sequential derivation of merging candidates. (See Tr. (Richardson) at 1948:3­

1949:3 (discussing how an exhaustive comparison of each candidate is made in Rusert)). The 

Rusert Combmatiorr maximizes the number of possible candidates, which—if Rusert reaches 15 

candidates in its scan order—hicreases the worst-case mrmber of comparisons to 105. (See id.).
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Additionally, a POSITA would not be motivated to combine Rusert and Karczewicz 

because Rusert’s scan order is incompatible with the Karczewicz variable size blocks. (Tr. 

(Richardson) at 1950:14-1951:23 (“But there’s no guidance in Rusert as to how you deal with this 

situation on the right [of CDXl 1.94], where that vertical neighbor is split into two, which one do 

you choose as your candidate.”)). At the hearing. Dr. Richardson graphically illustrated examples 

where the references in the Rusert combination are incompatible with each other due to the variable 

block sizes in Karczewicz. (See CDXl 1.94). Respondents’ response appears to be that Rusert can 

implement “tie-breaking rules” that “impose an order” and that Rirsert has embodimerrts which 

support variable block size. (RBr. at 35). However, Respondents never attempted to explain how 

such tie-breaking rules are implemented into the Rusert Combination. (See id.). Notably, Dr. 

Hemami never stated what the tie-breaking nrles she was referencing were, if they carr be applied 

to variable size blocks, or how to implement them. (Tr. (Hemami) 1038:20-1039:3). The spiral 

scarr order Dr. Hemami irsed for her mvalidity analysis also never discusses “tie-breaker nrles” for 

variable size blocks. (See Tr. (Hemami) at 1033:16-22 (discirssing RDX-0004C.59); see RX-1976 

(Rusert) at 11 65, Fig. 3n). Instead, Respondents’ Post-Hearing Brief leaves the enabling of the 

combination as arr excessive for the reader. (See RBr. at 35-36). As cited by Respondents, Dr. 

Hemami’s errtire testimorry on tie-breaking nrles states “[s]o Rusert scan, as explained, was 

inspired by a distance metric. Rirsert imposes some tie-breaking nrles to impose an order on the 

distance metric. And the comparisons that Rusert does are based irpou the location of the candidate 

bemg considered.” (Tr. (Hemami) at 1038:24-1039:3; RBr. at 35). As cited by Respondents, Dr. 

Hemami’s entir e testimony on var iable block size states “[s]o, fir st of all, we see hr paragraph 17 

there is an explicit reference to motion compensation partition size. And a couple lines later we 

see that larger partitions and smaller partitions are specifically called oirt.” (Tr. (Hemami) at 
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1039:10-13; RBr. at 36). Respondents’ conclusoiy statements and unexplained references to 

Rusert do not cme the incompatibility that Dr. Richardson demonstrated, and then motivation-to- 

combine theory should be rejected as failmg to meet their clear and convincing brnden.

4. The Rusert Combination Does Not Render the ’714 Patent Obvious 
Under Any Construction

For the first time, Respondents argue m their Post-Hearing Brief that the Rusert 

Combination invalidates the ’714 Patent under Respondents’ proposed constnrction of “first spatial 

motion vector prediction candidate.” (RBr. at 41). However, Ground Rirle 7.2 reqrrires that “[t]he 

[Pre-Hearing] brief shall set forth with paiticulantv the authoring party’s theories of the case and 

contentions on each of the proposed issrres . . .” therefore “[a]ny couterrtions and theories of the 

case not set forth in detail as required hereirr shall be deemed abandoned or withdrawn....” (Order 

No. 2 at G.R. 7.2 (emphasis in origmal)). Thus, this new theory has been waived.

In the event the Corut finds that the Respondents’ new argurueut was not waived, 

Respondents’ new theory fails for the same reasons explained above. (Supra Section III.C.l). As 

Dr. Richardson explained, “imder Respondents' proposed constnrction the candidate [first] for 

processurg hr Rusert is always carrdidate 1, if it's available. So whatever that first — if it's candidate 

1, whatever that first candidate is, it's not compared with anythmg in Rrrsert. So it couldn't satisfy 

the asserted claims.” (Tr. (Richardson) at 1936:13-23; 5ee also CDXl 1.69).

Respondents’ new theory is that imder Responderrts’ proposed constnrction, Rusert is 

invalidating prior art because “when ‘pre-defined’ entries are included in PMV CANDS, Rrrsert’s 

candidate 1 would be srrbjected to the same srrbset-based comparisons that are claimed hr the ’714 

Patent.” (RBr. at 41). Had Responderrts timely disclosed this new mvalidity theory. Dr. Richardson 

coirld have explamed at the hearing that, according to Rrrsert, when PMV CANDS is initialized 

with a pre-defined value, that vahre is not based orr the locatiorr of the block associated with the 
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first spatial motion vectors prediction candidate. (See RX-1976 (Rusert) at ^ 39, 41). Thus, even 

under this new theory, there is no “subset” (here, allegedly pre-defined entries in PMV CANDS) 

“based on the location of the block associated with the first spatial motion vector candidate.”

IV. U.S. PATENT NO. 11,805,267

Respondents argue that claims 2, 8,20, and 26 of the ’267 Patent are obvious over JX-0683 

(“Walker”) alone or, alternatively, over Walker in view of RX-2024 (“Srinivasan”). Respondents 

have several alternative theories spanning Walker and/or Srinivasan. To assist the Court, Nokia 

has provided a mapping of Respondents’ several theories to then references. (See App’x § II).

With respect to Respondents’ first ground. Walker alone. Respondents offer two different 

theories to show the “first prediction” and “second prediction” required by the challenged claims. 

For the first theory, the “predictions” are (predO)wO or (predl)wl for the encoding claims (clauns 

2 and 8) and ((predO)wA)»6 or ((predl)wb)»6 for the decoding claims (claims 20 and 26). (RBr. 

at 59, 63). This theory has two major failings. First, Responderrts have not identified “predictions” 

because the values they pomt to are the resirlts from scaling predictions by weights, which Dr. 

Richardsorr explained a POSITA woirld not recognize as predictions. (Tr. (Richardsorr) at 1910:7­

1911:3). Secorrd, these products of a prediction arrd a weight orrly have 8 bits of precision becairse, 

as Dr . Richardsorr explamed, scaling a prediction by a constarrt does not change the number bits 

“needed” or “required to” represent possible vahres or distinct alternatives as described in the 

proposed corrstnrctiorrs for the tenu “precision.” (See id. at 1916:4-1917:11).

Respondents attempt to resolve their precisiorr problem usurg three incorrect lines of 

argument. The first argument. Respondents’ “bitwidth theory,” is that the precision of (predO)wO 

(arrd similar terms) has higher precision because Walker says 16 bits are used. This is wrong 

because, as Drs. Richardsorr and Morrlin explained at the hearing, bitwidth (also called bit depth) 

is not the same as precision. (Id. at 1912:21-1913:4; Tr. (Morrlin) at 262:22-263:3 (“bit depth . . .
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is not the same as precision”)). The second argument, Respondents’ “variable weights theory,” 

claims that the weights wO and wl can take a range of values, meaning that they increase the 

mnnber of possible values or distinct alteniatives when multiplied by a prediction. Dr. Richardson 

explained that this is wrong. At the pomt that the weights are applied to predictions in Walker, the 

weights are fixed for the entue block of prediction vahres that they scale. (See Tr. (Richardson) at 

1919:12-22). In fact, weights are fixed for each refererrce pictrne, so arry given pixel value hr a 

predictiorr can have one and orrly one weight applied to it, not changing the number of possible 

vahres the pixel vahre may have. (See id. at 1922:13-1924:7). Respondents’ thud argument is their 

“mterpolatiorr theory,” which instead identifies predO arrd predl as the claimed predictions and 

claims these predictions would have a higher precision as the resirlt of interpolation. This argument 

fails, however, because Responderrts carmot identify any interpolation method—hr Walker or 

otherwise—that oirtpirts predictions at a higher precisiorr than input pixels. This is consistent with 

the state of the art when the ’267 Patent was invented. (See id. at 2029:9-2030:24 (describhrg the 

prior art example shown in Fig. 10 of the ’267 Paterrt)). Existing mterpolatiorr methods used 

clamphrg to ensme that the output precision was equal to the input precision. (See id.). This was 

the soirrce of the roimding enor that the ’267 Paterrt solves. (See id. at 1897:1-18).

Respondents’ second ground combines Walker with Srhrivasan and is effectively a variant 

of Respondents’ interpolation theory. Respondents allege that Srinivasarr discloses takurg input 

pixels at one precision arrd oirtpirtting mterpolated vahres at a higher precision. Respondents’ 

proposed combination is to replace Walker’s mterpolatiorr method with Srinivasan, which they say 

would mean that predO and predl have a higher precision. Birt Srinivasan has the same flaws as 

Walker and does not oirtput predictions at higher precision than the input pixels. Srinivasan 

repeatedly describes how, after interpolatmg 8-bit inpirt vahres, “necessary clamping is performed” 
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and “a final 8-bit interpolated value is output.” (RX-2024 (Srinivasan) at 18:36-40, 18:60-62, 

19:34-36; see also Tr. (Richardson) at 1928:5-1929:5). Srinivasan contemplates other input and 

output precisions could be used (e.g., 10-bit inputs and 10-bit outputs), but Srinivasan does not 

disclose outputs that are more precise than the inputs. (Tr. (Richardson) at 2039:6-18).

A. Claim Construction

The term “precision” is disputed. The parties propose the following constnrctions:

Claim Term Nokia’s Proposed Construction Respondents’ Proposed 
Construction

StafFs Proposed 
Construction

“precision” Plain and ordinary meaning, which 
means a rneasirre of the number of 
distinct alternatives fr om which a 
value can be determined: for 
example, in binary representation, a 
mrmber of bits requir ed to represent 
each possible distinct alternative.

Plain and ordinary meaning, 
which is a munber of bits 
needed to represent possible 
values.

The munber of bits 
(m binary 
representation) 
required to represent 
each possible distinct 
alternative.

Dr. Richardson explamed that his validity opmions apply imder any proposed constnrction 

of “precision.” (Tr. (Richardsorr) at 1912:3-9).

B. Background of the Asserted References

1. Walker

U.S. Patent Application Publication No. 2005/0281334 (“Walker”, JX-0683) is directed to 

creating a decoder that is compatible with the implementations of biprediction in four different 

specifications (MPEG-4, WMV9, RV9, and H.264). (JX-0683 (Walker) at n 8, 71). Specifically, 

Walker’s “purpose” was to create a “universal formula . . . for decoding four differerrt 

specificatiorrs.” (See Tr. (Richardson) at 1901:3-13).

Walker describes how the four specifications implement biprediction. (See JX-0683 

(Walker) at im 46 (explairring that Tf^ 47-70 describe the four existing implementations)). Walker’s 

representation of bipredictiou according to the H.264 Starrdard is foimd in Equation 13:
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Final_pred=Clip} [(((predQ')wCi+(pred'] )m4+ 
21ogWD^^^^lQg^Z^^j^^^(^^^^^^^^^^^^)j (13)

(JX-0683 (Walker) at ^ 68). In the equation above, predictions predO and predl are 

multiplied by weights wO and wl and smnnied in steps that result in the final weighted prediction, 

Final_pred. Each of the tluee predictions in Equation 13 are “described as [a] prediction[:] predO, 

predl, and the output, . . . Final_pred.” (Tr. (Richardson) at 1909:24-1910:2). Both predO and 

predl are “8-bit prediction blocks of 8-bit prediction samples.” (Tr. (Richardson) at 1906:14-17). 

Across implementations. Walker consistently uses “pred” to refer to predictions, and each “pred” 

consists of 8-bit samples. (Tr. (Richardson) at 1907:1-5). Walker’s universal formula is presented 

in Equation 18 (shown below). (See JX-0683 at IHf 91-92).

pred-j = ((((predO)w4):»’6 + i(predl)ws)^6} F 2^+ Offset (18)

This equation is like Equation 13 except that “Wa, WB and Offset can be calculated by the pre­

processor based on what implementation was used to encode the weight parameters.” (Id. at if 93).

Walker’s weights wO and wl (or Wa and WB) do not vary when applied to a prediction 

block. Walker’s implementation ofH.264 is instinctive. In H.264, “across all the blocks of a fiame 

or slice, the weights are constant.” (Tr. (Richardson) at 1919:6-7; see also Tr. (Schonfeld) at 

1469:20-1470:19). This is because weights “are tied to the reference frame.” (Tr. (Richardson) at 

1919:7). Walker follows this approach for all implementations: “weights are constant across the 

reference frame.” (Tr. (Richardson) at 1919:21-22). In H.264, weights are constant because they 

are “transmitted in the slice header” or “calculated based on . . . the relative temporal positions of 

the reference fiauies.” (Tr. (Richardson) at 1921:25-1922:12). Walker confirms it uses “weighting 

based on temporal distance to past and fiitme fiauies.” (Tr. (Richardson) at 1922:17-19).
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2. Srinivasan

U.S. Patent No. 7,620,109 (“Srinivasan”, RX-2024) is directed to improved methods of 

“generating interpolated samples between integer or existing pixel values.” (Tr. (Richardson) at 

1907:12-15). One way Srmivasan accomplishes this is by usuig intermediate values at a higher bit 

depth than input and output values, which can defer shifting or damping values, resulting in higher 

interpolation accuracy. (RX-2024 (Srmivasarr) at Abstract).

Like the prior art discussed in the ’267 Patent (see JX-7 at 3:49-55, Fig. 10), Srinivasan 

does not mairrtairr precision of interpolated predictions (i.e., the orrtpirt vahres) at higher than inprrt 

precision. Srmivasan consistently specifies that the irrterpolatiou process oirtputs at the same 

precision as the inprrt. (Tr. (Richardson) at 1928:10-11). Srinivasan references a bit depth of “x+1,” 

brrt the additional bit “is there to deal with overflow arrd underflow, and it’s not part of the output.” 

(Tr. (Richardson) at 1928:14-20; see also RX-2024 (Srmivasan) at 18:2-7 (“the valid range of the 

interpolated data is orrly 8 bits, the extra one bit of headroom provides overflow and underflow 

information”)). Rather, the bit is rrsed to “convert [the orrtpirt] to a conect 8-bit value, which can 

range from 0 to 255.” (Tr. (Richardson) at 1928:23-1929:5).

Srinivasan makes one reference to an input and output bit depth greater than 8-bit. 

Srinivasan notes that inprrt, output, and mtermediate vahre bit depths can be “extended arbitrarily.” 

(RX-2024 (Srinivasan) at 20:21-25). Here, Srinivasan is “consistent with, for example, a 10-bit 

implementation rather than an 8-bit implementation.” (Tr. (Richardson) at 2039:9-14). In a 10-bit 

implementation, a higher bit depth is used throughout, mchrdmg at both the input and output of 

the interpolation filter. (Tr. (Richardson) at 2039:15-18). Thus, hr these scenarios, too, Srinivasan 

does not maintain mterpolated predictions at precisions higher than input precision.
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C. Walker Does Not Render the Asserted Claims Obvious

1. What Respondents Identify as the “first prediction” and “second 
prediction” are not Predictions

The challenged claims requiie “us[e/ing] said fust reference block to obtain a first 

prediction” and “us[e/ing] said second reference block to obtain a second prediction.” JX-7 (’267 

Patent) at Cl. 1, 7 (encoding claims), 19, 25 (decoding claims). Respondents argue that these 

limitations are met by (predO)wO and (predl)wO respectively for the encoding claims. For the 

decoding claims, they argue that ((predO)wA)»6 and ((predl)wB)»6 meet the analogous 

limitations in a similar marurer. This mapping carurot not meet the claims’ “first prediction” and 

“second prediction” limitations because, as Dr. Richardson explained, Responderrts have identified 

scaled values resultmg fr om scaling a prediction by a weight rather than arr actiral prediction. (Tr. 

(Richardson) at 1909:14-1910:5 (discirssing CDX-11.30, reproduced arrd cropped below). These 

scaled vahres are “arr arbitrary choice of something that is not described as a predictiorr in Walker, 

and a person of ordinary skill would not recognize as a prediction.” (Id. at 1910:7-1911:3; CDX- 

10.30 (highlighting what Respondents call “predictions” in magenta).

Respondents' "Predictions'*

Walker's Predictions

Fmil_pre(l-Clipl[(((p}edQ)\\Q+(p}ectl)wl+ 
2to«WD)»(logHB-i-l)>((oo+Oi+l)»l)] (13)

Final pred=ClipA[(((predO)wQ+lpredi^wi 
2'“8’’'’D^»(logW+l Ml 00+01+1 )»'O1 (13)

As Dr . Richardson explained, there are tluee predictions disclosed hr Walker (highlighted 

in cyan above). The first two, predO arrd predl, are urdividiral predictions from reference frames 

which are combined to form the thud prediction, Final_pred, the output combined prediction. (Id. 
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at 1909:14-1910:5; JX-683 (Walker) at Eq. 13). The reason that Respondents have not identified 

what Walker itself calls predictions is simple—it is undisputed that predO and predl have 8 bits of 

precision, too little to satisfy the challenged claims. (Tr. (Richardson) at 1906:18-1907:8; Tr. 

(Schonfeld) at 1368:4-17 (“[predO and predl] were at 8 bits resolution”)). Because Walker’s real 

predictions could not meet their burden, Respondents resort to identifying “some other value in 

the process,” one that “is simply not a prediction.” (Tr. (Richardson) at 1906:18-1907:8). The 

same problem is present with respect to the decodmg claims, ((predO)wA)»6 and ((pred 1 )wb)»6 

are no more predictions than (predO)wO and (predl)wl. (See id. at 1908:20-1909:6 (discussmg 

CDX-11.28)). For this reason alone, Respondents’ invalidity theories should be rejected.

2. The Products (predO)wO and (predl)wl do not Have a Second 
Precision Higher than the First Precision

Respondents rely on the incorrect claim that the result of scaling a prediction by a constant 

weight has a higher precision than the prediction. (Id. at 1911:4-14 (discussing CDX-11.32)). Dr. 

Richardson explained that Respondents camiot show this under any of the proposed constnictions 

of “precision,” each of which “specify precision as a number of bits needed or required to represent 

possible values or distinct alternatives.” (Id. at 1911:15-1912:9). The problem for Respondents is 

that Dr. Schonfeld fails to grapple with the “needed” or “required” language in each construction. 

In each case. Dr. Schonfeld’s testimorry amounts to equating, withoirt jirstification, the number of 

bits used (i.e., the bitwidth of a value) to the number of bits needed or required. (Id. at 1912:21­

1913:4 (“Bitwidth is the mrmber of bits used ... I can irse more bits than I need . . . that’s exactly 

what Walker has done”)). Respondents carmot prove invalidity by clear and corrvmcmg evidence 

withoirt addressing what the claim term “precision” requires under any of the parties’ proposed 

constnrctions.
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a. Respondents’ Bitwidth Theory does not Establish that More 
Bits are “needed” or “required.”

Respondents argue (predO)wO and (piedl)wl (or the analogous tenns for the decoding 

claims) have a higher precision because Walker states 16 bits are used for these products in Table 

2. (RBr. at 59). Respondents claun that their reasoning is consistent with the reasoning 1380 ID, 

but Judge Elliot never construed the meaning of “precision.” (1380 ID at 110). The record on this 

issue is also significantly more developed than the record in the 1380 Investigation. Although 

Respondents claim that Dr. Schonfeld applied a construction consistent with then proposed 

constnrction in this Investigation, neither the 1380 ID nor Dr. Schonfeld addressed why the 16 bits 

listed in Table 2 are “needed” or “required” to represerrt “possible vahres” or “each distinct 

alternative.” They are not. As Dr. Richardson explamed, applymg a scaling factor to a set of 

predictiorr vahres does not alter the number of possible vahres or distinct alternatives hr arry way. 

(Tr. (Richardsorr) at 1916:4-1917:11 (“if it [precision] was 8 bits before, it’s still 8 bits after 

scaling”) (discussurg CDX.l 1-37, cropped below)).

predO (predO)wO

4 8 8 8 16 16
8 12 4 16 24 8

16 8 12 32 16 24

4 unique values 4 unique values

Dr. Richardson’s example shows a block of predictiorr vahres—predO—with “four unique 

vahres orr the left, 4, 8, 12, and 16.” (Id. at 1915:6-1916:3). Becairse there are forrr rmiqire vahres, 

one “actrrally orrly need[s] 2 bits” to represent them. (Id.). This does not change if a scalmg factor, 

srrch as wO = 2, is applied. Scaling by a factor of 2 simply remaps each predO vahre to a new set 

of unique vahres. (Id. (“the relationship, of com se, is that I got to the ones on the right by doirblmg 
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them, doubling the munbers on the left”), id. at 1916:4-17 (“every sample within that block is 

scaled by the same amount”)). These possible values (distinct alteniatives) are mnnerically larger, 

as represented by the brighter colors in CDX.l 1-37, but there are not more of them. With four 

unique values before and after scaling, precision remains the same. (Id. at 1915:6-1916:3).

b. Respondents’ Variable Weights Theory Misunderstands 
Weighting

Respondents offer an alternative argument that Walker “needs” 16 bits to represent 

(predO)wO under any construction because both predO arrd wO are 8-bit vahres that each have 256 

possibilities srrch that rurrltiplymg them worrld result in even more possible vahres. (RBr. at 75). 

Respondents ruisrmderstand Walker. As Dr. Richardsorr explained, for any given block of 

predictiorr samples, the same weight is applied to each sample. (Tr. (Richardson) at 1918:17­

1919:11 (“the weights, wherr they are in use, are not variable at the block level”)). This is because 

Walker’s biprediction implements a rmified version of bipredictiorr from MPEG-4, WMV9, RV9, 

and H.264, none of which allow weights to vary at the block level. (See Tr. (Richardson) at 1918:9­

1921:12 (discussing CDX-11.42, reprodrreed below)).

Walker Explains Weights are Not Variable at the Block Level

■■IIIIBIIIIIIIIIII [(M)34J B Frames (or any section coded with bi-directional 
prediction) can further exploit temporal redundancy by 
applying a weighting factor to one or lx)th of the reference 
pictures Ixjforc combining. Tlic weighting factors can allow

lX-0683 (Walker)

Figure 5
JX-0683 (Walker) at Fig. 5, T 34 (Annotated)

tDXU.4?
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MPEG-4 and WMV9 do not include weighted bipredictiou at all. (Id. at 1918:2-16). In 

RV9, weights are computed based on the temporal distance of a reference frame from the current 

frame, meaning that every block m the same frame or slice predicted from the same reference 

frame will have the same weight, which is applied to every sample of the block, (id. at 1919:23­

1920:16). H.264 includes multiple weightmg modes, but each mode detennines a weight that is 

applied uniformly to any prediction obtamed from a reference frame. (Id. at 1918:17-1919:22 (“the 

weights are constant across the reference frame”); Tr. (Schonfeld) at 1469:20-1470:19 (agreeing 

that H.264 weights are not transmitted at the block level)). In Walker, a constant weight is always 

applied to all samples m a block of prediction samples (i.e., predO or predl).

pr*10©

Frafne 6 Framed

Current block A ; 256 possible values per sample
Reference frame = 9
predO^ : 256 possible values per sample
Weight wO/^ = 5

Current block B : 256 possible values per sample
Reference frame = 8 
predOg: 256 possible values per sample 
Weight w0n= 3

Respondents confiise the meaning of Dr. Richardson’s explanation that weights do not vaiy 

“at the block level” by citing to his demonstratives at CDX-11.48 (cropped above). (CDX-11.48 

shows a weight of 5 being applied to block A (which is predicted from “Frame 9”), and a weight 

of 3 being applied to block B (which is predicted from “Frame 8”)). Respondents say this proves 

that Walker has variable weights. {See RBr. at 75-76). This is sophistiy. Whether or not weights 

can vaiy from block to block, they are fixed/or a given block. (Tr. (Richaidson) at 1924:8-1925:2).
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Ill Other words, at the block level, Walker’s weights are constant. Because Walker’s weights are 

constant, the same conclusions discussed above follow: Tlie application of a weight only remaps 

the 256 possible values of predO’s samples to a different set of 256 possible values. (See id. at 

1915:6-1916:3). But the number of possible values (distinct alteniatives) remain the same—at 256. 

Thus, only 8 bits are “needed” to represent them. This conclusion is no different under any 

proposed constniction of “precision,” each of which captmes the same fundamental notion that 

precision is measured according to the number of bits “needed” or “required,” not the munber of 

bits used. (See id. at 1911:15-1912:2).

Respondents claim that Dr. Richardson misapplies Nokia’s constniction of “precision,” 

disputing whether it means weights must be applied on a block-by-block basis. (RBr. at 76). But 

Dr. Richardson’s opinion here does not originate from any proposed constniction. Rather, the 

claims themselves each state a “[niethod/apparatus] for [decoding/encoding] a block of pixels” 

and the first/second predictions must have a greater precision than the values of pixels of the 

current block, the first reference block, and the second reference block. (JX-7 (’267 Patent) at cls. 

1, 7, 19, 25 (emphasis added)). Respondents attempt to bolster their argument by claiming that Dr. 

Richardson agreed that “multiplying a variable that can take the frill range of its possible values 

by another variable that can take the frill range of its possible values can increase the number of 

values for the resulting product....” This is a question Dr. Richardson was asked dming cross 

examination. (RBr. at 76 (citing Tr. (Richardson) at 1990:5-11)). Respondents omit Dr. 

Richardson’s answer to that question: “if those are variables and not constants, then I agree with 

you.” (Tr. (Richardson) at 1990:5-11). The weights in question are constants because, for any 

given reference block, they are determined by the reference frame used. (See id. at 1922:23­

1924:7). As a result, the weights of Walker caimot “take the full range of possible values” as 
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Respondents argue. Rather, they can take only one value for each prediction. (See id.). 

Consequently, predO and (predO)wO have the same number of possible values (or distinct 

alternatives). (See id.). Thus, Respondents’ variable weights argrrment should be rejected.

c. Respondents’ Interpolation Theory is Not Supported by 
Walker’s Disclosure

Respondents offer yet another alternative theory with respect to Walker hr which they 

allege that predO arrd predl (rather tharr (predO)wO arrd (predl)wl) are the fust/second predictions 

of the challenged claims. Respondents’ claim is that predO and predl corrld have a higher precision 

when obtamed by interpolation. (RBr. at 77). This is not disclosed hr Walker, which consistently 

describes predO and predl as “8-bit luminance and chromhrance . . . samples from prediction 

blocks.” (JX-0683 (Walker) at If 60, Table 2; Tr. (Richardson) at 1925:3-22 (“Walker’s pixel 

interpolation does not generate arrything other than 8-bit prediction vahres”)). Respondents’ orrly 

support for theh theory is that Walker alhrdes to the existence of “other interpolation methods.” 

(RBr.at 77 (ackrrowledging that srrch methods are not “explicitly disclosed hr Walker”)).

According to Responderrts, these “other interpolation methods” could be one of three 

thhrgs: (1) Srmivasan’s hrterpolation, (2) the interpolation discussed in Nokia’s opening slides, or 

(3) “other krrown methods.” (Id.). (1) Srinivasarr is addressed below. Responderrts’ reference to 

(3) “other known methods” reqrrhes no response because Respondents do not explain what those 

“known methods” are and cite nothing in srrpporl. As for (2), the hrterpolation from Nokia’s 

openhrg slides orighrates from the ’267 Paterrt’s Figure 10. (Tr. (Openhrg) at 42:8-18 (discussing 

JX-7 at Fig. 10)). Responderrts’ assertion that “Dr. Richardson’s argument corrtradicts Nokia’s 

openhrg statemerrt” is wrong. (RBr. at 77). Dr. Richardsorr explained how the interpolation showrr 

in Figrrre 10 does not resrrlt in predictions with higher precision. (Tr. (Richardson) at 2029:21­

2030:10 (discussing CDX-11.6, cropped below)).
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1P2
Add rounding 
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Add rounding 
offset

JX-0007 ('267 Patent) at Fig. 10 (annotated).

Shift to input 
bit-depth

N-tap filter with 
integer coefficients

Shift to input 
bit-depth

Shift to input 
bit-depth N

Add rounding offset . 
(signalled in bitstream^

N-tap filter with 
integer coefficients “►

Dr. Richardson explained that “the output of the green box is an intennediate value, which 

- I actually think the ’267 Patent describes as potentially having a higher precision” however, 

“what’s used as a prediction is Pl, which has been further operated on to bring it back down . . . 

to the input pixel bit-depth.” (Id.). Tliis is precisely the problem with the interpolation in every one 

of Respondents’ refererrces (including Srurivasan, discirssed below). Regardless of whether the 

interpolation could yield more precision, it is irmnediately damped to the input bit depth, resirltmg 

in predictions at the input precision. In fact, the mterpolatiorr depicted in Figure 10 is the 

interpolation method used in H.264, which Walker discusses. (Id. at 2030:20-24). Accordingly, 

the incorporation of this interpolation method would change nothing about Walker’s predictions 

having the same precision as input pixels. Thus, Respondents’ argirment should be rejected.

D. Walker in View of Srinivasan Does Not Render the Asserted Claims Obvious

1. Srinivasan Does Not Disclose Outputting Higher-Precision Predictions

Respondents argue that a POSITA woirld combine Srinivasan with Walker to obtain a 

system that generates predictions at a higher precision than the inpirt pixels. Respondents are 

inconect because nothing hr Srinivasan teaches that the resirlts of mterpolation could have a 

precision higher than the inpirts. (Tr. (Richardsorr) at 1928:5-20 (“Srinivasan consistently describes 

the final oirtput vahre as being 8-bit”)). Respondents hinge then argirruerrt orr Srmivasarr’s 

disclosirre that “[a]ltematively, the input vahres and/or output vahres have dynamic ranges of 
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different bit depth” and “the dynamic range of the output value is equal to x or x+l.” (RBr.at 73 

(citing RX-2024.26 at 20:30-32, 21:33-47)). However, Respondents misuiterpret Srinivasan’s 

disclosure regarding output values that can have a dynamic range of x+l bits. As Dr. Richardson 

explained, the extra bit described in Srinivasan “is there to deal with overflow and underflow, and 

it’s not part of the output, the final interpolated value of Srmivasan.” (Tr. (Richardson) at 1928: 5­

20 (discussing CDX-11.54)). Srinivasan repeatedly describes obtainmg a 9-bit vahre (i.e., 8+1 bits) 

where “necessary clampmg is performed” based on “the extra one bit of headr oom [that] provides 

rmderflow and overflow information.” (RX-2024 at 18:1-7, 18:36-40, 18:60-62, 19:34-36). In 

other words, although “intermediate values corrld be higher than 8 bits in Srinivasan, the resirlt of 

interpolation is the origmal bit-depth, which in tlris example is 8 bits.” (Tr. (Richardson) at 1929:6­

20, 2027:25-2028:21 (“It starts with 8 bits, errds with 8 bits’’)).

Srinivasan’s disclosrue of “differerrt bit depth” dynamic rarrges also does not disclose 

orrtpirtting interpolated vahres with precisions different from the input. When asked aborrt 

Srinivasarr at 20:20-32 orr cross-examination. Dr. Richardson explained disclosrrre is “entirely 

consistent with, for example, a 10-bit implementation rather than arr 8-bit implementation.” (Id. at 

2038:18-2039:18). That is, Srmivasan corrtemplates that rather than an iuiplernerrtatiou that “starts 

with 8 bits, ends with 8 bits,” an alternative would be to “work with 10-bit pixel vahres fr om the 

start and create, for example, 10-bit predictions.” (Id. at 2027:25-2028:21, 2038:18-2039:18). Brrt 

srrch arr iruplementatiorr woirld still not render the challenged claims obvious because the inpirt 

and output precisions woirld be equal, which is not what is required by the ’267 Patent’s clauns.

2. A POSITA Would Not Be Motivated to Combine Srinivasan with 
Walker

As discussed above, Srmivasan does not disclose an interpolation process that prodirces 

higher-precision predictions. Nonetheless, Dr. Richardson explained that a POSITA would not 
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have a reasonable expectation of success in combining a system that output predictions with 

increased precision into the disclosure of Walker. (Tr. (Richardson) at 1930:11-1931:13). Walker’s 

focus is the derivation of a ‘'universal formula” which requires specific bit widths to be used at 

each stage of the process. (See JX-0683 (Walker) at 72 (“universal weight prediction factors 

having a specific bit configuration must be derived”)). As Dr. Richardson explained, assuming that 

Srinivasan produced a 9-bit output (which it does not):

.. .we still have to deal with how do we use those 9-bit values in the motion 
compensation, how do we create predO and predl, which Walker says 
remain at 8 bits, and how do we then can'y out Walker's operations 
thereafter, and how do we do that in such a way that we deal with all the 
possible integer and subpixel positions that the motion vectors would be 
pointing to.

And Dr. Schonfeld — I didn't hear Dr. Schonfeld or read Dr. Schonfeld 
explain at any point how one would actually do that. And, in my view, one 
would not have a reasonable expectation of success without identifying 
and solving a mimber of problems, which I don't know how to solve.

(Tr. (Richardson) at 1930:11-1931:13). Respondents’ expert never addressed the problems this 

proposed combination would introduce. Introducirrg higher-precision predictions into Walker 

would interfere with the “specific bit configmation” which a significant part of the reference is 

devoted to deriving. (See id.; JX-0683 at m 72-108 (describurg the derivation and bit widths of 

each term in Walker’s imiversal formirla)). Accordingly, a POSITA woirld not have a reasonable 

expectatiorr of success in combming Walker and Srinivasarr and would not be motivated to do so.

E. Secondary Considerations

The Comt need not reach the questiorr of secondary considerations because Respondents’ 

gr oimds fail as described above. However, Responderrts never addr ess the objective indicia of non­

obviousness raised by Nokia. (RBr. at 83 (claiming “Nokia presented no eviderrce of secorrdar'y 

considerations’’)). Secondary considerations must be considered wherr preserrt. Stratoflex, Inc. v. 

Aeroqnip Corp., 713 F.2d 1530, 1538 (Fed. Cn. 1983) (“. . . ‘secondary corrsiderations’ mirst 
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always when present be considered . . .”). Dr. Richardson explauied the rounding error problem 

represented a long-felt but imresolved need up to when the ’267 Patent was mvented:

At the time of the invention, the committee, the JCT-VC that was working 
towards developing the H.265 Standard, had identified this [rounding 
error] problem. Various attempts were made to solve it, but it was not 
resolved by this stage, and the whole draft standard had been split mto 
what they called high efficiency and low complexity parts, partly because 
of this problem with rounding error and prediction maccm acies.

(Tr. (Richardson) at 1898:5-18 (discussing CDX-11.7)). Not only does this evidence the non­

obviousness of the mvention, this highlights that neither Walker nor Srinivasan was considered by 

the JCT-VC (a committee of video coding experts) to have solved this problem, despite 

Respondents’ claim that they teach the same thing as the challenged clauns. The ’267 Patent was 

also the srrbject of industry praise, as eviderrced by Nokia’s associated corrtribrrtiou being adopted 

to replace the “high efficiency” and “low complexity” modes that attempted to address the problem 

in the early standard. (See Tr. (Richardson) at 1899:4-16). Followmg the invention of the ’267 

Paterrt, the qrrestiou of how to address accrrmrrlatiorr of rormdurg enor was settled—other 

specifications, srrch as the AV1 Specification, adopted the same techniqrre of mamtammg 

predict! orr precision through the combination process of biprediction. (See Tr. (Morrlm) at 263:23­

264:9 (explaining “all these concepts are exactly the same in AVI” with respect to the ’267 

Paterrt)). This reflects mdustry praise and broad adoption of the claimed techniqrre. These 

secondary considerations fiulher srrpporl the validity positions discussed above—the inverrtiou of 

the ’267 Patent marked a transition from varied, less effective methods of addressing the 

accumulation of rormding error to a simpler, more effective sohrtion that was never used before 

brrt is now rrsed in two prominent video decodmg specifications.
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V. ALLEGED REDESIGNS

Respondents’ post-hearing arguments for why their alleged redesign is purportedly ripe for 

adjudication are ureconcilable with then arguinents at the Hearing for why that same redesign 

purportedly avoids infimgement of the Asserted Claims. In then Post-Hearing Brief, Respondents 

contend that their alleged redesign is ripe for adjudication and provide an analysis of the fom Milk 

factors. (RBr. at 83). Under this arralysis, Responderrts claim that their alleged redesign is 

“srrfficierrtly fixed in desigrr, havurg beerr irnplemerrted hr working cornpirters arrd inspected arrd/or 

operated by Complainants.” (RBr. at 84).

At the Hearing, however, Responderrts characterized the very same prodircts as

Tr. (Respondents’ Operring Statemerrt) at 99:3-5 (“But, more

“prototypes.”

importantly, more importantly, these prodircts that Nokia's experts came to inspect are prototype
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VI. REMEDY AND BONDING

Respondents have requested carve-outs and delayed implementation of any remedial orders 

on three bases. No tailoring of any sort is wananted. (See CBr. at § XI (Remedy and Bond)).

First, Respondents request to “delay the exclusion order until the UK rate-setting 

proceeding is complete and Respondents have had the opportunity to take a license at the 

adjudicated RAND rate.” (RBr. at 96). As discussed below and in Nokia’s Initial Post-Hearing 

Brief (see CBr. at § XI.A.l.a.), there is no reason or legal support for the Coimnission to permit 

Respondents to corrtimre to infimge Nokia’s U.S. patent rights while waitmg indefinitely for a 

foreign court’s decision. See 1379 ID at 126 (“I disagree with Amazon’s rrnsirpporied reqirest for 

an indetermirrate per iod of delay. Amazorr... igrrored the impact of its corrtinired importation and 
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sale of infringing products dming an unknowable delay waiting for a judicial detenninatiou.”).

Respondents also argue that the UK proceedings preclude any remedy. As discussed further 

in Section V1I.A, infra, RAND is not its own public interest factor, Respondents fail to tie then 

RAND-related arguments to any specific public interest factor, and Respondents’ RAND defense 

and contentions fail on the merits. See, e.g., Certain LTE- and 3G-Conipliant Celhdar Coninicn’s 

Devices, Inv. No. 337-TA-l 138, RD at 2 (Apr. 3, 2020) Q'Certain LTE'3G Devices”) (stating that 

assessment of a FRAND violation “is not one of the public interest factor considerations and would 

not preclude the Commission from issuing a remedy.”). Respondents’ RAND-related arguments 

should be rejected.

Second, Respondents seek a carve-out for the education segment, allegmg that there may 

be “disproportionate hann” to K-12 schools and students. (RBr. at 96). As discussed further below 

and m Nokia’s Initial Post-Hearmg Brief (see CBr. at § XII.A.), Respondents presented no 

evidence—disproportionate or otherwise—to K-12 schools and students. Indeed, Respondents’ 

owrr expert. Dr. Seth, disavowed considering stirdent oirtcomes at all. (Tr. (Seth) at 1870:2-5).

Thud, Respondents request a warranty and repair exemption. (RBr. at 96-97). To justify 

such an exemption, the Commission considers, among other things, evidence of “the expectation 

of consmners” and the “terms of any available warranties for the device.” Certain Graphics 

Systems, Components hereof. And Digital Televisions Containing the Same, Inv. No. 337-TA- 

1318, Couuu’u Op. at 83 (Feb. 23, 2024) (collectmg cases). Respondents fail this standard. They 

baldly assert that they each have a warranty policy, but fail to demonstrate then customers’ 

expectations or to address then warranty tenus, which do not support an exemption. (RBr. at 97 

(citing RDX-11C.32, which cites RX-1150, RX-1131, JX-0083C)). Acer’s warranty terms allow 

it to refimd the pinchase price (see RX-4022 - RX-4024), making an exemption unnecessaiy. 
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Certahi Magnetic Data Storage Tapes & Cartridges Containing Same (11), Inv. No. 337-TA-1076, 

Comm’ll Op. at 61-62 (June 20, 2019) (declming exemption where respondent could provide a 

refund rattier than replace or repair the product). ASUS fares no better. No evidence shows ASUS’s 

wananty tenus for the ASUS Accused Products. (See RX-1131 (only providuig steps on “How to 

Inquhe Wananty Status”); JX-0083C

see rz/so JX-0085C-JX-0095C

There is “no evidence of contractual terms or wan anties that demonstrate 

the obligation to perform [repair or replacement] services or other evidence of consumer 

expectations ....” 337-TA-1076, Counu’u Op. at 61-62. A wananty exception is not supported.

VII. PUBLIC INTEREST

Relief must be granted upon a finding of a violation unless the stahrtory public interest 

factors dictate otherwise. Respondents’ shares of the U.S. PC market do not give rise to any 

legitimate public interest concern given the myriad functional substitutes available. To distract 

from the lack of any legitimate public interest concenis, Respondents resort to resrmectuig a 

defunct injury requirement that Congress wrote out of law decades ago. (See RBr. at 90 (“If the 

adverse impact of an exclusion order exceeds the benefit to the patent holder, relief should not 

issue.”); see generally id. at 89-91). Suice 1988, a complainant has not needed to show uijruy 

because Congress “explicitly reuiov[ed] the requirement of proof of injrrry to the domestic industry 

and makuig it mmecessary to show irreparable harm to the patentee in the case of infimgement by 

imporlatiou.” Sponsion, Inc. v. Int’l Trade Comm ’n, 629 F.3d 1331, 1358-59 (Fed. Ch. 2010); see 

also id. (citing S. Rep. No. 100-71 at 129 (1987) (“The Conmiittee does not intend that the ITC, 

in considering the public health and welfare, or the President, hr reviewing the ITC’s determination 

on policy grormds, will reintrodrrce these [injury] requirements.”)).
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Even more, while Respondents claim that “Nokia would gain no cognizable benefit from 

an exclusion order” (RBr. at 89-90)—which is not a prerequisite to remedial orders—Respondents 

“ignore[] the benefit arising simply from vindication of [Nokia’s] patent rights.” 1380 ID at 181 

(rejecting public mterest argument that “Nokia ‘would receive no benefit fiom an exclusion 

order’”); Certain Display Controllers, Inv. 337-TA-491/481, Couuu’u Op. at 66 (Feb. 4, 2005) 

(protecting U.S. IP rights “foster[s] research and development of new teclmologies and will lead 

to greater competition in the marketplace”); Certain Baseband Processor Chips, Inv. 337-TA-543, 

Conmi’n Op. at 13 6-3 7 (June 19, 2007) (noting Congress’s express rejection of an injmy 

requirement in favor of protecting the “strong public interest” in enforcing U.S. IP rights). 

Respondents’ characterization of Nokia as “foreign” is both wholly irrelevant and misleading. 

Nokia has substantial U.S. facilities and employs thousands of U.S. citizens as part of its 

mfrastnicture busmess. (See, e.g., Tr. (Nokia Opening) at 19:14-23; RX-0728.006 (Nokia 2024 

Arurual Report)).

In the same vein, Respondents’ argument that they—the infimgers—are “precisely the 

enterprises Congress intended Section 337 to protect” is illogical. (RBr. at 90). Prechrdmg a 

remedy because unlicensed infimgers’ businesses might suffer the consequences of their own 

infringement undermines Section 337’s actual puipose—protecting U.S. intellectual property 

rights agairrst importurg infimgers. See Certain Display Controllers, Inv. No. 337-TA-491/481, 

Corrmr’rr Op. at 66 (Feb. 2005). Regardless, there is no concrete evidence of harm to Respondents’ 

businesses, let alone then U.S. business.

A. Nokia’s RAND-Encumbered Asserted Claims Do Not Preclude Exclusionary 
Relief Under Section 337

Under longstanding Cormnission precedent, patentees are not precluded fr om seeking and 

receiving exclusionary relief under Sectiorr 337 wherr the asserted claims are RAND-encumbered. 
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See UMTS and LTE Cellular, Inv. No. 337-TA-1240, RD at 19-20 (collecting cases) (“Even if the 

asserted patents are SEPs, it has not been shown that issuing an exclusion order based on 

infringement of patents subject to a FRAND declaration is contrary to the public interest.”); 

Certain LTE/3G Devices, Inv. No. 337-TA-1138, RD at 6 (Apr. 3, 2020) (“[N]o Commission 

precedent [] supports” the argument that “a violatiorr of FRAND principles bars arr exclusion 

order.”); accord Apple Inc. v. Motorola, Inc., 151 F.3d 1286, 1331-32 (Fed. Cir. 2014) (“To the 

extent that the district com! applied a per se mle that injunctions are imavailable for SEPs, it erred. 

. . . [W]e see no reason to create ... a separate rule . . . for addressmg mjrmctions for FRAND- 

conuuitted patents.”). There is no reason to depart from this precedent in this Investigation. RAND 

itself is not a prtblic interest factor, and Respondents fail to tie their RAND-related argrunerrts to 

any specific prrblic interest factor. See, e.g.. Certain LTE/3G Devices, Irrv. No. 337-TA-l 138, RD 

at 2 (Apr. 3,2020) (stating that assessment of a FRAND violation “is not one of the prrblic interest 

factor considerations and would not prechtde the Commissiorr from issuing a remedy.”).

Respondents argrre that an exclusion order is improper because they are willing licensees 

brrt cite no airthority reqitiring Nokia to demonstrate Respondents’ rmwillingness to obtain 

exchrsionary relief. Regardless, Respondents’ pinported eviderrce of willingness is that they 

conuuitted to accept a rate that may be set by the U.K. High Corut (RBr. at 89). Responderrts’ 

transparent attempt to erase years sperrt holdmg out during negotiations with Nokia only to nm to 

a foreigrr corut after Nokia sought to enforce its U.S. patent rights is a bad faith tactic of an 

rmwilling licensee: “rrot takirrg a license before [] exlraust[ing] [its] litigation options” and “then 

demand[mg] FRAND statrrs when caught” because “the only risk to them ... is to pay a FRAND 

based royalty.” Certain Wireless Devices with 3G and/or 4G Capabilities, Inv. No. 337-TA-868, 

ID/RD at 114 (Jrure 13, 2014). Even more, Responderrts expressly preserved the right to appeal hr 
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the U.K., a process that will prolong Respondents’ infringement by years, in a direct challenge to 

the Commission’s mandate to adjudicate and remedy infringement expeditiously.

B. The Statutory Public Interest Factors Do Not Weigh Against Relief

Respondents improbably assert that no readily available alternatives exist in the 

competitive PC market, so an exclusion order should not issue for it “would harm competitive 

conditions in the U.S. economy, U.S. consumers, and the public health and welfare.” (RBr. at 96). 

Respondents’ claims are entirely unsupported in fact and untethered to those superficially- 

referenced public mterest factors. See, e.g., Certain Wireless Devices with 3G and 4G Capabilities 

and Components Thereof, Inv. No. 337-TA-868, Order No. 84 at 4 (Dec. 18, 2013) (the public 

interest inquiry “must be tethered to the four statutory factors”).

Respondents claim that there are no alternative prodircts to meet demand, birt wholly fail 

to address the eviderrce that of the market is crmently supplied by alternative, directly 

substitutable prodircts tluough existing supply chains. Respondents proffer three imsupported 

reasons to ignore those market realities; none is conect.

Switching Costs. Respondents claim—without evidentiary support—that “academic 

research indicates operating systems carry the highest switching costs of almost any industry in 

the United States.” (RBr. at 92). These alleged switching costs are imsirbstantiated, and as a result, 

“[t]he potential inefficiencies of using multiple [PC] vendors for some [Acer arid ASUS] customers 

nonetheless would not appear to oirtweigh the benefit to ‘the U.S. economy [of] enforcing valid 

intellectual property rights’ if there is a violation here.” Certain Vehicle Telematics, Fleet 

Management, and Video-Based Safety Systems, Devices, and Components Diereof, Inv. No. 337- 

TA-1393, ID/RD at 284 (Sept. 8, 2025) ("’Certain Vehicle Telematics'’'’') (citation omitted).

First, Respondents do not achrally cite any “academic” evidence, as they cite only a 

demonstrative, which lists a string of 25 exhibits. (See RBr. at 92 (citing RDX-11C.21)). None of 
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those 25 exhibits support Respondents’ claim or is even an academic paper published in the last 

15 years based upon current market conditions. Second, there will be no switching costs for the 

existing installed computers because remedial orders will not displace any computer already m a 

consmner’s possession. (See Tr. (Akemaun) at 968:9-12). Thud, to the extent schools crmently 

using Acer or ASUS Cluomebooks wish to pinchase additional devices, no evidence supports any 

bmden. Schools already operate devices from multiple manufacturers with the same operating 

system, (e.g., CX-1932 (LAUSD offermg Dell, HP, and Lenovo Cluomebooks); RX-0743 (Google 

search results for Cluomebooks listing munerous brands)), and neither Respondents nor its expert 

Dr. Seth identified any “unique fiuictionality for stirdents [on Acer and ASUS computers] not 

available on other computers.” (Tr. (Seth) at 1869:23-1870:1). Indeed, Respondents tout their 

share of the Chromebook segment, but Chrome OS is specifically designed to be hardware 

agnostic—“[a]ny Chromebook is supposed to work with any other Chromebook” because the 

“operating system arid software ruu[] in the cloud.” (Tr. (Akemarui) at 2110:21-2111:2). Nor have 

Respondents shown that switchuig from Chrome OS to Wuidows or Apple OS would materially 

affect educators or consiuners. The evidence confirms that “there’s clearly a lot of switching and 

competitiveness across Chromebooks and/or typically other lower-priced laptop products.” (Tr. 

(Akemaun) at 2110:15-17). For example, the Los Angeles Unified School District (“LAUSD”), 

which Respondents cite as “using” their products, already uses devices from multiple other OEMs 

and is not even cimently offering Respondents’ products, (id.; see also CX-1884 (various branded 

laptops cimently offered through LAUSD’s distributor); CX-1888 (Troy City Schools’ list of 

Chromebook models that alternates between ASUS and Lenovo devices every two grade levels)).

While Respondents claim that educational mstitirtions are “typically locked in for periods 

of three, five, or seven years . ..,” (RBr. at 93), they fail to offer evidentiary support. They pomt 
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to no contract that “locks in” education institutions to use Respondents’ products, let alone any 

contract with an education institution for provision of computers at all. (See CBr. at § XI.A.l). 

Acer’s corporate witness, Ms. Joyce Ciiits, even admitted that

(JX-003IC (Cnrts Dep.

Tr.) at 113:21-114:1). The evidence confirms this admission. (See Tr. (Seth) at

There is 

no evidence of “any contractual prohibition that would preverrt a school district or other 

edrrcatioual institirtion fr om shifting [to a differerrt brand] if their erment srrpplier [Acer or ASUS] 

somehow didn’t have computers.” (Tr. (Akemarm) at 968:17-24; see Tr. (Seth) at 1870:6-9). Thus, 

the record belies Respondents’ assertion that schools are “locked hr” or face disproportionate 

switchurg costs. There is no “exceptional burden” that srrpports tailoring. Certain Vehicle 

Teleniafics, Inv. No. 337-TA-1393, ID/RD at 285 (Sept. 8, 2025).

Next, Responderrts posit that “srrbstantial switching costs” inchrde consruner losses from 

an exchrsiorr order. False. Under own Dr. Seth’s flawed calcrrlations, the maximrun possible 

temporary price hrerease is just 1.37%—or, for a $200 PC, a price increase to $202.74. (Tr. 

(Akemarm) at 2113:21-2114:13). Dr. Seth admitted this “temporary fluctuation” is “less than the 

average yearly inflation.” (Tr. (Seth) at 1886:22-25). She further admitted that everr this nominal 

price increase worrld not be permanerrt because she rrsed a static model that did not accoimt for 

supply-side changes srreh as new market errtrarrts or introdrretion of new models by existing 

competitors. (See Tr. (Seth) at 1886:6-8; Tr. (Akemarm) at 2112:21-2113:10 (“. . . other sirppliers 

would exparrd or offer new models in there very quickly, which worrld imdermine all of the effects 

that [Dr. Seth is] estimaturg imder that static approach”)). There is nothing correenring aborrt a 
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maximum price increase of 1.37% that would dissipate “almost iimnediately, if it even occurred 

in the first instance.” (Tr. (Akemann) at 2114:5-9).

Furthermore, Dr. Seth’s consumer siuplus analysis is based on flawed, outdated 

assumptions and riddled with logical inconsistencies. For example, while Dr. Seth takes pains to 

divide the market into niche segments to inflate Respondents’ shares of the low-cost, education, 

and gaming segments, (see CBr. at 177-179 (“Respondents’ Small Market Shares”)), when 

calculating her maximinn consmner welfare loss, she inexplicably uses an average PC price of 

$973 for the entire PC market. (See Tr. (Seth) at 1878:3-1879:18; Tr. (Akemann) at 2112:4-20). 

She also admittedly uses a price elasticity figure—an input critical to her calculations—taken from 

data from 2004, over two decades ago, before Cluomebooks were even invented, without any 

additional analysis to confirm its applicability in today’s market. (Tr. (Seth) at 1881:20-1885:10).

Market Shares. Dr. Seth distorts the PC market by slicing the industry into miniscule sub­

segments and focusing on those in which Respondents have comparatively “larger” shares to claim 

that competitors could not “irmnediately” adjust to an exclusion order. Her opinion is based on 

munerous methodology flaws. First, Dr. Seth does not apply any reliable methodology to arrive at 

her segmentations. Her “finger in the wind” approach to segmentation is arbitrary, unsupported by 

data, and methodologically imsoimd—as even she admits. (Tr. (Seth) at 1876:4-10 (“Q. So this 

$50 to $500 band here, that’s something that you picked, conect? A. Yes. Q. Okay. And what 

economic literatirre did yoir cite that this is an appropriate way to segment the market? A. As I just 

explained there isn’t a imiversal way that the data, vendors, OEMs, anybody presents these 

bands.”); see, e.g., Tr. (Akemann) at 2110:4-6 (“[An individual] segment isn’t somehow distinct 

and isolated from competitive forces. Consirmers can and do switch across segments.”), 2107:21­

2108:2 (explaining that Dr. Seth’s arbitrary price segmentation would result in two “very similar, 
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if not identical products” that differ in price by only $2 falling into different segments)). Her 

approach is not tied to any fimctionality.

Second, Dr. Seth opined about Acer and ASUS’s collective shares of certain segments, but 

offered no opinion on the harm from excluding either Respondent individually. (Tr. (Seth) at 

1866:23-1867:1; 5ee RBr. at 93 (citmg Acer and ASUS’s combmed market shares without 

reference to then individual shares)). But Acer and ASUS are separate entities, with distinct 

product offermgs, and Dr. Seth’s own calculations expose the flaw m treating them collectively. 

For example, while Respondents collectively hold approxunately of Dr. Seth’s 

Chr omebooks-for-educatiou segment, ASUS occupies of that mar ket, which she admits 

is not a public interest concern. (CX-1952C (IDC 2025Q2 Market Data); CX-1944C (1DC 2022­

2024 PC Segment Data); Tr. (Seth) at 1867:11-14 (statmg that^| m the education segment is not 

a public interest concern)). Similarly, Acer holds of Dr. Seth’s gaming laptop segment, 

which likewise is not a public interest conceni. (CX-1944C (IDC 2022-2024 PC Segment Data)). 

While the combined market shares do not give rise to a public interest concern, there is no reason 

to grant one entity an exemption from an exclusion order based on another entity’s market share.

Supply Chain. Even acceptmg the market shares for subsegments cited in Respondents’ 

brief, none of which exceed the other OEMs currently supply more than of the market 

through existmg sirpply chains arrd carr meet demand. To start. Dr. Seth’s artificial subsegments 

are not meanmgfirl when it comes to srrpply. For example. Respondents claim that in the low- 

price gaming segment, other OEMs would have to mcrease manufacturing by^| in that segment 

to replace the Accused Products. Brrt the low-price gaming segmerrt consists of only 26,000 total 

rmits, and Acer’s share is (See Tr. (Seth) at 1874:7-1875:6 (discrrssingCDX- 
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26C.17)). Iii the overall U.S. PC industiy consisting of approximately 70 million units, 

manufactming capacity units (fractions of a percent) is a dr op in the bucket.

Moreover, OEMs do not operate withm the confines of Dr. Seth’s arbitrary segmentations. 

As Mr. Dastmalchi testified, “that type of segmentation is not really reasonable or accurate from a 

supply chain standpoint, because the supply cham isn’t really tailored to those specific 

subsegments in that level of granularity.” (Tr. (Dastmalchi) at 800:16-20). Instead, the electronics 

supply chain utilizes standardized components and operates withm a model called “postponement 

manufactming,” m which product customization is delayed until the “very end of the 

manufactming process.” (Tr. (Dastmalchi) at 785:7-15, 789:15-19 (“[Component suppliers] will 

just see demand shift from one OEM to another, again, because these are standard suppliers that 

serve all the different OEMs.”), 802:15-803:2 (OEMs “are sharing memory suppliers, 

microprocessor suppliers, disk drive and display srrppliers”); see also Tr. (Akemanu) at 919:16­

920:2 (discussing srrpply-side flexibility to prodirce devices that meet demand across segments 

giverr the frmctioual similarities), 967:3-968:1 (noting that brandmg couipirters as “gaming- 

orierrted” or “education-oriented” is “more of a marketmg exercise than any nieanmgfirl distmctiorr 

from a frmctioual perspective”)).

Respondents further claim, based orr Dr. Phiroz’s flawed, overly general testimony, that 

the srtpply chain carmot “iuuuediately” adjust to arr exchrsiorr order. Brtt Dr. Phiroz has zero 

experience hr the electronics srrpply chain (for which Responderrts did not seek to qrtalify him) 

and did not testify aborrt the actrral dynamics of the electronics srrpply chain. (Tr. (Phiroz) at 

1523:4-6; 1523:9-11; 1524:1-4; 1524:5-7; 1524:12-14; 1524:24-1525:1; 1525:12-22). In addition, 

in a fundarnerital methodological flaw. Dr. Phiroz testified that he focused on Acer and ASUS’s 

supply chains, which will no longer be relevant, rather than flexibility in competitors’ srrpply 
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chains, which would meet increased demand. (Tr. (Pliuoz) at 1533:11-14). Dr. Phiroz also 

improperly based his opinions on the panotmg of Acer’s corporate witness testimony without 

independent analysis—a practice for which a federal com! has previously excluded his opinions. 

{See Tr. (Phiroz) at 1535:20-1536:10, 1537:9-1538:12 (discussing CX-7209.0018 {Lan Glob. Inc. 

v. Alchemy Telco Sols. US, LLC, No. 22-CV-11732-AK, 2024 WL 3567380, at *24 (D. Mass. July 

3, 2024)))). Yet, even then, Dr. Phiroz and Respondents admit that there are flexibility tools in the 

supply chain and that OEMs will adjust, yet he refiised to offer an opinion on exactly how long 

that will take. (Tr. (Phiroz) at 1539:6-1540:12).

In contrast, Mr. Dastmalchi, who has extensive experience in the electronics supply chain, 

testified that the electronics supply chain contains layers of protection against any supply shortage. 

{See CBr. at 179-183 (discussing the various safety mecharrisms in detail)). Mr. Dastmalchi 

systematically considered Respondents’ market shares, existmg inventory in the charmel, 

flexibility parameters, re-roirting of standardized cornponerrts, business corrtinrrity plans, off- 

balance-sheet mventory, and the six-month period betweerr the recormuendation of an exchrsiou 

order and completiorr of the presidential review period allowing srrppliers to adjust then forecasts, 

which provides sufficient protectiorr against sirpply gaps. {See CBr. at 179-182). Respondents’ 

throw strawmen arguruents against this testimorry, brrt Mr: Dastmalchi testified he accoimted for 

those facts, and even Dr. Phiroz admits that alternative srrppliers have existing srrpply chains 

covering every foot of the Urrited States. {See Tr. (Phiroz) at 1530:16-19). Thrrs, no evidence 

srrpporls Responderrts’ bald claim that “sigrrificarrt engiueenng and retooling” is reqrrired. {See 

RBr. at 94-95). At bottom. Dr. Phiroz concedes the srrpply chairr will adjust brrt offers no 

alternative assessment orr how qrrickly it will do so. The evidence demonstrates that the electronics 

supply chain is highly flexible and there will be no detrimerrtal shortfall.
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C. Respondents’ RAND Arguments Are Meritless

Nokia complied with RAND in two independent ways: by negotiating in good faith towards 

a license on RAND tenus, and by making RAND-compliant offers to Respondents—offers which 

are still open for Respondents to accept. Knowmg the evidence defeats their RAND arguments, 

Respondents advance myriad argirments divorced from the trial record. For example:

Respondents’ other argirments, discussed below, do not fare any better. Respondents have 

accordmgly not met their bmden of proving their RAND defense.

1. Nokia negotiated with Respondents in good faith by their own 
admission.

Nokia complied with RAND by negotiating hr good faith towards a RAND license. The 

record demonstrates that Nokia engaged in sustamed, substantive licensmg discussions with both 

Acer and ASUS for years before resorting to litigation. Nokia mitiated negotiations with Acer and 

ASUS as early as 2018, dining which time Nokia demonstrated its good faith by providing 

technical information, including claim charts and patent lists that substantiated the breadth and 

strength of Nokia’s video portfolios.

And after nearly a year of teclmical
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discussions, including numerous in-person technical meetings in Taiwan, Acer conceded that

(CX-300C). Nokia 

continued to negotiate in good faith by sharing anonymized license lists, judicial opinions from 

prior ITC investigations, German com! decisions, and—during the pendency of this 

Investigation- 

To wit. Respondents’ own witness admitted under oath that 

. The Coimnission Investigative Staff 

independently agrees, finding that “the evidence showed that Nokia acted in good faith and has 

complied with its RAND cormnitmerrt” and that “there was no credible evidence that Nokia has 

engaged in paterrt hold-rrp in its negotiations with either Acer or ASUS.” This is rmsmprising, 

giverr that Nokia’s negotiations with Respondents in this Investigation closely adheres to its 

condirct from the 1379 and 1380 mvestigations, where two separate ALJs concluded that Nokia’s 

licensing program and practices were consistent with all applicable RAND obligations. 

Respondents’ assertion that Nokia breached its drrty to negotiate in good faith is 

contradicted by the extensive eviderrtiary record developed at the hearing and by the findings of 

rnirltiple adjudicative bodies. To start, Responderrts’ characterization of Nokia as presenting “take 

it or leave it” demands is belied by the fact that Nokia made mrrltiple distinct offers to Respondents, 

each at different price pomts, and all within the RAND range established by Nokia’s comparable 

licenses.

(CBr. at 192). AU^^f offers remain open for Responderrts to accept, and all^^| are RAND-

compliarrt, as confirmed by multiple nerrtral arbiters.
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Next, Respondents’ central theme—that Nokia filed suit solely to extract supra-RAND

royalties—is a false conclusion masquerading as evidence. The premise of Respondents’ “hold-

up” theory is that Nokia's program rates lack any economic foimdatiou and therefore every step

Nokia has takerr is coercive rather than protective of legitimate patent rights. Birt as demonstrated

in Nokia’s opening brief, Nokia’s program rates have beerr validated by comparable

license agreements —and

been confirmed as RAND by two ITC ALJs and two German courts. (CDX-10C.6; CDX9.32; CX-

7215; CX-484; RX-1945). The Staff likewise found “rro credible eviderrce” of hold-up and

conchrded that “Respondents’ argument that Nokia’s licenses captiue ex post hold-up value is

merely a theory—and is belied by the large numbers of sophisticated companies that have

repeatedly agreed to take a license to Nokia’s patents at an established rate.” (SBr. At 143).

Critically, Nokia did not use this Investigatiorr or arry other litigatiorr to ratchet its offers irp beyond

RAND; instead. . (CBr. at 192; CX-7068C; CX-7070C).

Nokia’s offers rernam open, supporting Nokia’s pirrpose in filing suit to end Responderrts’ years

of hold-oirt, secirre a license at its established, adjirdicated RAND rates, and level the playmg field

, among others.

The eviderrce also shows it was Respondents—not Nokia—who failed to negotiate in good

faith. ASUS’s

—for Nokia’s entire video codec portfolio covering approximately ■

. (CBr. at 200; Tr. (Gray) at 743:25-744:2).

CDX22C.35; JX-0035C (A. Chen Dep.) at 67:6-

16).
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CBr. at 203). Acer’s condirct was

similarly dilatory:

(CBr. at 203-04). Based on this record, Staff confirms that “both

Respondents failed to negotiate in good faith” and that “both Acer and ASUS appear to have 

engaged in delay tactics such as not responding to correspondence or demanding excessive 

amounts of infonnation without making progress on negotiations.” (SBr. at 148).

In srmi, Nokia negotiated hr good faith: it engaged with Respondents orrtside of htigatiorr 

for years, provided extensive teclmical and licensing urfonuation, made rmrltiple RAND- 

compliarrt offers, arrd even offered arbitration. Nokia complied with RAND on this basis.

2. Nokia’s offers are consistent with RAND.

Arrother, independent way for Nokia to comply with its RAND conuuitment is to make 

Respondents a RAND-compliant offer. Nokia made thern^^| RAND-compliant offers. (CBr. at 

192). Respondents’ corrtrary positiorr—^premised orr igrroring what their competitors and the rest 

of the market pay for a license to Nokia’s paterrts—is uupersuasive.

a. The evidence showed Nokia’s offers to Respondents are RAND

As explained in Nokia’s Post-Hearing Brief, comparable licenses are the best evidence for 

determirring a RAND rate because they reflect the market-accepted rate for Nokia’s portfolio. 

(CBr. at 193). This view has beerr adopted by marry jrrdges. (CX-484.109; Tr. (Akeruann) at 

2092:23-2093:4; CX-7215.75; Tr. (Martikainen) at 684:4-18). Nokia has^^^ comparable 

licenses supporting that Nokia’s program rates are consistent, accepted by the market, and RAND- 

compliant, including licenses with
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(CBr. at 192-97). Nokia’s offers to Respondents are within the RAND range based 

on what Nokia’s licensees pay, demonstrating Nokia’s RAND compliance. (Id. at 192).

b. Nokia’s licenses should not be ignored in favor of pool rates. 

Knowing Nokia’s licenses defeat their RAND arguments, Respondents claim all Nokia’s 

licenses should be ignored. Instead. Respondents say the MPEG LA and Access Advance 

patent pools—which do not include Nokia’s patents—must be used to value Nokia’s portfolio. 

(RBr. at 113). Based on their patent pool approach,

First, there is no sound basis to ignore Nokia’s comparable licenses. Respondents claim 

that Nokia’s licenses must be disregarded because they are the resirlt of coerciorr

* Dr. Lopez calls these “irpper bound” RAND rates in his report, yet at the hearmg, claimed some 
difference between evahrating a RAND offer and a RAND rate. (Tr. (Lopez) at 1654:22-1656:6; 
Tr. (Akemarm) at 2093:5-15). That is a distmctiorr without a difference—if Nokia made a RAND 
offer, then it complied with its RAND corrmiitment to be prepared to grarrt licenses orr RAND 
terms. This artificial distinction seems to be riothirrg more than a ploy to srrpport Respondents’ 
flawed position that the ITC—which Respondents asked to evahrate RAND—shoirld defer to the 
UK rather than judge RAND compliarrce based orr the evidence here. (See RBr. at 98).
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Second, Respondents’ pool aigument is flawed. They inconectly suggest it is Nokia’s 

bmden to show that its patents are stronger than those hr the pools. But as the party relying on 

patent pools, it is Respondents ’ bmden to show that the pools are of comparable value, (c.f. Bio­

Rad Lab., Inc. v. I OX Genomics Inc., 961 F.3d 1353,1372-74 (Fed. Cir. 2020) (the Federal Cucuit 

“has often excluded licenses that are tecluiologically or economically nou-comparable”)). They 

have not done so.® Respondents presented Dr. Acton, who puiportedly analyzed the MPEG LA 

and Access Advance pool patents and concluded they were similar to Nokia’s portfolios. (Tr. 

(Acton) at 1544:15-25). But Dr. Acton’s methodology is umeliable: he did not consider the 

strength of Nokia’s video codec portfolio wholistically as compared to the pools; he did not 

analyze the essentiality of any of the pool patents; and he did not look at the Asserted Patents’ 

claims to determine what they “cover and what they don’t.” (Id. at 1545:1-12, 1566:7-18, 1569:7­

13, 1571:2-14, 1572:22-1573:5, 1575:13-24). Dr. Acton merely looked at three cheny-picked 

patents out of thousands and claimed they showed that not “all of the patents in the Patent Pools

5 Respondents’ reliance on HP’s public interest comments in the 1380 Investigation fail for the 
same reason—HP and Amazon made all the arguments Respondents make now, but Nokia’s rates 
were found RAND.
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were weak.” (Id. at 1562:8-15). Dr. Acton simply “didn’t value the technological contributions” 

to the pools “from an economic standpoint,” (Tr. (Simcoe) at 1649:24-1651:5), so his cmsory 

analysis camiot show that the pool patents are teclmicaUy or economically equivalent to Nokia’s.

And the evidence shows they are not. Coin! decisions confirm patent-pool rates are 

typically less than the rates attamable tluough bilateral negotiations; that patent pools tend to 

attract weaker patents; and that comparable licenses for the portfolio at-issue, when available, are 

prefened to value those patents as opposed to patent pools. (Tr. (Akematm) at 965:4-966:14; 

Microsoft Corp. v. Motorola, Inc., 2013 WL 2111217, at ^ 465-66, 498-501 (W.D. Wash. April 

25, 2013); in re Innovatio IP Ventures, LLC Patent Litig., 2013 WL 5593609, at *35-36 (N.D. Ill. 

Sept. 27, 2013)). In fact, the patent pools Respondents use were “set up to facilitate low-price 

cross-licenses between large implementers.” (Tr. (Akemann) at 914:7-11, 915:3-7). Though 

Respondents criticized Dr. Akematm for this testunony, then own negotiator confirms it: 

Indeed, the market already rejected Responderrts’ pool-based approach.

(App’x § III at Figure 1). In claiming this is the maximum

rate Nokia can charge for its patents. Dr. Lopez implies that Nokia’s licensees

This is not credible. Arrd while
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Respondents note that other of Nokia’s licensees raised pool rates as a negotiation tactic, they 

critically do not say these companies ultunatelypaid only pool rates—^because they did not. (e.g.,

JX-126C Simply put, the market aheady rejected

Respondents’ pool-based approach.

c. Dr. Lopez’s counter-unpackings are flawed yet still belie his 
pool rates.

Although Respondents and Dr. Lopez (inconectly) say Nokia’s licenses should be ignored, 

Dr. Lopez critiqued some of the unpackings Dr. Akemann did to calculate an effective per unit 

rate from a lump smn license.^ Dr. Lopez’s unpackings are flawed, yet they also confirm his pool­

based rates and Respondents’ offers are not in the RAND range for Nokia’s portfolio.

As discussed hr Nokia’s Post-Hearing Brief, Dr. Lopez’s coimter-rmpackmgs are irmeliable 

in several ways, and Dr. Lopez made at least one crucial enor in every impacking he did. (CBr. at 

205-08; Tr. (Akemarm) at 2096:13-25, 2097:13-2105:15; Tr. (Lopez) at 1771:19-1777:5; 

CDX22C.48-.55).® For example, when rmpackurg^^^^^^^^^^^^^^^^^^^^^^^^H
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Unreliable as they are, Dr. Lopez’s unpackings undennine Respondents’ arguments.

3. The UK proceedings do not alter the RAND analysis

Finally, Respondents misstate the legal standard governing Nokia’s RAND obligations by 

suggesting that the Commission’s inquiry should focus on whether they are “willing licensees” 

who will accept a UK-determined rate. This inverts the analysis. The question is not whether 

Respondents have expressed subjective willingness to license years in the future, but whether 

Nokia has complied with its RAND obligations. (CBr. at 188-89). As Staff correctly recognized, 

the RAND cormnitment does not reqirire capitirlation to a particular forirni or rate-setting 

mechanism preferred by the implementer. (SBr. at 146-47). Nokia’s RAND corrmiitments are 
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satisfied when Nokia demonstrates that it has negotiated in good faith or made RAND-compliant 

offers—both of which are established on this record and confirmed by multiple adjudicative 

bodies.

Respondents’ heavy reliance on the UK proceedings is misplaced. First, the UK corn! has 

not determined that Nokia’s offered rates are not RAND; it has orrly declared interim license terms 

pendirrg a firtrue rate-setting trial.® Second, Nokia has mamtamed jurisdictional challenges to the 

UK action and has not consented to its rate-setting authority. Third, the UK proceedings caruiot 

resolve the firU scope of this disprrte. Nokia asserts errcoding and AV1 claims that are not srrbject 

to arry RAND conmiitrnent and fall orrtside the scope of arry RAND rate-setting proceeding. 

Fourth, the timeline of the UK proceedings is uncertain—Dr. Seth conceded she had “no idea” 

whether appeals coirld extend the process and admitted this was “new information” she had not 

considered. A UK action that may take years to become final arid that carmot resolve all claims at 

issue provides no basis for the Couuuissiori to withhold the relief Congress mandated under 

Section 337.

There is also no legal or practical justification for the ITC to relinqrrish its statutory 

jurisdiction to await an uncertain orrtcorne in the UK. Section 337 investigations “rnirst be 

completed as expeditiously as possible,” arid Congress created this mechanism precisely to provide 

rapid relief against unfair import practices. Multiple courts have aheady evaluated Nokia’s RAND 

compliance and found its rates to be RAND. (Supra § VII.C.1). As Nokia’s Chief Licensing 

Officer testified, “in this case we have received guidance fiom four courts regarding our rates, and

® Respondents’ suggestion that the UK court has already resolved Nokia’s RAND compliance is 
rnisleadirrg. The UK interim license order states “I caruiot determine who is right or what the 
RAND rate is. Those are all matters for the final trial of these actions.” (RX-2418.85). That order’s 
assessment of RAND was limited to determining whether Nokia’s arbitration offers discharged 
Nokia’s RAND obligations, not whether Nokia’s other licensing offers complied with RAND.
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our rates have been confirmed to be RAND. We don’t think that parties should be delaying the 

matter any further by going through a long process in the UK.” (Tr. (Martikainen) at 680:23­

681:2). Respondents’ request to defer to the UK is also directly contrary to their own request that 

the Coimnissiou adjudicate then RAND defense—a contradiction laid bare when ASUS’s General 

Counsel testified that

(Tr. (Cheng) at 1272:6-10). The 

Commission should reject Respondents’ attempt to use foreign proceedings to delay accountability 

for their ongoing infimgement ofNokia's U.S. patent rights.

D. Respondents’ Unenforceability Defenses Fail

Respondents’ equitable estoppel and implied waiver defenses fail. For equitable estoppel, 

Respondents must show: “(1) misleading conduct by the patentee leading the infringer to believe 

that the patentee would not enforce its patent; (2) the infringer’s reliance on that conduct; and (3) 

material prejudice to the infringer based on that reliance.” Certain Sortafion Sv5., Inv. 337-TA- 

460, Coimn’n Op. at 10 (Feb. 19,2003). For implied waiver, Respondents must show that Nokia’s 

conduct was “so inconsistent with an intent to enforce its rights as to induce a reasonable belief 

that such a right had been relinquished.” Hynix Semiconductor v. Rambus, 645 F.3d 1336, 1348 

(Fed. Cir. 2011). An equitable defense based on breaching a disclosure duty “requue[s] either a 

showing of prejudice or egregious misconduct sufficient to justify the sanction of 

unenforceability.” Core Wireless v. Apple, 899 F.3d 1356, 1368 (Fed. Cir. 2018). Nokia frilly 

complied with its disclosme obligations, so no prejudice or misconduct renders the Asserted 

Patents unenforceable. There is also no evidence that Nokia “unfairly benefit[ted]” from the 

alleged late disclosme. Id.
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1. Nokia fully satisfied its disclosure obligations to the ITU.

Nokia fully satisfied its disclosme obligations to the ITU. Mr. Arthur Levin, Nokia’s 

expert, was one of nine people selected to develop the ITU IPR Policy. (Tr. (Levin) at 2043:5-23; 

2046:5-14). The objective of the ITU IPR Policy was to ensure that ITU Reconunendations (also 

called “standards”) were “accessible to everybody without undue constraints,” and not hindered 

by a patent holder refiisuig to license. (Id. at 2043:10-12,2047:1-12; JX-415.15). The ITU achieves 

this objective by requuing that any member who submits a contribution also srrbrnits a Paterrt 

Declaration form with a licensing corrmiitment for any essential claims. Of note, this licensmg 

counuitment applies to patent claims “reqirued for irnplemerrtatiorr of a specific 

Recormnerrdation.” It does not extend to non-essential paterrt claims. (JX-415.9, .8, .18)?°

The ITU provides for general and specific declarations. (JX-410.4). The ITU’s General 

Declaration form has two licensing options: to license for fiee or to license on RAND terms. (JX- 

410.10). In Jime 2001, Nokia sirbmitted a General Declaration agreeing to license arry essential 

claims for all ITU Recorrmiendations on RAND terms. (JX-179; Tr. (Levin) 2049:16-17; 23-25). 

The ITU’s Specific Paterrt Declaration forms mchrded three boxes with different licensing options: 

license for fiee (box 1), license essential claims on RAND terms (box 2), rmwilling to grant a 

license for fiee or on RAND terms (box 3). (JX-415.18; Tr. (Levin) at 2050:18-2051:4). If box 1 

or box 2 are selected, the Specific Patent Declaration form states that identifying patent 

informatiorr is “desired but not required.” (JX-415.18 (emphasis added); CDX15C.7). If box 3 is 

selected—that is, if the patent holder is uuwilHug to grant a RAND license—specific paterrt

’° Responderrts argrre Nokia should have sirbmitted multiple declaration forms, separately 
disclosmg essential and non-essential clauns. But the ITU’s policy does not require that Nokia 
distingirish—and separately disclose—^non-essential claims. Rather, the ITU’s IPR Policy outlmes 
that multiple forms can be “appropriate” if a patent holder wants to make different licensing 
conuuitments for different essential claims. (JX-415.8, .9, .18; Tr. (Levm) at 2063:1-14).
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mfomiation is required. (JX-415.18-.19, .10; Tr. (Levin) at 2050:24-2051:4). Nokia submitted its 

H.264 and H.265 Specific Patent Declaration forms in October 2002 and June 2013, respectively. 

(JX-184; JX-185). For each, Nokia selected box 2—the RAND licensing option—and was 

therefore not required to provide specific patent infonnation. Nevertheless, Nokia went above and 

beyond to disclose the specific Asserted Patents. (See JX-185; JX-412; CX-7008). For H.264, 

Nokia disclosed the ’321 Patent in October 2007. (Id.). For H.265, Nokia disclosed the ’321, ’701, 

and ’714 Patents in Jrme 2013, arrd the ’267 Patent hr December 2014. (Id.).

Respondents clahn that Nokia did not make a “best effort” to disclose its specific patents 

to the ITU, based on a srrpposed (1) lack of written policies, and (2) gap between patent 

applications and disclosrrre. (RBr. at 129). Birt Professor Simcoe’s analysis omits Nokia’s actual 

practices.

As to any “disclosme lag,” Professor Simcoe admitted

that his research foimd an average five-year lag between a member filing a patent application and 

discloshig it to the ITU. (Tr. (Simcoe) at 1634:22-1635:1). Professor Simcoe tellingly declmed to 

calculate Nokia’s actiral disclosme lags, (Id. at 1635:2-18), and cinsory review reveals why: 

Nokia’s conduct was agam exemplary, as Nokia disclosed all of the Asserted Patents quicker than 

the five-year' average.

The fact that Nokia submitted Patent Declarations after approval of the relevant standards 

also does not establish a lack of best efforts. There is no timing requirement for submitthig Patent

’’ Respondents say it was “muebutted” that Nokia did not use “best efforts” to disclose IPR. (See 
RBr. at 129). That is false. Mr. Levin opmed on Nokia’s compliance with “best efforts” at length. 
(Tr. (Levin) 2064:21-2065:17). Fmther, though Respondents separately reference Nokia’s ETSI 
disclosirres, ETSI is muelated to the Asserted Patents or this case, and Professor Simcoe admits 
ETSI’s disclosme policies are different. (Tr. (Simcoe) at 1634:6-10; JX-699; CDX24C.10, .13).
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Declarations. (See Tr. (Levin) at 2063:23-2064:19 (describing that the ITU’s IPR policy has 

“flexible” timing requirements)). This is supported by industry practice. Most ITU members 

submitted declaration forms after the H.264 and H.265 Standards were approved, many withorrt 

specific patent information. (See Appendix IV). Nokia’s conduct was not just consisterrt with 

industry practice, birt werrt “way above and beyond.” (Tr. (Levin) at 2054:14-17). Althoirgh not 

required to do so, Nokia disclosed significant additional specific patent information—in fact, more 

tharr any other entity. Nokia sirbrnitted 68% of all specific patent mformatiou for H.264, and 52% 

of all specific paterrt information for H.265. (See Appendix IV; Tr. (Levm) at 2062:19-22).

2. Nokia fully satisfied its disclosure obligations to the JVT.

The ITU was the parent orgarrization for the JVT and JCT-VC: joint projects tasked with 

developing H.264 arrd H.265, respectively. The JVT operated imder the ITU’s policies birt created 

its own informational, non-binding disclosme form for participants to attach to teclmical proposals. 

(JX-411.9, 12-.15). In Jamrary 2002, Nokia complied with the JVT’s policy by attachmg a firlly 

filled-oirt JVT disclosirre form to its coutribirtions related to the ’321 Paterrt. (JX-208.5). Orr that 

form, Nokia mdicated that it was prepared to grarrt a RAND license to any esserrtial clauns 

associated with its corrtribirtion. Therefore, Nokia satisfied its disclosme obligations to the JVT.

a. Respondents’ reliance on Qualcomm is misplaced.

Fust, Respondents igrrore that Qua}comm''s holding focused orr the JVT policy, which orrly 

applies to the ’321 Patent. (Tr. (Levin) 2056:2-4); Qualcomm, 548 F.3d at 1027. Second, 

Respondents’ reliance on Qualcomm v. Broadcom is mrpersrrasive. (548 F.3d 1004 (Fed. Ch. 

2008)). Qualcomm oirtlines that “[t]he existence of a disclosme dirty is a legal question with factual 

uuderpimimgs” (id. at 1012 (emphasis added)). Qualcomm''s holding was premised on mtentional 

concealment. 539 F. Supp. 2d 1214, 1248 (S.D. Cal. 2007) (finding that Qualcormn had a 

“carefirlly orchestrated plan” to “hold[] hostage the entire mdustry desirmg to practice the H.264 
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standard by insulating its IPR from the JVT.”). Qualcoimn denied participating in the JVT and 

intentionally misled the JVT about its patent rights. 548 F.3d at 1009-10, 1020; (Tr. (Simcoe) at 

1643:12-1645:18; Tr. (Levin) at 2072:22-2073:2). Respondents do not—and cannot—contest that 

QuaJconini is factually distinct. (Tr. (Simcoe) at 1643:12-1645:18). There is no evidence 

suppolling a similar finding, as “[n]othing close to any of that happened here.” (1379 ID at 110).

Even more, unlike Nokia, Qualcomm did not submit a JVT disclosure foim or Patent 

Disclosme foim prior to filing suit against Broadcom. The Federal Circuit did not analyze, or 

decide, “what soil of disclosure is required” in those circmnstances. (1380 ID at 150; Tr. (Levin) 

at 2084:25-2085:3). Nokia’s contribution for the ’321 patent—submitted prior to the H.264 

Standard’s approval—disclosed that Nokia may have related intellectual property rights and would 

license those rights on RAND terms. (JX-208). JVT parlicipants were firlly aware that Nokia’s 

contribirtion may contain patented technology when it was adopted into the standard. (See id. ; Tr. 

(Simcoe) 1638:15-19; see also JX-697.25; CDX15C.17 (showing that, in the ITU, “shoirld” does 

not establish a mandatory obligation)). The “factiral uudeipirmings” here are markedly distinct.

3. Nokia fully satisfied its disclosure obligations to the JCT-VC.

Nokia firlly complied with the JCT-VC’s Policy, which required that parlicipants 

submitting teclmical coritnbirtions irrchrde a “non-burding informal notice ofwhether the sirbrnitter 

may have patent rights.” Nokia’s contribirtions related to the ’267 and ’714 Patents—submitted in 

January and November 2011, respectively—disclosed that Nokia may have “IPR relating to the 

technology” and reiterated Nokia’s RAND commitment for esserrtial claims. (See CX-1966; JX- 

201.3; JX-205.13; Tr. (Levin) 2059:5-17; Tr. (Simcoe) 1638:15-19).*2 Therefore, Nokia firlly 

complied with the JCT-VC Policy.

Nokia did not submit a contribirtion for the ’701 Patent, so the ITU policy is the only relevant 
policy for that patent. (See CX-1966.3; Tr. (Levin) 2059:1-4).
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4. The 1379 and 1380 IDs held that Nokia did not breach its disclosure 
obligations.

Both the 1379 and 1380 ID unequivocally held that Nokia did not breach any disclosure 

obligations on identical facts. The 1380 Investigation involved tluee of the same patents asserted 

here (the ’321, ’267, and ’714 Patents), and ALJ Elliot held that Nokia complied with its disclosure 

obligations. (1380 ID at 150-53). Respondents accuse ALJ Elliot of contradicting Qt/alcomm, 

(RBr. at 128 n.12), but do not address his analysis on the relevant passage:

QuaJconini does hold that ‘JVT Participants’ were required to ‘disclose 
patents’ prior to final approval of a standard . . . [i]t is unclear, though, 
what sort of disclosme is required, because there would seem to be no 
need to identify specific patents or claims so long as the patent holder 
agrees to license its patents on RAND terms, an issue Qualcouuu does not 
address. The ITU and JVT documents ... do not expressly state that 
specific patents must be disclosed.

(1380 ID at 150-51; Tr. (Levin) 2078:23-2079:21). ALJ Johnson Hines also determined that “[t]he 

only optiorr that requires disclositre of the actiral patents is the third option.” (1379 ID at 111). 

Because “Nokia was not under arr obligation to disclose specific patent information,” Nokia did 

not breach its ITU obligations. (Id.). Indeed, “there was no obligatiorr to breach.” (Id.).

There is no evidence of misleading or mconsistent conduct here. Rather, Nokia consistently 

declared that it had claims essential to H.264 and H.265 and that it would license them on RAND 

terms. Accordirrgly, Respondents’ implied waiver and equitable estoppel defenses fail.

E. Respondents’ License Defenses All Fail

Respondents bear the burden to prove their three affirmative license defenses. Certain 

Video Processing Devices, Inv. No. 337-TA-1341, ID at 154 (Feb. 5, 2024). Despite this. 

Respondents spend only three pages on their license defenses with minimal citations to evidence. 

For the reasons explained below. Respondents’ affirmative license defenses should fail.
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1. Respondents have been granted no license based on the UK action.

Respondents say they have a license defense because they think the Accused Products will 

eventually become licensed through the years-long UK action. (RBr. at 131-32). Respondents 

ignore that Nokia has not agreed to grant any license through the UK action, however. (Tr. 

(Mailikauien) at 680:13-15). So there is no license giving Respondents the right to use the Asserted 

Patents. And as explained supra §§ VI and VII.C.3, the UK action has no bearing on the resolution 

of this Investigation.

2. Nokia’s Microsoft license does not create an express license for 
Respondents.
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3. Respondents are not impliedly licensed by the chipset industry.

Respondents’ novel argmnent—which is a cross between exliaustion and implied licensi

is wrong.

First, Respondents offer no evidence of implied-license-tluougli-acquiescence.

Respondents’ mam case—Wang Labs—actirally held that “judicially implied licenses” are “rare. 

Wang v. Mitsi/bishi, 103 F.3d 1571, 1579, 1582 (Fed. Cn. 1997). Under the unique facts of Wang 

Labs, an implied license was only wananted by the patent owner’s decision to “coax Mitsubishi 

into the SIMM market,” provide designs, “pmchase [allegedly infiuiging] SIMMs from 

Mitsubishi,” and “obtain[] payment” from Mitsubishi before “accusmg Mitsubishi years later of 

lufr ingement”—in other words, the implied license was based on the six-year “com se of conduct 

between the patent owner arid the defendant (not a third party) demonstrating Mitsubishi aheady 

obtained consent to use the patent itself, id. ^^ None of those facts are present here. Instead, the 

evidence proves that, consistent with industry practice.

(Tr. (Herrington) at 614:1-20; see also, e.g., JX-0110C.005,031 

); Tr. (Martikaineu) at 669:15-22 

; Tr. (Gray) at 734:20-735:13, 738:10-740:14 (same);

Tr. (Heningtou) at 601:22-602:2 (same); JX-O141C.OO5,.OO6-.OO7

*’ Respondents’ other caselaw is also imavailing. Hewlett-Packard addressed permissible repaus 
to a physical product followmg an authorized and unrestricted sale. 123 F.3d 1445,1455 (Fed. Cir. 
1997). Quanta turned on an express license authorizing Intel to sell chipsets practicing LG’s 
patents; because that sale was expressly authorized, exhaustion applied. 553 U.S. 617, 638 (2008).
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JX-O142C.OO5,.OO8-.OO9

JX-0243C.003-.004, .008; Tr.

(Hemngton) at 603:20-605:1

Second, Respondents offer no evidence that the Asserted Patents are substantially 

embodied in any chipset, such that exhaustion would apply. (CBr. § X.A.l (“The Asserted Claims 

read on entire devices, not chips”)). 

Third, Respondents’ argument is illogical and would reward holdout. At core. Respondents 

claim they should be rewarded for refusing to take a license despite years of negotiations because 

there were other unlicensed companies in the marketplace. There is no legal support for that theory. 

and with good reason: It woirld mrdermine the entir e patent system.
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