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MEDIA PROPERTIES SELECTION METHOD AND SYSTEM
BASED ON EXPECTED PROFIT FROM PROFILE-BASED AD DELIVERY

CROSS REFERENCE TO RELATED APPLICATIONS
This application claims the benefit of provisional application Serial No.
60/804,937, tiled June 16, 2006, and provisional application Serial No. 60/805,119, filed

June 19, 2006, which are herein incorporated by reference.

FIELD OF THE INVENTION
The present invention generally relates to profile-based behavioral targeting
advertisement placement methods. More specifically, the present invention relates to

electronic advertisement placement based on expected profit from the placement.

BACKGROUND OF THE INVENTION

DoubleClick’s “Boomerang” is a service for advertisers that places a cookie on
computers of visitors to an advertiser’s site for the purpose of finding those visitors on
other sites where DoubleClick is the ad server (“ad” is short for advertisement). When
the same visitors are found on those other sites, additional advertiser’s ads are served to
them by the DoubleClick ad sever or by the advertiser’s ad server following a redirect
from the DoubleClick ad server.

The only server that can read a cookie on a user’s computer is a server operating
under the same domain as the server that placed the cookie on a user’s computer to
begin with. In other words, a cookie placed by a server operating under one domain
cannot be read by another server working under a separate domain. That is why the
advertiser cannot expect to place a cookie of its own (e.g., ford.com cookie) on a visitor
to its site and then later expect the DoubleClick ad server (doubleclick.com) to be able to
recognize the visitor when that visitor is visiting sites where DoubleClick serves ads by
reading the ford.com cookies. Only a server operating under the DoubleClick domain
can read a cookie placed by a server operating under the DoubleClick domain. So,

DoubleClick needs to place a doubleclick.com cookie on visitors to the ford.com site for
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DoubleClick to later find those visitors within other sites, i.e., where the DoubleClick ad
server is used to serve ads.

For a site to have its ad served by an ASP-hosted ad server, such as the one
operated by DoubleClick, the site needs to redirect visitors from the site to the
DoubleClick ad server, to fetch the ad from the server. Following the redirect from the
site, the visitor accesses the DoubleClick ad server. Because the DoubleClick server is
operating under the DoubleClick domain, it can read the DoubleClick cookie or cookies
and then recognize that it encountered the same visitor in the past. In this example, the
DoubleClick ad server recognizes the visitor as someone who visited the ford.com site.

AlmondNet, Tacoda, RevenueScience, and other companies (herein “BT
companies”’; “BT” stands for behavioral targeting) specialize in targeting ads based on
observed behavior of sites” visitors. BI companies place a cookie (or cookies) on the
computers of visitors to specific sections of a publisher’s website or on the computers of
visitors of the publisher who conducted a specific action such as search, click content,
click an ad, request information, acquire a product, etc.

The placement of cookies allows those publishers or the BT company itself to sell
ads to advertisers. Those ads will be presented to the visitors when they are found later
on the same site or on other sites. Such sites can be either a site where the BT company’s
software is used or a site where the BT company has bought media. The BT company
may buy the media on behalf of itself or on behalf of the publisher, who is interested in
delivering ads to its audience outside the publisher’s site.

Although a BT company (AlmondNet, Tacoda, RevenueScience, etc.) acts as an
agent that places cookies on the computers of publisher’s visitors for the purpose of
delivering targeted ads to the publisher’s visitors on other sites, the publisher can work
without an agent and place cookies or tags on the computers of the publisher’s own
visitors for the purpose of delivering ads to those visitors on other sites where the
publisher buys ad space. Such a publisher, acting without an agent, is also included in
the definition of a BT company.

A publisher may also be referred to as a “profile supplier” when it transfers

profile information, such as behavioral information, demographic information, etc., to a
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BT company. Therefore, a publisher that is a BT company may also be its own profile
supplier. Furthermore, although the name “BT company” implies the targeting of ads is
based on collected behavioral profiles, a BT company may also collect other kinds of
profile information, such as demographic information or user-provided information,
and target ads to those visitors wherever found based on the collected profile
information.

Another kind of a BT company is a company that has software installed on a
person’s computer, such as toolbar software, desktop search software, weather
software, or any kind of software that is used by the computer’s user. Such software
also monitors the computer user’s visits to different publishers’ sites and media
properties and collects profile information about the computer user for the purpose of
delivering ads to the user within ad space of sites and media properties that the user
visits based on the collected profiles.

A BT company using software installed on a user’s computer does not need the
cooperation of a visited media property to collect information about the visitor’s visit
because that software monitors whatever the user is doing on his or her computer. A BT
company that has software installed on a user’s computer is therefore its own profile
supplier. Such software can place a cookie or another kind of tag on the user’s
computer. Because the software is installed on the user’s computer, it can write cookies
readable by any domain. That means that the BT company can place a tag or cookie of a
second media property, if the BT company would like the second media property to
recognize the visitor when the visitor visits that second media property site, by simply
having the software place a cookie operating under the domain of the second property
on the visitor’s computer. The software may also report the collected profiles to a
central server of the BT company.

The central server may also tag the visitor or arrange for the visitor to be tagged
by operators of other media properties. A BT company can place a cookie on a site’s
section when a visitor’s computer visits that section, if a code of the company was
integrated into the page of that section by the site that owns the page. The code (e.g.,

HTML or Java) redirects to the BT company’s server all visitors to the page. Also, in the
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case that the BT company is the publisher itself, the publisher will simply “cookie” (by
itself) all visitors that either read a specific content, search, click, ask for information,
make a phone call, etc.

The BT company’s server, which either gave the site a unique code for a page,
received from the page its URL, or received access to the page’s content that could be
analyzed by the BT company’s server, etc., identifies the content read by the page’s
visitor or the keyword searched for by the user, or an ad clicked on the page, etc. The
content read by the page visitor could be identified by the BT company’s server
whether the content was reported by the site or whether the content was identified
following the analysis of the page. The server then places a cookie on the user’s
computer indicating what content was read by the visitor on the page, what keyword
was searched for by the user, or what ad was clicked on the page, etc. The placed cookie
indicates that information (1) in the cookie per se, (2) in a central database operated by
the server where the cookie ID is used as a record finder, or (3) both in the cookie and in
the database.

Although the above description relates to cookies, a cookie is only one example
of a possible tag. A tag generally is a unique identifier used to mark a person
electronically visiting a media property, such as a web site, TV channel, radio show, or
the like, using a computer, a mobile device, a TV set, a TV set top box, or any other
device.

The tag is used for the purpose of delivering additional ads to a visitor to one
media property when that visitor is found later on other media properties, based on the
visitor’s profile collected on the first media property. The profile could be the observed
behavior of the visitor on the media property, demographic information collected on
the media property, profile information provided by the visitor to the media property,
etc.

Because the purpose of the tag is to enable the delivery of additional ads on other
media properties visited by the visitor, and because the delivery of an ad requires only
control of the ad space and not necessarily control of the entire media property visited

by the visitor, a media property (in the present context) can also be defined as any
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equipment that controls an ad space viewed by a visitor, including a web site, an ad
network’s site (where the ad network represents the ad space of different sites), a TV
program, some of the ad space within TV programs or TV channels (represented by a
cable company), a TV network, or any ad space for which an entity is allowed to sell an
advertisement and deliver it within the ad space; whether the ad space is owned by that
entity, or whether the entity pays the owner of the ad space when using its ad space to
deliver an ad sold by the entity. Ad space can be on a web site, in a TV program, in a
text message, in a radio show, in any broadcasted material, in any streaming video or
audio, etc. An ad space can be a fixed position on a page, or the ad space can be made
available by a web site to an ad network (for example) only when the web site did not
sell all of the site’s ad inventory and therefore wishes to make some of the inventory
available to the ad network.

In the case of a media property controlling an ad space viewed by a visitor, a
specific ad space on a page might be controlled only temporarily. For example, in the
case of the web site that did not sell all the ad impressions available to be delivered
within an ad space on a page and therefore makes the unsold ad space available to the
ad network to fill, the ad network will have temporary control of the ad space, ie.,
when that ad space is given to it by the web site. Once the site redirects the ad space on
the page to the ad network (so the ad network could fill the ad space with an ad sold by
the ad network), the ad network controls the ad space and has access to the visitor
viewing the ad space that was redirected to the ad network by the site, and therefore the
ad network’s equipment is considered a media property, as it controls an ad space
viewed by a visitor.

The tag can be placed on the device used by the user to access the first media
property where the user’s profile was collected (in case of observed behavior, that
behavior can be reading a specific content, searching, clicking an ad or content, making
a phone call, asking for product information, acquiring a product, or taking any other
kind of action). A tag placed on the device (1) could be read only by a server operating
under the same domain as the server that placed the tag on the device to begin with as

in the case of a cookie for example, (2) could be placed on the device when the user



10

15

20

25

visited the first media property, and then the tag can be read by any second media
property visited by the visitor, or (3) could be encrypted and, while accessed by any
second media property visited by the visitor, the tag could be deciphered only by
second media property computers that received the deciphering code from the first
media property. In case of a tag placed by software installed on a user’s computer, the
tag could be whatever the software wants it to be, including a cookie of any domain.

A tag does not have to be placed on the user’s device. A tag can also be used in a
central database of a BT company or a central database of any second media property
visited by the visitor, where the tag could be a unique identifier either of the device or
of the user. In the case where the tag identifies the device, the tag might denote an IP
address, a phone number, a device’s manufacturer serial number, etc. A cookie placed
on the device can also uniquely identify the device and the cookie therefore can be used
as a tag in a central database. In the case where the tag identifies the user, the tag might
denote the username and password used to access a media property, a user’s name and
address, a user’s e-mail, a user’s social security number, or any other personal
identifiable information.

As already mentioned, the observed behavior of a visitor to a first media
property is referred to as profile information about a specific visitor. A visitor’s profile
might be enhanced by the visitors” observed behavior on other media properties or by
other profile information collected on other media properties.

A visitor’s profile can be represented by a unique tag, or the profile can be stored
with the tag, whether the tag is placed on the device, on a central database, or both. For
example, the profile can be stored within a cookie (tag) on a visitor’s device, or the
profile can be stored in a central database where the tag connected to the profile is used
as a unique identifier of the visitor’s device or of the visitor personally. The profile can
also be saved on both the device and a central database.

One of the major challenges in targeting a first site visitor on another site with an
ad based on his observed behavior on sites visited by him previously (such as the first

site) is actually finding the visitor on other sites.
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Depending on the tag placed (or arranged to be placed) by the BT companies, the
visitor could be recognized either by the entity that placed the tag to begin with (which
requires access by that entity to the tag when the visitor visits a second media property)
or by the second media property reading the tag (in which case the tag can be placed by
the second media property if the BT company so arranges).

BT companies, acting as an agent, can find visitors tagged by them, when the
tagged visitors are present on sites that use the BT companies’ software (either to serve
ads or in conjunction with those sites” ad servers). BT companies (whether it is acting as
an agent, is the publisher itself, or is operating with any other BT company) can find
visitors tagged by them, when the visitors are present on sites and ad networks where
the BT companies buy media.

To make the process of finding people who visited a first media property on
other media properties more efficient, BI companies enable sites and ad networks (from
whom the BT companies buy media) to also place their cookies on the computers of
people (visitors) on whose computers the BT company has placed its own cookie. That
technique is similar to the way DoubleClick’s Boomerang system places cookies on
visitors to an advertiser site for the purpose of finding those visitors later on other sites
where Doubleclick serves ads.

An ad network ad server (or any other server of the ad network) or a site’s ad
server (or any other server of the site) can place their own cookies on the computers of
visitors that are redirected to them by the BT companies, for the purpose of later
recognizing those visitors within their own ad space (i.e.,, the ad space of the ad
networks or the sites).

This process — where sites and ad networks place cookies on visitors’ computers
redirected to them by BT companies (or other entities interested in additional ads
presented to their audience elsewhere) — is sometimes referred to as “cookie matching.”

For example, weather.com might place a weather.com cookie on a user’s
computer marking him or her as a visitor to BT company #1, following a redirect from
BT company #1 server. Later, if and when the weather.com ad server recognizes that the

same visitor (previously redirected to him by BT company #1) happened to visit
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weather.com (weather.com will recognize the visitor by reading its own weather.com
cookie, which marked the visitor as a BT company #1 visitor), the weather.com ad
server can, if it wishes, redirect the visitor’s computer to the BT company #1 server, to
have an ad served to the visitor, either by BT company #1’s ad server or another ad
server to which BT company #1 ad server further redirects the visitor. The weather.com
ad server’s decision, whether or not to redirect the visitor’s computer to BT company
#1's server can be based on the price that BT company #1 promised to pay weather.com
for the presentation of an ad within weather.com’s ad space, to a visitor previously
redirected to weather.com by BT company #1’s server.

Although the above-described processes enable a second media property to
recognize a first media property visitor, it is still a very inefficient process for the
following reasons:

(1)  Media properties” ad space prices vary.

(2)  Profiles of media properties’ visitors are worth different amounts to
advertisers depending on the profiles. For example, a person who searched for a
“mortgage” on a search engine might be presented with a mortgage-related ad, for
which the advertiser is willing to pay $3 if that person clicks on that ad. A person who
searched for “socks” on a search engine might be presented with a socks-related ad, for
which the advertiser is willing to pay $0.50 if that person clicks on that ad. A person
who visited the mutual fund section of a site might be presented with a mutual-fund
related ad (wherever the person is found, i.e., either on the same site or on other sites),
in which case the advertiser is willing to pay $25 for every thousand ads (CPM)
presented to people who visited that mutual fund section.

(3)  The same person might have several profile attributes in his or her profile
(as a result, for example, of that person conducting several different searches and
visiting different sites). Different advertisers might be willing to pay different amounts
for delivering ads to the person based on the specific profile attribute or attributes that
the respective advertisers are looking to target.

In summary, the cost of ad space at a second media property might not be

covered by revenues generated for a BT company buying the space, i.e., from an ad
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delivered within the second media property ad space based on a profile collected in a
first media property or properties. Alternatively, the revenues might cover the media
cost but not deliver satisfactory margins to the BT company, when taking into account

other costs, such as ad sales people cost, ad serving cost etc.

SUMMARY OF THE INVENTION

According to various aspects of the invention, therefore, an automatic system is
described to facilitate selection of media properties on which to display an
advertisement, responsive to a profile collected on a first media property, where a BT
company calculates expected profit for an ad correlated with the profile and arranges
for the visitor to be tagged with a tag readable by the selected media property.

The profit can be calculated by deducting, from the revenues that are expected to
be generated from an ad delivered based on the collected profile, at least the price of ad
space at a media property where the BT company might like to deliver ads to the
profiled visitor. When the calculated profit is positive (i.e., not a loss), the BT company
arranges for the visitor to be tagged with a tag readable by the selected media property
through which the BT company expects to profit.

The above summary does not include an exhaustive list of all aspects of the
present invention, Indeed, the inventor contemplates that the invention may include all
systems and methods that can be practices from all suitable combinations of the various
aspects summarized above, as well as those disclosed in the detailed description below
and particularly pointed out in the claims filed with the application. Such combinations

have particular advantages not specifically recited in the above summary.

BRIEF DESCRIPTION OF THE DRAWINGS
Figure 1 is a flow diagram of an exemplary embodiment of a profit-based
selection method.
Figure 2 is a flow diagram of an exemplary embodiment of a profit-based

selection method.

10
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Figure 3 is a schematic of an exemplary embodiment of entities and associated

equipment used with a profit-based selection method.

DESCRIPTION OF PREFERRED EXEMPLARY EMBODIMENTS

Referring to the embodiment of Fig. 1, responsive to receiving (1000) profile
information (e.g., actions) of an electronic visitor with respect to a first media property,
the instant method includes (i) determining (2000) anticipated revenues and/or profit
resulting from placing an advertisement targeted to the visitor based on the received
profile, and (ii) automatically selecting (3000) at least one media property for which it is
anticipated that there will be a positive profit in delivering an ad to the profiled visitor.
The method includes, via an electronic communications media, for each of the selected
media properties, arranging (4000) for electronic storage of a tag readable by said media
property, wherein the tag is associated with the visitor.

Profit can be defined as:

(1) revenues expected to be generated, from an ad delivered based on the
collected profile, minus the ad space cost at a specific media property (i.e., Pr = Rev
(profile) — P (mp), where “Pr” is profit, “Rev” is revenue generated from advertising to
a visitor with a particular profile, and “P” is the price charged by media property “mp”
for advertising in an ad space);

(2) revenues expected to be generated, from an ad delivered based on the
collected profile, minus the sum of (a) the price for buying ad space on the specific
media property, (b) ad serving cost, (c) ad sales associated cost, and (d) desired profit
margin (i.e., Pr = Rev(profile) - P(mp) — C — Mar, where “C” represents costs and “Mar”
represents desired profit margin), or

(3) in other ways.

If the calculated profit indicates that the BT company will lose (negative profit)
from delivering an ad, based on the received profile on any of the possible media
properties where it is buying ad space, the BT company won’t arrange for the visitor to
be tagged by a tag readable by any of those media properties, and the BT company

might even decide not to collect the profile (so the visitor’s profile will not be stored).

10
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Using the equation defining profit in item (2) just above, the question of whether the
profit is positive or negative, as stated in this paragraph, equates to testing (4) whether
Rev(profile) — P(mp) — C — Mar > 0, which is the same as (5) whether Rev(profile) —
P(mp) — C > Mar, or (6) whether Rev(profile) > P(mp) + C + Mar, or (7) whether P(mp)
< Rev(profile) - C - Mar. Grouping the terms on the right-hand side of the equation in
item (7) reduces that equation to the same as testing whether the price charged by a
media property is less than a price cap, with the price cap being defined as the
difference determined by subtracting from the revenue generated from advertising to a
visitor with a particular profile a selected amount, here defined by the costs and desired
profit margin.

Likewise, using the equation defining profit in item (1) just above, the question of
whether the profit is positive or negative equates to testing (8) whether Rev(profile) -
P(mp) > 0, which equates to testing (9) whether P(mp) < Rev(profile), which again is the
same as testing whether the price charged by a media property is less than a price cap,
with the price cap being defined in this instance simply as the available revenue
generated from advertising to a visitor with a particular profile.

The method includes the following basic steps, shown in Figs. 2 and 3:

1. A profile supplier 20 redirects (100) a visitor 10 to a BT company 30 along
with the visitor’s profile. In case the profile supplier 20 is also the BT company 30, this
step either does not take place or takes place internally, for example via an internal
redirect from one server to another server operating under the same domain that
belongs to the publisher/BT Company. In case the BT company 30 has software on a
user’s computer 11 that enables it to monitor the user’s visits to media properties (e.g.,
20, 40, 50) without the cooperation of the media properties, this step either does not take
place or takes place internally, e.g., by the software on the user’s computer
communicating the collected profile to the BT company’s central server.

2. The BT company 30 recognizes (200) the content read by the user 10, the
category to which the content read by the user 10 belongs, the keyword searched for by
the user 10, an ad clicked by the user 10, or any other action conducted on the page/site

20 by the user 10 (such as click on an item of content or an ad, purchase of a product,

11
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request for more information, etc) during the site visit (110). The recognizing might be
as simple as pulling a keyword for which the visitor 10 searched from a URL used by
the profile supplier 20 to redirect the visitor 10 to the BT company 30, for example.

3. The BT company 30 optionally can categorize (300) specific content read
by the user 10, or an action conducted by a user 10. An example action might be a
search for a keyword. To illustrate, suppose a person searched for an airline ticket to
Florida on a travel site. When the BT company 30 receives that information, in addition
to recording the search for the flight to Florida in the visitor’s profile (whether the
profile is stored in the cookie or tag, the BT company’s central database 31, or both of
those places), the BT company 30 may further categorize the person under the “Iravel”
category and in the “Search for Flights” subcategory of “Travel.”

4. The BT company 30 calculates (400) expected revenues from delivering
ads based on the collected profile (Rev(profile) in the equations above). The revenues
are calculated based on the kind of collected profile: (a) Expected revenues from content
read by the visitor 10 can be calculated by checking, for example, how much advertisers
are willing to pay for delivering ads to visitors who read specific content. (b) Expected
revenues from delivering ads based on a keyword searched by the visitor 10 can be
calculated by checking, for example, how much advertisers are willing to pay for each
click on an ad related to the keyword for which the visitor searched and multiplying
that price per click by an assumed click-through rate on ads related to the searched-for
keyword, up to 14 days after the visitor’s search. In general, expected revenues can be
calculated for the delivery of ads based on a category of content read by the visitor 10,
for specific content read by the visitor 10, or for action taken by the visitor 10 (e.g., made
a phone call, clicked an ad, clicked specific content, asked for information, acquired
product, etc.).

5. The BT company 30 selects (500) media properties (e.g., 40) for the
delivery of an advertisement based on a profile collected on a first media property 20.
The BT company 30 makes the selection based on a calculated expected profit and then

arranges for the visitor 10 to be tagged (610 or 620) with a tag readable by the selected

12
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media property 40. The profit is calculated in any of the alternative manners stated
above.

The BT company’s arranging placement of the tag can be achieved in different
ways:

A. The BT company 30 can redirect (630) a visitor to the selected media
property 40, 50 with a request to have the selected media property 40, 50 tag (620) the
visitor with the media property’s own tag, which obviously is readable by the selected
media property 40, 50 (such a tag could be a cookie on the visitor’s storage device 12).

B. The BT company 30 can itself place (610) a tag that will be readable by the
selected media property 40.

C. The BT company 30 can place an encoded tag that, although accessible by
any media property (e.g., 40, 50), can be read only by a selected media property 40 to
which the BT company gave a deciphering code.

D. In cases when the BT company 30 has software installed on a user’s
computer 10, the BT company 30 can arrange for the software to place (not shown) a tag
readable by the selected media property 40 (such a tag could be a cookie operating
under the selected media property domain).

E. The BT company 30 can arrange for the selected media property 40 to
place a tag in the selected media property’s central database 41, in which case the tag
can uniquely identify (1) the device 11 that the visitor 10 will use to access the selected
media (IP address, set-top box ID, mobile phone number, manufacturer serial number,
cookie readable by the selected media property, etc.), or (2) the user as a person
(personal identifiable information).

When a selected media property 40 recognizes a tagged visitor 10 (tagged
previously, at time t1) later (at time t2) visiting (710) its ad space, the media property 40
will arrange for the BT company 30 to serve an ad (720) to the visitor 10 (which will
appear with the media content (730) requested by the visitor), by redirecting (700) a
visitor to the BT company 30, for example.

The media properties can be of the same kind of media (e.g., two web sites 40, 60

on the Internet 80) or of different media (e.g., first media property can be a web site 40
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on the Internet 80, and the second media property can be a TV channel on TV or a text
message system on a mobile phone, etc.). In the case (not shown) where the second
media property operates within a different media than the first media, the tagging of
the visitor with a tag readable by the second media property (which is arranged by the
BT company 30) might include finding the device used by the visitor 10 to access the
second media by using personal identifiable information about the visitor 10. As there
may be no connection between the device used by the visitor to access the first media
property (computer 11, for example) and the device used by the visitor to access the
second media property (TV, for example) besides the commonality of the user (visitor)
10, personal identifiable information about the visitor 10 could be used to allow the
second media property to learn which device the visitor 10 uses to access the second
media property and tag the visitor 10. The second media property could tag the device
used by the visitor 10 to access the second media property by placing a tag on the
device itself or in a central database of the second media property, for example).

Although the BT company 30 stores the visitor’s collected profile, in the above-
described implementation it does not transfer the collected profile to the second media
property 40, 50 but simply asks the second media property 40, 50 to tag the visitor as a
BT company visitor or arrange for a tag to be placed (620) that is readable by the second
media property 40 and that marks the visitor as a BT company visitor. As the BT
company 30 buys ad space from the proprietor of the second media property 40 and
delivers therein an ad based on the collected profile, the BT company 30 has no
economic incentive to transfer the profile information itself (such as the fact that the
visitor searched for “car insurance”) to the second media property 40. The second
media company’s proprietor is being paid for the ad space and therefore just needs to
know that the visitor 10 has been profiled by the BT company 30, which will pay the
second media property’s proprietor for an opportunity to deliver an ad to this visitor 10
within the ad space of the second media property 40.

Suppose, for example, a person searches for “mortgage” on Google (Google is a
BT company 30 in this example). Using the method above, Google calculates that

advertisers are willing to pay $3 per click on a mortgage-related ad, that the expected
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click-through on a mortgage-related ad is 0.3%, and therefore Google will earn $9 for
every thousand mortgage-related ads delivered to people that searched for “mortgage”
on Google when those people are found later, anywhere on the web (ie., this is
“Rev(profile)”). Google further knows that it costs Google $3 CPM to deliver a thousand
ads on weather.com (i.e., “P(mp)”) to computers that were tagged by weather.com as
Google visitors. Google therefore can calculate a profit of $6 CPM (without taking into
account other costs, i.e., “C”) for delivering a thousand mortgage-related ads to Google
visitors who searched for “mortgage” on Google when found later within the ad space
of weather.com. Google will therefore arrange for weather.com to tag the person who
searched for “mortgage” on Google as a Google visitor (by redirecting the visitor to
weather.com with the request to tag the person as a Google visitor, for example).

In the case where a second media property controls ad space with prices that fall
within a range, the BT company 30 — in addition to arranging for the second media
property (e.g., 50) to tag (620) its visitor — may also provide the second media property
50 with the price the BT company 30 is willing to pay the second media property 50 for
delivering an ad within the second media property’s ad space. In Fig. 3, second media
property 50 is shown as an ad network’s site (where the ad network represents the ad
space of different sites, 60, 61), as described above. The price delivered from the BT
company 30 enables the second media property 50 to determine which ad space it
should allocate to the BT company 30 when the tagged visitor 10 visits the second
media property 50. Although some of the ad space (e.g., on site 60) might be too
expensive, i.e., above the cap defined by the price the BT company 30 is willing to pay,
other ad space (e.g., on site 61) might have a cost that would be covered by the price the
BT company 30 is willing to pay. However, obviously, the BT company 30 will not
arrange for tag placement if the price it is willing to pay for delivering an ad to the
profiled visitor 10 is less than the lowest price demanded by a second media property
50 for delivering an ad within that ad space, i.e., price cap < min[P(mp)].

Given that some kind of profiles such as behavioral profiles are time-sensitive (in
other words, their value diminishes with time), the BT company 30 - in addition to

arranging the placement of a tag readable by the second media property 40, 50 — ma
gmg p g y property y
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also provide the second media property 40, 50 (via the tag, for example) with a time
period within which the BT company 30 will agree to deliver ads to the profiled visitor
10 within the ad space of the second media property 40, 50. Suppose, for example, a BT
company 30 collected a profile of a visitor 10 who searched for “flowers.” The BT
company 30 might arrange for the visitor 10 to be tagged with a tag, readable by a
second media property 40, marking the visitor 10 as the BT company’s visitor and
setting a time limit of two days, which means that the second media property 40 can call
upon the BT company 30 to serve an ad to the tagged visitor 10 only when the visitor 10
is found within the second media property’s ad space up to two days after the visitor 10
was tagged (the tag may have a time stamp identifying the date and time the tag was
placed to help the second media property 40 calculate the date before which the second
media property 40 can call upon the BT company 30 to serve an ad).

The calculation that takes place in steps 4 and 5 of the above-described method
may take place not at the time of profile collection as described above but beforehand.
Conducting the calculation before the profile is collected can shorten the time it takes
the server 30 to select the media properties. The calculation might be done beforehand
for other reasons.

Specifically, step 4 (which states that the BT company 30 calculates the expected
revenues from delivering ads based on the collected profile, where the revenues are
calculated based on the kind of collected profile, i.e., “Rev(profile)”) may take place in
advance. If for example, a collected profile describes the content read by a visitor, then,
if other profiles were previously collected of the same kind of profile, there is no need to
check how much advertisers are willing to pay for delivering ads, as it was already
checked for profiles of the same kind.

The word “calculating” expected revenues can encompass a scenario in which
there are no arithmetic calculations, but rather simply an act of locating the correct
information. In this example, the information concerning how much advertisers are
willing to pay for delivering their ads to visitors 10 that read a specific content is

located, and no arithmetic calculation is needed.
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For another example, if the expected revenues for delivering an ad for someone
who searched for “mortgage” has recently been calculated, then there is no need to
calculate it again, and the information can simply be located.

Although the examples describe calculation of revenues from delivering an ad at
a media property 40, 50, depending on the method of payment for the media property,
different calculations of expected revenues can take place.

If the media property only gets paid for when a visitor visiting it takes action,
then the revenues per profile-based ad delivery should also be based on an action. Such
a visitor action can be a click on an ad, a request for information from the advertiser
(following a click on the ad), a registration with the advertiser, an act of buying a
product or service from the advertiser, etc.

For example, if the media property 40 is paid at the rate of $0.40 per click on an
ad presented to the media property’s visitor, the BT company 30 will check how much
the advertiser will pay the BT company 30 per visitor click when viewing an ad based
on the collected profile. If the price per click paid by the advertiser at least exceeds the
price per click paid for the media property, then the BT company 30 can arrange for the
tagging of the visitor 10 with a tag readable by the selected media property (the one that
will cost $0.40 per click).

In some scenarios, the BT company 30 might be paid for every ad delivered to a
visitor, but the media property might trigger payment for every visitor click on an ad.
Conversely, the BT company 30 might be paid for a visitor click on an ad, but the media
property might trigger payment for every delivered ad regardless of whether a click
took place or not. In those scenarios, so as not to expose itself to the risk of loss, the BT
company 30 preferably translates the payment it receives (whether per ad delivery or ad
click or per action) to the payment method applied to the media property. For example,
if the BT company 30 is paid $0.25 per click on an ad by a visitor who searched for a
“DVD” but a media property triggers payment for every ad delivery at $0.50 CPM
(regardless of whether a click took place), the BT company 30 can translate the payment
per click it receives to payment for ad delivery. In this example, the BT company 30 can

calculate that, with an expected click-through of 0.4% on DVD-related ads by people
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who searched for “DVD” up to seven days before they are presented with an ad, the BT
company 30 will generate $1 CPM (0.4% CTR * 1,000 ads * $0.25 per click = $1), i.e.,
Rev(profile) = $1 CPM. Because $1 CPM is more than the $0.50 cost of the media
property (i.e., Rev(profile) > P(mp)), the BT company 30 will make a gross profit of
$0.50 CPM and therefore (assuming costs are low or ignored) arrange for tag placement.

Likewise with respect to step 5 (which states that the BT company 30 selects
media properties for delivery of an advertisement based on a profile collected on a first
media property where the selection is made by the BT company 30 based on a
calculated expected profit), the calculation on which the media property selection is
based could be a calculation done beforehand. If the collected profile is of the same kind
as another profile that was collected recently (for example, both profiles describe
“searching for flights”) then the information concerning how much revenues would be
generated from such a profile is already available, and there is no need to recalculate.
Also, the profit has also been calculated, because the cost of ad space at the different
media properties probably does not change in a short period of time. A look-up table
can be used that lists, based on the kind of profile, the media properties that should be
selected. In such a scenario, the steps of the method will be:

1. The BT company 30 calculates expected revenues from delivering ads
based on different collected profiles.

2. The BT company 30 calculates expected profits (or losses) for the delivery
of ads based on different collected profiles within the ad space of different available
media properties 40, 50.

3. The BT company 30 builds a table wherein each kind of profile is assigned
media properties where ads will be delivered based on the profile, and wherein the
selection of media properties is made based on the previously calculated profit. The
table is updated on a regular basis to make sure it is up to date.

4. The BT company 30 collects a profile.

5. The BT company 30 arranges for placement of a tag readable by a selected
media property, where the selected media properties are taken from the table described

in step 3 above.
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The above is just one possible implementation. Instead of a table, a database or
any other data structure can be used. The calculation could be done entirely in advance,
entirely when the profile is collected, or a combination wherein some of the calculation
is done in advance and some when the profile is collected.

Accordingly, the method can be described in the following more general steps:

1. The BT company 30 collects a profile.

2. The BT company 30 arranges (610, 620) for a tag (readable by a selected
media property 40, 50, or both) to be placed, where the media property is selected based
on the expected profit from the delivery of an ad (720) based on the collected profile
within the ad space of the media property.

Although the above method focuses on profit calculation that takes into account
expected revenues from delivery of an ad based on a collected profile, media property
ad space cost and other costs, other parameters beyond costs and revenues might be
taken into account. For example, an advertiser might insist that its ads appear on media
properties that have certain content and not on other media properties, a media
property might not agree to show ads from a certain category (for example, a sports
media property might not agree to show sports-related ads, to avoid promoting

competitors), etc.

PUBLIC NOTICE REGARDING THE SCOPE OF THE INVENTION AND CLAIMS
The inventor considers various elements of the aspects and methods recited in
the claims filed with the application as advantageous, perhaps even critical to certain
implementations of the invention. However, the inventor regards no particular element
as being “essential,” except as set forth expressly in any particular claim.
Although the invention has been described in terms of preferred embodiments
and generally associated methods, the inventor contemplates that alterations and
permutations of the preferred embodiments and methods will become apparent to

those skilled in the art upon a reading of the specification and a study of the drawings.
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I claim:

1. A method of directing electronic advertisements, the method comprising:

(a)  determining a profile-attribute-dependent revenue available for
display of a profile-attribute-related advertisement; and

(b)  for each of a multitude of different electronic visitors to a first
media property, responsive to receiving information about at least one of a
plurality of profile attributes possibly applicable to the visitor, automatically
electronically authorizing a second media property to allow display, to the
electronic visitor when later visiting the second media property, of an
advertisement correlated with the profile-attribute information received about
the visitor, for a price that does not exceed a price cap that is a selected amount
less than the revenue available for display of the advertisement.

2. The method of claim 1 further comprising selecting at least one of a
plurality of second media properties for the authorizing step in part (b).

3. The method of claim 1 wherein authorizing for a price that does not
exceed a price cap comprises ensuring that (i) the revenue available for display of the
advertisement is not less than (ii) a sum of the price for allowing display of the
advertisement to the electronic visitor when later visiting the second media property
and an amount that depends on cost or desired profit.

4. The method of claim 3:

(1) wherein part (a) is done before part (b);

(i)  further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(iii)  wherein part (b) comprises, responsive to receiving an electronic
redirect of a visitor computer accompanied by profile-attribute information
about the visitor, authorizing said at least one selected second media property on
the lookup data structure associated with the profile-attribute information

received about the visitor, only during a specified time period after receiving
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profile-attribute information about the visitor, by arranging for placement of a

tag readable by said at least one selected second media property.

5. The method of claim 3 wherein authorizing for a price that does not
exceed a price cap comprises calculating the selected amount and wherein calculating
the selected amount is done responsive to receiving the profile-attribute information
about the visitor.

6. The method of claim 1 wherein part (a) is done before part (b).

7. The method of claim 6 further comprising building a look-up data
structure associating at least one selected of a plurality of possible profile attributes
with at least one selected of a plurality of second media properties, and wherein part (b)
comprises authorizing those selected second media properties on the lookup data
structure associated with the profile-attribute information received about the visitor.

8. The method of claim 1 wherein authorizing responsive to receiving
information comprises authorizing responsive to receiving an electronic redirect of a
visitor computer accompanied by profile-attribute information about the visitor.

9. The method of claim 1 wherein authorizing responsive to receiving
information comprises recognizing an action conducted on the first media property by
the visitor.

10.  The method of claim 1 wherein authorizing responsive to receiving
profile-attribute information comprises authorizing responsive to receiving a search
request by the visitor to the first media property.

11.  The method of claim 1 wherein authorizing responsive to receiving
profile-attribute information comprises authorizing responsive to receiving information
about a characteristic of the visitor.

12. The method of claim 1 wherein authorizing responsive to receiving
profile-attribute information comprises authorizing responsive to receiving information
about a profile attribute of the visitor and categorizing the profile attribute within at

least one of a plurality of predefined categories.
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13. The method of claim 1 wherein authorizing comprises redirecting the
visitor’s computer to the second media property for the second media property to place
a tag on the visitor’s computer readable by the second media property.

14.  The method of claim 1 wherein authorizing comprises placing a tag on the
visitor’s computer readable by the second media property.

15.  The method of claim 1 wherein authorizing comprises delivering the price
cap to a second media property that controls ad space on a plurality of different media
properties, with understanding that second media property will allow placement of the
advertisement only into ad space having a price that does not exceed the price cap.

16.  The method of claim 15 wherein authorizing comprises locating
previously determined information concerning the profile-attribute-dependent revenue
available for display of the advertisement.

17.  The method of claim 16 wherein: (i) part (a) is done before part (b), (ii)
part (b) comprises, responsive to receiving an electronic redirect of a visitor computer
accompanied by profile-attribute information about the visitor, authorizing display of
the advertisement by arranging for placement of a tag readable by the second media
property, and (iii) authorizing comprises authorizing display of the advertisement only
during a specified time period after receiving profile-attribute information about the
visitor.

18.  The method of claim 1 wherein authorizing comprises authorizing display
of the advertisement only during a specified time period after receiving profile-attribute
information about the visitor.

19.  The method of claim 1 wherein the second media property comprises
media-property equipment controlling ad space that is in a different media than the
media of the first media property.

20.  The method of claim 1 wherein the second media property comprises
equipment controlling ad space only temporarily.

21.  The method of claim 1 wherein the second media property comprises

equipment controlling ad space at different Internet sites.
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22.  The method of claim 21 wherein the second media property comprises
equipment controlling ad space on Internet sites not owned by the second media
property.

23.  The method of claim 1 further comprising, in the course of authorizing for
a price that does not exceed a price cap, translating the revenue determined in part (a)
in accordance with a first payment method to a second, different payment method
utilized by the second media property.

24. A computer server programmed to implement a method of directing
electronic advertisements comprising:

(a)  determining a profile-attribute-dependent revenue available for
display of a profile-attribute-related advertisement; and
(b)  for each of a multitude of different electronic visitors to a first

media property, responsive to receiving information about at least one of a

plurality of profile attributes possibly applicable to the visitor, automatically

electronically authorizing a second media property to allow display, to the
electronic visitor when visiting the second media property, of an advertisement

correlated with the profile-attribute information received about the visitor, for a

price that does not exceed a price cap that is a selected amount less than the

revenue available for display of the advertisement.

25.  The server of claim 24 wherein the server is programmed to implement a
method wherein authorizing for a price that does not exceed a price cap comprises
ensuring that (i) the revenue available for display of the advertisement is not less than
(ii) a sum of the price for allowing display of the advertisement to the electronic visitor
when later visiting the second media property and an amount that depends on cost or
desired profit.

26.  The server of claim 25 wherein the server is programmed to implement a
method:

(1) wherein part (a) is done before part (b);
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(i)  further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(iii)  wherein part (b) comprises, responsive to receiving an electronic
redirect of a visitor computer accompanied by profile-attribute information
about the visitor, authorizing said at least one selected second media property on
the lookup data structure associated with the profile-attribute information
received about the visitor, only during a specified time period after receiving
profile-attribute information about the visitor, by arranging for placement of a
tag readable by said at least one selected second media property.

27.  The server of claim 24 wherein the server is programmed to implement a
method wherein part (a) is done before part (b).

28.  The server of claim 27 wherein the server is programmed to implement a
method further comprising building a look-up data structure associating at least one
selected of a plurality of possible profile attributes with at least one selected of a
plurality of second media properties, and wherein part (b) comprises authorizing those
selected second media properties on the lookup data structure associated with the
profile-attribute information received about the visitor.

29.  The server of claim 24 wherein the server is programmed to implement a
method wherein authorizing responsive to receiving information comprises authorizing
responsive to receiving an electronic redirect of a visitor computer accompanied by
profile-attribute information about the visitor.

30.  The server of claim 24 wherein the server is programmed to implement a
method wherein authorizing responsive to receiving profile-attribute information
comprises authorizing responsive to receiving information about a profile attribute of
the visitor and categorizing the profile attribute within at least one of a plurality of
predefined categories.

31.  The server of claim 24 wherein the server is programmed to implement a
method wherein authorizing comprises delivering the price cap to a second media

property that controls ad space on a plurality of different media properties, with

24

25



10

15

20

25

understanding that second media property will allow placement of the advertisement
only into ad space having a price that does not exceed the price cap.

32.  The server of claim 31 wherein the server is programmed to implement a
method wherein authorizing comprises locating previously determined information
concerning the profile-attribute-dependent revenue available for display of the
advertisement.

33.  The server of claim 32 wherein the server is programmed to implement a
method wherein: (i) part (a) is done before part (b), (ii) part (b) comprises, responsive to
receiving an electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor, authorizing display of the advertisement by arranging for
placement of a tag readable by the second media property, and (iii) authorizing
comprises authorizing display of the advertisement only during a specified time period
after receiving profile-attribute information about the visitor.

34.  The server of claim 24 wherein the server is programmed to implement a
method wherein authorizing comprises authorizing display of the advertisement only
during a specified time period after receiving profile-attribute information about the
visitor.

35.  The server of claim 24 wherein the server is programmed to implement a
method wherein the second media property comprises media-property equipment
controlling ad space that is in a different media than the media of the first media
property.

36.  The server of claim 24 wherein the server is programmed to implement a
method further comprising, in the course of authorizing for a price that does not exceed
a price cap, translating the revenue determined in part (a) in accordance with a first

payment method to a second, different payment method utilized by the second media

property.

25

26



O O 00 N O o O =

- a4 a4 a4
A W N =

ABSTRACT

An automatic system facilitates selection of media properties on which to display
an advertisement, responsive to a profile collected on a first media property, where a
behavioral-targeting company calculates expected profit for an ad correlated with the
profile and arranges for the visitor to be tagged with a tag readable by the selected
media property. The profit can be calculated by deducting, from the revenues that are
expected to be generated from an ad delivered based on the collected profile, at least the
price of ad space at a media property where the BT company might like to deliver ads
to the profiled visitor. When the calculated profit is positive (i.e., not a loss), the BT
company arranges for the visitor to be tagged with a tag readable by the selected media

property through which the BT company expects to profit.
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application is referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card
authorization forms PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not
publicly available.

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on information
and belief are believed to be true; and further that these statements were made with the knowledge that willful false
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001 and that such willful
false statements may jeopardize the validity of the application or any patent issued thereon.

NAME OF SOLE OR FIRST INVENTOR: D A petition has been filed for this unsigned inventor

Given Name (first and middle [if any]) Family Name or Surname
Roy Shkedi

Date
June 14, 2007

Inventor's Signature

Residence: City State Country Citizenship
New York New York USA IL

Mailing Address
¢/0 AimondNet, Inc.; 134 Spring Street, Suite 302

City State Zip Country

New York New York 10012 USA

D Additional inventors or a legal representative are being named on the supplemental sheet(s) PTO/SB/02A or 02LR attached hereto.
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Approved for use through 11/30/2011. OMB 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

4 POWER OF ATTORNEY Application Number NEW APP \
OR Filing Date 06/07/2012
REVOCATION OF POWER OF ATTORNEY | FirstNamed Inventor | Shkedi, Roy
Title Media properties selection method and ...
WITH A NEW POX\LE[I)Q OF ATTORNEY AU 2241 (in parent)
Examiner Name Katsikis, K.J. (in parent)

\CHANGE OF CORRESPONDENCE ADDRESS Attorney Docket Namber | 14-EP-CON3

| hereby revoke all previous powers of attorney given in the above-identified application.

I:' A Power of Attorney is submitted herewith.

OR
| hereby appoint Practitioner(s) associated with the following Customer 26362
stor
Number as my/our attorney(s) or agent(s) to prosecute the application
identified above, and to transact all business in the United States Patent
and Trademark Office connected therewith:
OR
|:| | hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the application identified above, and
to transact all business in the United States Patent and Trademark Office connected therewith:

Practitioner(s) Name Registration Number

Please recognize or change the correspondence address for the above-identified application to:
The address associated with the above-mentioned Customer Number.
OR

I:' The address associated with Customer Number:
OR

Firm or
Individual Name

Address

City | State | | Zip|
Country
Telephone | Email |

| am the:

|:| Applicant/Inventor.

OR
Assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) (Form PTO/SB/96) submitted herewith or filed on

SIGNATURE of Applicant or Assignee of Record

Signature o i i Date 05/31/2012
Name Roy Shkedi T Telephone | (646) 217-0930
Title and Company CEO - AlmondNet, Inc.

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if more than one
signature is required, see below*.

|:| *Total of forms are submitted.

This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit: @ 2441%

Serial No. : Examiner: : Katsikis, Kostas J.*
Filing Date : 06/07/2012 * In parent application S.N. 12/823,709
Title ¢ Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS —June 07, 2012
P.O. Box 1450
Alexandria, VA 22313-1450

PRELIMINARY AMENDMENT

Dear Sir:

Assignee requests entry of the following amendments and consideration of the
following remarks in this continuation application.

Amendments to the specification begin on page 2.

Amendments to the claims begin on page 3.

Remarks begin on page 11.
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AMENDMENTS

IN THE SPECIFICATION

At page 1, line 5, please replace the paragraph as follows:

This application is a continuation of application Serial No. 12/823,709, filed June

25, 2010, now U.S. Patent 8,204,783, which is a continuation of application Serial No.
11/763,286, filed June 14, 2007, now U.S. Patent 7,747,745, which claims the benefit of

provisional application Serial No. 60/804,937, filed June 16, 2006, and provisional
application Serial No. 60/805,119, filed June 19, 2006, which are herein incorporated by

reference.

CON of Serial No. 12/823,709 Page 2 of 11
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IN THE CLAIMS:

Please amend the claims as follows:

1-36. (Canceled)

37.  (New) A method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media
property, based on information indicating at least one of a plurality of profile attributes
possibly applicable to the visitor, automatically electronically authorizing a third-party
second media property to cause display, to the electronic visitor when the visitor visits
the second media property at a time after the visitor visits the first media property, of
an advertisement correlated with the indicated profile attributes, subject to a visitor-
specific condition for display of the advertisement.

38.  (New) The method of claim 37 wherein the visitor-specific
condition for display of the advertisement is that a price charged by the second media
property is less than a profile-attribute-dependent price that an advertiser is willing to
pay for display of the advertisement.

39. (New) The method of claim 37:

@) further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(ii)  wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor, authorizing said at least one selected second media
property on the lookup data structure associated with the profile-attribute
information received about the visitor, only during a specified time period after
receiving profile-attribute information about the visitor, by arranging for
placement of a tag readable by said at least one selected second media property.
40.  (New) The method of claim 37 further comprising building a look-

up data structure associating at least one selected of a plurality of possible profile

CON of Serial No. 12/823,709 Page 3 of 11
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attributes with at least one selected of a plurality of second media properties, and
wherein the method comprises authorizing those selected second media properties on
the lookup data structure associated with the profile-attribute information received
about the visitor.

41.  (New) The method of claim 37 wherein authorizing comprises
authorizing responsive to receiving an electronic redirect of a visitor computer
accompanied by profile-attribute information about the visitor.

42.  (New) The method of claim 37 wherein authorizing comprises
recognizing an action conducted on the first media property by the visitor.

43.  (New) The method of claim 37 wherein authorizing comprises
authorizing based on a search request by the visitor to the first media property.

44.  (New) The method of claim 37 wherein authorizing comprises
authorizing responsive to receiving information about a characteristic of the visitor.

45. (New) The method of claim 37 wherein authorizing comprises
authorizing based on information about a profile attribute of the visitor and
categorizing the profile attribute within at least one of a plurality of predefined
categories.

46.  (New) The method of claim 37 wherein authorizing comprises
placing a tag on the electronic visitor, wherein the electronic visitor is a computer, and
wherein the tag is readable by the second media property.

47.  (New) The method of claim 37 wherein authorizing comprises: (i)
responsive to receiving information via an electronic redirect of a visitor computer
accompanied by profile-attribute information about the visitor, authorizing display of
the advertisement by arranging for placement of a tag readable by the second media
property, and (ii) authorizing display of the advertisement only during a specified time
period after receiving the information about the visitor.

48.  (New) The method of claim 37 wherein the second media property
comprises media-property equipment controlling ad space that is in a different medium

than the medium of the first media property.
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49.  (New) The method of claim 37 wherein the second media property
comprises equipment controlling ad space only temporarily.

50.  (New) The method of claim 37 wherein authorizing comprises
arranging for placement of a tag associated with the electronic visitor by the third party
second media property.

51.  (New) The method of claim 50 wherein the condition is given to the
second media property at the time arranging for placement of a tag takes place.

52.  (New) The method of claim 51 wherein the condition is given by
incorporating it in a URL used to redirect the electronic visitor to the second media
property to enable the second media property to place a tag associated with the visitor’s
computer.

53.  (New) The method of claim 50 wherein arranging for placement of
a tag comprises redirecting the electronic visitor to the second media property for the
second media property to place a tag on the electronic visitor readable by the second
media property.

54.  (New) The method of claim 37 wherein the condition is a specified
time period after receiving profile-attribute information about the visitor.

55. (New) A tangible computer-server device programmed to
implement a method of directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, automatically electronically authorizing a third-party second
media property to cause display, to the electronic visitor when the visitor visits the
second media property at a time after the visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to a visitor-
specific condition for display of the advertisement.

56.  (New) The server of claim 55 wherein the visitor-specific condition
for display of the advertisement is that a price charged by the second media property is
less than a profile-attribute-dependent price that an advertiser is willing to pay for

display of the advertisement.
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57.  (New) The server of claim 55 wherein the server is programmed to
implement a method:

(i) further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(ii)  wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor, authorizing said at least one selected second media
property on the lookup data structure associated with the profile-attribute
information received about the visitor, only during a specified time period after
receiving profile-attribute information about the visitor, by arranging for
placement of a tag readable by said at least one selected second media property.
58. (New) The server of claim 55 wherein the server is programmed to

implement a method further comprising building a look-up data structure associating
at least one selected of a plurality of possible profile attributes with at least one selected
of a plurality of second media properties, and wherein the method comprises
authorizing those selected second media properties on the lookup data structure
associated with the profile-attribute information received about the visitor.

59.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises authorizing responsive to
receiving an electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor.

60.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises recognizing an action conducted
on the first media property by the visitor.

61.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises authorizing based on a search

request by the visitor to the first media property.
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62.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises authorizing responsive to
receiving information about a characteristic of the visitor.

63.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises authorizing based on information
about a profile attribute of the visitor and categorizing the profile attribute within at
least one of a plurality of predefined categories.

64.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises placing a tag on the electronic
visitor, wherein the electronic visitor is a computer, and wherein the tag is readable by
the second media property.

65.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises: (i) responsive to receiving
information via an electronic redirect of a visitor computer accompanied by profile-
attribute information about the visitor, authorizing display of the advertisement by
arranging for placement of a tag readable by the second media property, and (ii)
authorizing display of the advertisement only during a specified time period after
receiving information about the visitor.

66.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein the second media property comprises media-property
equipment controlling ad space that is in a different medium than the medium of the
first media property.

67.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein the second media property comprises equipment
controlling ad space only temporarily.

68.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein authorizing comprises arranging for placement of a tag

associated with the electronic visitor by the third party second media property.
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69.  (New) The server of claim 68 wherein the server is programmed to
implement a method wherein the condition is given to the second media property at the
time arranging for placement of a tag takes place.

70.  (New) The server of claim 69 wherein the server is programmed to
implement a method wherein the condition is given by incorporating it in a URL used
to redirect the electronic visitor to the second media property to enable the second
media property to place a tag associated with the visitor’s computer.

71.  (New) The server of claim 68 wherein the server is programmed to
implement a method wherein arranging for placement of a tag comprises redirecting
the electronic visitor to the second media property for the second media property to
place a tag on the electronic visitor readable by the second media property.

72.  (New) The server of claim 55 wherein the server is programmed to
implement a method wherein the condition is a specified time period after receiving
profile-attribute information about the visitor.

73.  (New) A system comprising one or more computers programmed
to implement a method of directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, automatically electronically authorizing a third-party second
media property to cause display, to the electronic visitor when the visitor visits the
second media property at a time after the visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to a visitor-
specific condition for display of the advertisement.

74.  (New) The system of claim 73 wherein the visitor-specific condition
for display of the advertisement is that a price charged by the second media property is
less than a profile-attribute-dependent price that an advertiser is willing to pay for
display of the advertisement.

75.  (New) The system of claim 73 wherein the method:

CON of Serial No. 12/823,709 Page 8 of 11
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() further comprises building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(ii)  comprises, responsive to receiving an electronic redirect of a visitor
computer accompanied by profile-attribute information about the visitor,
authorizing said at least one selected second media property on the lookup data
structure associated with the profile-attribute information received about the
visitor, only during a specified time period after receiving profile-attribute
information about the visitor, by arranging for placement of a tag readable by
said at least one selected second media property.

76.  (New) The system of claim 73 wherein the method further
comprises building a look-up data structure associating at least one selected of a
plurality of possible profile attributes with at least one selected of a plurality of second
media properties, and wherein the method comprises authorizing those selected second
media properties on the lookup data structure associated with the profile-attribute
information received about the visitor.

77.  (New) The system of claim 73 wherein authorizing comprises
authorizing responsive to receiving an electronic redirect of a visitor computer
accompanied by profile-attribute information about the visitor.

78.  (New) The system of claim 73 wherein authorizing comprises
recognizing an action conducted on the first media property by the visitor.

79.  (New) The system of claim 73 wherein authorizing comprises
authorizing based on a search request by the visitor to the first media property.

80.  (New) The system of claim 73 wherein authorizing comprises
authorizing responsive to receiving information about a characteristic of the visitor.

81.  (New) The system of claim 73 wherein authorizing comprises
authorizing based on information about a profile attribute of the visitor and
categorizing the profile attribute within at least one of a plurality of predefined

categories.
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82.  (New) The system of claim 73 wherein authorizing comprises
placing a tag on the electronic visitor, wherein the electronic visitor is a computer, and
wherein the tag is readable by the second media property.

83.  (New) The system of claim 73 wherein authorizing comprises: (i)
responsive to receiving an electronic redirect of a visitor computer accompanied by
profile-attribute information about the visitor, authorizing display of the advertisement
by arranging for placement of a tag readable by the second media property, and (ii)
authorizing display of the advertisement only during a specified time period after
receiving the information about the visitor.

84. (New) The system of claim 73 wherein the second media property
comprises media-property equipment controlling ad space that is in a different medium
than the medium of the first media property.

85.  (New) The system of claim 73 wherein the second media property
comprises equipment controlling ad space only temporarily.

86.  (New) The system of claim 73 wherein authorizing comprises
arranging for placement of a tag associated with the electronic visitor by the third party
second media property.

87.  (New) The system of claim 86 wherein the condition is given to the
second media property at the time arranging for placement of a tag takes place.

88.  (New) The system of claim 89 wherein the condition is given by
incorporating it in a URL used to redirect the electronic visitor to the second media
property to enable the second media property to place a tag associated with the visitor’s
computer.

89.  (New) The system of claim 86 wherein arranging for placement of a
tag comprises redirecting the electronic visitor to the second media property for the
second media property to place a tag on the electronic visitor readable by the second
media property.

90. (New) The system of claim 73 wherein the condition is a specified

time period after receiving profile-attribute information about the visitor.
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Remarks
Upon entry of this amendment, there will be fifty-four (54) total claims pending,
of which three (3) are independent claims. Therefore, pursuant to 37 CFR § 1.53(f)(3),
excess claims fees in the amount of $1,020 (34 claims x $30/claim) are submitted
concurrently.
Please feel free to telephone the undersigned if anything further is required to
advance prosecution of this application.
Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: June 7, 2012 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFEMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant Shkedi, Roy Art Unit 2441 *

Serial No. Examiner Katsikis, Kostas J. *
Filing Date 06/07/2012 * In parent Serial No. 12/823,709

Title Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS — June 7, 2012
P.O. Box 1450

Alexandria, VA 22313-1450

INFORMATION DISCLOSURE STATEMENT

Dear Sir:

Assignee discloses the references listed on form PTO-1449 attached to this
document. All foreign and non-patent references listed, with the exception of the
reference nos. 133 and 136, were cited in parent application Serial No. 12/823,709,
therefore, pursuant to Office Rules, copies of those references are not included.

Assignee continues to direct the Examiner to the following applications, which

share the same inventor, as well as the references cited therein:

Serial No. Filing Date Earliest Parent Filing Date
11/765,433 06/19/2007 06/19/2006 (prov.)
11/968,117 12/31/2007

12/131,798 06/02/2008

12/257,386 10/23/2008

12/536,451 08/05/2009

12/860,666 08/20/2010

12/906,007 10/15/2010

12/911,601 10/25/2010 11/28/2000
12/912,726 10/26/2010 12/28/1999
12/981,925 12/30/2010 12/31/2007
13/024,217 02/09/2011 01/15/2009 (prov.)
13/097,885 04/29/2011 04/17/2007
13/115,946 05/25/2011 06/14/2000
13/115,949 05/25/2011 06/14/2000
13/115,952 05/25/2011 06/14/2000
13/167,605 06/23/2011 04/17/2007
13/170,110 06/27/2011 06/19/2006 (prov.)
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Serial No. Filing Date Earliest Parent Filing Date
61/514,840 08/03/2011 08/03/2011

13/243,314 09/23/2011 06/02/2008

13/274,242 10/14/2011 10/15/2010 (prov.)
13/368,686 02/08/2012 11/28/2000

If the Office has any questions, please feel free to contact applicant’s undersigned
attorney of record.
Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: June 7, 2012 /Louis J. Hoffman/

Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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Form PTO-1449 (Modified) Serial No.:

List of Patents and Publications For Applicant:  Shkedi, Roy
Information Disclosure Statement Filed: 06/07/2012

Art Unit: 2441 (in parent)
Page 1 of 6 Conf. No.:

U.S. PATENT DOCUMENTS

Examiner Document Publication ~Name of Patenteeor  Filing Date
Initials Item  Number Date Applicant (if appropriate)

1 5710884 01/20/1998 Dedrick

2 5717923 02/10/1998 Dedrick

3 5724521 03/03/1998 Dedrick

4 5752238 05/12/1998 Dedrick

5 5794210 08/11/1998 Goldhaber, et al.

6 5855008 12/29/1998 Goldhaber, et al.

7 5918014 06/29/1999 Robinson

8 5948061 09/07/1999 Merriman, et al.

9 6026368 02/15/2000 Brown etal.

10 6055513 04/25/2000 Katz, et al.

11 6073241 06/06/2000 Rosenberg et al.

12 6141010 10/31/2000 Hoyle

13 6216129 04/10/2001 Eldering

14 6285987 09/04/2001 Roth etal.
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16 6324519 11/27/2001 Eldering
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21 6487538 11/26/2002 Gupta, et al.

22 6615247 09/02/2003 Murphy

23 6868392 03/15/2005 Ogasawara

24 6983379 01/03/2006 Spalink et al.

25 7039594 05/02/2006 Gersting

26 7043531 05/09/2006 Seibel et al.

27 7058593 06/06/2006 Merritt

28 7065550 06/20/2006 Raghunandan

29 7155508 12/26/2006 Sankuratripati, et al.

Examiner: Date Considered:

EXAMINER: Initial if reference considered whether or not citation is in conformance with MPEP 609. Draw
line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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Initials Item  Number Date Applicant (if appropriate)
30 7181438 02/20/2007 Szabo
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Examiner: Date Considered:

EXAMINER: Initial if reference considered whether or not citation is in conformance with MPEP 609. Draw
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D FOR OBTAINING ANALYSIS OF USERFROPENSITY

Rk Abstract

The invention relates o the system for obtaining analysis
infornation of user propensity and method, And in the
cooperated intemet portal site, by it unificationals, the
pmpensity analysis informaton of the user which gets while
offering solution including the status information of site and
tendency information of user e, being analyzed and again
offering to the affiliated site co- marketing and taget marketing
are done.

Representative drawing

Fig 1

HY &2
1
o

[

INRE Keyword(s)

ol A & Aol

E ERobie HEat
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=

User inclination site pfesent condition target marketing co-
markating cookia se

ZAIA Description

B Background Art

The irvention relates o the system for obtaining analysis
infonmnation of user pmpeansity and method, mom specifically, &
co- marketing, the system for obtaining analysis information of
user propensity and the method doing the Biget markating it
again offers W the affiliated site the propensity analysis
information of the user which gets sclution including the s*tatus
information of site and tendency information of useretc. |
offemd o the conperatad intemet poral site are am.lyzod it
unificationals.

{tis general thatin the intemet field, the method for securing
clientimplies the method in which the intemet portal or the
privade enterprise secures the members. [t directly decreases
the henefitio the members and the method for generally
secunng the members induces join. For example, methed etz
in other words have as the method for offering the various
contents and securinq the members or the method it monetaries

http://eng kipris.or.kr Page 1 of 12
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if advertisementis atlocked, for the benefit being given and
ing the members secures the members by offering no
charge e- mail

In the featum of the mathod for securing this kind of the
conventonal members, the problem that the burden it
monetanes, because with getling the customer information
under the direct contact with client it directly has o offer the
benefit ©© client very much comes in has. Nomal, in the cost
getting 1 ophivon client, the number ten thousand won at the
leastcomes in from the number thousand won.

NMoreover, itis therefore the advertisement business the
poblam whether the members or visior in factin fact lboks st
the banner ad or notof knowing in case of the advertisement
business t© the page viaw stiandanls o the vanous business
based on this if the intemet portal site secures the members.
Therefore, there is a problem thatitgives an order with the
client one- to- one basis with the individual inclination in order
s pecause the coneEnts targeting and pofile
targeting methed but the method which it litle more developes
is included a , momover, the mass marketing *™* westand it
cannot adveriise.

o

-

s

[T por =7
P R

Therefore, in conclusion, there is a problem thatthe
advertisement income cannot help being contracked 1 the
fixative basing on on the page view The higher adverisement
income cannot be expecad.

B Summary of invention

woiol 5t Effects of the invention

As described above, the present invention has the effect thatit
directly touches in clientand intemetand the customer
information is not gotten, but the intemet entemrises in which
the tendency information of clientis gotten to the indirect mode
in which the soiution supply including the analysis of cuent
siation informaton and user propensity analysis information of
sig ale. is © the intemet entempiise and the authonization of the
client of each site is received as this costand getting the
customer information and analyzing the inclination of the user
unificationals, and which are cooperated by providing the
analyzed information, the co- marketing business and one- to-
one targetting advertisemeant are procead.

Moreover, there can be the advantage contracting
advertisement and expect the higher advertisement income as
the click standards by the inclination analysis the contents
which the one- - one schition is provided can be offered.

In the meantime, there can be the advantage which canun a
business based on the user information the various co-
marketing by driving away network between the affiliated site
while reducing the costwhich is requirad in order o secum
the information of user because of securing the information of
user as the indirsct method,

oy

Abo]E 2| Eof ¢

2 2 And the advantage can have atone's beck and calf has the
st= ElLE &

desired targetting adverisement through the media in which the
width of the affiliated site and the integrated user inclination
analysis wides and depth deeps © advertser in every nook
and comer.

=t

= e
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B Brief explanation of the drawing

Fig. 1 the configuration diagram for embodying the user trend
analysis method for achieving information,

Figure 2 is flowchart for ilfusrating the user tend analysis
method for achieving information.

C

Figure 3 is an example diagram showing the time slotuser
profile present condition with the site status informaton,

Figura 4 is an example diagram showing the service offered
user profile present condition with the site status information.

& 6= 22 Ol R Muk B B LR ¢ F

Figure 5 is flowchart showing the user inclination analysis
process of fig. 2

208 B8 AL 2802 ATt A The example diagram showing the statie defining user with the
AlEofeh fig. 6 silver the invention as the similarity flavor group.

75 == =] H
FREE

escription - of the denotation about the main partof - drawing.

100 A=A u] 20 F A 10 certificate server 20 web server.

30: 30 client DB 40 log server

50 80 analysis DB 80 analysis of cument situation server.

70 70 customer information extraction server 80 inclination
analysis server.

100 A 100 customer server

B Technical Task

The invertion provides the status information of the site in the
intemet poral site which is o solve problems described in the
above created, and the object of the presentinvention is
coopertd and the user trend analysis method for achiaving
information which does the target marketng for user and co-
marketing between the affiliatad company by itunificationals,
the propensity analysis information of the use ich gets while
offering soiution including the tendency information of user ete.
being analyzed and again offering  the affiliatwed site.

o

L Ve S

5 o U

BLWO Ja 8 NE B Siructure & Operation of the Invention

The systern for obtaining analysis information of user propensity
of the present inventon for realizing the purpose as described
above itcharacterizes © be included of the inclination analysis
server performing the inclination analysis based on data of the
certificate sewer, certifiad and the log server, stering the log
information of the user connecting © the web server and the
ysis 1B, which it stores it models through the information
and site customer database of the iog server to the user cental
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and the analysis of current siwation servar, the customer
information extraction server analyzing data of the analysis DB
and stores and tansmits with the customer server through
intemet, and the customer server compared to the information of
the cus®omer database the web server, giving one's service all
kinds of the conientses, the community, and the electonic
commerce ateach site and the customer dafabase, recording
the information of the authonzed users in each site and the
user connecting to the web server. As o the inclination
analysis server, the staws information of site is anslyzed
based on data of the analysis DB and offered and analysis DB.
As 1o the customer server, information which itis tansmitiad
from the customer infonmation extaction server of each site are
amranged again and analyzing and in which the user inclination
itunificationals, is analyzed and which itagain offers o each

si,

Moreover, the user trend analysis method for achieving
information comprises the user central step of tansmiting with
the customer server 1o the intemet through the customer
information extraction senver the step of diving away the
analysis DB itmodels, and step of analyzing the user
inclination through the site status information tough the
tsituation server based on data of the

anaiysis DB and inclination analysis server, and dat analyzed
in each sie, and step of analyzing the infegration user
- > i ~inclination W the user inclination and navigaton information of
GijAT =4 E O : S E =5l each site saved in the customer server, and step performing
T2 Mo E > FA % b “HEL co- marketing and target marketing the infegration user

; 8 3 i A propensity analysis information is tansmited in each sie the
step, that it steres in the Ing database data is tansmited with
the log server the log information desigred with the step of
mapping © the nomal seitsystem the service offered o 2ac
site is classified according to the content of the solution
demanded in each site, and the step that designs the
environment of web server log type the identity of useris
secured weblog and cookie setare estabilished user visits in
each site is with merged and the leg information saved in the
og servern

o2
i

bl

AT
"‘*HIIH-E =1

g

forover, itcompises the stap of aanging the fixad
classification system the senvice, the step of drawing in
semathing the individualized disposition it scores the classifiad
by comtents separating accerding © the classification system
user, and the stiep that the users having the inclination. The
siep of aranging the fixed classification system the sewvice is
offered from site when in the upper part the user inclination
anaiysis. The step that the users having the inclination is
similar by using the clustaring algorithm is grouped and that
classifies the detail population and defined.

The inemet enerprises which are cooperaied by geting the
member customer while the user tendency information
unificationats, being analyzed through the user tendenc)
information which gets while offering the staws information and
user tendency information of the site wanting to the intemet
portal site dnving away the co- marketing consortium netwoik
for the invention included like the upper part is each intemet
poral site and is cooperated in site © 2ach siw and offering «
the again cooperated network,, the co- marketing business and
target marketing are proceed.

21
o
o

>

oxe

v

ool

inafiar, the prefered embodiment of the present invention is
explained referring o the figure. Moreover, this woiking
example does not limit the scope of right of the prasent
invention. s only as an example meindicated.

Fig. 1 the configuration diagram for embodying the user trend
analysis method for achieving information.

itis included of the inclination analysis sarver (BD) performing
http://eng kipris.or.kr Page 4 of 12
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the inclination analysis based on data of the certificate server
(10}, which itwhen ali F\H’\LJS of the contentses in each site as
shown in activating, the community, and the electronic
commerce are rumparefi with the information of the customer
database (30) the web server {20), given one's senvice and the
customer database (30), recording the information of the
authorized users in each site and the user Lonﬂecnnq w© the

i { nely server (20) ifies and the log server (4()} nng the log
FAM HI ’80)9r information of the ueer connecting o the web ser‘rer \aO} and
Hf DAMH{IG0) 2 2iE the analysis BB (50}, which it stores [t modeis through the
. ‘—T?’\i H{ ’70) 2¥ 10| information and sn:e customer database {30} of the log server
HE {40} 1o the user cantral and the analysis -:)f' cument situation

server {80), the customer information extraction sener (70), and
the custorner server {100). As o inclination analysis senver
(80, the stats information of sie is analyzed based on data of
the analysis DB (50} and offerad and an i¥<|< 0B {40). The
cusmmar -r*fom:atﬁor exiraction seiver {70} analyzes data of the
analysis DB (50} and which stores and transmitiad with the
customer server (100} through the intemet (90}, As © the
customer server {100}, inforrnation which itis transmitted from
the customer information extraction senver (70) of each site are
armanged again and analyzing and in which the user inclination
itunificationals, is analyzed and which itagain offers © each
sita.

0 B2EE2 n the upper part in order o users connectand it inguires the

analyzed user information with the log information the analysis
of cUment sitation sever (60} is composed.

If it explains with reference to the flowchart illustated in Figure
2 inomder © explain the user rend anaiysis method for
achieving information by the system for cbtaining analysis
information of user propensity of the present invention included
fike the upper part it thes same like next

.
¥

irsty, in order to he provided the analysis of curent situation
or the user propensity analysis information of each site which
15 \fvh;;e affaring solution inchuding the analysis of cument
3 ton **n'r user pmpensity analysis information of desired
each site etc o the speciality portal cen-ter of the intemet
community 1hr>ux5.= the co- marketing ** " W each site
predecessor has o be included.

F Mui(2 The system status of the overall site of the content of the
AMEl L F > information wanting in each site offenng service including ail
OF e SR -215 B ere Kinds of the contentses or the Lommm.t, the electronic
comimane et thiough the vieb server (20) and site am
analyzed and it defines (S10).

Next, the contents, offered © each site the community, and the
commarial tansaction itern are classified respec tively and it
maps according © the normal sort system {S20}.

off 2 ; : : Thereafter, the cookie setis established at this time o remain
= O ng SR A Ol 8X I in the weblog which mmains I user visits in each site and the
-ﬂm A ’\‘E Hi 2 ) : ; 4 E| M) BT identity of user is secured and the environment log type of the
reb server (204 is designed and it optimizes (SB()-\,;. Atthis time,
when securing the identity of the users, the penmission of the
users of each site is meceived and it secures.

in this way, the information is with meged according W the log
type designed through the weblogs and the cookie set which it
lraves when the service in which a plurality of users visited in
each site visits and offered being used or connecting and the
task scheduled in the early moming when user very much does
not conrect in consideration of the load degree of each infemet
site is proceed and data s transmived automatica iy with the
log sewver {40) and itstores in the log database {S4 .).
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In this way, by using dat parsing technology, itmodels 1 the
user central and the log infonmation saved in the log server (40}
drives away the analysis DB {50} (S50).

Thatis, mgistration dat about the users, and the registered
concem, click stream, preference contents, subsciiption
community, the pur rchasi ing dispositioh etc is storad,

=, F“DB(SO 9 HEEAMHEGO)  Nexy the site status information is analyzed based on data of
= the analysis DB {50) through the analysis of curment sitiation
senver (60} (S0

The site status information offers © the presant conditon about
the period, connecting to site in other words, the time siot, day,
month, per quarter. And the visit date, the period of visiting et
are offpmd recenily the state of user, in other words, the
members and nonmember, and the new member and existing
members, excellence, general, sleep, the secession members
etn, The sex, age, job, arsa lightis offered o the profile
present condition of user. Moreover, the present condition
including the contents, the wrrmu“sty, the commer
Lrar-a action ete. s oifered W the seivice offered present
condition,

The time slot user profile present condition is offered as shown

in fig. 3 or the profile present cendition of the user connecting

as shown in fig. 4 o the service offered user profiie present

condition, in other words, the health information, and the pofile
present condition of the user connecting © the news

information am offerad in case of the site status information as

in the above. And the content category user profile present
condition et are offered,

Moreover, thﬂ -Ja.er inclination is analyzed based on data of the
analysis DB {50) through the inclination analysis server (80)
{570).

The use nation analysis amanges according i the
classification system constanting according o the sewvice,
firstly offerad as shown in fig. 5 from site in other words, the
sefvice, in other words, the contents, the community, the
commercial transaction goods et (§702). Atthis time, data in
which omitied dat readjusts and \hxch is refined is securad.

ke s. x ‘ t‘

Next users are scored o the classified by contents separating
0‘15‘ a0

according 1o the classification systern and the individuatized
disposition is in something drawn (S704).

The detzail powulanor of severai dozen having the inclination
grouping and is simiar is classifind and the users having the
inclination which the individuaiized disposition drawn like the
perpart is similar like the fig. 6 by using the clustering
igonthm is defined (5706).

In this way, if data analyzed in each site is sent®© the
customner information extraction sarver (70), itis ransmitad
through the intemet (90) t© the customer server (100) ( 80).

And then, after geting the customer information through the
analysis of curent situation information or the user propensity
analysis information of the site ansmited from each sile, and
the navigation infommaton, it merges with this information and
the custorner server {100) analyzes the user inclination it
ificationals {

http://eng kipris.or.kr Page 6 of 12
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e
s e

In this way, itis again offered ® sach site and it classifies the
inclination of user into the detail population and the one- ©- one
tametng advertisemnent suitabling for each population possibles
and the user propensity analysis information which
unificationals, is analyzed is proceed co- marketing betasen
the respactive cooperated aach site (S100).

i

e

in this way, according © the requirement waniing in each site,
by, in addition the information being with merged and
subscribed o each site which itgats while analyzing the site
analysis of curent siiation and user inclination analyzing the
user inclination itunificationals, the systematic useris
managed based on the inclination of the exact user cne W one
marketing is procead.

o B Scope of Claims

S5 18 B Clairn 1:

ZE AL E A 288 Ml A5 HEshs gAeat The customer senver in which data of inciination analysis server
performing the inclination analysis based on data of the

. certificate server, which i when the various senvices in sach

" site is compared with the information of the customer database
the web server, offerad and the customer database, recording
the information of the authorized users in each site and the use
connecting o the web server certifies and the log server, Jtormq
the log information of the user connecting 1o the web sewver and
the analysis DB, which itstores it models through the information
and site customer database of the log server 1o the user cental
and the analysis of curment situation server, in which the status
infarmation of site is analyzed based on data of the anaiysis DB
and offered and analysis DB, and analysis DB is analyzed and
which stores and in which information which it is transmitted
from the customer information extraction server of the cusiomer
infornation extraction server, ransmitied with the customer
server through intemetand each site are amanged again am
analyzing and in which the user inclination itunificationals, i
anabyzed and which itagain offers © each site.

system for obfaining analysis information of user

J}_‘
>
e
=
h
G
i
I
i)

B Ciaim 2:

The system for obtaining analysis information of user propernsity,
wherein the analysis of cuirent situation server as m the first
claim itis composed so thatusers inquire the anaiyzed user
infomation with the log infermation,

B Claim

The user rend analysis methad for achieving information

wherein the step of mapping t© the nomal sort system the
senice offered 0 each site is classified according o the content
of the solution demanded in each sie, the step webiog and
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cookie set are astablished whan user visits in each site and that
OIERI} 2 the identity of cured and d ‘.h Tent
ol xle < o Ss > : e identity of user is secured and designing the environment of
'—“!(E-F’Hi o} = ' ! E 2P web server log ype, the step that the designed log information is
= =TT with merged and that data is transmitted with the log server and
storing in the log database, the user cental step of transmitting
with the customer server 10 the intemet irmugh the customer
information extraction server the step of driving away the
analysis DB it models, and siep of analyzing the user inclination
through the site sius information through the analysis of current
situation sarver based on data of the analysis D8 and inclination
analysis server, and data analyzed in each site the log
information saved in the iog seiver, step of analyzing the
integration user inclination to the user inclination and navigation
information of each site saved in the customer sewver, and step
performing co- marketing and target marketing the integration User
propernsity analysis information is tansmittad in each sie is by
ncluding compnsed,

B Claim 4:

The user trend analysis method for achieving information,
wherein the step af analyzing the user inclination as to claim 3
the step of amanging the fixed classification system the service
offered from site, the step of drawing in something the

indivi i i it s the classified by conEnts
sepamting awomng o the classification system user, and the
step that the users having the inclination is by including

d. and the step that the users having the inclination is
similar by using the clustering algeritwm is gouped and that
classifias the detail population and defined.

B Claim 5

B The user trend analysis method for achieving information,

3 wherein the site status information as t© claim 2 among the

& profile present condition, of the state pmsent congition, of the
74

period present conditon, connecting o site and userand user
and sevice offered present condition one or greater.

Drawing

® g,
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3. |:| the assignee of an undivided interest in the entirety of (a complete assignment from one of the joint inventors was made)

the patent application/patent identified above, by virtue of either:

A. An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a
copy therefore is attached.

OR

B. |:| A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel ,  Frame , or for which a copy thereof is attached.

2. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , orfor which a copy thereof is attached.

3. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , orfor which a copy thereof is attached.

|:| Additional documents in the chain of title are listed on a supplemental sheet(s).

As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner to the assignee was,
or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.
KQ o 05/31/2012
Signature Lot g 4 ﬂ{@ e - Date
Roy Shkedi -« f CEO - AlmondNet, Inc.
Printed or Typed Name Title

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time
you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Electronic Acknowledgement Receipt

EFS ID: 12964428
Application Number: 13491454
International Application Number:
Confirmation Number: 8741

Title of Invention:

Media properties selection method and system based on expected profit
from profile-based ad delivery

First Named Inventor/Applicant Name:

Roy Shkedi

Customer Number:

26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 14-EP-CON3
Receipt Date: 07-JUN-2012
Filing Date:
Time Stamp: 19:44:37

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:

D t .. . File Size(Byt Multi P
ocumen Document Description File Name ile Size( y es)/ u I. . ages
Number Message Digest | Part/.zip| (if appl.)

Assignee showing of ownership per 37 12-06-07-AlmondNet-Ep- 30488
1 9 CFRg3 73(b) PP CON3-Owner_Stmt- no 1
’ ’ signed_053112.pdf 90c920a72efe84afcasc69tibab7 1697980
el
Warnings:
Information:
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Total Files Size (in bytes):‘ 30488

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

85




ASSIGNMENT

FOR VALUE RECEIVED, I, the named inventor of the below-referenced patent
application, sell, assign, and transfer to AlmondNet, Inc., a Delaware corporation, and any
successor, assign, legal representative, or designated nominee (“Assignee”), the entire
right, title, and interest, for all countries, in and to certain inventions relating to: “Media
Properties Selection Method and System Based On Expected Profit from Profile-based Ad
Delivery,” described in a U.S. utility patent application filed June 14, 2007, and a PCT
application of the same date, and all the rights and privileges under all Letters Patent that
may be granted for those inventions, including any regular applications and continuations,
continuations-in-part, and divisions thereof, and reissue patents or applications thereof,
and any foreign counterparts, international applications, or national applications related
to those inventions.

I request that all patents for the inventions be issued to Assignee.

I agree that, when requested, I will, without charge to Assignee but at Assignee’s
expense, sign all papers, take all rightful oaths, and do all acts that may be necessary,
desirable, or convenient for securing and maintaining patents for the inventions in all
countries and for vesting title to such patents in Assignee.

I authorize and empower Assignee to invoke and claim, for any application for
patent or other form of protection for the inventions filed by Assignee, the benefit of the
right of priority provided by the International Convention for the Protection of Industrial
Property, as amended, or by any convention that may be substituted for it, and to invoke
and claim such right of priority without further written or oral authorization from me.

I consent that a copy of this assignment shall be deemed a full legal and formal
equivalent of any assignment, consent to file, or like document that may be required in any
country for any purpose and more particularly in proof of the right of Assignee to claim
the benefit of the right of priority provided by the International Convention for the
Protection of Industrial Property, as amended, or by any convention that may be
substituted for it.

I represent and covenant with Assignee that the rights and property conveyed by
this Assignment are free and clear of any encumbrance, and that [ have full right to convey
those rights and property.

Agreed:

at New York, New York, June _14 , 2007.

Roy Shkedi
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Electronic Acknowledgement Receipt

EFs ID: 12964464
Application Number: 13491454
International Application Number:
Confirmation Number: 8741

Title of Invention:

Media properties selection method and system based on expected profit
from profile-based ad delivery

First Named Inventor/Applicant Name:

Roy Shkedi

Customer Number:

26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 14-EP-CON3
Receipt Date: 07-JUN-2012
Filing Date:
Time Stamp: 19:49:08

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document .. . File Size(Bytes)/ Multi Pages
D t D t FileN f . .
Number ocument Description rie Name Message Digest | Part/.zip| (if appl.)
Assi howi f hi 37 2899
ssignee showing of ownership per . o
1 CFR3.73(b). EP_Assignment-Signed.pdf no 1
8cc545168376ee050e44c0cbf6136c1ddd9)]
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Total Files Size (in bytes):‘ 28990

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE REC'D I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAIMSl
13/491,454  06/07/2012 2447 1550 14-EP-CON3 54
CONFIRMATION NO. 8741
26362 FILING RECEIPT
LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312 N T AT
Scottsdale, AZ 85260 000000054907505

Date Mailed: 06/20/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Roy Shkedi, New York, NY;
Assignment For Published Patent Application
AlmondNet, Inc.
Power of Attorney: The patent practitioners associated with Customer Number 26362

Domestic Priority data as claimed by applicant
This application is a CON of 12/823,709 06/25/2010 PAT 8204783
which is a CON of 11/763,286 06/14/2007 PAT 7747745
which claims benefit of 60/804,937 06/16/2006
and claims benefit of 60/805,119 06/19/2006

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 06/18/2012

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 13/491,454

Projected Publication Date: 09/27/2012
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

Media properties selection method and system based on expected profit from profile-based ad
delivery

Preliminary Class
709

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
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the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 13/491,454
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 95 N/A
SEARCH FEE
(37 GFR 1.16(K). ), or (m)) N/A N/A N/A 310 N/A
EXAMINATION FEE
(37 GFR 1.16(0), (8}, or (a) N/A N/A N/A 125 N/A
L?g?RLwﬁlg@;Ms 54 minus 20 = 34 X 30 = 1020 OR
e il I s | ow
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(37 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0” in column 2. TOTAL 1550 TOTAL
APPLICATION AS AMENDED - PART Il
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATE(S) FEE($) RATE(S) FEE($)
E AMENDMENT PAID FOR
| Total g i w -
=S (37 CF(:H 16(7)) Minus x = OR =
) Independent * Minus | *** =
5 (37 CFR 1.16(h) X = OR -
<§: Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATE(S) FEE(S) RATE(S) FEE(S)
E AMENDMENT PAID FOR
LU Total * Minus | ** = =
= (37 CF?H.IB(H) X OR -
% Independent * Minus | *** = M _ OR _
w (37 CFR 1.16(h)) = =
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16())
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".

*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PQ. Box 1450

Ql;z;aﬁsd;g,g\;l::glma 22313-1450
APPLICATIONNUMBER | FILING OR 371(C) DATE [ FRSTNAMED APPLICANT | ATTY. DOCKETNO/TITLE |
13/491,454 06/07/2012 Roy Shkedi 14-EP-CON3

CONFIRMATION NO. 8741
26362 POA ACCEPTANCE LETTER
LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312

N AT DA
Scottsdale, AZ 85260 000000054907326

Date Mailed: 06/20/2012

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 06/07/2012.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/tqlam/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
13/491,454 06/07/2012 Roy Shkedi 14-EP-CON3 8741
26362 7590 08/30/2012 | |
EXAMINER
LOUIS J. HOFEMAN, P.C.
14301 North 87th Street, Suite 312 KATSIKIS, KOSTAS J
Scottsdale, AZ 85260
| ART UNIT | PAPER NUMBER |
2441
| NOTIFICATION DATE | DELIVERY MODE |
08/30/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

Louis @ valuablepatents.com
donald @valuablepatents.com
shaelyn @valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
13/491,454 SHKEDI, ROY

Office Action Summary Examiner Art Unit
KOSTAS KATSIKIS 2441

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IX Responsive to communication(s) filed on 07 June 2012.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
__ ;therestriction requirement and election have been incorporated into this action.
4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.
Disposition of Claims
5)X Claim(s) 37-90 is/are pending in the application.
ba) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) ____is/are allowed.
7)X Claim(s) 37-90 is/are rejected.
)
)

) 37-90
8)[] Claim(s) _____is/are objected to.
9)[] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

10)[] The specification is objected to by the Examiner.
11)X] The drawing(s) filed on 07 June 2012 is/are: a)[X] accepted or b)[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)[JSome * ¢)[] None of:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ___
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) x Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __
3) X Information Disclosure Statement(s) (PTO/SB/08) 5) [ Notice of Informal Patent Application
Paper No(s)/Mail Date 06/07/2012. 6) D Other: _____
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120825
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Application/Control Number: 13/491,454 Page 2
Art Unit: 2441

DETAILED ACTION

1. This communication is in response to the Preliminary Amendment filed on June
7, 2012, in which claims 1-36 have been canceled. Claims 37-90 have been newly

added. Accordingly, claims 37-90 remain pending for examination.

Status of Claims

2. Claims 37-90 are pending, of which claims 37-90 are rejected under 35 U.S.C.

103. Claims 37-90 are also subject to a provisional double patenting rejection.

Priority

3. Under 35 U.S.C. 120, Examiner has acknowledged Applicant’s claim for the
benefit of prior-filed U.S. Patent Application Serial No. 12/823,709, filed June 25, 2010,
now U.S. Patent 8,204,783, which is a continuation of application Serial No. 11/763,286,
filed June 14, 2007, now U.S. Patent 7,747,745, which claims the benefit of provisional
application Serial No. 60/804,937, filed June 16, 2006, and provisional application Serial

No. 60/805,119, filed June 19, 2006.

Information Disclosure Statement
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Application/Control Number: 13/491,454 Page 3
Art Unit: 2441

4, The information disclosure statement, filed June 7, 2012 is in compliance with the
provisions of 37 CFR 1.97, 1.98 and MPEP § 609. It has been placed in the application

file, and the information referred to therein has been considered as to the merits.

Claim Objections

5. Claim 37 is objected to because of the following informalities: Claim 37, line 5,

“the visitor” should be changed to “the each electronic visitor”, and lines 6-7, “the visitor”

should be changed to “the electronic visitor” to maintain consistency throughout the
claim and minimize confusion.

Appropriate correction is required.

Examiner’s Note Regarding Statutory Subject Matter Under 35 U.S.C. § 101

6. Regarding independent claim 55, which recites, a tangible computer server
device, Examiner has determined the claim as whole to meet the requirements of 35
U.S.C. § 101. As per Applicant’s instant Specification, beginning at least in page 4, line
4, it is recited that “The BT company’s server, which either gave the site a unique code
for a page, received from the page its URL, or received access to the page’s content
that could be analyzed by the BT company’s server, etc., identifies the content read by
the page’s visitor or the keyword searched for by the user, or an ad clicked on the page,

etc. The content read by the page visitor could be identified by the BT company’s
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Application/Control Number: 13/491,454 Page 4
Art Unit: 2441

server whether the content was reported by the site or whether the content was
identified following the analysis of the page. The server then places a cookie on the
user’s computer indicating what content was read by the visitor on the page, what
keyword was searched for by the user, or what ad was clicked on the page, etc. The
placed cookie indicates that information (1) in the cookie per se, (2) in a central
database operated by the server where the cookie ID is used as a record finder, or (3)
both in the cookie and in the database”. Thus, in the context of the detailed description,
with combined support from FIG. 3 which illustrates the BT company server at item 30,
it is clear that the claimed tangible computer-server device refers to a structural server,
and is therefore taken to be statutory component. Thus, the claim as a whole satisfies
the requirement of 35 U.S.C. 101. The same applies to independent claim 73 which

recites that the system comprises one or more computers.

7. Examiner’s Note: Examiner has cited particular paragraphs and/or columns and
line numbers in the references applied to the claims above for the convenience of the
applicant. Although the specified citations are representative of the teachings of the art
and are applied to specific limitations within the individual claim, other passages and
figures may apply as well. It is respectfully requested from the applicant in preparing
responses, to fully consider the references in entirety as potentially teaching all or part
of the claimed invention, as well as the context of the passage as taught by the prior art

or disclosed by the Examiner.
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Claim Rejections - 35 USC § 103

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all
obviousness rejections set forth in this Office action:
(a) A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made
to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was
made.

9. Claims 37, 41-46, 48-53, 55, 59-64, 66-61, 73, 77-82 and 84-89 are rejected
under 35 U.S.C. 103(a) as being unpatentable over Herb D. Vest (United States

Patent Application Publication No. US 2006/0020510 A1), hereinafter “Vest”.

Regarding claim 37, Vest discloses a method of directing electronic
advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, electronically authorizing a third-party second media property to
cause display, to the electronic visitor when the visitor visits the second media property
at a time after the visitor visits the first media property, of an advertisement correlated
with the indicated profile attributes, subject to a visitor-specific condition for display of

the advertisement (wherein at least the Abstract of Vest discloses that a computerized
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method for targeting advertisements toward certain groups of on-line users utilizes an
advertising server to direct and deliver the advertisements to on-line users. Specifically
Vest, paragraph [0011] notes the need for a system or method to automatically
associate information about an advertisement shown to on-line users with the users’
later submission of information to an advertiser’s web site, and to correlate marketing
and advertising data collected by advertising servers with data in other databases
containing more exhaustive information about the on-line users. Vest further notes that
a method of correlating such data would be invaluable in maximizing the efficiency of
advertising campaigns. Specifically, with reference to FIG. 1, the basic structure of a
common on-line advertising system is illustrated. As disclosed in paragraph [0021], the
system comprises at least one content publisher web site 110 (such as yahoo.com,
msnbc.com, or wellsfargo.com), at least one advertising server 112, and at least one
advertiser’s target web site 114 (such as match.com). Vest discloses that a content
publisher can be any entity that has an agreement to permit third party advertisers to
display advertising as a part of the content publisher’s on-line content. The
advertisements may appear in forms such as banner ads, text ads, pop-up ads, pop-
under ads, or any other advertising technology. Furthermore, as disclosed in paragraph
[0022], the process of serving an advertisement begins when a user browsing an on-line
network sends a request 130 to the content publisher’s
(vahoo.com/msnbc.com/wellsfargo.com) web server for a web page. The content
publisher (yahoo.com/msnbc.com/wellsfargo.com) responds by transmitting data 132 to

the user’s computer. The user’s browser receives the data, parses the data, and
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displays the result. If an advertisement is to be shown as a part of the content, the data
received by the user will contain at least one instruction for the user’s browser to
retrieve an advertisement from an advertising server. The user’s browser automatically
transmits a request 134 to the advertising server 112 for an advertisement. First, the
aavertising server transmits 136 a data packet checking the user’s computer for any
cookie previously installed by the particular advertising server. If a cookie does not
exist, the advertising server attempts to install a cookie on the user’'s machine. The
cookie allows an advertising server to track the number of times a particular
advertisement has been shown to a specific user and the advertisements the user has
clicked on in the past. After checking for a cookie, the advertising server transmits 136
data containing an advertisement and a URL. In the preferred embodiment, the URL
points the user to the advertising server. Should a user click on the advertisement
(hyperlink), the advertising server records the click, as well as the placement of the
advertisement, including the specific web page and possibly the position of the
advertisement on the web page as passive profile atiribute data. The web page may be
found using the referrer URL. As disclosed in [0025], referring to FIG. 3, the advertiser
records 322 additional passive profile attribute information about the user into the
advertiser’s database 314, such as the web pages visited by the user, the time and date
of the visits, and the user’s browser and IP address. Vest notes that ideally, the
database will also contain active profile attribute information 320 by the user to the
advertiser’s web site 310. In the given example, Vest discloses a dating service may

collect user information such as name, age, gender, location, education, annual income,
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and smoking preference during a user registration process. Vest notes that this profile
information, containing both the actively and passively collected information, is
extremely valuable to a company who may be interested in targeting their
advertisements to certain groups of users who have responded positively to specific
placements of an advertisement. In [0026]-[0027] Vest discloses that various
techniques exist and may be utilized for communicating information about the particular
ad that caused a visitor to visit the advertiser’s web site. lllustrated in FIG. 2A is a URL
210 comprising a web domain 212, a web page 214, and a query string 216. The query
string will usually contain both a placement identifier 224 and an advertisement identifier
222 as shown in FIG. 2B, which as disclosed in [0028]-[0029] are two valuable pieces of
advertisement data that an advertiser will use to categorize users using criteria such as
age, gender, location, education, income level, or any other data field of the profile
information. This categorized data will help identify the advertisements and
corresponding placements that were most successful for a certain identified group. The
advertiser may use this information to increase the frequency of certain advertisements
shown on certain content publisher’s web sites in certain positions/locations on the web
site. Vest gives a particular example using a dating service in paragraph [0030].
Specifically, a dating service (such as match.com) may be interested in acquiring
additional females with incomes between $50,000 and $100,000. The profile information
collected by the advertiser may show that females in that income group respond best to
a certain advertisement on a specific financial web site (such as WellsFargo.com). The

advertiser can then shift resources toward those advertisements that best help them
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achieve their goal. Therefore Vest discloses a user first visiting a third party second
media property such as wellsfargo.com. A user clicks on an ad that takes her to a first
media property (such as match.com). A user fills out active profile attribute information
when registering for service at the match.com web site (such as age, gender, location,
education, income level), while the advertiser has also collected and stored passive
profile attribute information at the advertiser’s database (such as the web pages visited
by the user at the time the user clicked on the match.com ad, the time and date of the
visit, and the user’s browser and IP address). As depicted in [0030] the profile
information collected from the user when registering may show that females in the
income group between $50,000-$100,000 respond best to certain advertisements that
have been placed on the wellsfargo.com web site, and therefore the advertiser can shift
resources toward those particular advertisements that best help them achieve their goal
of reaching more females with incomes in the above price range. Thus, Examiner
submits that Vest discloses at least for each of a multitude of different electronic visitors
to a first media property (match.com), responsive to receiving information about at least
one of a plurality of profile attributes possibly applicable to the visitor (income level, age,
gender), electronically authorizing a third-party second media property (wellsfargo.com)
to allow display, to the electronic visitor when the visitor visits the second media
property at a time after the visitor visits the first media property (when later accessing
her finances at wellsfargo.com), of an advertisement correlated with the information
received about the visitor (advertisement correlated with information that the user

supplied upon registering), subject to a visitor-specific condition for display of the
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advertisement (in this example visitor-specific condition is income between $50k-
$100k)) (Vest, Abstract, FIG. 1, FIG. 2A-FIG. 2B, and FIG. 3, paragraphs [0011],
[0021]-[0022], and [0025]-[0030]). Vest does not explicitly disclose automatically
electronically authorizing a third-party second media property to cause display, to the
electronic visitor when the visitor visits the second media property at a time after the
visitor visits the first media property, of an advertisement correlated with the indicated
profile attributes, subject to a visitor-specific condition for display of the advertisement.

However, it would have been obvious to one having ordinary skill in the art at the
time the invention was made to automate the steps of electronically authorizing a third-
party second media property to cause display, to the electronic visitor when the visitor
visits the second media property at a time after the visitor visits the first media property,
of an advertisement correlated with the indicated profile attributes, subject to a visitor-
specific condition for display of the advertisement, to provide advertisers with receiving
a positive margin at a faster return and maximize the efficiency of advertising
campaigns. Additionally, Examiner submits that it would be further obvious to one
having ordinary skill in the art at the time the invention was made to automate the
teachings found in Vest, since it has been held that broadly providing a mechanical or
automatic means to replace manual activity which has accomplished the same result
involves only routine skill in the art. In re Venner, 120 USPQ 192. Please note that in
the instant application, page 9, lines 7-8, and page 10, lines 9-10, applicant has not
disclosed any criticality for the claimed limitations.

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued
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that claims to a permanent mold casting apparatus for molding trunk pistons were
allowable over the prior art because the claimed invention combined “old permanent-
mold structures together with a timer and solenoid which automatically actuates the
known pressure valve system to release the inner core after a predetermined time has
elapsed”. The court held that broadly providing an automatic or mechanical means to
replace a manual activity which accomplished the same result is not sufficient to

distinguish over the prior art.)

As to claim 55, Vest discloses a tangible computer-server device programmed to
implement a method of directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, electronically authorizing a third-party second media property to
cause display, to the electronic visitor when the visitor visits the second media property
at a time after the visitor visits the first media property, of an advertisement correlated
with the indicated profile attributes, subject to a visitor-specific condition for display of
the advertisement (wherein at least the Abstract of Vest discloses that a computerized
method for targeting advertisements toward certain groups of on-line users utilizes an
aavertising server to direct and deliver the advertisements to on-line users. Specifically
Vest, paragraph [0011] notes the need for a system or method to automatically
associate information about an advertisement shown to on-line users with the users’

later submission of information to an advertiser’s web site, and to correlate marketing
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and advertising data collected by advertising servers with data in other databases
containing more exhaustive information about the on-line users. Vest further notes that
a method of correlating such data would be invaluable in maximizing the efficiency of
advertising campaigns. Specifically, with reference to FIG. 1, the basic structure of a
common on-line advertising system is illustrated. As disclosed in paragraph [0021], the
system comprises at least one content publisher web site 110 (such as yahoo.com,
msnbc.com, or wellsfargo.com), at least one advertising server 112 (a first tangible
computer-server device), and at least one advertiser’s target web site 114 (such as
malch.com). Vest discloses that a content publisher can be any entity that has an
agreement to permit third party advertisers to display advertising as a part of the content
publisher’s on-line content. The advertisements may appear in forms such as banner
ads, text ads, pop-up ads, pop-under ads, or any other advertising technology.
Furthermore, as disclosed in paragraph [0022], the process of serving an advertisement
begins when a user browsing an on-line network sends a request 130 to the content
publisher’s web server (a second tangible computer-server device) for a web page. The
content publisher (yahoo.com/msnbc.com/wellsfargo.com) responds by transmitting
data 132 to the user’s computer. The user's browser receives the data, parses the data,
and displays the result. If an advertisement is to be shown as a part of the content, the
data received by the user will contain at least one instruction for the user’s browser to
retrieve an advertisement from an advertising server (tangible computer-server device).
The user’s browser automatically transmits a request 134 to the advertising server 112

for an advertisement. First, the advertising server transmits 136 a data packet checking
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the user’s computer for any cookie previously installed by the particular advertising
server. If a cookie does not exist, the advertising server attempts to install a cookie on
the user’s machine. The cookie allows an advertising server to track the number of
times a particular advertisement has been shown to a specific user and the
advertisements the user has clicked on in the past. After checking for a cookie, the
advertising server transmits 136 data containing an advertisement and a URL. In the
preferred embodiment, the URL points the user to the advertising server. Should a user
click on the advertisement (hyperlink), the advertising server records the click, as well
as the placement of the advertisement, including the specific web page and possibly the
position of the advertisement on the web page as passive profile attribute data. The web
page may be found using the referrer URL. As disclosed in [0025], referring to FIG. 3,
the advertiser records 322 additional passive profile attribute information about the user
into the advertiser’s database 314, such as the web pages visited by the user, the time
and date of the visits, and the user’s browser and IP address. Vest notes that ideally,
the database will also contain active profile attribute information 320 by the user to the
advertiser’s web site 310. In the given example, Vest discloses a dating service may
collect user information such as name, age, gender, location, education, annual income,
and smoking preference during a user registration process. Vest notes that this profile
information, containing both the actively and passively collected information, is
extremely valuable to a company who may be interested in targeting their
advertisements to certain groups of users who have responded positively to specific

placements of an advertisement. In [0026]-[0027] Vest discloses that various
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techniques exist and may be utilized for communicating information about the particular
ad that caused a visitor to visit the advertiser’s web site. lllustrated in FIG. 2A is a URL
210 comprising a web domain 212, a web page 214, and a query string 216. The query
string will usually contain both a placement identifier 224 and an advertisement
identifier 222 as shown in FIG. 2B, which as disclosed in [0028]-[0029] are two valuable
pieces of advertisement data that an advertiser will use to categorize users using
criteria such as age, gender, location, education, income level, or any other data field of
the profile information. This categorized data will help identify the advertisements and
corresponding placements that were most successful for a certain identified group. The
advertiser may use this information to increase the frequency of certain advertisements
shown on certain content publisher’s web sites in certain positions/locations on the web
site. Vest gives a particular example using a dating service in paragraph [0030].
Specifically, a dating service (such as match.com) may be interested in acquiring
additional females with incomes between $50,000 and $100,000. The profile information
collected by the advertiser may show that females in that income group respond best to
a certain advertisement on a specific financial web site (such as WellsFargo.com). The
advertiser can then shift resources toward those advertisements that best help them
achieve their goal. Therefore Vest discloses a user first visiting a third party second
media property such as wellsfargo.com. A user clicks on an ad that takes her to a first
media property (such as match.com). A user fills out active profile attribute information
when registering for service at the match.com web site (such as age, gender, location,

education, income level), while the advertiser has also collected and stored passive
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profile attribute information at the advertiser’s database (such as the web pages visited
by the user at the time the user clicked on the match.com ad, the time and date of the
visit, and the user’s browser and IP address). As depicted in [0030] the profile
information collected from the user when registering may show that females in the
income group between $50,000-$100,000 respond best to certain advertisements that
have been placed on the wellsfargo.com web site, and therefore the advertiser can shift
resources toward those particular advertisements that best help them achieve their goal
of reaching more females with incomes in the above price range. Thus, Examiner
submits that Vest discloses at least for each of a multitude of different electronic visitors
to a first media property (match.com), responsive to receiving information about at least
one of a plurality of profile attributes possibly applicable to the visitor (income level, age,
gender), electronically authorizing a third-party second media property (wellsfargo.com)
to allow display, to the electronic visitor when the visitor visits the second media
property at a time after the visitor visits the first media property (when later accessing
her finances at wellsfargo.com), of an advertisement correlated with the information
received about the visitor (advertisement correlated with information that the user
supplied upon registering), subject to a visitor-specific condition for display of the
advertisement (in this example visitor-specific condition is income between $50k-
$100k). Again, the system of Vest would indeed be modified to include automation)
(Vest, Abstract, FIG. 1, FIG. 2A-FIG. 2B, and FIG. 3, paragraphs [0011], [0021]-

[0022], and [0025]-[0030]). The motivation regarding the obviousness of claim 37 is
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also applied to claim 55.

Regarding claim 73, Vest discloses a system comprising one or more computers
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, electronically authorizing a third-party second media property to
cause display, to the electronic visitor when the visitor visits the second media property
at a time after the visitor visits the first media property, of an advertisement correlated
with the indicated profile attributes, subject to a visitor-specific condition for display of
the advertisement (wherein at least the Abstract of Vest discloses that a computerized
method for targeting advertisements toward certain groups of on-line users utilizes an
advertising server to direct and deliver the advertisements to on-line users. Specifically
Vest, paragraph [0011] notes the need for a system or method to automatically
associate information about an advertisement shown to on-line users with the users’
later submission of information to an advertiser’s web site, and to correlate marketing
and aavertising data collected by advertising servers with data in other databases
containing more exhaustive information about the on-line users. Vest further notes that
a method of correlating such data would be invaluable in maximizing the efficiency of
aavertising campaigns. Specifically, with reference to FIG. 1, the basic structure of a

common on-line advertising system is illustrated. As disclosed in paragraph [0021], the
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system comprises at least one content publisher web site 110 (such as yahoo.com,
msnbc.com, or wellsfargo.com), at least one advertising server 112 (a first computer),
and at least one advertiser’s target web site 114 (such as match.com). Vest discloses
that a content publisher can be any entity that has an agreement to permit third party
advertisers to display advertising as a part of the content publisher’s on-line content.
The advertisements may appear in forms such as banner ads, text ads, pop-up ads,
pop-under ads, or any other advertising technology. Furthermore, as disclosed in
paragraph [0022], the process of serving an advertisement begins when a user
browsing an on-line network sends a request 130 to the content publisher’s web server
(a second computer) for a web page. The content publisher
(yahoo.com/msnbc.com/wellsfargo.com) responds by transmitting data 132 to the user’s
computer. The user’s browser receives the data, parses the data, and displays the
result. If an advertisement is to be shown as a part of the content, the data received by
the user will contain at least one instruction for the user’s browser to retrieve an
advertisement from an advertising server. The user’s browser automatically transmits a
request 134 to the advertising server 112 for an advertisement. First, the advertising
server transmits 136 a data packet checking the user’'s computer for any cookie
previously installed by the particular advertising server. If a cookie does not exist, the
advertising server attempts to install a cookie on the user’s machine. The cookie allows
an advertising server to track the number of times a particular advertisement has been
shown to a specific user and the advertisements the user has clicked on in the past.

After checking for a cookie, the advertising server transmits 136 data containing an
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advertisement and a URL. In the preferred embodiment, the URL points the user to the
advertising server. Should a user click on the advertisement (hyperlink), the advertising
server records the click, as well as the placement of the advertisement, including the
specific web page and possibly the position of the advertisement on the web page as
passive profile attribute data. The web page may be found using the referrer URL. As
disclosed in [0025], referring to FIG. 3, the advertiser records 322 additional passive
profile attribute information about the user into the advertiser’s database 314, such as
the web pages visited by the user, the time and date of the visits, and the user’s
browser and IP address. Vest notes that ideally, the database will also contain active
profile attribute information 320 by the user to the advertiser’s web site 310. In the given
example, Vest discloses a dating service may collect user information such as name,
age, gender, location, education, annual income, and smoking preference during a user
registration process. Vest notes that this profile information, containing both the actively
and passively collected information, is extremely valuable to a company who may be
interested in targeting their advertisements to certain groups of users who have
responded positively to specific placements of an advertisement. In [0026]-[0027] Vest
discloses that various techniques exist and may be utilized for communicating
information about the particular ad that caused a visitor to visit the advertiser’s web site.
lllustrated in FIG. 2A is a URL 210 comprising a web domain 212, a web page 214, and
a query string 216. The query string will usually contain both a placement identifier 224
and an advertisement identifier 222 as shown in FIG. 2B, which as disclosed in [0028]-

[0029] are two valuable pieces of advertisement data that an advertiser will use to
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categorize users using criteria such as age, gender, location, education, income level,
or any other data field of the profile information. This categorized data will help identify
the advertisements and corresponding placements that were most successful for a
certain identified group. The advertiser may use this information to increase the
frequency of certain advertisements shown on certain content publisher’s web sites in
certain positions/locations on the web site. Vest gives a particular example using a
dating service in paragraph [0030]. Specifically, a dating service (such as match.com)
may be interested in acquiring additional females with incomes between $50,000 and
$100,000. The profile information collected by the advertiser may show that females in
that income group respond best to a certain advertisement on a specific financial web
site (such as WellsFargo.com). The advertiser can then shift resources toward those
advertisements that best help them achieve their goal. Therefore Vest discloses a user
first visiting a third party second media property such as wellsfargo.com. A user clicks
on an ad that takes her to a first media property (such as match.com). A user fills out
active profile attribute information when registering for service at the match.com web
site (such as age, gender, location, education, income level), while the advertiser has
also collected and stored passive profile attribute information at the advertiser’s
database (such as the web pages visited by the user at the time the user clicked on the
match.com ad, the time and date of the visit, and the user’s browser and IP address).
As depicted in [0030] the profile information collected from the user when registering
may show that females in the income group between $50,000-$100,000 respond best to

certain advertisements that have been placed on the wellsfargo.com web site, and
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therefore the advertiser can shift resources toward those particular advertisements that
best help them achieve their goal of reaching more females with incomes in the above
price range. Thus, Examiner submits that Vest discloses at least for each of a multitude
of different electronic visitors to a first media property (match.com), responsive to
receiving information about at least one of a plurality of profile attributes possibly
applicable to the visitor (income level, age, gender), electronically authorizing a third-
party second media property (wellsfargo.com) to allow display, to the electronic visitor
when the visitor visits the second media property at a time after the visitor visits the first
media property (when later accessing her finances at wellstargo.com), of an
advertisement correlated with the information received about the visitor (advertisement
correlated with information that the user supplied upon registering), subject to a visitor-
specific condition for display of the advertisement (in this example visitor-specific
condition is income between $50k-$100k). Again, the system of Vest would indeed be
modified to include automation) (Vest, Abstract, FIG. 1, FIG. 2A-FIG. 2B, and FIG. 3,
paragraphs [0011], [0021]-[0022], and [0025]-[0030]). The motivation regarding the

obviousness of claim 37 is also applied to claim 73.

Regarding claim 41, Vest discloses the method of claim 37 wherein authorizing
comprises authorizing responsive to receiving an electronic redirect of a visitor
computer accompanied by profile-attribute information about the visitor (wherein as
discussed above, the content publisher (yahoo.com/msnbc.com/wellsfargo.com)

responds by transmitting data 132 to the user’s computer. The user’s browser receives
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the data, parses the data, and displays the result. If an advertisement is to be shown as
a part of the content, the data received by the user will contain at least one instruction
for the user’s browser to retrieve an advertisement from an advertising server. The
user’s browser automatically transmits a request 134 to the advertising server 112 for
an aavertisement. First, the advertising server transmits 136 a data packet checking the
user’s computer for any cookie previously installed by the particular advertising server.
If a cookie does not exist, the advertising server attempts to install a cookie on the
user’s machine. The cookie allows an advertising server to track the number of times a
particular advertisement has been shown to a specific user and the advertisements the
user has clicked on in the past. After checking for a cookie, the advertising server
transmits 136 data containing an advertisement and a URL) (Vest, paragraph [0022]).

The motivation regarding the obviousness of claim 37 is also applied to claim 41.

Regarding claim 42, Vest discloses the method of claim 37 wherein authorizing
comprises recognizing an action conducted on the first media property by the visitor
(wherein as discussed above, Vest discloses that a visitor at the dating web site
registers and supplies age, gender, and income) (Vest, paragraph [0025]). The

motivation regarding the obviousness of claim 37 is also applied to claim 42.

Regarding claim 43, Vest discloses the method of claim 37 wherein authorizing

comprises authorizing based on a search request by the visitor to the first media

property (wherein again, the on-line visitor first makes contact with the advertiser's web-
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site. The user’'s browser 200 contacts the advertiser’s website 202 with the URL 210)
(Vest, paragraph [0023]). The motivation regarding the obviousness of claim 37 is

also applied to claim 43.

Regarding claim 44, Vest discloses the method of claim 37 wherein authorizing
comprises authorizing responsive to receiving information about a characteristic of the
visitor (wherein again, the on-line visitor inputs active profile information such as, for
example smoking preference) (Vest, paragraph [0025]). The motivation regarding the

obviousness of claim 37 is also applied to claim 44.

Regarding claim 45, Vest discloses the method of claim 37 wherein authorizing
comprises authorizing based on information about a profile attribute of the visitor and
categorizing the profile attribute within at least one of a plurality of predefined categories
(wherein again, the on-line visitor inputs active profile information according to specific
categories, at least such as age, gender, location and education) (Vest, paragraph
[0025]). The motivation regarding the obviousness of claim 37 is also applied to claim

45.

Regarding claim 46, Vest discloses the method of claim 37 wherein authorizing
comprises placing a tag on the electronic visitor, wherein the electronic visitor is a
computer, and wherein the tag is readable by the second media property (wherein Vest

further discloses placing a tag. Specifically, [0022] discloses that the advertising server
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transmits 136 a data packet checking the user’s computer for any cookie previously
installed by the particular advertising server. If a cookie does not exist, the advertising
server attempts to install a cookie on the user's machine. The cookie allows an
aadvertising server to track the number of times a particular advertisement has been
shown to a specific user and the advertisements the user has clicked on in the past)
(Vest, paragraph [0022]). The motivation regarding the obviousness of claim 37 is

also applied to claim 46.

Regarding claim 48, Vest discloses the method of claim 37 wherein the second
media property comprises media-property equipment controlling ad space that is in a
different medium than the medium of the first media property (wherein as disclosed in at
least FIG. 1, content publisher has equipment in different medium than that of advertiser
(advertiser’s web server)) (Vest, FIG. 1, paragraph [0021]). The motivation regarding

the obviousness of claim 37 is also applied to claim 48.

Regarding claim 49, Vest discloses the method of claim 37 wherein the second
media property comprises equipment controlling ad space only temporarily (wherein
the content publisher have advertisements only temporarily on their web sites) (Vest,
FIG. 1, paragraph [0021]). The motivation regarding the obviousness of claim 37 is

also applied to claim 49.
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Regarding claim 50, Vest discloses the method of claim 37 wherein authorizing
comprises arranging for placement of a tag associated with the electronic visitor by the
third party second media property (wherein Vest further discloses placement of a tag
readable by the content publisher, and pointing the user to the advertising web site.
Specifically, the advertising server transmits 136 a data packet checking the user’s
computer for any cookie previously installed by the particular advertising server. If a
cookie does not exist, the advertising server attempts to install a cookie on the user's
machine. The cookie allows an advertising server to track the number of times a
particular advertisement has been shown to a specific user and the advertisements the
user has clicked on in the past. After checking for a cookie, the advertising server
fransmits 136 data containing an advertisement and a URL, which Vest discloses points
the user to the advertising server) (Vest, paragraph [0022]). The motivation regarding

the obviousness of claim 37 is also applied to claim 50.

Regarding claim 51, Vest discloses the method of claim 50 wherein the condition
is given to the second media property at the time arranging for placement of a tag takes
place (wherein when a female visitor specifies their income to be between $50K and
$100K on the dating web site, the advertising company may use this condition for
placing an appropriate ad catered to females in that income range) (Vest, paragraph
[0030]). The motivation regarding the obviousness of claim 37 is also applied to claim

51.
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Regarding claim 52, Vest discloses the method of claim 51 wherein the condition
is given by incorporating it in a URL used to redirect the electronic visitor to the second
media property to enable the second media property to place a tag associated with the
visitor's computer (wherein the advertisement with catered to those women with
incomes ranging from $50K-$100K (the particular user’s profile attribute) is placed on
the content publisher's web page via URL) (Vest, paragraphs [0022]-[0023] and
[0030]). The motivation regarding the obviousness of claim 37 is also applied to claim

52.

Regarding claim 53, Vest discloses the method of claim 50 wherein arranging for
placement of a tag comprises redirecting the electronic visitor to the second media
property for the second media property to place a tag on the electronic visitor readable
by the second media property (wherein Vest further discloses placement of a tag
readable by the content publisher, and pointing the user to the advertising web site.
Specifically, the advertising server transmits 136 a data packet checking the user’s
computer for any cookie previously installed by the particular advertising server. If a
cookie does not exist, the advertising server attempts to install a cookie on the user's
machine. The cookie allows an advertising server to track the number of times a
particular advertisement has been shown to a specific user and the advertisements the
user has clicked on in the past. After checking for a cookie, the advertising server
transmits 136 data containing an advertisement and a URL, which Vest discloses points

the user to the advertising server) (Vest, paragraph [0022]). The motivation regarding
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the obviousness of claim 37 is also applied to claim 53.

Claims 59-64 and 66-71 are corresponding tangible computer server-device
claims of method claims 41-46 and 48-53; therefore, they are rejected under the same

rationale.

Claims 77-82 and 84-89 are corresponding system claims of method claims 41-

46 and 48-53; therefore, they are rejected under the same rationale.

10. Claims 47, 54, 65 and 83 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Vest, and further in view of Clarence H. Bandura (United States

Patent Application Publication No. US 2002/0099603 A1), hereinafter “Bandura”.

Regarding claim 47, Vest discloses the method of claim 1 wherein: (i) the
method comprises, responsive to receiving information via an electronic redirect of a
visitor computer accompanied by profile-attribute information about the visitor,
authorizing display of the advertisement by arranging for placement of a tag readable by
the second media property (wherein Vest further discloses placement of a tag readable
by the content publisher, and pointing the user to the advertising web site. Specifically,
the advertising server transmits 136 a data packet checking the user’s computer for any
cookie previously installed by the particular advertising server. If a cookie does not

exist, the advertising server attempls to install a cookie on the user's machine. The
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cookie allows an advertising server to track the number of times a particular
advertisement has been shown to a specific user and the advertisements the user has
clicked on in the past. After checking for a cookie, the advertising server transmits 136
data containing an advertisement and a URL, which Vest discloses points the user to
the advertising server) (Vest, paragraph [0022]). Vest does not explicitly disclose (ii)
authorizing comprises authorizing display of the advertisement only during a specified
time period after receiving the information about the visitor.

However Bandura discloses (ii) authorizing comprises authorizing display of the
advertisement only during a specified time period after receiving the information about
the visitor (wherein advertiser or user uploads advertising data info a temporary
network, customized demographic data is pre-selected and designed o suit the
requirements of advertiser or user through programmed information consisting of
specified time intervals of display being one time, synchronized, repeating or rotating
throughout selected locations and regions) (Bandura, Abstract, paragraphs [0001],
and [0006]-[0007]).

Vest and Bandura are analogous art because they are from the same field of
endeavor, namely, methods and systems of managing electronic advertisements. At
the time of the invention, it would have been obvious to one of ordinary skill in the art,
having the teachings of Vest and Bandura before him or her, to modify the electronic
advertisement system of Vest to include the pre-determined-display-interval
functionality of Bandura with reasonable expectation that this would result in a system

that gave flexibility for interchanging or synchronizing customized display data. This
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method of improving the electronic advertisement system of Vest was well within the
ordinary ability of one of ordinary skill in the art based on the teachings of Bandura.
Therefore, it would have been obvious to one having ordinary skill in the art to combine

the teachings of Vest with Bandura to obtain the invention as specified in claim 47.

Regarding claim 54, Vest-Bandura discloses the method of claim 37 wherein the
condition is a specified time period after receiving profile-attribute information about the
visitor (wherein advertiser or user uploads advertising data into a temporary network,
customized demographic data is pre-selected and designed to suit the requirements of
aavertiser or user through programmed information consisting of specified time intervals
of display being one time, synchronized, repeating or rotating throughout selected
locations and regions) (Bandura, Abstract, paragraphs [0001], and [0006]-[0007]).

The motivation regarding the obviousness of claim 47 is also applied to claim 54.

Claims 65 and 83 are corresponding respective tangible computer server-device
and system claims of method claim 47; therefore, they are rejected under the same

rationale.

11. Claims 38, 56 and 74 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Vest, and further in view of Sandholm et al. (United States

Patent Application Publication No. US 2006/0224496 A1), hereinafter “Sandholm”.
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Regarding claim 38, Vest discloses the method of claim 37, but does not
explicitly disclose wherein the visitor-specific condition for display of the advertisement
is that a price charged by the second media property is less than a profile-attribute
dependent price that an advertiser is willing to pay for display of the advertisement.

However Sandholm discloses a visitor-specific condition for display of the
advertisement is that a price charged by the second media property is less than a
profile-attribute dependent price that an advertiser is willing to pay for display of the
advertisement (wherein Sandholm at least discloses that a bid price can depend on
information about a user’s profile. For instance, a search engine might have profile
information about the user (e.g., because the user has to register with the search
engine, or because there is some broader desktop presence that allows the search
engine to track a user’s online presence over time). The user profile can also be
augmented through knowledge of other services provided to the same user, such as
through the text in the body of email messages or historical information about the kinds
of sites that a user likes to visit. Sandholm further notes that a price charged having
additional restrictions that only consider profiles that fit within a certain class, in terms of
demographics, location, and also in terms of an aggregate classification of the kinds of
sites that a user visits online, thereby enabling advertisers to better target their potential
consumers) (Sandholm, paragraphs [0243]-[0244]).

Vest and Sandholm are analogous art because they are from the same field of
endeavor, namely, methods and systems for management of electronic advertisements.

At the time of the invention, it would have been obvious to one of ordinary skill in
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the art, having the teachings of Vest and Sandholm before him or her, to modify the
electronic advertisement system of Vest to include the visitor-specific conditions of
Sandholm with reasonable expectation that this would result in a system that improved
the correlation of marketing and advertising data collected by advertising servers with
data in other databases containing more relevant profile information about the on-line
users and therefore enabled advertisers to market their products to a more effective and
responsive class of potential consumers. This method of improving the electronic
advertisement system of Vest was well within the ordinary ability of one of ordinary skill
in the art based on the teachings of Sandholm. Therefore, it would have been obvious
to one having ordinary skill in the art to combine the teachings of Vest with Sandholm

to obtain the invention as specified in claim 38.

Claims 56 and 74 are corresponding respective tangible computer server-device
and system claims of method claim 38; therefore, they are rejected under the same

rationale.

12. Claims 39-40, 57-58 and 75-76 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Vest, and further in view of Boubek et al. (United States Patent

Application Publication No. US 2004/0068436 A1), hereinafter “Boubek”.

Regarding claim 39, Vest discloses the method of claim 37:

(i) further comprising building a look-up data structure associating at
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least one selected of a plurality of possible profile attributes with at least one

selected of a plurality of second media properties (wherein Vest discloses that when a
user clicks on the advertisement (hyperlink), the advertising server records the click, as
well as the placement of the advertisement, including the specific web page and
possibly the position of the advertisement on the web page as passive profile attribute
data. The web page may be found using the referrer URL. As disclosed in [0025],
referring to FIG. 3, the advertiser records 322 additional passive profile attribute
information about the user into the advertiser’s database 314, such as the web pages
visited by the user, the time and date of the visits, and the user’s browser and IP
address. Vest notes that ideally, the database will also contain active profile attribute
information 320 by the user to the advertiser’s web site 310. In the given example, Vest
discloses a dating service may collect user information such as name, age, gender,
location, education, annual income, and smoking preference during a user registration
process. Vest notes that this profile information, containing both the actively and
passively collected information, is extremely valuable to a company who may be
interested in targeting their advertisements to certain groups of users who have
responded positively to specific placements of an advertisement. Thus it is implied by
Vest that the active profile attribute information stored in the advertiser’s database 314
and supplied by the user (item 320 of FIG. 3), along with the passive profile attribute
information at the advertiser’s database 314 (item 322 of FIG. 3), such as the particular
web page the user had been viewing when she/he clicked the particular ad hyperlink,

the placement of the ad on the web page, which is recorded by the advertising server is
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all stored in the advertiser’s database 314. Vest further implies that by utilizing the
aforementioned information in the advertiser’s database 314, an advertising company
may curtail the placement of certain advertisements to certain content publishers. In the
given example, the placement of ads for match.com would be at the wellsfargo.com
web site, with an aim at drawing in more females with income between $50K and
$100K) (Vest, FIG. 3, paragraphs [0025], and [0029]-[0030]). Vest does not explicitly
disclose

(i) wherein the method comprises, responsive to receiving an electronic
redirect of a visitor computer accompanied by profile-attribute information
about the visitor, authorizing said at least one selected second media property on
the lookup data structure associated with the profile-attribute information received about
the visitor, only during a specified time period after receiving profile-attribute information
about the visitor, by arranging for placement of a tag readable by said at least one
selected second media property.

However Boubek discloses (ii) wherein the method comprises, responsive to
receiving an electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor, authorizing said at least one selected second media
property on the lookup data structure associated with the profile-attribute information
received about the visitor, only during a specified time period after receiving profile-
attribute information about the visitor, by arranging for placement of a tag readable by
said at least one selected second media property (wherein information providers may

influence position of information tags by auctioning directory search terms associated
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with information tag, then ranking the tags based upon bid amount from auction. Each
information tag may be associated with a spending limit and based upon predetermined
time period) (Boubek, Abstract, FIG. 4, paragraph [0055]).

Vest and Boubek are analogous art because they are from the same field of
endeavor, namely, methods and systems for management of electronic advertisements.

At the time of the invention, it would have been obvious to one of ordinary skill in
the art, having the teachings of Vest and Boubek before him or her, to modify the
electronic advertisement system of Vest to include the information tags of Boubek with
reasonable expectation that this would result in a system that allowed consumers
access to information maintained on the same websites as the information tags,
allowing targeting of specific markets, thereby facilitating the means of marketing
through a communications network such as the Internet and during set times as
deemed most effective for receiving a positive margin at a faster return and maximize
the efficiency of advertising campaigns. This method of improving the electronic
advertisement system of Vest was well within the ordinary ability of one of ordinary skill
in the art based on the teachings of Boubek. Therefore, it would have been obvious to
one having ordinary skill in the art to combine the teachings of Vest with Boubek to

obtain the invention as specified in claim 39.

Regarding claim 40, Vest-Boubek discloses the method of claim 37 further

comprising building a look-up data structure associating at least one selected of a

plurality of possible profile attributes with at least one selected of a plurality of second
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media properties, and wherein the method comprises authorizing those selected second
media properties on the lookup data structure associated with the profile-attribute
information received about the visitor (wherein again, Vest discloses that the advertiser
records 322 additional passive profile attribute information about the user into the
advertiser’s database 314, such as the web pages visited by the user, the time and date
of the visits, and the user’s browser and IP address. Vest notes that ideally, the
database will also contain active profile attribute information 320 by the user to the
advertiser’s web site 310. In the given example, Vest discloses a dating service may
collect user information such as name, age, gender, location, education, annual income,
and smoking preference during a user registration process. Vest notes that this profile
information, containing both the actively and passively collected information, is
extremely valuable to a company who may be interested in targeting their
advertisements to certain groups of users who have responded positively to specific
placements of an advertisement. Boubek discloses the auctioning of directory search
terms associated with information tag, then ranking the tags based upon bid amount
from auction) (Vest, FIG. 3, paragraphs [0025], and [0029]-[0030], Boubek, Abstract,
FIG. 4, paragraph [0055]). The motivation regarding the obviousness of claim 39 is

also applied to claim 40.

Claims 57-58 and 75-76 are corresponding respective tangible computer server-

device and system claims of method claims 39-40; therefore, they are rejected under
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the same rationale.

Double Patenting

13.  The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
obviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on a nonstatutory
double patenting ground provided the conflicting application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of

activities undertaken within the scope of a joint research agreement.
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Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with

37 CFR 3.73(b).

14. Claims 37, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 50, 51, 52, 53, 54, 55, 57,
58, 59, 60, 61, 62, 63, 64, 65, 66, 67, 68, 69, 70,71, 72,73, 75, 76, 77, 78, 79, 80, 81,
82, 83, 84, 85, 86, 87, 88, 89 and 90 are rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claims 1, 2, 3, 4,
5,6,7,8,9,10,11,12,13, 15, 16, 17, 14, 18, 20, 19, 21, 22, 23, 24, 25, 26, 27, 28, 29,
30, 33, 34, 32, 31, 35, 37, 36, 38, 39, 40, 41, 42, 43, 44, 45, 46, 47, 50, 51, 49 and 48

of U.S. Patent No. 8,200,822 B1.

15.  Although the conflicting claims are not identical, they are not patentably distinct
from each other because claims 1, 2, 3,4, 5,6, 7,8, 9,10, 11,12, 13, 15, 16, 17, 14,
18, 20, 19, 21, 22, 23, 24, 25, 26, 27, 28, 29, 30, 33, 34, 32, 31, 35, 37, 36, 38, 39, 40,
41,42, 43, 44, 45, 46, 47, 50, 51, 49 and 48 of U.S. Patent No. 8,200,822 B1 contain
every element of claims 37, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 50, 51, 52, 53, 54,
55, 57, 58, 59, 60, 61, 62, 63, 64, 65, 66, 67, 68, 69, 70, 71,72, 73, 75, 76, 77, 78, 79,
80, 81, 82, 83, 84, 85, 86, 87, 88, 89 and 90 of the instant application and thus
anticipate the claims of the instant application. Claims 37, 39, 40, 41, 42, 43, 44, 45,
46, 47, 48, 49, 50, 51, 52, 53, 54, b5, 57, 58, 59, 60, 61, 62, 63, 64, 65, 66, 67, 68, 69,

70,71,72,73,75,76,77,78,79, 80, 81, 82, 83, 84, 85, 86, 87, 88, 89 and 90 of the
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instant application are therefore not patentably distinct from the earlier patent claims
and as such are unpatentable over obvious-type double patenting. A later application
claim is not patently distinct from an earlier claim if the later claim is anticipated by the
earlier claim.

“A later patent claim is not patentably distinct from an earlier patent claim if the
later claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting
because the claims at issue were obvious over claims in four prior art patents); In re
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding
obviousness-type double patenting where a patent application claim to a genus is
anticipated by a patent claim to a species within that genus)”. ELI LILLY AND
COMPANY vs. BARR LABORATORIES INC., United States Court of Appeals for the
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30,

2001).

With respect to claim 37 of the instant application, claim 37 recites, “A method of
directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, automatically electronically authorizing a third-party second
media property to cause display, to the electronic visitor when the visitor visits the

second media property at a time after the visitor visits the first media property, of an
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advertisement correlated with the indicated profile attributes, subject to a visitor-specific

condition for display of the advertisement’.

Regarding claim 1 of U.S. Patent No. 8,200,822 B1, claim 1 recites, “A method of
directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
responsive to receiving information about at least one of a plurality of profile attributes
possibly applicable to the visitor, automatically electronically authorizing a third-party
second media property to allow display, to the electronic visitor when the visitor visits
the second media property at a time after the visitor visits the first media property, of an
advertisement correlated with the profile-attribute information received about the
visitor, subject to a visitor-specific condition for display of the advertisement that a
price charged by the second media property is less than a profile-attribute-
dependent price that an advertiser is willing to pay for display of the

advertisement’.

As is shown from the plain text, the limitations that are substantially distinct are
specifically that the “visitor-specific condition for display of the advertisement’ of Patent
No. 8,200,822 B2 is specified, namely that “a price charged by the second media
properly is less than a profile-attribute-dependent price that an advertiser is
willing to pay for display of the advertisement’. Thus each limitation of claim 37 of

the instant Application is also within claim 1 of the Patent No. 8,200,822 B1, and
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therefore, claim 37 of the instant Application is thus anticipated by claim 1 of Patent No.
8,200,822 B1.

Each of the dependent claims of the instant Application distinguish themselves
substantially similarly to those of U.S. Patent No. 8,200,822 B1, with respect to the
above claims. Thus each limitation of the dependent claims in the instant application is
also in the dependent claims of U.S. Patent No. 8,200,822 B1. Therefore, the above
referenced dependent claims of the instant Application are therefore also anticipated
and thus are not patentably distinct from the earlier patent claims and as such are

unpatentable over obvious-type double patenting.

16. Claims 37, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 53, 55, 57, 58, 59, 63, 65,
66, 73, 76, 77, 78, 81, 82 and 84 are also rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claims 1, 4, 11,
12,13,6,7,14,19, 17, 23, 8, 18, 24, 26, 28, 29, 30, 33, 35, 37, 39, 40, 41, 42, 44 and

46 of U.S. Patent No. 7,747,745 B2 in view of Sandholm.

17.  Although the conflicting claims are not identical, they are not patentably distinct
from each other because claims 1, 4, 11,12, 13,6, 7, 14, 19, 17, 23, 8, 18, 24, 26, 28,
29, 30, 33, 35, 37, 39, 40, 41, 42, 44 and 46 of U.S. Patent No. 7,747,745 B2 are

obvious variants of claims 37, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 53, 55, 57, 58,
59, 63, 65, 66, 73, 76, 77, 78, 81, 82 and 84 of the instant application. Claims 37, 39,

40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 53, 55, 57, 58, 59, 63, 65, 66, 73, 76, 77, 78, 81,
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82 and 84 of the instant application are therefore not patentably distinct from the earlier
patent claims and as such are unpatentable over obvious-type double patenting. A later
application claim is not patently distinct from an earlier claim if the later claim is obvious
over the earlier claim.

“A later patent claim is not patentably distinct from an earlier patent claim if the
later claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting
because the claims at issue were obvious over claims in four prior art patents); In re
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding
obviousness-type double patenting where a patent application claim to a genus is
anticipated by a patent claim to a species within that genus)”. ELI LILLY AND
COMPANY vs. BARR LABORATORIES INC., United States Court of Appeals for the
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30,

2001).

With respect to claim 37 of the instant application, claim 37 recites, “A method of
directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property,
based on information indicating at least one of a plurality of profile attributes possibly
applicable to the visitor, automatically electronically authorizing a third-party second
media property to cause display, to the electronic visitor when the visitor visits the

second media property at a time after the visitor visits the first media property, of an
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advertisement correlated with the indicated profile attributes, subject to a visitor-specific

condition for display of the advertisement’.

Regarding claim 1 of U.S. Patent No. 7,747,745 B2, claim 1 recites, “A method of
directing electronic advertisements using one or more computers, the method
comprising:

(a) determining automatically, with at least one of the computers, a
profile-attribute-dependent revenue available for display of a profile-attribute-
related advertisement; and

(b)  for each of a multitude of different electronic visitors to a first media
property, responsive to receiving information about at least one of a plurality of
profile attributes possibly applicable to the visitor, automatically electronically
authorizing, with at least one of the computers, a third-party second media property
to allow display, to the electronic visitor when later visiting the second media property,
of an advertisement correlated with the profile-attribute information received about
the visitor, for a price that does not exceed a price cap that is a selected amount

less than the revenue available for display of the advertisement’.

As is shown from the plain text, other than the first limitation being absent from
the instant Application, the only major difference between the instant Application and
US Patent No. 7,747,745 B2 is that instead of Patent No. 7,747,745 B2 reciting “subject

to a visitor-specific condition for display of the advertisement,” Patent No. 7,747,745 B2
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recites “for a price charged by the second media property is less than a profile-
attribute-dependent price that an advertiser is willing to pay for display of the
advertisement’. Sandholm discloses a visitor-specific condition for display of an
advertisement such that a price charged by the second media property is less than a
profile-attribute dependent price that an advertiser is willing to pay for display of the
advertisement. As discussed above, Sandholm at least discloses that a bid price can
depend on information about a user’s profile. For instance, a search engine might have
profile information about the user, and that the user profile can also be augmented
through knowledge of other services provided to the same user, such as through the
text in the body of email messages or historical information about the kinds of sites that
a user likes to visit. Sandholm further notes that a price charged having additional
restrictions that only consider profiles that fit within a certain class, in terms of
demographics, location, and also in terms of an aggregate classification of the kinds of
sites that a user visits online, can be used to enable advertisers to better target their
potential consumers (See Sandholm, paragraphs [0243]-[0244]).

Therefore, at the time of the invention, it would have been obvious to one of
ordinary skill in the art to modify the US Patent No. 7,747,745 B2 to include to allow
display of an advertisement to an electronic visitor “subject to a visitor specific
condition” as disclosed in Sandholm with reasonable expectation that this would result
in a system that improved the correlation of marketing and advertising data collected by
advertising servers with data in other databases containing more relevant profile

information about the on-line users and therefore enabled advertisers to market their
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products to a more effective and responsive class of potential consumers.

Therefore, claim 37 is an obvious variant over claim 1 of US Patent No.
7,747,745 B2 and is thus not patentably distinct over claim 1 of US Patent No.
7,747,745 B2.

Each of the dependent claims of the instant Application distinguish themselves
substantially similarly to those of US Patent No. 7,747,745 B2, with respect to the above
claims. Thus each limitation of the dependent claims in the instant application is also an
obvious variant of the dependent claims of U.S. Patent No. 7,747,745 B2. Therefore,
the above referenced dependent claims of the instant Application are therefore also
obvious variants and thus are not patentably distinct from the earlier patent claims and

as such are unpatentable over obvious-type double patenting.

Conclusion

18.  Further references of interest are cited on Form PTO-892, which is an

attachment to this Office Action.

19.  Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Kostas Katsikis whose telephone number is (571)270-

5434. The examiner can normally be reached on Monday - Friday.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (571)272-7493. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Kostas Katsikis/
Examiner
Art Unit 2441

August 25, 2012
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Title Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - November 29, 2012
P.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Dear Sir:

Assignee discloses the references listed on forms PTO-1449 attached to this
document.

No item of information contained in this Information Disclosure Statement was
cited in a communication from a foreign patent office in a counterpart foreign
application, and, to the knowledge of the person signing the certification after making
reasonable inquiry, no item of information contained in the Information Disclosure
Statement was known to any individual designated in 37 CFR § 1.56(c) more than three
months prior to the filing of the information disclosure statement.

Assignee continues to direct the Examiner to the following applications, which

share the same first inventor, as well as the references cited therein:
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12/131,798 06/02/2008
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13/585,779 08/14/2012 06/14/2000

13/631,244 09/28/2012 06/19/2006 (prov.)

If the Office has any questions, please feel free to contact assignee’s undersigned
attorney of record.
Respectfully submitted,
INTENT IQ, LLC
by its attorney

Dated: November 29, 2012 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, Arizona 85260

(480) 948-3295
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“PRIOR” PATENT

Application Number 13491454
Filing Date 07-Jun-2012
First Named Inventor Roy Shkedi
Attorney Docket Number 14-EP-CON3

Title of Invention

Media properties selection method and system based on expected profit from profile-
based ad delivery

X Filing of terminal disclaimer does not obviate requirement for response under 37 CFR 1.111 to outstanding
Office Action

X This electronic Terminal Disclaimer is not being used for a Joint Research Agreement.

Owner Percent Interest

ALMONDNET, INC. 100%

The owner(s) with percent interest listed above in the instant application hereby disclaims, except as provided below, the
terminal part of the statutory term of any patent granted on the instant application which would extend beyond the expiration
date of the full statutory term of prior patent number(s)

7747745
8200822

as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so
granted on the instant application shall be enforceable only for and during such period that it and the prior patent are commonly
owned. This agreement runs with any patent granted on the instant application and is binding upon the grantee, its successors
or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the instant
application that would extend to the expiration date of the full statutory term of the prior patent, "as the term of said prior patent
is presently shortened by any terminal disclaimer,” in the event that said prior patent later:

- expires for failure to pay a maintenance fee;

- is held unenforceable;

- is found invalid by a court of competent jurisdiction;

- is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321;

- has all claims canceled by a reexamination certificate;

- is reissued; or

- is in any manner terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.
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®

Terminal disclaimer fee under 37 CFR 1.20(d) is included with Electronic Terminal Disclaimer request.

| certify, in accordance with 37 CFR 1.4(d)(4), that the terminal disclaimer fee under 37 CFR 1.20(d)
required for this terminal disclaimer has already been paid in the above-identified application.

O

Applicant claims SMALL ENTITY status. See 37 CFR 1.27.

Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

®@ O O

Applicant(s) status remains as SMALL ENTITY.

(O Applicant(s) status remains as other than SMALL ENTITY.

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and
that such willful false statements may jeopardize the validity of the application or any patent issued thereon.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d)(4) that | am:

® An attorney or agent registered to practice before the Patent and Trademark Office who is of record in
this application

Registration Number 38918
A sole inventor
A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors

A joint inventor; all of whom are signing this request

O O O O

The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Louis J. Hoffman/

Name Louis J. Hoffman

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this certification. See MPEP § 324.
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and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit : 2441

Serial No. : 13/491,454 Examiner : Katsikis, Kostas J.
Filing Date : 06/07/2012 Conf. No. : 8741

Title : Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - January 29, 2013
P.O. Box 1450
Alexandria, VA 22313-1450

RESPONSE TO OFFICE ACTION

Dear Sir:

In response to the Office Action dated August 30, 2012, assignee requests entry of
the following amendments and consideration of the following remarks.

Amendments to the claims begin on page 2.

Remarks begin on page 13.

The fee under 37 C.F.R. §1.17(a)(1) for a two-month extension of time is
submitted concurrently.

A terminal disclaimer is submitted concurrently.

An interview is requested on page 16 of this paper, per MPEP 713.01.
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Amendments

IN THE CLAIMS:

Please amend the claims as follows:
1-36. (Canceled)

37.  (Currently amended) A method of directing electronic

advertisements, performed by a computer system comprised of one or more computers,

the method comprising;:
for each of a multitude of different electronic visitors to a first media
property[[]]:
based on information indicating at least one of a plurality of profile

attributes possibly applicable to the electronic visitor, which profile attribute was

received by the computer system as a result of the electronic visitor visiting the

first media property, automatically with the computer system electronically

authorizing a third-party second media property to cause display, to the
electronic visitor when the electronic visitor visits the second media property at a
time after the electronic visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to a—visiter-

speeitie the second media property determining that a condition for display of

the advertisement has been met, which condition relates specifically to the

electronic visitor, and which condition is directed to the second media property

by the computer system.

38.  (Currently amended) The method of claim 37 wherein the wisitor-
speeitie condition for display of the advertisement is that a price charged by the second
media property is less than a profile-attribute-dependent price that an advertiser is

willing to pay for display of the advertisement.

39.  (Currently amended) The method of claim 37:

Serial No. 13/491,454 Page 2 of 16
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@) further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(i)  wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute
information about the electronic visitor, authorizing said at least one selected
second media property on the lookup data structure associated with the profile-
attribute information received about the electronic visitor, only during a
specified time period after receiving profile-attribute information about the
electronic visitor, by arranging for placement of a tag readable by said at least

one selected second media property.

40.  (Currently amended) The method of claim 37 further comprising
building a look-up data structure associating at least one selected of a plurality of
possible profile attributes with at least one selected of a plurality of second media
properties, and wherein the method comprises authorizing those selected second media
properties on the lookup data structure associated with the profile-attribute information

received about the electronic visitor.

41.  (Currently amended) The method of claim 37 wherein authorizing
comprises authorizing responsive to receiving an electronic redirect of a visitor

computer accompanied by profile-attribute information about the electronic visitor.

42.  (Currently amended) The method of claim 37 wherein authorizing
comprises recognizing an action conducted on the first media property by the electronic

visitor.

43.  (Currently amended) The method of claim 37 wherein authorizing
comprises authorizing based on a search request by the electronic visitor to the first

media property.
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44.  (Currently amended) The method of claim 37 wherein authorizing
comprises authorizing responsive to receiving information about a characteristic of the

electronic visitor.

45.  (Currently amended) The method of claim 37 wherein authorizing
comprises authorizing based on information about a profile attribute of the electronic
visitor and categorizing the profile attribute within at least one of a plurality of

predefined categories.

46.  (Previously presented) The method of claim 37 wherein authorizing
comprises placing a tag on the electronic visitor, wherein the electronic visitor is a

computer, and wherein the tag is readable by the second media property.

47.  (Currently amended) The method of claim 37 wherein authorizing
comprises:

@) responsive to receiving information via an electronic redirect of a
visitor computer accompanied by profile-attribute information about the
electronic visitor, authorizing display of the advertisement by arranging for
placement of a tag readable by the second media property, and

(i)  authorizing display of the advertisement only during a specified

time period after receiving the information about the electronic visitor.

48.  (Previously presented) The method of claim 37 wherein the second
media property comprises media-property equipment controlling ad space that is in a

different medium than the medium of the first media property.

49.  (Previously presented) The method of claim 37 wherein the second

media property comprises equipment controlling ad space only temporarily.

50.  (Previously presented) The method of claim 37 wherein authorizing
comprises arranging for placement of a tag associated with the electronic visitor by the

third party second media property.
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51.  (Previously presented) The method of claim 50 wherein the condition
is given to the second media property at the time arranging for placement of a tag takes

place.

52.  (Previously presented) The method of claim 51 wherein the condition
is given by incorporating it in a URL used to redirect the electronic visitor to the second
media property to enable the second media property to place a tag associated with the

visitor’s computer.

53.  (Previously presented) The method of claim 50 wherein arranging for
placement of a tag comprises redirecting the electronic visitor to the second media
property for the second media property to place a tag on the electronic visitor readable

by the second media property.

54.  (Currently amended) The method of claim 37 wherein the condition
is a specified time period after receiving profile-attribute information about the

electronic visitor.

55.  (Currently amended) A tangible computer-server device
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media
property[[,]]:
based on information indicating at least one of a plurality of profile

attributes possibly applicable to the electronic visitor, which profile attribute was

received by the computer system as a result of the electronic visitor visiting the

first media property, automatically electronically authorizing a third-party

second media property to cause display, to the electronic visitor when the
electronic visitor visits the second media property at a time after the electronic
visitor visits the first media property, of an advertisement correlated with the

indicated profile attributes, subject to a—~visiter-specifie the second media

property determining that a condition for display of the advertisement has been
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met, which condition relates specifically to the electronic visitor, and which

condition is directed to the second media property by the computer-server

device.

56.  (Currently amended) The server of claim 55 wherein the wisitor-
speeitie condition for display of the advertisement is that a price charged by the second
media property is less than a profile-attribute-dependent price that an advertiser is

willing to pay for display of the advertisement.

57.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method:

() further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties; and

(i)  wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute
information about the electronic visitor, authorizing said at least one selected
second media property on the lookup data structure associated with the profile-
attribute information received about the electronic visitor, only during a
specified time period after receiving profile-attribute information about the
electronic visitor, by arranging for placement of a tag readable by said at least

one selected second media property.

58.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method further comprising building a look-up data
structure associating at least one selected of a plurality of possible profile attributes
with at least one selected of a plurality of second media properties, and wherein the
method comprises authorizing those selected second media properties on the lookup
data structure associated with the profile-attribute information received about the

electronic visitor.
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59.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises authorizing
responsive to receiving an electronic redirect of a visitor computer accompanied by

profile-attribute information about the electronic visitor.

60.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises recognizing an

action conducted on the first media property by the electronic visitor.

61.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises authorizing based

on a search request by the electronic visitor to the first media property.

62.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises authorizing

responsive to receiving information about a characteristic of the electronic visitor.

63.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises authorizing based
on information about a profile attribute of the electronic visitor and categorizing the

profile attribute within at least one of a plurality of predefined categories.

64.  (Previously presented) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises placing a tag on
the electronic visitor, wherein the electronic visitor is a computer, and wherein the tag is

readable by the second media property.

65.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises:
@) responsive to receiving information via an electronic redirect of a
visitor computer accompanied by profile-attribute information about the
electronic visitor, authorizing display of the advertisement by arranging for

placement of a tag readable by the second media property, and
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(if)  authorizing display of the advertisement only during a specified

time period after receiving information about the electronic visitor.

66.  (Previously presented) The server of claim 55 wherein the server is
programmed to implement a method wherein the second media property comprises
media-property equipment controlling ad space that is in a different medium than the

medium of the first media property.

67.  (Previously presented) The server of claim 55 wherein the server is
programmed to implement a method wherein the second media property comprises

equipment controlling ad space only temporarily.

68.  (Previously presented) The server of claim 55 wherein the server is
programmed to implement a method wherein authorizing comprises arranging for

placement of a tag associated with the electronic visitor by the third party second media
property.
69.  (Previously presented) The server of claim 68 wherein the server is

programmed to implement a method wherein the condition is given to the second

media property at the time arranging for placement of a tag takes place.

70.  (Previously presented) The server of claim 69 wherein the server is
programmed to implement a method wherein the condition is given by incorporating it
in a URL used to redirect the electronic visitor to the second media property to enable

the second media property to place a tag associated with the visitor’s computer.

71.  (Previously presented) The server of claim 68 wherein the server is
programmed to implement a method wherein arranging for placement of a tag
comprises redirecting the electronic visitor to the second media property for the second

media property to place a tag on the electronic visitor readable by the second media

property.
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72.  (Currently amended) The server of claim 55 wherein the server is
programmed to implement a method wherein the condition is a specified time period

after receiving profile-attribute information about the electronic visitor.

73.  (Currently amended) A system comprising one or more computers
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media
property[[,]]:
based on information indicating at least one of a plurality of profile

attributes possibly applicable to the electronic visitor, which profile attribute was

received by the computer system as a result of the electronic visitor visiting the

first media property, automatically electronically authorizing a third-party

second media property to cause display, to the electronic visitor when the
electronic visitor visits the second media property at a time after the electronic
visitor visits the first media property, of an advertisement correlated with the

indicated profile attributes, subject to a—~visiter-specifie the second media

property determining that a condition for display of the advertisement has been

met, which condition relates specifically to the electronic visitor, and which

condition is directed to the second media property by the system comprising one

Or more computers.

74.  (Currently amended) The system of claim 73 wherein the wisiter-
speeitie condition for display of the advertisement is that a price charged by the second
media property is less than a profile-attribute-dependent price that an advertiser is

willing to pay for display of the advertisement.

75.  (Currently amended) The system of claim 73 wherein the method:
@) further comprises building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one

selected of a plurality of second media properties; and
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(i)  comprises, responsive to receiving an electronic redirect of a visitor
computer accompanied by profile-attribute information about the electronic
visitor, authorizing said at least one selected second media property on the
lookup data structure associated with the profile-attribute information received
about the electronic visitor, only during a specified time period after receiving
profile-attribute information about the electronic visitor, by arranging for

placement of a tag readable by said at least one selected second media property.

76.  (Currently amended) The system of claim 73 wherein the method
further comprises building a look-up data structure associating at least one selected of a
plurality of possible profile attributes with at least one selected of a plurality of second
media properties, and wherein the method comprises authorizing those selected second
media properties on the lookup data structure associated with the profile-attribute

information received about the electronic visitor.

77.  (Currently amended) The system of claim 73 wherein authorizing
comprises authorizing responsive to receiving an electronic redirect of a visitor

computer accompanied by profile-attribute information about the electronic visitor.

78.  (Currently amended) The system of claim 73 wherein authorizing
comprises recognizing an action conducted on the first media property by the electronic

visitor.

79.  (Currently amended) The system of claim 73 wherein authorizing
comprises authorizing based on a search request by the electronic visitor to the first

media property.

80.  (Currently amended) The system of claim 73 wherein authorizing
comprises authorizing responsive to receiving information about a characteristic of the

electronic visitor.

81.  (Currently amended) The system of claim 73 wherein authorizing

comprises authorizing based on information about a profile attribute of the electronic
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visitor and categorizing the profile attribute within at least one of a plurality of

predefined categories.

82.  (Previously presented) The system of claim 73 wherein authorizing
comprises placing a tag on the electronic visitor, wherein the electronic visitor is a

computer, and wherein the tag is readable by the second media property.

83.  (Currently amended) The system of claim 73 wherein authorizing
comprises: (i) responsive to receiving an electronic redirect of a visitor computer
accompanied by profile-attribute information about the electronic visitor, authorizing
display of the advertisement by arranging for placement of a tag readable by the second
media property, and (ii) authorizing display of the advertisement only during a

specified time period after receiving the information about the electronic visitor.

84.  (Previously presented) The system of claim 73 wherein the second
media property comprises media-property equipment controlling ad space that is in a

different medium than the medium of the first media property.

85.  (Previously presented) The system of claim 73 wherein the second

media property comprises equipment controlling ad space only temporarily.

86.  (Previously presented) The system of claim 73 wherein authorizing
comprises arranging for placement of a tag associated with the electronic visitor by the

third party second media property.

87.  (Previously presented) The system of claim 86 wherein the condition
is given to the second media property at the time arranging for placement of a tag takes

place.

88.  (Previously presented) The system of claim 89 wherein the condition
is given by incorporating it in a URL used to redirect the electronic visitor to the second
media property to enable the second media property to place a tag associated with the

visitor’s computer.
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89.  (Previously presented) The system of claim 86 wherein arranging for
placement of a tag comprises redirecting the electronic visitor to the second media
property for the second media property to place a tag on the electronic visitor readable

by the second media property.

90.  (Currently amended) The system of claim 73 wherein the condition
is a specified time period after receiving profile-attribute information about the

electronic visitor.
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Remarks

Claims 37-90 are pending in this application. Claims 37, 55, and 73 are
independent claims.

Paragraph 5 of the Office Action contains an objection to the claims and a request
to use consistent terminology by repeating the word “electronic” before “visitor” and a
request to clarify the application of the method to “each” of the electronic visitors.
Assignee presents amendments to repeat the word “electronic” as requested.

As to the word “each,” assignee believes that it would cause more confusion, not
less, to insert the word “each” in the place suggested. Instead, assignee has clarified the
claim by adding a colon and a carriage return after the preliminary phrase “for each of a
multitude of different electronic visitors to a first media property,” thus indicating that
the subsequent paragraph describes that actions are taken automatically with respect to
each of the visitors in turn. However, the actions taken are described with respect to any
given one of the visitors.

With regard to the same phrase, we wish the Office to understand that assignee
is using the word “multitude” to refer to a large number of visitors, such as however
many computers might visit a given website during a certain time period, or generally,
not just a small number like two or three. The term “plurality,” which refers to just “two
or more,” is not considered sufficient to express the desired concept of “many.” Beyond
that concept, the precise number of visitors is not crucial to the invention.

All claims are rejected as obvious over U.S. Pub. No. 2006/0020510 to Vest, either
alone, or with respect to certain claims, Vest in combination with certain other
references. Assignee respectfully requests reconsideration.

Vest describes a system where Internet ads are delivered untargeted, such as on a
wellsfargo.com website. Viewers who click on links associated with an ad visit the
advertiser’s site (example, match.com) and have the opportunity to sign up. Each
person who agrees enters a sign-in profile. Vest’s system correlates the manually
entered data with the ad on which the visitor clicked, i.e., the ad that brought the visitor

to the advertiser’s site in the first place. According to Vest 430, if a particular
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advertisement on a given website gets a “good response” from a certain demographic
(e.g., females with incomes between $50,000 and $100,000), then the advertiser may
wish to “shift resources toward those advertisements that best help them achieve their
goal,” of signing up more customers from that demographic. In other words, Vest
recommends that the advertiser (match.com) buy more ad space from the same web site
(wellsfargo.com) and show the same ad that worked well.

On page 9, the Office Action seems to suggest that the purpose of Vest's
disclosure is to allow the ad to be displayed to the particular visitor who signed up on
the advertiser (match.com) when the visitor later returns to the original website
(wellsfargo.com). The method claimed by claim 37 includes “automatically
electronically authorizing a third-party second media property to cause display, to the
electronic visitor when the electronic visitor visits the second media property at a time
after the electronic visitor visits the first media property ....” Vest has no teaching of a
first site like match.com (or anyone else) authorizing a second site like wellsfargo.com
to show the same ad to an electronic visitor who has sighed up with match.com when
“the electronic visitor” (i.e., the one who was on the first site) returns to the
wellsfargo.com website.!

Regardless, the method of claim 37 further specifies authorizing the third-party
second media property to show the ad to the visitor only “subject to the second media
property determining that a condition for display of the advertisement has been met,
which condition relates specifically to the electronic visitor, and which condition is
directed to the second media property by the computer system.” There is no disclosure

in Vest of a third-party second media property (which the Office Action considers

1 And, there is no reason to suppose that the advertiser will display the ad to people
who have already become its customers. In reality, once a given visitor has signed up
with the advertiser (match.com), there is no purpose in showing the same ad to the
customer on another site. After all, people who have signed up have already become
customers, and advertisers spend their money to try to acquire new customers. Vest's
“shift resources” comment in paragraph 30 simply teaches doing this by advertising in
a fashion that has proven to work.
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wellsfargo.com) having any condition that the third party (or an entity acting for it)
must check on a visitor-by-visitor basis before showing the ad to the visitor computer.?

In attempting to apply Vest to the claimed invention, the Office Action (p. 10)
refers to the condition being that the visitor has an income in a specified range. Vest
does not teach any method describing such a condition being checked by Wells Fargo,
though, and there is no explanation of how Wells Fargo would know, on a regular
basis, income of its website visitors, so as to perform such a check.

In the invention for which a patent is sought here, by contrast, the “condition for
display of the advertisement” is known and checked by the second media property. All
claims further specify that the condition is directed to the second media property by the
computer-server device or system of one or more computers claimed (claims 55 and 73,
respectively) or by the computer system performing the method (claim 37).

Vest, does not disclose or suggest one site (which the Office Action considers as
match.com) automatically directing (directly or indirectly) any condition to a third
party second media property (which the Office Action considers as wellsfargo.com), to
allow the third party to check that the condition for display of the advertisement has
been met, which condition relates specifically to the electronic visitor, before causing
the ad to be shown to the visitor’s computer.

The Office Action (p. 10) concedes that Vest does not disclose automatically
authorizing the third-party second media site but argues that it would have been
obvious to automate the authorization. Even if that argument is accepted (a question on
which assignee offers no opinion for the moment), however, the Office Action does not
demonstrate that Vest discloses any authorizing (automatic or manual) that is subject to
any “condition” checked by the second media property, nor directing any such

condition to the second media property.

2 For example, in the case specified by dependent claim 38, the “condition” is “that a
price charged by the second media property is less than a profile-attribute-dependent
price that an advertiser is willing to pay for display of the advertisement.” For another
example, the condition could be that no more than a certain time span has elapsed since
the visitor visited the first media property. Compare, e.g., dependent claim 54.
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Because there is no reason to extend Vest to meet the claim language of the
claims as amended, the rejections of all claims should be withdrawn. As to the
dependent claims, there is no reason to discuss them separately, given the plain
distinction over the primary reference. The Office Action does not assert that the claim
limitations that assignee argues here are missing from Vest are found in any of the
supporting references. Accordingly, all claims should be allowed.

The Office Action (pp. 35-43) also contains an obviousness-type double-patenting
rejection over sibling U.S. Patent 8,200,822, and grandparent U.S. Patent 7,747,745, in
view of certain other references. Assignee files concurrently a terminal disclaimer to
overcome the double-patenting rejection.

Assignee respectfully requests the examiner to telephone the undersigned before
issuance of the next Office Action to arrange a suitable time for an interview (likely by
telephone) to discuss the matter, including the results of any supplemental search, as
well as any other issues identified by the examiner as of concern, so that the application
can be passed to allowance and issue most efficiently.

Assignee respectfully requests prompt review and allowance. Please feel free to
telephone the undersigned if the examiner has any questions.

Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: January 29, 2013 /Louis . Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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DETAILED ACTION

1. This communication is in response to the Amendment filed on January 29, 2013,
in which claims 37-45, 47, 54-63, 65, 72-81, 83 and 90 have been amended.

Accordingly, claims 37-90 remain pending for examination.

Status of Claims

2. Claims 37-90 are pending, of which claims 37, 41-46, 48-53, 55, 59-64, 66-71
and 73 are rejected under 35 U.S.C. 102(e). Claims 38-40, 47, 54, 56-58, 65 and 72

are rejected under 35 U.S.C. 103.

Information Disclosure Statement

3. The information disclosure statement, filed November 29, 2012 is in compliance
with the provisions of 37 CFR 1.97, 1.98 and MPEP § 609. It has been placed in the
application file, and the information referred to therein has been considered as to the

merits.

4. Examiner’s Note: Examiner has cited particular paragraphs and/or columns and

line numbers in the references applied to the claims above for the convenience of the

applicant. Although the specified citations are representative of the teachings of the art
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and are applied to specific limitations within the individual claim, other passages and
figures may apply as well. It is respectfully requested from the applicant in preparing
responses, to fully consider the references in entirety as potentially teaching all or part
of the claimed invention, as well as the context of the passage as taught by the prior art

or disclosed by the Examiner.

Claim Rejections - 35 USC § 102

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by
another filed in the United States before the invention by the applicant for patent,
except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application
filed in the United States only if the international application designated the
United States and was published under Article 21(2) of such treaty in the English
language.

6. Claims 37, 41-46, 48-53, 55, 59-64, 66-71, 73, 77-82 and 84-89 are rejected

under 35 U.S.C. 102(e) as being anticipated by Haveliwala et al. (United States

Patent Application Publication No. US 2010/0293057 A1), hereinafter “Haveliwala”.
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Regarding claim 73, Haveliwala discloses a system comprising one or more
computers programmed to implement a method of directing electronic advertisements,
the method comprising (wherein targeted advertisements are provided to a consumer
accessing a third-party website based on a user profile. See FIG. 1b, illustrating system
100 comprising a plurality of computers/servers) (Haveliwala, Abstract, FIG. 1b,
paragraph [0043]):

for each of a multitude of different electronic visitors to a first media property
(wherein Haveliwala discloses, teaches, or suggests, at least implicitly, that a user
(advertisement consumer) has originally visited a first website and entered user
information (attribute data) to build a profile. Specifically, as discussed in paragraphs
[0061]-[0062], a user profile is derived from information explicitly provided by the user
(e.g., designation of interests or topics in a directory), or at least information that is
inferred from the user’s online relationships (e.g., websites or web pages associated
with the user’s IP address). As given in [0071], web related information 219 (See FIG. 2)
is derived from web pages and web sites associated with the user. Given that a user
most usually accesses the system 100 from a relatively limited number of IP addresses
and domains, the system 100 can automatically identify and access one or more
websites (first media properties) associated with these IP addresses and extract
information from them, such as their type (commercial, educational, organization,
government, etc.), their geographic location, their size, and so forth. The system can
further perform analyses of one or more of the pages on these sites (such as the home

page), to extract relevant topics, key words, or other descriptive information)
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(Haveliwala, FIG. 2, paragraphs [0061]-[0062] and [0071]):

based on information indicating at least one of a plurality of profile attributes
possibly applicable to the electronic visitor, which profile attribute was received by the
computer system as a result of the electronic visitor visiting the first media property
(wherein again, Haveliwala discloses that by gathering profile attributes when the user
visits at least one from among multiple first web sites, creating a user profile 230 (See
FIG. 2) from the various sources of user information includes several sub-processes.
Each sub-process produces one type of user profile characterizing the user’s interests
or preferences from a particular perspective. A term-based profile 231 represents a
user’s search preferences with a plurality of terms, where each term is given a weight
indicating the importance of the term to the user. A category-based profile 233
correlates a user’s search preferences with a set of categories, which may be organized
in a hierarchal fashion, with each category being given a weight indicating the extent of
correlation between the user’s search preferences and the category. A link-based profile
235 identifies a plurality of links that are directly or indirectly related to the user’s search
preferences, with each link being given a weight indicating the relevance between the
user’s search preferences and the link) (Haveliwala, FIG. 2, paragraphs [0072]-
[0075]), automatically electronically authorizing a third-party second media property to
cause display, to the electronic visitor when the electronic visitor visits the second
media property at a time after the electronic visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to the second

media property determining that a condition for display of the advertisement has been

191



Application/Control Number: 13/491,454 Page 6
Art Unit: 2441

met, which condition relates specifically to the electronic visitor, and which condition is
directed to the second media property by the system comprising one or more computers
(wherein a third-party (second) website displays advertisements to the user when
subsequently accessing the third-party website. Particularly, Haveliwala teaches that
an advertisement request is made by a client 118 of the user when accessing a third
party website 119, which has agreed to have the system 100 place advertisements on
its pages (See FIG. 1b). The client 118 first makes a page request of the third party
website 119, for example, loading the home page of the site, which page is returned by
the site 119. The page may have, for example, both content provided by the third party
and an iframe object that makes a request for advertisements from the system 100.
When the client 118 loads the page, the ad request is passed to the front end server
102. The client 118 also passes a user ID, as before, in the form of a cookie, or a
previous login. As before, the front end server 102 passes the user ID to the user profile
server 108, which obtains the user profile for the user (having been previously created
by accessing the first web page(s)) from the user profile database 110. A page profile
from a content analysis module 112 and the user profile from the user profile server 108
are provided to the advertisement server 114, which determines which advertisers have
offered a price with respect to the user profile (or portion thereof) and/or the page
profile, and then determines the one or more advertisers offering a highest effective
price for the user profile. This is done by evaluating the user profile in combination with
the page profile against advertiser price information (or functions) provided by the

advertisers. The advertiser price information for each advertiser can be retrieved from
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the advertisement information database 116 or from any of the advertiser’s price
servers 111, as per the availability of the information on an advertiser-by-advertiser
basis. Haveliwala teaches that the user profile information can be as described above,
including any of the various levels or types of information) (Haveliwala, FIG. 1b,

paragraphs [0044]-[0045] and [0056]).

Claim 55 includes a tangible computer-server device programmed to implement
a method of directing electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media property:

based on information indicating at least one of a plurality of profile attributes
possibly applicable to the electronic visitor, which profile attribute was received by the
computer system as a result of the electronic visitor visiting the first media property,
automatically electronically authorizing a third-party second media property to cause
display, to the electronic visitor when the electronic visitor visits the second media
property at a time after the electronic visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to the second
media property determining that a condition for display of the advertisement has been
met, which condition relates specifically to the electronic visitor, and which
condition is directed to the second media property by the computer-server
device.

Haveliwala discloses a tangible computer-server device programmed to

implement a method of directing electronic advertisements, the method comprising
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(wherein Haveliwala at least discloses the advertisement server 114 (See FIG. 1b))
(Haveliwala, Abstract, FIG. 1b):

for each of a multitude of different electronic visitors to a first media property
(wherein as discussed above, Haveliwala discloses, teaches, or suggests, at least
implicitly, that a user (advertisement consumer) has originally visited a first website and
entered user information (attribute data) to build a profile. Specifically, as discussed in
paragraphs [0061]-[0062], a user profile is derived from information explicitly provided
by the user (e.g., designation of interests or topics in a directory), or at least information
that is inferred from the user’s online relationships (e.g., websites or web pages
associated with the user’s IP address). As given in [0071], web related information 219
(See FIG. 2) is derived from web pages and web sites associated with the user. Given
that a user most usually accesses the system 100 from a relatively limited number of IP
addresses and domains, the system 100 can automatically identify and access one or
more websites (first media properties) associated with these IP addresses and extract
information from them, such as their type (commercial, educational, organization,
government, etc.), their geographic location, their size, and so forth. The system can
further perform analyses of one or more of the pages on these sites (such as the home
page), to extract relevant topics, key words, or other descriptive information)
(Haveliwala, FIG. 2, paragraphs [0061]-[0062] and [0071]):

based on information indicating at least one of a plurality of profile attributes
possibly applicable to the electronic visitor, which profile attribute was received by the

computer system as a result of the electronic visitor visiting the first media property
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(wherein again, Haveliwala discloses that by gathering profile attributes when the user
visits at least one from among multiple first web sites, creating a user profile 230 (See
FIG. 2) from the various sources of user information includes several sub-processes.
Each sub-process produces one type of user profile characterizing the user’s interests
or preferences from a particular perspective. A term-based profile 231 represents a
user’s search preferences with a plurality of terms, where each term is given a weight
indicating the importance of the term to the user. A category-based profile 233
correlates a user’s search preferences with a set of categories, which may be organized
in a hierarchal fashion, with each category being given a weight indicating the extent of
correlation between the user’s search preferences and the category. A link-based profile
235 identifies a plurality of links that are directly or indirectly related to the user’s search
preferences, with each link being given a weight indicating the relevance between the
user’s search preferences and the link) (Haveliwala, FIG. 2, paragraphs [0072]-
[0075]), automatically electronically authorizing a third-party second media property to
cause display, to the electronic visitor when the electronic visitor visits the second
media property at a time after the electronic visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes, subject to the second
media property determining that a condition for display of the advertisement has been
met, which condition relates specifically to the electronic visitor, and which

condition is directed to the second media property by the computer-server

device (wherein as given above, a third-party (second) website displays advertisements

to the user when subsequently accessing the third-party website. Particularly,
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Haveliwala teaches that an advertisement request is made by a client 118 of the user
when accessing a third party website 119, which has agreed to have the system 100
place advertisements on its pages (See FIG. 1b). The client 118 first makes a page
request of the third party website 119, for example, loading the home page of the site,
which page is returned by the site 119. The page may have, for example, both content
provided by the third party and an iframe object that makes a request for
advertisements from the system 100. When the client 118 loads the page, the ad
request is passed to the front end server 102. The client 118 also passes a user ID, as
before, in the form of a cookie, or a previous login. As before, the front end server 102
passes the user ID to the user profile server 108, which obtains the user profile for the
user (having been previously created by accessing the first web page(s)) from the user
profile database 110. A page profile from a content analysis module 112 and the user
profile from the user profile server 108 are provided to the advertisement server 114,
which determines which advertisers have offered a price with respect to the user profile
(or portion thereof) and/or the page profile, and then determines the one or more
aadvertisers offering a highest effective price for the user profile. This is done by
evaluating the user profile in combination with the page profile against advertiser price
information (or functions) provided by the advertisers. The advertiser price information
for each advertiser can be retrieved from the advertisement information database 116 or
from any of the advertiser’s price servers 111, as per the availability of the information
on an advertiser-by-advertiser basis. Haveliwala teaches that the user profile

information can be as described above, including any of the various levels or types of
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information) (Haveliwala, FIG. 1b, paragraphs [0044]-[0045] and [0056]).

In addition, claim 37 recites a method that performs limitations substantially as

described in claims 55 and 73 and is therefore rejected under the same rationale.

Regarding claim 41, Haveliwala discloses the method of claim 37 wherein
authorizing comprises authorizing responsive to receiving an electronic redirect of a
visitor computer accompanied by profile-attribute information about the visitor (wherein
Haveliwala further teaches that the advertisement server 114 selects the targeted
advertisement(s), returns the targeted advertisements to the front end server 102, and
forwards (redirects) the targeted advertisements to the client 118 (which has also been
redirected to the content/page of the third party website), which combines the
advertisements into the page received from the third party website 119 for display to the

user) (Haveliwala, paragraphs [0044] and [0058]).

Regarding claim 42, Haveliwala discloses the method of claim 37 wherein
authorizing comprises recognizing an action conducted on the first media property by
the visitor (wherein as discussed above, Haveliwala discloses the term-based profile
231 representing a user’s search preferences with a plurality of terms (user conducts a
text-based search), where each term is given a weight indicating the importance of the

term to the user) (Haveliwala, paragraph [0073]).
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Regarding claim 43, Haveliwala discloses the method of claim 37 wherein
authorizing comprises authorizing based on a search request by the visitor to the first
media property (wherein again, the user’s client 118 searches the first website when
deriving the user profile. As discussed above, the category-based profile 233 correlates
the user’s search preferences with a set of categories, which may be organized in a
hierarchal fashion, with each category being given a weight indicating the extent of
correlation between the user’s search preferences and the category) (Haveliwala,

paragraph [0074]).

Regarding claim 44, Haveliwala discloses the method of claim 37 wherein
authorizing comprises authorizing responsive to receiving information about a
characteristic of the visitor (wherein again, the user profile server 108 retrieves the user
profile for the user from the user profile database 110, which contains characteristics
that are provided to the advertisement server 114) (Haveliwala, paragraphs [0045]

and [0056]).

Regarding claim 45, Haveliwala discloses the method of claim 37 wherein
authorizing comprises authorizing based on information about a profile attribute of the
visitor and categorizing the profile attribute within at least one of a plurality of predefined
categories (wherein again, Haveliwala discloses authorizing based on information
about attributes from the user profile database 110, which as discussed above, can

include a category-based profile 233 that correlates the user’s search preferences with
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a set of categories, which may be organized in a hierarchal fashion, with each category
being given a weight indicating the extent of correlation between the user’s search

preferences and the category) (Haveliwala, paragraphs [0045] and [0074]).

Regarding claim 46, Haveliwala discloses the method of claim 37 wherein
authorizing comprises placing a tag on the electronic visitor, wherein the electronic
visitor is a computer, and wherein the tag is readable by the second media property
(wherein Haveliwala further discloses (as mentioned above) the user uses client 118,
which loads the page of the third party website 119 and passes the ad request to the
front end server 102. The client 118 also passes a user ID in the form of a cookie
(previously stored thereon), or a previous login to the front end server 102, which
passes the user ID to the user profile server 108, which obtains the user profile for the

user from the user profile database 110) (Haveliwala, paragraph [0022]).

Regarding claim 48, Haveliwala discloses the method of claim 37 wherein the
second media property comprises media-property equipment controlling ad space that
is in a different medium than the medium of the first media property (wherein as
disclosed in at least FIG. 1b, third party website 119 is separate from system 100, as
well as other websites visited by user used to derive and generate user profile)

(Haveliwala, at least FIG. 1b).
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Regarding claim 49, Haveliwala discloses the method of claim 37 wherein the
second media property comprises equipment controlling ad space only temporarily
(wherein the advertisements on the third party website 119 are viewed for the duration
the viewer views the third party website 119, under control of the front end server 102.
Particularly, each user will see a set of advertisements that are targeted specifically to
the page of the third party website that is being viewed) (Haveliwala, paragraphs

[0058]-[0059]).

Regarding claim 50, Haveliwala discloses the method of claim 37 wherein
authorizing comprises arranging for placement of a tag associated with the electronic
visitor by the third party second media property (wherein as discussed above,
Haveliwala further discloses the client 118 of the user first makes a page request of the
third party website 119, for example, loading the home page of the site, which page is
returned by the site 119. Haveliwala further teaches that the page may have, for
example, both content provided by the third party as well as an iframe object that makes

a request for advertisements from the system 100) (Haveliwala, paragraph [0044]).

Regarding claim 51, Haveliwala discloses the method of claim 50 wherein the
condition is given to the second media property at the time arranging for placement of a
tag takes place (wherein Haveliwala further discloses that the advertisement server 114
can use both the user profile and a page profile (comprising information from the third

party website) to determine each advertiser’s price information (for the highest effective
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price per advertisement(s)). Once the advertisement server 114 has determined which
advertiser(s) have offered the highest effective price for the page profile (of the third
party website) and user profile, the advertisement server 114 selects one or more
advertisements associated with these advertisers. The largeted advertisements can be
displayed next in side panel (e.g., in the iframe on the page) in a separate frame of the
window, or in any other graphical format deemed appropriate) (Haveliwala,

paragraphs [0057]-[0058]).

Regarding claim 52, Haveliwala discloses the method of claim 51 wherein the
condition is given by incorporating it in a URL used to redirect the electronic visitor to
the second media property to enable the second media property to place a tag
associated with the visitor's computer (wherein exemplary third party website page
information for the page profile describing the characteristics of the page/third party
website include the URL of the page and any parameters included therein, anchor text
referring to the page, inbound and outbound link structure, and domain, type, and
keywords determined by the content analysis module and used to determine the
advertisements with the highest effective price, as having evaluated the user profile in
combination with the page profile the against advertiser price information (or functions)

provided by the advertisers) (Haveliwala, paragraphs [0050]-[0056]).

Regarding claim 53, Haveliwala discloses the method of claim 50 wherein

arranging for placement of a tag comprises redirecting the electronic visitor to the
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second media property for the second media property to place a tag on the electronic
visitor readable by the second media property (wherein again, Haveliwala discloses
that the targeted advertisements are displayed in the iframe on the page of the third

party website) (Haveliwala, paragraphs [0044] and [0058]).

Claims 59-64 and 66-71 are corresponding tangible computer server-device
claims of method claims 41-46 and 48-53; therefore, they are rejected under the same

rationale.

Claims 77-82 and 84-89 are corresponding system claims of method claims 41-

46 and 48-53; therefore, they are rejected under the same rationale.

Claim Rejections - 35 USC § 103

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all
obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made
to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was
made.
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8. Claims 38, 56 and 74 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Haveliwala.

Regarding claim 38, Haveliwala discloses the method of claim 37, but does not
explicitly disclose that the condition for display of the advertisement is that a price
charged by the second media property is less than a profile-attribute-dependent price
that an advertiser is willing to pay for display of the advertisement.

However it would be obvious to those of ordinary skill in the art, to modify
Haveliwala, to include a condition that among the highest effective price offered by the
advertisers, selecting only those advertisements that are below an amount charged by
the third party web sites, with reasonable expectation that this would result in greater
financial return to the advertisers in targeting ads to users that matched the users’
interests based on their profiles. Therefore, it would be obvious to one of ordinary skill

in the art to modify Haveliwala to obtain the invention as specified in claim 38.

Claims 56 and 74 are corresponding tangible computer server-device and

system claims, respectively, of method claim 38; therefore, they are rejected under the

same rationale.

9. Claims 39-40, 57-58 and 75-76 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Haveliwala, and further in view of Boubek et al. (United States
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Patent Application Publication No. US 2004/0068436 A1), hereinafter “Boubek”.

Regarding claim 39, Haveliwala discloses the method of claim 37:

(i) further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one
selected of a plurality of second media properties (wherein again, Haveliwala discloses
that a user profile is correlated with a potential source of information for the user profile
is information 219 derived from web pages and web sites associated with the user.
First, a given user often accesses the system 100 from a relatively limited number of IP
addresses and domains. The system 100 can automatically identify and access one or
more websites associated with these IP addresses and extract information from them,
such as their type (commercial, educational, organization, government, etc.), their
geographic location, their size, and so forth. The system can further perform analyses of
one or more of the pages on these sites (such as the home page), to extract relevant
topics, key words, or other descriptive information. Haveliwala further teaches that the
user profile can be created and stored in a database (e.g., user profile database 110, or
alternatively, created and stored on the user’s client 118) associated with a search
engine, enabling the user profile to be easily accessed by multiple computers, and since
the user profile is stored on a server associated with (or part of the search engine 104,
the user profile can be easily used by the search engine 104 to personalize the search
results) (Haveliwala, paragraphs [0071] and [0077]). Haveliwala does not explicitly

disclose
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(i) wherein the method comprises, responsive to receiving an electronic
redirect of a visitor computer accompanied by profile-attribute information
about the visitor, authorizing said at least one selected second media property on
the lookup data structure associated with the profile-attribute information received about
the visitor, only during a specified time period after receiving profile-attribute information
about the visitor, by arranging for placement of a tag readable by said at least one
selected second media property.

However Boubek discloses (ii) wherein the method comprises, responsive to
receiving an electronic redirect of a visitor computer accompanied by profile-attribute
information about the visitor, authorizing said at least one selected second media
property on the lookup data structure associated with the profile-attribute information
received about the visitor, only during a specified time period after receiving profile-
attribute information about the visitor, by arranging for placement of a tag readable by
said at least one selected second media property (wherein information providers may
influence position of information tags by auctioning directory search terms associated
with information tag, then ranking the tags based upon bid amount from auction. Each
information tag may be associated with a spending limit and based upon predetermined
time period) (Boubek, Abstract, FIG. 4, paragraph [0055]).

Haveliwala and Boubek are analogous art because they are from the same field
of endeavor, namely, methods and systems for management of electronic
advertisements.

At the time of the invention, it would have been obvious to one of ordinary skill in
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the art, having the teachings of Haveliwala and Boubek before him or her, to modify
the electronic advertisement system of Haveliwala to include the information tags of
Boubek with reasonable expectation that this would result in a system that allowed
consumers access to information maintained on the same websites as the information
tags, allowing targeting of specific markets, thereby facilitating the means of marketing
through a communications network such as the Internet and during set times as
deemed most effective for receiving a positive margin at a faster return and maximize
the efficiency of advertising campaigns. This method of improving the electronic
advertisement system of Haveliwala was well within the ordinary ability of one of
ordinary skill in the art based on the teachings of Boubek. Therefore, it would have
been obvious to one having ordinary skill in the art to combine the teachings of

Haveliwala with Boubek to obtain the invention as specified in claim 39.

Regarding claim 40, Haveliwala-Boubek discloses the method of claim 37
further comprising building a look-up data structure associating at least one selected of
a plurality of possible profile attributes with at least one selected of a plurality of second
media properties, and wherein the method comprises authorizing those selected second
media properties on the lookup data structure associated with the profile-attribute
information received about the visitor (wherein again, Haveliwala discloses the user
profile is correlated with a potential source of information for the user profile is
information 219 derived from web pages and web sites associated with the user. First, a

given user often accesses the system 100 from a relatively limited number of IP
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addresses and domains. The system 100 can automatically identify and access one or
more websites associated with these IP addresses and extract information from them,
such as their type (commercial, educational, organization, government, etc.), their
geographic location, their size, and so forth. The system can further perform analyses of
one or more of the pages on these sites (such as the home page), to extract relevant
topics, key words, or other descriptive information. Haveliwala further teaches that the
user profile can be created and stored in a database (e.g., user profile database 110, or
alternatively, created and stored on the user’s client 118) associated with a search
engine, enabling the user profile to be easily accessed by multiple computers, and since
the user profile is stored on a server associated with (or part of the search engine 104,
the user profile can be easily used by the search engine 104 to personalize the search
results. Boubek discloses the auctioning of directory search terms associated with
information tag, then ranking the tags based upon bid amount from auction)
(Haveliwala, paragraphs [0071] and [0077], Boubek, Abstract, FIG. 4, paragraph
[0055]). The motivation regarding the obviousness of claim 39 is also applied to claim

40.

Claims 57-58 and 75-76 are corresponding tangible computer server-device and

system claims, respectively, of method claims 39-40; therefore, they are rejected under

the same rationale.
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10. Claims 47, 54, 65, 83, 72 and 90 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Haveliwala, and further in view of Clarence H. Bandura (United
States Patent Application Publication No. US 2002/0099603 A1), hereinafter

“Bandura”.

Regarding claim 47, Haveliwala discloses the method of claim 37 wherein
authorizing comprises:

(i) responsive to receiving information via an electronic redirect of a
visitor computer accompanied by profile-attribute information about the
electronic visitor, authorizing display of the advertisement by arranging for
placement of a tag readable by the second media property (wherein again, Haveliwala
teaches that the advertisement server 114 selects the targeted advertisement(s),
returns the targeted advertisements to the front end server 102, and forwards (redirects)
the targeted advertisements to the client 118 (which has also been redirected to the
content/page of the third party website), which combines the advertisements into the
page received from the third party website 119 for display to the user. Haveliwala
further discloses (as mentioned above) the user uses client 118, which loads the page
of the third party website 119 and passes the ad request to the front end server 102.
The client 118 also passes a user ID in the form of a cookie (previously stored thereon),
or a previous login to the front end server 102, which passes the user ID to the user
profile server 108, which obtains the user profile for the user from the user profile

database 110) (Haveliwala, paragraphs [0022], [0044] and [0058]), but does not
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explicitly disclose

(i) authorizing comprises authorizing display of the advertisement only during a
specified time period after receiving the information about the visitor.

However Bandura discloses (ii) authorizing comprises authorizing display of the
advertisement only during a specified time period after receiving the information about
the visitor (wherein an advertiser or user uploads advertising data into a temporary
network, customized demographic data is pre-selected and designed o suit the
requirements of advertiser or user through programmed information consisting of
specified time intervals of display being one time, synchronized, repeating or rotating
throughout selected locations and regions) (Bandura, Abstract, paragraphs [0001],
and [0006]-[0007]).

Haveliwala and Bandura are analogous art because they are from the same
field of endeavor, namely, methods and systems of managing electronic
advertisements. At the time of the invention, it would have been obvious to one of
ordinary skill in the art, having the teachings of Haveliwala and Bandura before him or
her, to modify the electronic advertisement system of Haveliwala to include the pre-
determined-display-interval functionality of Bandura with reasonable expectation that
this would result in a system that gave flexibility for interchanging or synchronizing
customized display data. This method of improving the electronic advertisement system
of Haveliwala was well within the ordinary ability of one of ordinary skill in the art based
on the teachings of Bandura. Therefore, it would have been obvious to one having

ordinary skill in the art to combine the teachings of Haveliwala with Bandura to obtain
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the invention as specified in claim 47.

Regarding claim 54, Haveliwala-Bandura discloses the method of claim 37
wherein the condition is a specified time period after receiving profile-attribute
information about the visitor (wherein advertiser or user uploads advertising data into a
temporary network, customized demographic data is pre-selected and designed to suit
the requirements of advertiser or user through programmed information consisting of
specified time intervals of display being one time, synchronized, repeating or rotating
throughout selected locations and regions) (Bandura, Abstract, paragraphs [0001],
and [0006]-[0007]). The motivation regarding the obviousness of claim 47 is also

applied to claim 54.

Claims 65 and 83 are corresponding tangible computer server-device and

system claims, respectively, of method claim 47; therefore, they are rejected under the

same rationale.

Claims 72 and 90 are corresponding tangible computer server-device and

system claims, respectively, of method claim 54; therefore, they are rejected under the

same rationale.

Response to Arguments
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11.  Applicant’s arguments, see page 16, filed January 29, 2013, with respect to
Obviousness-type Double Patenting Rejections have been fully considered and are
persuasive. The Rejection of claims 37, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 53,

55, 57, 58, 59, 63, 65, 66, 73, 76, 77, 78, 81, 82 and 84 has been withdrawn.

Conclusion

12.  Applicant’s arguments as well as request for reconsideration filed on January 29,
2013 have been fully considered but they are moot in view of new ground(s) of

rejection.

13.  Further references of interest are cited on Form PTO-892, which is an

attachment to this Office Action.

14.  Applicant's amendment necessitated the new ground(s) of rejection presented in
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later
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than SIX MONTHS from the date of this final action.

15.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kostas Katsikis whose telephone number is (571)270-
5434. The examiner can normally be reached on Monday - Friday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (571)272-7493. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Kostas Katsikis/
Examiner
Art Unit 2441

/WING F. CHAN/
Supervisory Patent Examiner, Art Unit 2441

April 15, 2013
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National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
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If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

225




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant Shkedi, Roy Art Unit 2441

Serial No. 13/491,454 Examiner Katsikis, Kostas J.
Filing Date 06/07/2012 Conf. No. 8741

Title Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - June 18, 2013

P.O. Box 1450
Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Dear Sir:

Assignee discloses the reference listed on form PTO-1449 attached to this
document.

To the knowledge of the undersigned attorney after making reasonable inquiry,
no item of information contained in this Information Disclosure Statement was either
(1) cited in a communication from a foreign patent office in a counterpart foreign
application, or (2) known to any individual designated in 37 CFR § 1.56(c), more than
three months ago. The fee set forth in 37 C.F.R. § 1.17(p) accompanies this submission.

Assignee continues to direct the Examiner to the applications listed in the
following table (updated), which share the same first inventor, as well as the references

cited therein:

Serial No. Filing Date Earliest Parent Filing Date
11/968,117 12/31/2007

12/131,798 06/02/2008

12/536,451 08/05/2009

12/906,007 10/15/2010

12/912,726 10/26/2010 12/28/1999
12/981,925 12/30/2010

13/097,885 04/29/2011 04/17/2007
13/167,605 06/23/2011

13/243,314 09/23/2011 06/02/2008
13/274,242 10/14/2011 10/15/2010 (prov.)
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13/566,881 08/03/2012 08/03/2011 (prov.)
13/585,765 08/14/2012 11/28/2000
13/585,779 08/14/2012 06/14/2000
13/631,244 09/28/2012 06/19/2006 (prov.)
13/725,309 12/21/2012 01/15/2009 (prov.)
13/754,639 01/30/2013

13/906,211 05/30/2013 06/05/2012 (prov.)

If the Office has any questions, please feel free to contact assignee’s undersigned

attorney of record.

Dated: June 18, 2013

Respectfully submitted,
ALMONDNET, INC.
by its attorney

/Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295

Serial No. 13/491,454 Page 2 of 2

227



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit : 2441

Serial No. : 13/491,454 Examiner : Katsikis, Kostas J.
Filing Date : 06/07/2012 Conf. No. : 8741

Title : Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - September 16, 2013
P.O. Box 1450
Alexandria, VA 22313-1450 AFTER FINAL - EXPEDITED TREATMENT

RESPONSE TO FINAL OFFICE ACTION

Dear Sir:

In response to the Office Action dated April 23, 2013, which has been made final,
assignee requests consideration of the following remarks. Following the request for an
interview in the Response to First Office Action, assignee looks forward to the interview
scheduled for 2pm on September 17, 2013.

Remarks begin on page 2.

The fee under 37 C.F.R. §1.17(a)(1) for a two-month extension of time is

submitted concurrently.
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Remarks

Claims 37-90 are pending in this application. Claims 37, 55, and 73 are
independent claims.

The Office Action rejects all pending claims as anticipated by Haveliwala (U.S.
Pat. Pub. 2010/0293057) or obvious over Haveliwala, alone or in combination with
secondary references (called Boubek or Bandera). All Section 112 rejections have been
withdrawn, as has the double-patenting rejection, and there are no other rejections.

Assignee respectfully requests reconsideration of the rejections. Please note that
this is the first time that assignee has had an opportunity to comment on Haveliwala,
which is a reference apparently located by the examiner in the last supplemental search.

The Office Action relies on the disclosure in Haveliwala of a standard scenario
where a website redirects a visitor’s computer to a third-party ad server, which selects
the highest-paying ad for the site’s ad space based on the visitor profile (the profile
having been built by information about past online behavior). In such a standard
scenario, the equipment involved consists of (1) the visitor’s computer, (2) the server for
the website that has the ad space to fill, which the visitor is currently visiting, and (3)
the ad server that picks one of several profile-dependent ads to fill an ad slot on the
website. (There might be more than one computer for the servers, of course.)

Claim 37 pending here describes a method (and other independent claims
describe machines) that refers to the following equipment: (1) the visitor’s computer, (2)
the server that has “information indicating at least one of a plurality of profile attributes
possibly applicable to the electronic visitor” of the “first media property,” (3) the
“computer system” practicing the method of claim 37, and (4) the server for the “second
media property” (which is, for example, a server selecting an ad for a website that the
visitor might access after visiting the first media property). (Likewise, there might be
more than one computer for the computer system or any of the servers.)

Claim 37 says that the “computer system” (item (3) in the list above) authorizes
the “second media property” (item (4) in the list above) “to cause display ... of an

advertisement correlated with the indicated profile attributes” at a time “when the

Serial No. 13/491,454 Page 2 of 4
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electronic visitor visits the second media property.” Importantly, claim 37 says that the
“computer system” authorizes display of the profile-dependent ad only “subject to the
second media property determining that a condition for display of the advertisement has
been met,” and that the “condition is directed to the second media property by the

computer system.” So, the computer system must have directed to the second media

property a condition that, if met, will result in displaying a profile-dependent ad.

Haveliwala nowhere discloses a computer system (or ad server) that instructs a
second media property’s ad server to decide whether or not to cause display of the
profile-dependent ad originating from the computer system based on meeting a
condition given to the second media property’s ad server by the computer system.
There is no disclosure in Haveliwala of a third-party second media property receiving
from the computer system any condition that the third party must check on a visitor-by-
visitor basis before causing display of a profile-dependent ad to the visitor computer.!

In attempting to apply Haveliwala to the claims, the Office Action (p. 6) quotes
the claim language referring to the “condition” and describes Haveliwala, but the Office
Action does not say what disclosure of Haveliwala is thought to meet the “condition.”
Upon checking the reference, Haveliwala does not appear to teach any condition
checked by the “third party website,” which condition has been supplied by the “ad
server” (which the Office Action tries to correspond with the “computer system”).

In the invention for which a patent is sought here, by contrast, the “condition for
display of the advertisement” is known to the second media property, “relates
specifically to the electronic visitor,” and is checked by the second media property. All
claims further specify that the condition is directed to the second media property by the
computer-server device or system of one or more computers claimed (claims 55 and 73,

respectively) or by the computer system performing the method (claim 37).

1 For example, in the case specified by dependent claim 38, the “condition” is “that a
price charged by the second media property is less than a profile-attribute-dependent
price that an advertiser is willing to pay for display of the advertisement.” For another
example, the condition could be that no more than a certain time span has elapsed since
the visitor visited the first media property. Compare, e.g., dependent claim 54.

Serial No. 13/491,454 Page 3 of 4
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Haveliwala does not disclose or suggest one computer system (which the Office
Action considers as the ad server) automatically directing (directly or indirectly) any
condition to a third party second media property (which the Office Action considers as
the website), to allow the third party to check that the condition for display of the
advertisement has been met, which condition relates specifically to the electronic
visitor, before causing the profile-dependent ad to be shown to the visitor’s computer.

Because there is no reason to extend Haveliwala to meet the claim language of
the claims as amended, the rejections of all claims should be withdrawn. As to the
dependent claims, there is no reason to discuss them separately, given the plain
distinction over the primary reference. The Office Action does not assert that the claim
limitations that assignee argues here are missing from Haveliwala are found in any of
the supporting references. Accordingly, all claims should be allowed.

Assignee’s representative thanks the examiner for his agreement to conduct a
telephone interview, so the undersigned and examiner can determine how best to
proceed procedurally. Assignee’s representative also thanks the examiner for having
agreed to perform a supplemental search as part of that discussion. Assignee hopes that
the application can be passed to allowance and issue most efficiently and is open to
cooperating to that end.

Assignee respectfully requests prompt review and allowance. Please feel free to
telephone the undersigned if the examiner has any questions.

Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: September 16, 2013 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, Arizona 85260

(480) 948-3295

Serial No. 13/491,454 Page 4 of 4
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application asa
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTOL-413A (08-10)
Doc Code: M865 or FAIREQINTV Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Applicant Initiated Interview Request Form

Application No.: 13/491,454 First Named Applicant: Shkedi, Roy
Examiner: Katsikis, Kostas J. Art Unit: 2441 Status of Application: Atter Final Office Action

Tentative Participants:

1) Examiner Katsikis (2) Louis J. Hoffman

3) 4)

Proposed Date of Interview: 09/17/2013 Proposed Time: 2:00 EDT (AM
Type of Interview Requested:

(1) |+] Telephonic (2) [ ] Personal (3) [ ] Video Conference

Exhibit To Be Shown or Demonstrated: [ | YES [-]NO

If yes, provide brief description:

Issues To Be Discussed

Issues Claims/ Prior Discussed Agreed Not Agreed
(Rej., Obj., etc) Fig. #s Art

ﬂ)L 37-90 Haveliwala L [ [

@ [ [ ] [

(€) [] [] L]

®__ [ ] [ [ ]

[ 1 Continuation Sheet Attached [+] Proposed Amendment or Arguments Attached

Brief Description of Arguments to be Presented: See accompanying response to Final Office Action

An interview was conducted on the above-identified application on

NOTE: This form should be completed and filed by applicant in advance of the interview (see MPEP § 713.01).
If this form is signed by a registered practitioner not of record, the Office will accept this as an indication that he
or she is authorized to conduct an interview on behalf of the principal (37 CFR 1.32(a)(3)) pursuant to 37 CFR
1.34. This is not a power of attorney to any above named practitioner. See the Instruction Sheet for this form,
which is incorporated by reference. By signing this form, applicant or practitioner is certifying that he or she has
read the Instruction Sheet. After the interview is conducted, applicant is advised to file a statement of the
substance of this interview (37 CFR 1.133(b)) as soon as possible. This application will not be delayed from issue
because of applicant’s failure to submit a written record of this interview.

/Louis J. Hoffman/
Applicant/Applicant’s Representative Signature Examiner/SPE Signature
Louis J. Hoffman

Typed/Printed Name of Applicant or Representative

38918
Registration Number, if applicable

This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 24 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/SB/06 (09-11)

Approved for use through 1/31/2014. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD | Application or Docket Number

Filing Date

Substitute for Form PTO-875 13/491,454 06/07/2012

I:l To be Mailed

APPLICATION AS FILED — PART |

ENTITY: [ LARGE [X] smALL [] MICRO
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FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($)
L1 asic Fee N/A N/A N/A
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|:] SEARCH FEE N/A N/A N/A
(37 CFR 1.16(K), (i), or (m))
|
EXAMINATION FEE
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TOTAL CLAIMS . N
(37 CFR 1.16(i)) minus 20 = X $ =
INDEPENDENT CLAIMS : N
(37 CFR 1.16(h)) minus 3 = X $ =
If the specification and drawings exceed 100 sheets
0 of paper, the application size fee due is $310 ($155
A;%,_lgﬁﬂ'g';‘ SIZE FEE for small entity) for each additional 50 sheets or
( 16(5)) fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37
CFR 1.16(s).
] MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL
APPLICATION AS AMENDED - PART Il
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
}_ 09/16/2013 AFTER PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
E AMENDMENT PAID FOR
s [ 7ol oo . 54 Minus | ~ 54 -0 x $40 = 0
5 5
Independ: .
z e e v s -3 Minus | 3 -0 x $210= 0
<§( [] Application Size Fee (37 CFR 1.16(s))
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** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”. JJAMES MASON/

The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit : 2441

Serial No. : 13/491,454 Examiner : Katsikis, Kostas J.
Filing Date : 06/07/2012 Conf. No. : 8741

Title : Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - September 20, 2013
P.O. Box 1450
Alexandria, VA 22313-1450

AUTHORIZATION TO E-MAIL

Dear Sir:

Pursuant to MPEP 502.03, “COMMUNICATIONS VIA THE INTERNET AND
AUTHORIZATION,” the Office recognizes (as the Examiner advised in the ongoing
interview) the following: “Communications via Internet e-mail are at the discretion of the
applicant. Without a written authorization by applicant in place, the USPTO will not respond
via Internet e-mail to any Internet correspondence which contains information subject to the
confidentiality requirement as set forth in 35 U.S.C. 122.” During the interview, the
Examiner agreed that assignee might wish to provide an instruction and authorization
stating the conditions under which assignee would authorize email communication, in
both directions. (An interview summary will follow concerning substantive issues.)

Assignee has assumed prosecution of this application, so assignee is filing this
paper in reply to the Examiner’s request.

Assignee advises the Office that it recognizes that Internet communications are
not secure but nevertheless would like to send email to the Office, as such practice
could assist the Examiner. Emails may arrive from the email address of assignee’s
attorney, as part of the discussion in the current interview or thereafter. The Office is
authorized to consider such materials, and if there is any question of authenticity or

assignee’s intent, the Examiner can feel free to phone the undersigned attorney.
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Assignee may send materials that are not intended for the case file but rather for
discussion purposes with the Examiner, and documents will be marked individually as
to whether that is the case. Of course, the Examiner can follow usual practices
concerning interviews and record-keeping in connection with interviews.

Regarding email responses from the Office, assighee authorizes the Examiner to
communicate via email with the undersigned attorney (1) for any scheduling matters, or
(2) in any instance in which the attorney and Examiner agree by phone in the interview
that having an emailed document from the Examiner would be helpful.

Otherwise, the Office’s usual delivery of official papers (which by the way
includes transmission of copies via email) would appear to suffice.

Please telephone the undersigned if there is any question about this
authorization.

Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: September 20, 2013 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295

Serial No. 13/491,454 Page 2 of 2
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Application Number: 13491454
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Confirmation Number: 8741
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from profile-based ad delivery

Media properties selection method and system based on expected profit

First Named Inventor/Applicant Name:

Roy Shkedi

Customer Number:

26362
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Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 14-EP-CON3
Receipt Date: 20-SEP-2013
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Total Files Size (in bytes):‘ 55140

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
13/491,454 06/07/2012 Roy Shkedi 14-EP-CON3 8741
26362 7590 09/23/2013 | |
EXAMINER
LOUIS J. HOFEMAN, P.C.
14301 North 87th Street, Suite 312 KATSIKIS, KOSTAS J
Scottsdale, AZ 85260
| ART UNIT | PAPER NUMBER |
2441
| NOTIFICATION DATE | DELIVERY MODE |
09/23/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

Louis @ valuablepatents.com
donald @valuablepatents.com
shaelyn @valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
Advisory Action 13/491,454 SHKEDI, ROY
Before the Filing of an Appeal Brief [Examiner Art Unit AIA (First Inventor to File) Status
KOSTAS KATSIKIS 2441 No

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 16 September 2013 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

NO NOTICE OF APPEAL FILED

1. IX] The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;

(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request for Continued Examination (RCE) in compliance with
37 CFR 1.114 if this is a utility or plant application. Note that RCEs are not permitted in design applications. The reply must be filed within one of
the following time periods:
a) |:| The period for reply expires months from the mailing date of the final rejection.
b) x The period for reply expires on: (1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.
In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
c) |:| A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prior Advisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier.
Examiner Note: If box 1 is checked, check either box (a), (b) or (c). ONLY CHECK BOX (b) WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANT'S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BOX (c). See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate

extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The

appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally
set in the final Office action; or (2) as set forth in (b) or (c) above, if checked. Any reply received by the Office later than three months after the

mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. [[] The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. |:| The proposed amendments filed after a final rejection, but prior to the date of filing a brief, will not be entered because
a) |:| They raise new issues that would require further consideration and/or search (see NOTE below);

b) |:| They raise the issue of new matter (see NOTE below);

c) |:| They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

d) |:| They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: . (See 37 CFR 1.116 and 41.33(a)).

4.[] The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. |:| Applicant’s reply has overcome the following rejection(s):

6. [:l Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claim(s).

7. D For purposes of appeal, the proposed amendment(s): (a) (] will not be entered, or (b) [] will be entered, and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. D A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

9. [ The affidavit or other evidence filed after final action, but before or on the date of filing a Notice of Appeal will not be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was nhot earlier
presented. See 37 CFR 1.116(e).

10. [ The affidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

11. [ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

12. [X] The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See Continuation Sheet.
13. X] Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). 06/18/2013
14. [] Other: .
STATUS OF CLAIMS
15. The status of the claim(s) is (or will be) as follows:
Claim(s) allowed:
Claim(s) objected to:
Claim(s) rejected: 37-90.
Claim(s) withdrawn from consideration:

/Kostas Katsikis/
Examiner, Art Unit 2441

U.S. Patent and Trademark Office
PTOL-3083 (Rev. 08-2013) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20130917
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Continuation Sheet (PTOL-303) Application No. 13/491,454

Continuation of 11. does NOT place the application in condition for allowance because:

(A) Applicants argued on pages 2-3 of Remarks, "Claim 37 pending here describes a method (and other independent claims
describe machines) that refers to the following equipment: (1) the visitor's computer, (2) the server that has "information indicating at least
one of a plurality of profile attributes possibly applicable to the electronic visitor" of the "first media property,” (3) the "computer system”
practicing the method of claim 37, and (4) the server for the "second media property" (which is, for example, a server selecting an ad for a
website that the visitor might access after visiting the first media property). (Likewise, there might be more than one computer for the
computer system or any of the servers) (Recited from page 2 of Remarks).

"Claim 37 says that the "computer system" (item (3) in the list above) authorizes the "second media property" (item (4) in the list
above) "to cause display ... of an advertisement correlated with the indicated profile attributes" at a time "when the electronic visitor visits
the second media property." Importantly, claim 37 says that the "computer system" authorizes display of the profile-dependent ad only
"subject to the second media property determining that a condition for display of the advertisement has been met," and that the "condition
is directed to the second media property by the computer system." So, the computer system must have directed to the second media
property a condition that, if met, will result in displaying a profile-dependent ad (Recited from pages 2-3 of Remarks).

"Haveliwala nowhere discloses a computer system (or ad server) that instructs a second media property's ad server to decide
whether or not to cause display of the profile-dependent ad originating from the computer system based on meeting a condition given to the
second media property's ad server by the computer system. There is no disclosure in Haveliwala of a third-party second media property
receiving from the computer system any condition that the third party must check on a visitor-by- visitor basis before causing display of a
profile-dependent ad to the visitor computer (Recited from page 3 of Remarks).

As to point (A), Examiner respectfully disagrees. To begin with, Examiner respectfully submits that Applicant has imparted non-
recited limitations into the claim. In response to Applicant's argument that the reference fails to show certain features of Applicant’s
invention, it is noted that the features upon which Applicant relies (i.e., "the visitor's computer," "the server that has information indicating at
least one...," and "the server for the second media property") are not recited in the rejected claim(s). Although the claims are interpreted in
light of the specification, limitations from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d
1057 (Fed. Cir. 1993).

Examiner respectfully submits that claim 37 says nothing to the effect anywhere of any server at all, let alone a server having
information indicating at least one of a plurality of profile attributes possibly applicable to the electronic visitor. Likewise, claim 37 fails to
recite that the the second media property is that of a server, nor that the visitor has a computer (although Examiner admits that a
"computer” can be gleaned from the claimed environment and the context of the instant Specification, given that the visitor is electronic and
"visiting" a "media property"). While the claim language does recite that the "computer system" of item 3 authorizes the "second media
property,” Examiner urges, "the second media property" is absolutely not recited in the above claim as being item 4, namely a server. The
claim language merely states that "based on information indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which profile attribute was received by the computer system as a result of the electronic visitor visiting the first media
property, automatically with the computer system electronically authorizing a third-party second media property to cause display, to the
electronic visitor when the electronic visitor visits the second media property at a time after the electronic visitor visits the first media
property, of an advertisement correlated with the indicated profile attributes, subject to the second media property determining that a
condition for display of the advertisement has been met, which condition relates specifically to the electronic visitor, and which condition is
directed to the second media property by the computer system". This can be simply mapped as follows:

Given the broadest reasonable interpretation, commensurate in scope with the instant Specification, "based on information
indicating at least one of a plurality of profile attributes possibly applicable to the electronic visitor, which profile attribute was received by
the computer system as a result of the electronic visitor visiting the first media property" (a user of a computer system visits a first media
property - or online store/website (i.e. wallmart.com, nordstrom.com, bloomingdales.com, roadrunnersports.com) and builds a profile by
either searching for products of interest to the user or making a purchase of a product of interest to the user. The limitation continues with
"automatically with the computer system electronically authorizing a third-party second media property to cause display, to the electronic
visitor when the electronic visitor visits the second media property at a time after the electronic visitor visits the first media property, of an
advertisement correlated with the indicated profile attributes" (the user then visits a third-party second media property, such as
thesaurus.com, or reference.com, to lookup a word. Automatically thereafter (somehow/some way with the use of the recited computer
system) thesaurs.com/reference.com is authorized to display advertisements correlated with the user's interests based on one of the given
built profiles (user has already visited roadrunnersports.com and bought a pair of running shoes). Continuing with "subject to the second
media property determining that a condition for display of the advertisement has been met, which condition relates specifically to the
electronic visitor, and which condition is directed to the second media property by the computer system," again, given the BRI, it is
determined that a certain condition has been met in order to allow display of the ads, of which the condition must somehow relate
specifically to the user, and also directed by the computer sytem to thesaurus.com/reference.com.

As discussed in the Final Office Action dated 04/23/2013, hereinafter "Final Action," Examiner pointted to FIG. 1b (in combination
with FIG. 1a, as paragraph [0043] discloses that many elements of FIG. 1a are also in 1b). After having already built up a user profile (by
making a purchase as in paragraph [0003], or other user behavior specifically as taught in [0061]-[0063], and [0071], the user accesses a
third-party website (such as reference.com to lookup a word). As disclosed in paragraph [0044] (also as discussed in the Final Action),
when the user of the client 118 (electronic visitor) accesses the third party website 119 (i.e. second media property/thesuarus.com), which
has agreed to have system 100 (computer system) to place advertisements on its pages, the client 118 first makes a page request of the
third party website 119, for example, loading the home page of the site, which page is returned by the site 119. The page may have, for
example, both content provided by the third party (thesaurus content) and an iframe object that makes a request for advertisements from
the system 100. When the client 118 loads the page, the ad request is passed to the front end server 102. The client 118 also passes a
user 1D, as before, in the form of a cookie, or a previous login. As before, the front end server 102 passes the user ID to the user profile
server 108, which obtains the user profile for the user from the user profile database 110, in the manner explained above (See Haveliwala,
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Continuation Sheet (PTO-303) Application No.

paragraphs [0044]-[0045]). Examiner is mapping the recited "condition," which examiner respectfully submits is substantially broad, to the
highest effective price that an advertiser is willing to pay with respect to the given profile. Thus, the computer system 100 automatically and
electronically allows advertisements to be placed on the third-party website 119 (thesaurus.com) after having built a profile (from visiting a
first website) of an ad correlated with the user's interests, subject to the condition that the price is within the given range (high enough - or
highest effective per user profile) that the advertiser is willing to pay.

Therefore, Examiner respectfully submits, Haveliwala does disclose, teach, and suggest the limitations of independent claim 37.
Due to the response however, Examiner has elaborated on the interpretation of the claims as well as the reference and has updated
citations to more accurately reflect claim mappings and assist Applicant in understanding the rejection.
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OKTO ENTER: KK/ 09/17/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit : 2441

Serial No. : 13/491,454 Examiner : Katsikis, Kostas J.
Filing Date : 06/07/2012 Conf. No. : 8741

Title : Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - September 16, 2013
P.O. Box 1450
Alexandria, VA 22313-1450 AFTER FINAL - EXPEDITED TREATMENT

RESPONSE TO FINAL OFFICE ACTION

Dear Sir:

In response to the Office Action dated April 23, 2013, which has been made final,
assignee requests consideration of the following remarks. Following the request for an
interview in the Response to First Office Action, assignee looks forward to the interview
scheduled for 2pm on September 17, 2013.

Remarks begin on page 2.

The fee under 37 C.F.R. §1.17(a)(1) for a two-month extension of time is

submitted concurrently.
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Receipt date: 06/18/2013

13491454 - GAU: 2441

Form PTO-1449 (Modified) Serial No.: 13/491,454
List of Patents and Publications For Applicant:  Shkedi, Roy
Information Disclosure Statement Filed: 06/07/2012
Art Unit: 2441
Examiner:  Katsikis, Kostas J.
Page1of 1 Conf. No.: 8741
U.S. PATENT DOCUMENTS
Examiner Document Publication ~Name of Patentee Filing Date
Initials Item Number Date or Applicant (if appropriate)
KKJ 1 20070157228 07/05/2007  Bayer et al.
. Kost tsikis/ . 091712013
Examiner: Kostas Katsikis Date Considered: :

EXAMINER: Initial if reference considered whether or not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered.
communication to applicant.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant :  Shkedi, Roy Art Unit : 2441

Serial No. : 13/491,454 Examiner : Katsikis, Kostas J.
Filing Date : 06/07/2012 Conf. No. : 8741

Title : Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - September 25, 2013
P.O. Box 1450
Alexandria, VA 22313-1450

INTERVIEW REPORT

Dear Sir:

Following the Response to Final Office Action dated September 16, 2013,
assignee’s undersigned representative held an interview by phone with the Examiner,
starting on September 17, 2013, and continuing on September 18, 20, 23, and 25, 2013.

The Examiner indicated on September 18 that he had approved an Advisory
Action but, upon reflection, thought that the Haveliwala reference did not contain
teaching of a “second media property.” The Examiner said that he had done yet another
supplemental search, had found another new reference, namely U.S. Pub. 2007 /0179845
(Jain), and was considering its disclosure to see if he could use it in combination with
Haveliwala. After some discussion, the Examiner agreed, though, that the pending
claims contain reference to the “computer system” of claim 37 directing a “condition” to
the “second media property” (at the end of the claim as pending), and he stated that he
may have interpreted the “condition” too broadly and that he was not inclined to make
any obviousness rejection.

The Examiner advised, however, that it would improve claim readability to
move the part about directing the “condition” to a separate subpart. He suggested an
examiner’s amendment for that purpose. Also, he suggested clarifying that the “second
media property” involved a “server computer.”

Assignee agreed to those clarifications and authorized an examiner’s amendment

on September 20 to the independent claims, and further authorized conforming
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amendments to certain dependent claims on September 23. On September 25, assignee
authorized changing claim 88 so it depends on claim 87 (instead of 89 as stated).

As to separating the act of directing the “condition,” the undersigned pointed
out to the Examiner (and the Examiner agreed) that the specification gives at least one
example (at page 16, lines 3-12) of a case where both the directing of the “condition”
and the “authorizing” are implemented through a single electronic communication; in
that example, placement of a tag readable by the second media property allow the
second media property to interpret the tag as an indicia of both the authorization and
the condition. Accordingly, separation of the acts into two separate parts (part (a) and
(b) in claim 37) is not intended to require two separate communications. The Examiner
replied that he understood and had examined the claim with that understanding.
Assignee notes that moving the new language to a separate subpart is not narrowing, as
the previous language contained the concept of the “condition” being directed by the
“computer system” to the “second media property.” Additional changes to move the
first part to a “wherein” clause at the end also improve claim readability without
altering substance materially. Conforming changes were also approved.

As to the clarifying change related to the “second media property,” assignee
pointed out in the interview that the proposed reference to “a third-party server
computer controlling advertising space on a second media property” corresponds to the
specification particularly at page 4, line 30 to page 5, line 23 and Figure 3 (showing two
cases of second media properties, A and B). Consistent with the specification
explanation, the way the clarified claim language now uses the term “media property”
is as the web site, ad network’s site, or TV program, etc. (or their site servers or the like),
and not the servers controlling advertising space in them (if separate), which are now
being called explicitly “server computer[s] controlling” the ad space.

Note that, in some instances in the specification, the term “media property” is
used in a more general sense and can refer to what the claims now call the “server
computer.” The Examiner said that he understood that alternative usages existed in the

specification (as the specification (at pages 4-5) states was being done) but that he did

Serial No. 13/491,454 Page 2 of 4
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not believe that the clarified claim language, separating the ad-controlling equipment
from the websites, etc., would introduce confusion.

In sum, because the new language merely supplies better definition to “second
media property” already in the meaning of that term, the new language does not
introduce new matter. Likewise, assighee points out that the new language does not
narrow the claim and thus was acceptable to assignee.

The Examiner asked about the term “directing,” and assignhee responded that
such a broad term was appropriate and was intended to cover instances both of direct
communication from the computer system to the server computer controlling the ad
space and of indirect communication, such as through the tag as indicated in the
example above.

The Examiner asked about the word “condition” explicitly, and assighee
responded by referring to two examples (mentioned in certain dependent claims), one
where the “condition” involved a price cap, and the other where the “condition”
involved a time cap. Assignee has pointed to those disclosures before, and also notes
that those are not the only possible conditions.

In connection with claim 55, the second independent claim, the Examiner
suggested inclusion of “a processor and a memory” in the preamble. The parties
discussed specification support in the interview and agreed that Figure 3, for example,
shows those elements. For better clarity, the parties agreed to amend those claims
depending on claim 55 to refer to the “device” (as a machine) and avoid confusion with
the “server computer” of the “second media property.” No scope change is made.

The parties reached agreement that the claims are distinct from the art of record
and that the amendments are appropriate to clarify the meaning and have specification
support. Accordingly, the Examiner indicated he would enter the examiner’s
amendment and issue a notice of allowance.

Assignee’s representative again thanks the examiner for the productive

telephone interview and for performing the supplemental search. Assignee is glad that

Serial No. 13/491,454 Page 3 of 4
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the application can be passed to allowance and issue, and the undersigned remains
available if there are any further questions.

Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: September 25, 2013 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Notices of Allowance and Fee(s) Due mailed between October 1, 2013 and
December 31, 2013

(Addendum to PTOL-85)
If the “Notice of Allowance and Fee(s) Due” has a mailing date on or after October 1, 2013 and before

January 1, 2014, the following information is applicable to this application.

If the issue fee is being timely paid on or after January 1, 2014, the amount due is the issue fee and
publication fee in effect January 1, 2014. On January 1, 2014, the issue fees set forth in 37 CFR 1.18
decrease significantly and the publication fee set forth in 37 CFR 1.18(d)(1) decreases to $0.

If an issue fee or publication fee has been previously paid in this application, applicant is not entitled to a
refund of the difference between the amount paid and the amount in effect on January 1, 2014.
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Application No.

Applicant(s)

, . . 13/491,454 SHKEDI, ROY
Examiner-Initiated Interview Summary i i
Examiner Art Unit
KOSTAS KATSIKIS 2441

All participants (applicant, applicant’s representative, PTO personnel):

(1) KOSTAS KATSIKIS. (3) .

(2) Louis J. Hoffman (Reg. No. 38,918). (4) .

Date of Interview: 20 September 2013.

Type: [X Telephonic [ Video Conference
[J Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes X No.
If Yes, brief description:

Issues Discussed X101 [J112 [102 X103 [X]Others

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed: 37,55 and 73.

Identification of prior art discussed: Haveliwala and Jain.

Substance of Interview

(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a

reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

See Continuation Sheet.

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

[ Attachment

/Kostas Katsikis/
Examiner, Art Unit 2441

U.S. Patent and Trademark Office
PTOL-413B (Rev. 8/11/2010) Interview Summary
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Continuation Sheet (PTOL-413B) Application No. 13/491,454

Continuation of Substance of Interview including description of the general nature of what was agreed to if an
agreement was reached, or any other comments: Examiner discussed the claims with Applicant, and indicated that
upon a closer look at Haveliwala, the limitation of "subject to the second media property determining that a condition for
display of the advertisement has been met,” and "which condition is directed to the second media property" is absent
from Haveliwala, as it is not the third-party website 119 (formerly mapped to the claimed second media property), but
rather the advertisement server 114 that determines the condition. Particularly, the advertisement server 114 uses both
the user profile and the page profile to determine each advertiser's price, and once the advertisement server 114 has
determined which advertiser or advertisers have offered the highest effective price for the page profile and user profile,
the advertisement server 114 then selects one or more advertisements associated with these advertisers. These
targeted advertisements are returned to the front end server 102, which forwards the targeted advertisements to the
client 118, which in turn combines the advertisements into the page received from the third party website 119 for
display to the user (Haveliwala, paragraphs [0057]-[0058]). Examiner further directed Applicant's attention to the newly
cited reference to Jain, which teaches a mechanism that facilitates a new advertising ranking architecture in Internet
advertising spaces. Particularly, a consumer and visitor can rank a given website/merchant in terms of faction with the
merchant and/or the underlying transaction. The ranking can then can be employed to determine a particular
advertisement to be displayed upon access to a search engine website (FIG. 2 - SEW 202). The consumer ranking 214
can be based upon past purchases, past clicks on ads 204, whether the consumer 210 is a new or frequent customer,
the percentage of clicks-throughs 218 that resulted in a purchase, demographics information, and the like (Jain, FIG. 2,
paragraph [0043]). In light of the above, Examiner and Applicant reached an agreement to amend the claims to specify
that an advertisement is automatically displayed to the electronic visitor only when a given condition has been met, and
specifically that 1., "automatically with the computer system directing to a third-party server computer controling
advertising space on a second media property,” and 2. "indicia of a condition for display of an advertisement". Support
for the amendment can be found on Page 15, lines 12-27 of Applicant's instant Specification. Final authorization was
received on Friday, September 20, 2013.
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Application No. Applicant(s)
13/491,454 SHKEDI, ROY
. . f i AlA (First Inventor to
Notice of Allowability EéaS”T‘z\‘ngATSIKIS gﬂ%’"“ File) Statis
No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X This communication is responsive to Interview on 09/20/2013.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [ An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 37-90. As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see
hitp:www usplo.gov/patenis/init_events/gph/index.jsg or send an inquiry to PPHicadhack@usplo.qoy .

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

ay[d Al b)y[dSome *c) [ None of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. ___
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: __ .

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[J including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. X Notice of References Cited (PTO-892) 5. [X] Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [ Examiner's Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4. [X Interview Summary (PTO-413),
Paper No./Mail Date 09/20/2013 .

/Kostas Katsikis/
Examiner, Art Unit 2441

U.S. Patent and Trademark Office
PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date 20130918
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Application/Control Number: 13/491,454 Page 2
Art Unit: 2441

Interview Summary

1. A proposed amendment was submitted for applicant’s consideration. Examiner
suggested the Applicant to amend claims as shown in the Examiner's amendment

below in order to place the application in condition for allowance.

Examiner's Amendment

2. An examiner’s amendment to the record appears below. Should the changes
and/or additions be unacceptable to applicant, an amendment may be filed as provided
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be

submitted no later than the payment of the issue fee.

3. Authorization for this examiner’'s amendment was given in a telephone interview

with the Applicant’s Representative, Mr. Louis J. Hoffman (Reg. No. 38,918), on

September 20, 2013.

4, Please amend claims 37, 39-40, 46-53, 55-73, 75-76 and 82-89 as below:

Claim 37. (Currently amended) A method of directing electronic advertisements,

performed by a computer system comprised of one or more computers, the method

comprising:
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for each of a multitude of different electronic visitors to a first media

property:

(a) automatically with the computer system directing, to a third-party

server computer controlling advertising space on a second media property, indicia of a

condition for display of an advertisement, which condition relates specifically to an

electronic visitor; and

(b)  automatically with the computer system electronically authorizing a

third-party-second-mediaproperty the server computer to automatically cause display of

an advertisement, to the electronic visitor when the electronic visitor visits the second

media property at a time after the electronic visitor visits the first media property, efar
advertisementcorrelated-with-the-indicated-profile-attributes; subject to the secend
media-property determining that [[a]] the condition ferdisplay-efthe-advertisement has
been met—which-conditionrelates-speeificaliyto-the-electronicvisitorand-which

(c) wherein the act of authorizing in part (b) is based on information

indicating at least one of a plurality of profile attributes possibly applicable to the

electronic visitor, which indicated profile attribute or attributes was received by the

computer system as a result of the electronic visitor visiting the first media property: and
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(d) wherein the advertisement is correlated with the indicated profile

attribute or attributes.

Claim 39. (Currently amended) The method of claim 37:

(i) further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one selected of
a plurality of second media properties; and

(i) wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute information

about the electronic visitor, authorizing the server computers controlling advertising

space on said at least one selected second media property on the lookup data structure
associated with the profile-attribute information received about the electronic visitor,
only during a specified time period after receiving profile-attribute information about the

electronic visitor, by arranging for placement of a tag readable by the server computers

controlling advertising space on said at least one selected second media property.

Claim 40. (Currently amended) The method of claim 37 further comprising
building a look-up data structure associating at least one selected of a plurality of
possible profile attributes with at least one selected of a plurality of second media

properties, and wherein the method comprises authorizing the server computers

controlling advertising space on those selected second media properties on the lookup

data structure associated with the profile-attribute information received about the
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electronic visitor.

Claim 46. (Currently amended) The method of claim 37 wherein authorizing

comprises placing a tag on the electronic visitor, wherein the electronic visitor is a

computer, and wherein the tag is readable by the secenrd-mediaproperty server

computer.

Claim 47. (Currently amended) The method of claim 37 wherein authorizing
comprises:
(1) responsive to receiving information via an electronic redirect of a
visitor computer accompanied by profile-attribute information about the electronic visitor,
authorizing display of the advertisement by arranging for placement of a tag readable by

the secend-mediaproperty server computer, and

(i) authorizing display of the advertisement only during a specified

time period after receiving the information about the electronic visitor.

Claim 48. (Currently amended) The method of claim 37 wherein the secend

g server computer

controls ad space that is in a different medium than the medium of the first media

property.
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Claim 49. (Currently amended) The method of claim 37 wherein the second

rmediaproperty-comprises-eguipmenteentrelling server computer controls the ad space

only temporarily.

Claim 50. (Currently amended) The method of claim 37 wherein authorizing

comprises arranging for placement of a tag associated with the electronic visitor by the

third-party-second-mediaproperty server computer.

Claim 51. (Currently amended) The method of claim 50 wherein the condition is

given to the secend-mediaproperty server computer at the time arranging for placement

of a tag takes place.

Claim 52. (Currently amended) The method of claim 51 wherein the condition is

given by incorporating it in @ URL used to redirect the electronic visitor to the secend

rediaproperty server computer to enable the seecond-mediaproperty server computer

to place a tag associated with the visitor's computer.

Claim 53. (Currently amended) The method of claim 50 wherein arranging for

placement of a tag comprises redirecting the electronic visitor to the secerd-redia

preperty server computer for the second-mediaproperty server computer to place a tag
on the electronic visitor readable by the secenrd-mediaproperty server computer.
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Claim 55. (Currently amended) A tangible computer-server device comprising a

processor and a memory and programmed to implement a method of directing

electronic advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media

property:

(a) automatically with the device directing, to a third-party server

computer controlling advertising space on a second media property. indicia of a

condition for display of an advertisement, which condition relates specifically to an

electronic visitor; and

(b) automatically electronically authorizing a-third-party-seceond-media

property the third-party server computer to automatically cause display of an

advertisement, to the electronic visitor when the electronic visitor visits the second
media property at a time after the electronic visitor visits the first media property, efar
advertisementcorrelated-with-the-indicated-profile-atiributes; subject to the secend
mediaproeperty determining that [[a]] the condition ferdisplay-efthe-advertisement has
been met-which-conditionrelates-speeifically-to-the-electronic-visiter—and-which

(c) wherein the act of authorizing in part (b) is based on information
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indicating at least one of a plurality of profile attributes possibly applicable to the

electronic visitor, which indicated profile attribute or attributes was received by the

device as a result of the electronic visitor visiting the first media property; and

(d) wherein the advertisement is correlated with the indicated profile

attribute or attributes.

Claim 56. (Currently amended) The server device of claim 55 wherein the
condition for display of the advertisement is that a price charged by the second media
property is less than a profile-attribute-dependent price that an advertiser is willing to

pay for display of the advertisement.

Claim 57. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method:

() further comprising building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one selected of
a plurality of second media properties; and

(i) wherein the method comprises, responsive to receiving an
electronic redirect of a visitor computer accompanied by profile-attribute information

about the electronic visitor, authorizing the server computers controlling advertising

space on said at least one selected second media property on the lookup data structure
associated with the profile-attribute information received about the electronic visitor,

only during a specified time period after receiving profile-attribute information about the
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electronic visitor, by arranging for placement of a tag readable by the server computers

controlling advertising space on said at least one selected second media property.

Claim 58. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method further comprising building a look-
up data structure associating at least one selected of a plurality of possible profile
attributes with at least one selected of a plurality of second media properties, and

wherein the method comprises authorizing the server computers controlling advertising

space on those selected second media properties on the lookup data structure

associated with the profile-attribute information received about the electronic visitor.

Claim 59. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises
authorizing responsive to receiving an electronic redirect of a visitor computer

accompanied by profile-attribute information about the electronic visitor.

Claim 60. (Currently amended) The server device of claim 55 wherein the

server device is programmed to implement a method wherein authorizing comprises

recognizing an action conducted on the first media property by the electronic visitor.

Claim 61. (Currently amended) The server device of claim 55 wherein the

server device is programmed to implement a method wherein authorizing comprises
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authorizing based on a search request by the electronic visitor to the first media

property.

Claim 62. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises
authorizing responsive to receiving information about a characteristic of the electronic

visitor.

Claim 63. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises
authorizing based on information about a profile attribute of the electronic visitor and
categorizing the profile attribute within at least one of a plurality of predefined

categories.

Claim 64. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises

placing a tag on the electronic visitor, wherein the electronic visitor is a computer, and

wherein the tag is readable by the secenrd-mediaproperty server computer.

Claim 65. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises:

() responsive to receiving information via an electronic redirect of a
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visitor computer accompanied by profile-attribute information about the electronic visitor,

authorizing display of the advertisement by arranging for placement of a tag readable by

the secend-media-preperty server computer, and

(i) authorizing display of the advertisement only during a specified

time period after receiving information about the electronic visitor.

Claim 66. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein the seeend-media

g server computer controls ad

space that is in a different medium than the medium of the first media property.

Claim 67. (Currently amended) The server device of claim 55 wherein the

server device is programmed to implement a method wherein the seeend-media

property-comprises-equipment-controlling server computer controls the ad space only

temporarily.

Claim 68. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein authorizing comprises

arranging for placement of a tag associated with the electronic visitor by the third-party

second-media-property server computer.
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Claim 69. (Currently amended) The server device of claim 68 wherein the

server device is programmed to implement a method wherein the condition is given to

the seconrd-mediaproperty server computer at the time arranging for placement of a tag

takes place.

Claim 70. (Currently amended) The server device of claim 69 wherein the
server device is programmed to implement a method wherein the condition is given by

incorporating it in a URL used to redirect the electronic visitor to the secend-media

preperty server computer to enable the second-mediaproperty server computer to place

a tag associated with the visitor's computer.

Claim 71. (Currently amended) The server device of claim 68 wherein the
server device is programmed to implement a method wherein arranging for placement
of a tag comprises redirecting the electronic visitor to the second-mediaproperty server
computer for the secend-mediaproperty server computer to place a tag on the
electronic visitor readable by the secend-mediapreperty server computer.

Claim 72. (Currently amended) The server device of claim 55 wherein the
server device is programmed to implement a method wherein the condition is a
specified time period after receiving profile-attribute information about the electronic

visitor.
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Claim 73. (Currently amended) A system comprising one or more computers
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media

property:

(a) automatically directing, to a third-party server computer controlling

advertising space on a second media property, indicia of a condition for display of an

advertisement, which condition relates specifically to an electronic visitor: and

(b)  automatically electronically authorizing athird-party-secend-rmedia

property the server computer to automatically cause display of an advertisement, to the

electronic visitor when the electronic visitor visits the second media property at a time
after the electronic visitor visits the first media property, ef-an-advertisementecorrelated
with-the-indicated-profile-attributes; subject to the second-mediaproperty determining
that [[a]] the condition ferdisptay-ofthe-advertisement has been met-which-condition

(c) wherein the act of authorizing in part (b) is based on information

indicating at least one of a plurality of profile attributes possibly applicable to the
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electronic visitor, which indicated profile attribute or attributes was received by the

system comprising one or more computers as a result of the electronic visitor visiting

the first media property; and

(d) wherein the advertisement is correlated with the indicated profile

attribute or attributes.

Claim 75. (Currently amended)The system of claim 73 wherein the method:

(i) further comprises building a look-up data structure associating at
least one selected of a plurality of possible profile attributes with at least one selected of
a plurality of second media properties; and

(i) comprises, responsive to receiving an electronic redirect of a visitor
computer accompanied by profile-attribute information about the electronic visitor,

authorizing the server computers controlling advertising space on said at least one

selected second media property on the lookup data structure associated with the profile-
attribute information received about the electronic visitor, only during a specified time
period after receiving profile-attribute information about the electronic visitor, by

arranging for placement of a tag readable by the server computers controlling

advertising space on said at least one selected second media property.

Claim 76. (Currently amended) The system of claim 73 wherein the method
further comprises building a look-up data structure associating at least one selected of a

plurality of possible profile attributes with at least one selected of a plurality of second
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media properties, and wherein the method comprises authorizing the server computers

controlling advertising space on those selected second media properties on the lookup

data structure associated with the profile-attribute information received about the

electronic visitor.

Claim 82. (Currently amended) The system of claim 73 wherein authorizing
comprises placing a tag on the electronic visitor, wherein the electronic visitor is a
computer, and wherein the tag is readable by the secend-mediaproperty server

computer.

Claim 83. (Currently amended) The system of claim 73 wherein authorizing
comprises: (i) responsive to receiving an electronic redirect of a visitor computer
accompanied by profile-attribute information about the electronic visitor, authorizing
display of the advertisement by arranging for placement of a tag readable by the secend

media-property server computer, and (i) authorizing display of the advertisement only

during a specified time period after receiving the information about the electronic visitor.

Claim 84. (Currently amended) The system of claim 73 wherein the secend

g server computer

controls ad space that is in a different medium than the medium of the first media

property.
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Claim 85. (Currently amended) The system of claim 73 wherein the secend

rediaproperty-comprises-eguipmenteontrelling server computer controls the ad space

only temporarily.

Claim 86. (Currently amended) The system of claim 73 wherein authorizing

comprises arranging for placement of a tag associated with the electronic visitor by the

third-party-second-mediaproperty server computer.

Claim 87. (Currently amended) The system of claim 86 wherein the condition is

given to the secend-mediaproperty server computer at the time arranging for placement

of a tag takes place.

Claim 88. (Currently amended) The system of claim [[89]] 87 wherein the

condition is given by incorporating it in a URL used to redirect the electronic visitor to

the secend-mediaproperty server computer to enable the secend-mediaproperty server

computer to place a tag associated with the visitor's computer.

Claim 89. (Currently amended) The system of claim 86 wherein arranging for

placement of a tag comprises redirecting the electronic visitor to the secend-redia

preperty server computer for the second-mediaproperty server computer to place a tag
on the electronic visitor readable by the secenrd-mediaproperty server computer.
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5. Claims 37-90 are allowed.

6. The following is an examiner’s statement of reasons for allowance:
In interpreting the currently allowed claims, in light of the specification, the
Examiner finds the claimed invention to be patentably distinct from the closest prior art

of record.

Haveliwala et al. (United States Patent Application Publication No. US
2010/0293057 A1), hereinafter “Haveliwala,” discloses providing targeted
advertisements to an advertisement consumer based on a user profile, a page profile,
or a combination thereof. In embodiments where a user of a search engine is an
advertisement consumer, the user utilizes a search engine to obtain search results
relevant to a search query. A user profile of the user’s interests is used to select
advertisements for inclusion with search results. The user profile is evaluated by an
advertisement server which determines which advertiser(s) offers a highest price for the
user profile. Advertisements from these advertisers are then selected. In another
embodiment, where the user is accessing a page on a third party website, the page may
include a request for advertisements. A page profile is evaluated by an advertisement
server that determines which advertiser(s) offers a highest price for the page profile.
Advertisements from these advertisers are then selected, and provided to the user,
where they are included in the retrieved page (See Haveliwala, Abstract).

More particularly, Haveliwala teaches that a system 100 (See FIG. 1b) provides
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targeted advertisements in response to an advertisement request. The advertisement
request is made by a client 118 when accessing a third party website 119, which has
agreed to have system 100 to place advertisements on its pages. The client 118 first
makes a page request of the third party website 119, for example, loading the home
page of the site, of which a webpage is returned by the site 119. The webpage may
have, for example, both content provided by the third party and an iframe object that
makes a request for advertisements from the system 100. The page request will
include information associated with the page of the third party website 119, for example,
the URL of the page, or other metadata (See Haveliwala, FIG. 1b, paragraphs [0043]-
[0044]).

In addition, Haveliwala teaches that in one embodiment, the advertisement
server 114 uses both the user profile and the page profile to determine each
advertiser’s price, but any advertiser may individually discard or weight either of these
components as it so desires. For example, one advertiser may only consider the page
profile of the current page when providing a price, while another advertiser may
consider both the user profile and the page profile, but weight them separately (e.g.,
weighting the page profile at 70% and the user profile at 30% to determine a price).
Once the advertisement server 114 has determined which advertiser or advertisers
have offered the highest effective price for the page profile and the user profile, the
server 114 selects one or more advertisements associated with those advertisers.
These targeted advertisements are returned to the front end server 102, which forwards

the targeted advertisements to the client 118. The client 118 combines the
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advertisements into the page received from the third party website 119 for display to the
user. The front end server 102 may determine how many of the targeted
advertisements are to appear on the page, their order, and their placement. The
targeted advertisements can be displayed next in side panel (e.g., in the iframe on the
page) in a separate frame of the window, or in any other graphical format deemed

appropriate (See Haveliwala, paragraphs [0057]-[0058]).

Kamal Jain (United States Patent Application Publication No. US
2007/0179845 A1), hereinafter “Jain,” discloses a mechanism that facilitates a new
advertising ranking architecture in Internet advertising spaces, e.g., for advertising on
search engine web pages and/or on content web pages. Particularly, a mechanism is
provided to confirm transactions even without monitoring them e.g., and, once verified,
the customer can rank the merchant based upon the customer’s satisfaction with the
merchant and/or the underlying transaction. The merchant ranking can be calculated in
a variety of ways, and utilized to modify the pricing of an ad for that merchant, as well as
which customers will be presented the ad, or even if the ad not be display (e.g., due to a
low ranking). Merchants with high rankings can be attracted with incentives, improving
the overall quality of the ads, which can attract more consumers (See Jain, Abstract).

More specifically, Jain discloses a computer implemented system 200 (See FIG.
2) that ranks advertisers and/or consumers and facilitates equitable use of advertising
space. Generally, the system 200 can include a search engine provider website (SEW)

202 coupled to the Internet 106 that can host an ad 204 for an advertiser 206 at a price
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that varies according to an advertiser ranking 208. Also depicted is the search engine
provider (SEP) 104 that hosts and/or maintains the SEW 202 and that can compute the
advertiser ranking 208 based at least in part upon a rating from a consumer 210 who
clicked on the ad 204 and completed a purchase from the advertiser 206. Jain further
discloses that the consumer 210 and a visitor 212 access the SEW 202 by way of the
Internet 106. The SEP 104 can provide a consumer ranking 214 to the consumer 210
and/or the visitor 212, which can be employed to determine a particular ad 204 to be
displayed upon access to the SEW 202. The consumer ranking 214 can be based upon
past purchases, past clicks on ads 204, whether the consumer 210 is a new or frequent
customer, the percentage of click-throughs 218 that resulted in a purchase,
demographics information, and the like. One distinction between the consumer 210 and
the visitor is that the consumer 210 is typically considered to have clicked on the ad 204
and redirected to the advertiser website 216 by way of the click-through path 218
(shown in FIG. 2 with broken lines with longer dashes) and subsequently completed a
purchase from the advertiser 206. In contrast, the visitor 212 has merely been exposed
to the ad 204, but has not clicked on the ad 204 (although visitor 212 may do so at a
later time or may have clicked on other ads 204) (See Jain, FIG. 2, paragraphs [0042]-
[0043]).

Jain notes that the rankings 208, 214 can have an impact on the behavior of
both the consumers 210 and the advertisers 214. For example, in addition to being a
multiplier for conventional rankings (e.g., auction-style bid for ad space and/or click-

through rate (CTR)), the advertiser ranking 208 can be used to set “cut-off” levels.
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Thus, if it is determined (e.g., due to consumer 210 feedback) that an advertiser 206
satisfies less than, e.g., 80% of consumers 210, then the SEP 104 can choose to forbid
the advertiser 206 from placing an ad 204 on the SEW 202, regardless of how much the

advertiser 206 is willing to pay for the ad space (See Jain, paragraph [0048]).

The closest prior art of record, Neal et al. (United States Patent Application
Publication No. US 2006/0282327 A1), hereinafter “Neal,” discloses advertisement
servers (adservers) with the ability to access advertiser cookies and vice versa when
both are serving from an advertiser's domain, thereby avoiding the overhead and delay
in backend cookie synchronization efforts. Further, Neal teaches that advertising
cookie data can be gathered regardless of whether a user is browsing a publisher’s web
site with an advertisement served by an adserver, or browsing the advertiser’s web site,
because the cookies were previously set when the user visited the advertiser's web site
in the context of a first-party cookie. Even if the user has configured his or her browser
to limit the setting of third-party cookies, the cookies can still be read by the adserver.
By making cookie and advertising data immediately available in real time to both the
advertiser and the adserver, Neal teaches that the solution also provides for
instantaneous and accurate targeting of web advertising to allow an educated ad
selection process by either party (See Neal, Abstract).

More specifically, Neal discloses that a web site 106 (See FIG. 1) includes a
banner advertisement 110 served by an adserver 112. The adserver 112 is associated

with at least one advertiser 114 and provides advertisements in the banner 110 on
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behalf of at least one advertiser 114. One or more other components of the web site
may be served by a content provider other than the publisher 108, such as another
advertiser or other content provider. The adserver 112 shares a domain 116
(“advertiser.com”) with the advertiser 114, and the adserver 112 is assigned a sub-
domain of the advertiser's domain, i.e., “ads.advertiser.com”. Since the adserver 112
shares the domain of the advertiser 114, the adserver 112 has first party access to a
cookie that has been previously been set by the advertiser 114. Thus, if the user has
previously made a purchase on a web site published by the advertiser 114, the
advertiser site may have set a cookie on the user’s browser 102 identifying the user as
a customer. The user’s browser 102 then sends a copy of the cookie set by the
advertiser 114 to the adserver 112 along with a request for content for the banner
advertisement 110 (See Neal, FIG. 1, paragraphs [0028]-[0029]).

In addition, Neal discloses that when an adserver DNS server receives a
redirect, it takes the logical name of a sub-domain sent from the advertiser DNS server
(e.g., “ads.companyname.com”) and resolves it into an adserver |IP address. For
example, “ads.companyname.com” would be resolved into an IP address, such as
“216.150.209.230". A user’s browser request for the web site “ads.companyname.com”
would thus travel to the advertiser DNS server and then to the adserver DNS server.
The adserver DNS server would then return the IP address “216.150.209.230” to the
user’s browser. After receiving the associated IP address, the user’s browser sends
any cookies associated with the domain “.advertiser.com” along with the web page

request to the associated IP address. One advantage of DNS delegation noted by
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Neal, is that it can seamlessly integrate with an adserver’s existing proprietary solutions
for load-balancing and fail-over of advertisement serving (See Neal, paragraph [0031]).
Moreover, Neal discloses that the adserver 112 receives the request to serve the
advertiser banner 110 and determines an appropriate advertisement for displaying in
the banner 110. The adserver 112, for example, may determine an appropriate content
for the advertising banner 110 depending upon at least one value of a cookie received
from the browser 102. When the adserver 112 receives and reads a cookie 104
accompanying a browser request, for example, the adserver 112 may recognize cookie
values identified for advertisement selection that the advertiser's web server originally
placed in the cookie. For example, if an advertiser's web server recognizes that a
particular customer who is visiting the advertiser’s web site is a high value customer, the
web server sets a cookie 104 to the customer’s browser 102 containing the domain
“ advertiser.com” and the data “Target=high_value”. Neal teaches that the advertiser
114 previously communicated with an adserver 112 to convey the rule that whenever
the adserver 112 encounters cookie data with “Target=high_value”, the adserver 112
should recognize that it is dealing with a high value customer of the advertiser 114 and
should serve advertising appropriate to such a customer. Each time the customer visits
the “www.advertiser.com” web site, the “Target” cookie value can be reset by the
advertiser’'s web server to reflect the customer’s current value status. For instance, the
customer may be a “medium_value” customer when he first accesses the advertiser's
web site, but then makes a large purchase. The advertiser's web server can then

update the customer’s status to “high_value” and then reset the cookie information
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accordingly. If the customer’s browser 102 subsequently interacts with the adserver’'s
web server, the updated cookie value will instantaneously cause a “high_value”
advertisement to be returned from the adserver’s web server to the customer’s browser

102 (See Neal, paragraph [0032]).

However, the prior art of records, individually or in combination, fail to explicitly
teach or render obvious a method of directing electronic advertisements, performed by
a computer system comprised of one or more computers, the method comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a) automatically with the computer system directing, to a third-party
server computer controlling advertising space on a second media property, indicia of a
condition for display of an advertisement, which condition relates specifically to an
electronic visitor; and

(b)  automatically with the computer system electronically authorizing
the server computer to automatically cause display of an advertisement, to the
electronic visitor when the electronic visitor visits the second media property at a time
after the electronic visitor visits the first media property, subject to determining that the
condition has been met;

(€) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the

electronic visitor, which indicated profile attribute or attributes was received by the

285



Application/Control Number: 13/491,454 Page 25
Art Unit: 2441

computer system as a result of the electronic visitor visiting the first media property; and
(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 37.

Likewise, the prior art of records, individually or in combination, fail to explicitly
teach or render obvious a tangible computer-server device comprising a processor and
a memory and programmed to implement a method of directing electronic
advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a) automatically with the device directing, to a third-party server
computer controlling advertising space on a second media property, indicia of a
condition for display of an advertisement, which condition relates specifically to an
electronic visitor; and

(b)  automatically electronically authorizing the third-party server
computer to automatically cause display of an advertisement, to the electronic visitor
when the electronic visitor visits the second media property at a time after the electronic
visitor visits the first media property, subject to determining that the condition has been
met;

(€) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the

electronic visitor, which indicated profile attribute or attributes was received by the
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device as a result of the electronic visitor visiting the first media property; and
(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 55.

Furthermore, the prior art of records, individually or in combination, fail to
explicitly teach or render obvious a system comprising one or more computers
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a) automatically directing, to a third-party server computer controlling
advertising space on a second media property, indicia of a condition for display of an
advertisement, which condition relates specifically to an electronic visitor; and

(b)  automatically electronically authorizing the server computer to
automatically cause display of an advertisement, to the electronic visitor when the
electronic visitor visits the second media property at a time after the electronic visitor
visits the first media property, subject to determining that the condition has been met;

(c) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which indicated profile attribute or attributes was received by the
system comprising one or more computers as a result of the electronic visitor visiting

the first media property; and
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(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 73.

The Examiner finds the combination of prior art of records fail to disclose the
features of the invention including
for each of a multitude of different electronic visitors to a first media property:
(a)  automatically directing, to a third-party server computer controlling
advertising space on a second media properly, indicia of a condition for display of an
advertisement, which condition relates specifically to an electronic visitor; and
(b)  automatically electronically authorizing-the server computer to
automatically cause display of an advertisement, to the electronic visitor when the
electronic visitor visits the second media property at a time after the electronic visitor
visits the first media property, subject to determining that the condition has been met;
(c) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which indicated profile attribute or attributes was received by the
computer system as a result of the electronic visitor visiting the first media property; and
(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as recited the independent claims.
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Dependent claims 38-54, 56-72 and 74-90 further limit the allowed independent

claims 37, 55 and 73; therefore, they are also allowed.

7. Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

8. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kostas Katsikis whose telephone number is (571)270-
5434. The examiner can normally be reached on Monday - Friday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (571)272-7493. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information
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system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Kostas Katsikis/
Examiner
Art Unit 2441

September 24, 2013
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First Named Inventor/Applicant Name:

Roy Shkedi
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26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 14-EP-CON3
Receipt Date: 20-NOV-2013
Filing Date: 07-JUN-2012
Time Stamp: 20:25:46

Application Type:

Utility under 35 USC 111(a)
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Submitted with Payment
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Credit Card
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Supp_IDS_Cover.pdf
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5dc73
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Information:
. . 59035
2 Information Disclosure Statement (IDS) 13-11-20-AN-EP-CONS3- o 1
Form (SB08) Form_1449.pdf
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants Shkedi, Roy Art Unit 2441

Serial No. 13/491,454 Examiner Katsikis, Kostas ]J.
Filing Date 06/07/2012 Conf. No. 8741

Title Media properties selection method and system based on expected

profit from profile-based ad delivery

Commissioner for Patents Filed via EFS - November 20, 2013

P.O. Box 1450
Alexandria, VA 22313-1450
SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Dear Sir:

Assignee discloses the references listed on form PTO-1449 attached to this
document.

To the knowledge of the undersigned attorney after making reasonable inquiry,
no new item of information contained in this Information Disclosure Statement was
either (1) cited in a communication from a foreign patent office in a counterpart foreign
application, or (2) known to any individual designated in 37 CFR § 1.56(c), more than
three months ago. The fee set forth in 37 C.F.R. § 1.17(p) accompanies this submission.

Assignee continues to direct the Examiner to the following applications, which

share the same first inventor, as well as the references cited therein:

Serial No. Filing Date Earliest Parent Filing Date
12/131,798 06/02/2008

12/536,451 08/05/2009

12/906,007 10/15/2010

12/912,726 10/26/2010 12/28/1999
13/097,885 04/29/2011 04/17/2007
13/167,605 06/23/2011 04/17/2007
13/243,314 09/23/2011 06/02/2008
13/274,242 10/14/2011 10/15/2010 (prov.)
13/566,881 08/03/2012 08/03/2011 (prov.)
13/585,765 08/14/2012 11/28/2000
13/725,309 12/21/2012 01/15/2009 (prov.)
13/754,639 01/30/2013

13/906,211 05/30/2013 06/05/2012 (prov.)
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Serial No. Filing Date Earliest Parent Filing Date
13/948,661 07/23/2013 06/14/2000
14/080,999 11/15/2013 12/20/2007 (prov.)

If the Office has any questions, please feel free to contact assignee’s undersigned
attorney of record.
Respectfully submitted,
ALMONDNET, INC.
by its attorney

Dated: November 20, 2013 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, Arizona 85260

(480) 948-3295

Serial No. 13/566,881 Page 2 of 2
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PART B - FEE(S) TRANSMITTAL
Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

or Fax

Commissioner for Patents

P.O. Box 1450

Alexandria, Virginia 22313-1450
(571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
apé)ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

26362 7590 10/09/2013
LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

| hereby certify that is Fee(s) Transmittal is being filed with
the USPTO via EFS, on the date indicated below.

D on ald H ertz (Depositor's name)
/Donald Hertz/ (Signaure)
01/07/2014 (Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
13/491,454 06/07/2012 Roy Shkedi 14-EP-CON3 8741
TITLE OF INVENTION: MEDIA PROPERTIES SELECTION METHOD AND SYSTEM BASED ON EXPECTED PROFIT FROM PROFILE-BASED
AD DELIVERY
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $890 $300 $0 $1190 01/09/2014
I EXAMINER | ART UNIT | CLASS-SUBCLASS |
KATSIKIS, KOSTAS J 2441 709-203000

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

a Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

[ “Fee Address” indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list
(1) the names of up to 3 registered patent attorneys

or agents OR, alternatively, David S. Alavi
(2) the name of a single firm (having as a member a 2

registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

, Louis J. Hoffman

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(B) RESIDENCE: (CITY and STATE OR COUNTRY)
NEW YORK, NEW YORK

(A) NAME OF ASSIGNEE
ALMONDNET, INC.

Please check the appropriate assignee category or categories (will not be printed on the patent) :

[J Individual M Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
[ A check is enclosed.
M Payment by credit card. (through USPTO-EFS)

(1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).

M Issue Fee
[ Publication Fee (No small entity discount permitted)
[ Advance Order - # of Copies

PTOL-85 (Rev. 02/11)

Page 2 of 4
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i

. Change in Entity Status (from status indicated above)

| Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

z Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature /Louis J. Hoffman/ Date 01/07/2014

Louis J. Hoffman 38918

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR l 14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will v: epending upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent to e ief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.

Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Page 3 of 4

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal
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Filing Date:

07-Jun-2012

Title of Invention:

MEDIA PROPERTIES SELECTION METHOD AND SYSTEM BASED ON EXPECTED
PROFIT FROM PROFILE-BASED AD DELIVERY

First Named Inventor/Applicant Name:

Roy Shkedi

Filer:

Louis J. Hoffman/Donald Hertz

Attorney Docket Number:
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Filed as Large Entity

Utility under 35 USC 111(a) Filing Fees

Description Fee Code Quantity Amount Suz—;'g(tsa)l in
Basic Filing:
Pages:
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Petition:
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Post-Allowance-and-Post-Issuance:
Utility Appl Issue Fee 1501 1 960 960
Publ. Fee- Early, Voluntary, or Normal 1504 1 0 0

318




Description

Fee Code

Quantity

Amount

Sub-Total in
UsD($)

Extension-of-Time:
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International Application Number:
Confirmation Number: 8741
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Roy Shkedi

Customer Number:

26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:
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Attorney Docket Number: 14-EP-CON3
Receipt Date: 07-JAN-2014
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Time Stamp: 18:12:34

Application Type:
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Payment information:
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Payment Type
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Issue_Fee_Trans.pdf
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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Examiner: [ ' Date Considered: 01/09/2014

EXAMINER: Initial if reference considered whether or not citation is in conformance with MPEP 609. Draw
line through citation if not in conformance and not considered.
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Information Disclosure Statement

1. The information disclosure statement filed November 20, 2013 is in compliance
with the provisions of CFR 1.97, 1.98 and MPEP § 609. It has been placed in the

application file, and the information referred to therein has been considered as to the

merits.
REASONS FOR ALLOWANCE
2. Claims 37-90 are allowed.
3. The following is an examiner’s statement of reasons for allowance:

In interpreting the currently allowed claims, in light of the specification, the
Examiner finds the claimed invention to be patentably distinct from the prior art of record

in the IDS filed 11/20/2013.

Chan et al. (United States Patent Application Publication No. US
2007/0027850 A1), hereinafter “Chan,” discloses a method and system for creating a
production sheet for a media venue, whereby content pertaining to one or more of a
product and a service may be received, and one or more assets may be automatically
generated based on the content. The assets may include, for example, a keyword and

a creative, such as an advertising copy and may include placeholders for information
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pertaining to the keyword. Pricing information related to the keyword may also be
accessed from a database, and a bid price may be determined for the keyword based
on the pricing information. A production sheet may then be generated including the
keyword and the creative, and may delimit the terms of an advertising and/or marketing
campaign. The production sheet is then submitted to a media venue (See Chan,
Abstract).

More particularly, Chan teaches extracting and organizing content to generate
advertising and/or marketing campaign assets from real-time and near real-time content
feeds for submission to media venues, and automatically generating production sheets
based on the extracted content (See Chan, paragraphs [0006]-[0007]). A media
venue may include a search engine, a directory listing, an Internet publication, a
network of Internet sites, or any other Internet Web site or portion of an Internet Web
site, or any other outlet for an advertising or marketing campaign, such as broadcast
media, including a media player, a WiFi network, and/or interactive television, print
media, such as a print publication, a classified listing, a newspaper, a public computer
terminal, a kiosk, a direct mailing, and a telephone directory. Assets may be extracted,
created and/or assembled in real-time or near real-time by, for example, bypassing the
Web site structure and accessing the content publishing system directly. The process
may determine a minimum price to bid for particular keywords for advertisements in the
particular media venue based upon data received, for example, from each media venue
at which the advertisement is placed. Chan further notes that because the advertising

content and search terms are provided to the Web site in a real-time or near real-time
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fashion in advance of competing advertisements, the competitive forces that inflate bid
prices may be avoided (See Chan, paragraphs [0012]-[0013]).

In addition, Chan teaches that assets may include text, graphics, sound, and/or
any other information pertaining to an advertising and/or marketing campaign or
included in a production sheet. Typical assets can include a keyword or search phrase,
a creative, a bid price, a file locator, such as a Uniform Resource Locator (URL) or afile
Transfer Protocol (FTP) locator, a keyword category, a rule used to determine when to
display the creative on the media venue (or how to display the creative), a campaign
title, a product description, a graphic image, a sound file, and/or a video clip. A keyword
may include one or more search terms, one or more search term queries, one or more
directory pages, one or more advertisement network categories, one or more sub-
channels and/or the like. Likewise, a creative may include one or more text messages
written to a media venue's specifications and/or attributes of a broader brand strategy
including text, a slogan, a jingle, a video clip, a sound clip, an image and/or the like.
Moreover, Chan discloses that publicly available information regarding the advertiser,
its products and/or its services may be provided and particularly relevant in determining
topics that are currently of interest to consumers of the advertiser’s products and/or
services. Such publicly available information can include the content from such
discussions and the user profiles of those participating in discussions used to create
meta-data that is leveraged for targeted advertising selections and/or harvested for

market research and/or customer intelligence (See Chan, paragraphs [0022] and
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[0030]).

Ellis et al. (United States Patent Application Publication No. US
2007/0179845 A1), hereinafter “Ellis,” discloses a system that provides an
automatically targeted network for text and graphical advertising based on cost-per-
action bidded pricing, wherein the actions comprise any of acquisitions, purchases,
downloads, registrations, donations, clicks, and impressions. Contextual, search and
behavioral relevance features are integrated to optimize ad selection for advertisers,
who enter action objectives, associated bids, and creatives or catalog assets. The
assets are automatically analyzed and stored, and ads are automatically constructed for
catalog assets. Thereafter, when an ad request is received from a user terminal in
regard to a publisher asset, e.g. a web page, the ad request is matched to a stored
contextual analysis of at least a portion the publisher asset if available, and preferably to
a profile associated with the user of the user terminal. The best advertisements are
determined, based upon a predicted response, and are then served, i.e. displayed, at
the user terminal, based upon available ad space (See Ellis, Abstract).

More specifically, Ellis discloses providing an advertisement network that
combines state-of-the-art search technology with a radically different pricing model,
wherein the ads are much more relevant to consumers, much simpler and more
effective for advertisers, and thus more profitable for publishers. Ellis further discloses
providing an advertising system across a network that analyzes both publisher content

and advertiser content, past user behavior, profile information of users, past rates of
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performance of ads, time of day and day of week, and/or many other factors to
determine relevance of ads to be displayed with publisher content, wherein the
relevance is based on a prediction of response by the user. The advertisements are
then selected for display with the publisher content based on the prediction. A search
component integrates contextual, search and behavioral relevance features to optimize
ad selection for the advertisers. Furthermore, an advertiser campaign associated with
an advertiser entity id disclosed as typically comprising one or more advertisements,
such as desired to be placed at one or more other locations across a network of
publishers, and an advertiser’s web site associated with a click of one of the placed
advertisements by the customer user. The system automatically analyzes, i.e.
configures, the assets associated with the entered advertiser campaign, including the
web site and the advertisements. Thus, when a user views a web page, an ad request
is generated and matched to results of the analysis associated with the page. The user
is then preferably matched to a profile that represents the user’s past behavior, and one
or more advertisements are then selected, based upon the determined predicted
response of the user (See Ellis, paragraphs [0045]-[0047] and [0049]).

Particularly, Ellis teaches that an enhanced online advertising system 174 (See
FIG. 18) receives 110 a catalog file 460 from an advertiser 72, and the advertiser 72 is
10 able to input, at step 472 goals for one or more catalog items 590, such as by setting
202 (See FIG. 8) objectives, i.e. actions 86 and by assigning 204 (See FIG. 9)
corresponding bids 252 (See Ellis, FIG. 8-9 and FIG. 18, paragraph [0121]).

Moreover, Ellis discloses that the system 174 preferably performs an analysis 208 of
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the content 466 of each of the assets, i.e. products 590 in the catalog 462, as with
analysis 208 (See FIG. 7) of received creatives 188. Ellis teaches that the analysis 208
typically comprises an analysis of any or all product fields 466, e.g. such as fields 466 to
be included in the ad 188, as well as other field information 466. The system 174 then
typically produces, at step 114, ads 188 for the analyzed assets 590, i.e. products 590
(See Ellis, FIG. 7, paragraphs [0124]-[0125]). In addition, (See FIG. 19) Ellis
discloses user interaction with the enhanced online advertising system 174. When a
user navigates 502 to view a publisher page 12 through a user terminal 78, Ellis
teaches that an ad request 402 is generated and sent to the system 174. The
automated ad request 402 is then matched to the stored analysis results 412 associated
with the viewed page 12, which may preferably further include secondary analysis
information 406 (See FIG. 6 and FIG. 12). The user is also preferably matched to a
profile 524, such as an anonymous profile 524, stored in a profile database 522. One or
more of the best available stored ads 188 are selectively determined 508, based on a
prediction of effective impression revenue of the ads (ECPM), which is preferably a
function of the stored analysis results 412 and/or the matched profile 52. One or more
of the top ranked ads 188 are then returned 512 to the user terminal 78 for served
display 194 (See again, FIG. 6) within the served 192 page 12. Subsequent actions 86
are then tracked back 132 to the system 174 to be used for machine learning 516,
whereby the system 174 provides feedback to the determination step 508 (See Ellis,
FIG. 6, FIG. 12 and FIG. 19, paragraph [0128]).

Additionally, FIG. 20 depicts an automated ad request 402 associated with user
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activity in an enhanced online advertising system 174, FIG. 21 is a schematic diagram
530 of a match 504 between a received automated ad request 402 and stored analysis
results 412 associated with the viewed page 12, and FIG. 22 illustrates a match 506
between a user USR and a stored user profile 524 in the enhanced online advertising
system 174, whereby the system 174 typically includes profile storage 522 for a plurality
of profiles 524, e.g. such as anonymous profiles 524 that can be used to statistically
match relevant information to a user USR, based on any known information regarding
the user USR, such as any of location, gender, age, interests, purchases and usage
patterns, and/or any other prior actions 86 by the user USR, such as tracked and

reported by the system 174 (See Ellis, FIG. 20-22, paragraphs [0129]-[0131]).

The closest prior art of record, Neal et al. (United States Patent Application
Publication No. US 2006/0282327 A1), hereinafter “Neal,” discloses advertisement
servers (adservers) with the ability to access advertiser cookies and vice versa when
both are serving from an advertiser's domain, thereby avoiding the overhead and delay
in backend cookie synchronization efforts. Further, Neal teaches that advertising
cookie data can be gathered regardless of whether a user is browsing a publisher’s web
site with an advertisement served by an adserver, or browsing the advertiser's web site,
because the cookies were previously set when the user visited the advertiser’s web site
in the context of a first-party cookie. Even if the user has configured his or her browser
to limit the setting of third-party cookies, the cookies can still be read by the adserver.

By making cookie and advertising data immediately available in real time to both the
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advertiser and the adserver, Neal teaches that the solution also provides for
instantaneous and accurate targeting of web advertising to allow an educated ad
selection process by either party (See Neal, Abstract).

More specifically, Neal discloses that a web site 106 (See FIG. 1) includes a
banner advertisement 110 served by an adserver 112. The adserver 112 is associated
with at least one advertiser 114 and provides advertisements in the banner 110 on
behalf of at least one advertiser 114. One or more other components of the web site
may be served by a content provider other than the publisher 108, such as another
advertiser or other content provider. The adserver 112 shares a domain 116
(“advertiser.com”) with the advertiser 114, and the adserver 112 is assigned a sub-
domain of the advertiser's domain, i.e., “ads.advertiser.com”. Since the adserver 112
shares the domain of the advertiser 114, the adserver 112 has first party access to a
cookie that has been previously been set by the advertiser 114. Thus, if the user has
previously made a purchase on a web site published by the advertiser 114, the
advertiser site may have set a cookie on the user’s browser 102 identifying the user as
a customer. The user’s browser 102 then sends a copy of the cookie set by the
advertiser 114 to the adserver 112 along with a request for content for the banner
advertisement 110 (See Neal, FIG. 1, paragraphs [0028]-[0029]).

In addition, Neal discloses that when an adserver DNS server receives a
redirect, it takes the logical name of a sub-domain sent from the advertiser DNS server
(e.g., “ads.companyname.com”) and resolves it into an adserver IP address. For

example, “ads.companyname.com” would be resolved into an IP address, such as
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“216.150.209.230". A user's browser request for the web site “ads.companyname.com”
would thus travel to the advertiser DNS server and then to the adserver DNS server.
The adserver DNS server would then return the IP address “216.150.209.230” to the
user's browser. After receiving the associated IP address, the user’s browser sends
any cookies associated with the domain “.advertiser.com” along with the web page
request to the associated IP address. One advantage of DNS delegation noted by
Neal, is that it can seamlessly integrate with an adserver’s existing proprietary solutions
for load-balancing and fail-over of advertisement serving (See Neal, paragraph [0031]).
Moreover, Neal discloses that the adserver 112 receives the request to serve the
advertiser banner 110 and determines an appropriate advertisement for displaying in
the banner 110. The adserver 112, for example, may determine an appropriate content
for the advertising banner 110 depending upon at least one value of a cookie received
from the browser 102. When the adserver 112 receives and reads a cookie 104
accompanying a browser request, for example, the adserver 112 may recognize cookie
values identified for advertisement selection that the advertiser's web server originally
placed in the cookie. For example, if an advertiser's web server recognizes that a
particular customer who is visiting the advertiser’'s web site is a high value customer, the
web server sets a cookie 104 to the customer’s browser 102 containing the domain
“.advertiser.com” and the data “Target=high_value”. Neal teaches that the advertiser
114 previously communicated with an adserver 112 to convey the rule that whenever
the adserver 112 encounters cookie data with “Target=high_value”, the adserver 112

should recognize that it is dealing with a high value customer of the advertiser 114 and
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should serve advertising appropriate to such a customer. Each time the customer visits
the “www.advertiser.com” web site, the “Target” cookie value can be reset by the
advertiser's web server to reflect the customer’s current value status. For instance, the
customer may be a “medium_value” customer when he first accesses the advertiser’s
web site, but then makes a large purchase. The advertiser’'s web server can then
update the customer’s status to “high_value” and then reset the cookie information
accordingly. If the customer’s browser 102 subsequently interacts with the adserver’'s
web server, the updated cookie value will instantaneously cause a “high_value”
advertisement to be returned from the adserver’'s web server to the customer’s browser

102 (See Neal, paragraph [0032]).

However, the prior art of records, individually or in combination, fail to explicitly
teach or render obvious a method of directing electronic advertisements, performed by
a computer system comprised of one or more computers, the method comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a) automatically with the computer system directing, to a third-party
server computer controlling advertising space on a second media property, indicia of a
condition for display of an advertisement, which condition relates specifically to an
electronic visitor; and

(b) automatically with the computer system electronically authorizing

the server computer to automatically cause display of an advertisement, to the
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electronic visitor when the electronic visitor visits the second media property at a time
after the electronic visitor visits the first media property, subject to determining that the
condition has been met;

(c) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which indicated profile attribute or attributes was received by the
computer system as a result of the electronic visitor visiting the first media property; and

(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 37.

Likewise, the prior art of records, individually or in combination, fail to explicitly
teach or render obvious a tangible computer-server device comprising a processor and
a memory and programmed to implement a method of directing electronic
advertisements, the method comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a)  automatically with the device directing, to a third-party server
computer controlling advertising space on a second media property, indicia of a
condition for display of an advertisement, which condition relates specifically to an
electronic visitor; and

(b) automatically electronically authorizing the third-party server

computer to automatically cause display of an advertisement, to the electronic visitor
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when the electronic visitor visits the second media property at a time after the electronic
visitor visits the first media property, subject to determining that the condition has been
met;

(c) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which indicated profile attribute or attributes was received by the
device as a result of the electronic visitor visiting the first media property; and

(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 55.

Furthermore, the prior art of records, individually or in combination, fail to
explicitly teach or render obvious a system comprising one or more computers
programmed to implement a method of directing electronic advertisements, the method
comprising:

for each of a multitude of different electronic visitors to a first media
property:

(a)  automatically directing, to a third-party server computer controlling
advertising space on a second media property, indicia of a condition for display of an
advertisement, which condition relates specifically to an electronic visitor; and

(b)  automatically electronically authorizing the server computer to
automatically cause display of an advertisement, to the electronic visitor when the

electronic visitor visits the second media property at a time after the electronic visitor
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visits the first media property, subject to determining that the condition has been met;
(€) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the
electronic visitor, which indicated profile attribute or attributes was received by the
system comprising one or more computers as a result of the electronic visitor visiting
the first media property; and
(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as set forth in independent claim 73.

The Examiner finds the combination of prior art of records fail to disclose the
features of the invention including
for each of a multitude of different electronic visitors to a first media property:
(a)  automatically directing, to a third-party server computer controlling
advertising space on a second media property, indicia of a condition for display of an
advertisement, which condition relates specifically to an electronic visitor; and
(b)  automatically electronically authorizing-the server computer to
automatically cause display of an advertisement, to the electronic visitor when the
electronic visitor visits the second media property at a time after the electronic visitor
visits the first media property, subject to determining that the condition has been met;
(c) wherein the act of authorizing in part (b) is based on information
indicating at least one of a plurality of profile attributes possibly applicable to the

electronic visitor, which indicated profile attribute or attributes was received by the

345



Application/Control Number: 13/491,454 Page 15
Art Unit: 2441

computer system as a result of the electronic visitor visiting the first media property; and
(d)  wherein the advertisement is correlated with the indicated profile

attribute or attributes, as recited the independent claims.

Dependent claims 38-54, 56-72 and 74-90 further limit the allowed independent

claims 37, 55 and 73; therefore, they are also allowed.

4. Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

5. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kostas Katsikis whose telephone number is (571)270-
5434. The examiner can normally be reached on Monday - Friday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (571)272-7493. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Kostas Katsikis/
Examiner
Art Unit 2441

January 9, 2014
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national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

YAHOO! INC,,
Petitioner,

V.

ALMONDNET, INC.,
Patent Owner.

Case CBM2017-00058
Patent 8,671,139 B2

Before MICHAEL W. KIM, JUSTIN T. ARBES, and
THOMAS L. GIANNETT], Administrative Patent Judges.

ARBES, Administrative Patent Judge.

DECISION
Denying Institution of Covered Business Method Patent Review
37CF.R §42.208
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Petitioner, Yahoo! Inc., filed a Petition (Papér 2, “Pet.”) requesting
covered business method patent review of claims 1, 2,4, 7,9, 12, and 13 of
U.S. Patent No. 8,671,139 B2 (Ex. 1001, “the *139 patent”) pursuant to
35U.S.C. § 321(a). Patent Owner, AlmondNet, Inc., filed a Preliminary
Response (Paper 6, “Prelim. Resp.”) pursuant to 35 U.S.C. § 323. Patent
. Owner states, in its Preliminary Response, that it filed with the Office a
statutory disclaimer of claims 2, 20, and 38 of the *139 patent pursuant to
37 C.F.R. § 1.321(a). Prelim. Resp. 36; see Ex. 3001 (copy of statutory
disclaimer filed in the underlying appliéation file). Accordingly, no covered
business method patent review will be instituted for claim 2. See 37 C.F.R.
§ 42.207(e).

For the remaining claims 1, 4, 7,9, 12, and 13, we determine whether
to institute a covered business method patent review under 35 U.S.C. § 324.!
Pursuant to 35 U.S.C. § 324(a), the Director may not authorize a covered
business method patent review unless the information in the petition, if
unrebutted, “would demonstrate that it is more likely than not that at least 1
of the claims challenged in the petition is unpatentable.” For the reasons
that follow, we have decided not to institute a covered business method

patent review.

I See Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,764—65
(Aug. 14, 2012) (“[A] patent owner may file a statutory disclaimer of one or
more challenged claims to streamline the proceedings. Where no challenged
claims remain, the Board would terminate the proceeding. Where one or
more challenged claims remain, the Board’s decision on institution would be
based solely on the remaining claims.”).

2
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I. BACKGROUND
A. The '139 Patent’

The *139 patent discloses “profile-based behavioral targeting
advertisement placement methods.” Ex. 1001, col. 1, 1. 20-21. Behavioral
targeting (BT) companies “specialize in targeting ads based on observed
behavior of sites’ visitors.” Id. at col. 1, 1l. 63-66. BT companies or media
properties (e.g., web sites) may track the “observed behavior” of a particular
visitor, which the *139 patent refers to as “profile information” about the
visitor. Id. at col. 3, 11. 3448, col. 4, 11. 38-43.

Figure 3 of the *139 patent is reproduced below.

FIRST MEDIA

PROPERTY/
PROFILE SUPPLIER | 20
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FIG. 3

As shown in Figure 3, first media property/profile supplier 20 receives a
request (e.g., for a web page) from user 10, and redirects user 10 to
BT company 30 “along with the visitor’s profile.” Id. at col. 7, 11. 40-53.

BT Company 30 recognizes and categorizes various types of information

2 A continuation of the 139 patent, U.S. Patent No. 8,959,146 B2, is being
challenged in Case CBM2017-00056.
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regarding the interaction between user 10 and profile supplier 20, such as
“the content read by the user 10, the category to which the content read by
the user 10 belongs, [or] the keyword searched for by the user.” Id. at col. 7,
1. 55—col. 8, 1. 8. BT company 30 then “calculates . . . expected revenues
from delivering ads based on the collected profile” for user 10. Id. at col. §,
11. 9-11. Expected revenues depend on the type of profile information:

(a) Expected revenues from content read by the visitor 10 can
be calculated by checking, for example, how much advertisers
are willing to pay for delivering ads to visitors who read
specific content. (b) Expected revenues from delivering ads
based on a keyword searched by the visitor 10 can be calculated
by checking, for example, how much advertisers are willing to
pay for each click on an ad related to the keyword for which the
visitor searched and multiplying that price per click by an
assumed click-through rate on ads related to the searched-for
keyword, up to 14 days after the visitor’s search.

Id. at col. 8, 11. 11-23. Next, BT company 30 selects a media property, such
as second media property 40, for delivery of an advertisement based on a
calculated expected profit for doing so, using various equations disclosed in
the *139 patent. /d. at col. 6, 1. 63—col. 7, 1. 39, col. 8, 11. 30-36.
BT company 30 then arranges for user 10 to be tagged with a tag (e.g.,
a cookie) readable by second media property 40 (e.g., by placing the tag
itself or redirecting user 10 to second media property 40 with a request for it
to tag user 10). Id. at col. 8, 11. 32-46.

Later, when user 10 visits second media property 40’s ad space and is
recognized via the tag, second media property 40 redirects user 10 to
BT company 30 so that BT company 30 can serve the advertisement, “which
will appear with the media content . . . requested by” user 10. Id. at col. 8,

1. 64—col. 9, 1. 3. BT company 30 pays second media property 40 to use its
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ad space to deliver the advertisement, receives payment from the advertiser
for delivering the advertisement, and derives a profit, for example, because
the former amount was determined to be less than the latter amount (in the
expected profit calculation). Id. at col. 6, 1. 63—col. 7, 1. 39, col. 9, 1. 27-64.

Finally, the *139 patent states that although the description illustrated
above “focuses on profit calculation that takes into account expected
revenues from delivery of an ad based on a collected profile, media property
ad space cost and other costs, other parameters beyond costs and revenues
might be taken into account.” Id. at col. 12, 1. 32-36. The *139 patent also
describes a time-based condition for display of advertisements:

Given that some kind[s] of profiles such as behavioral profiles
are time-sensitive (in other words, their value diminishes with
time), the BT company 30—in addition to arranging the
placement of a tag readable by the second media property 40,
50—may also provide the second media property 40 . . . (via
the tag, for example) with a time period within which the BT
company 30 will agree to deliver ads to the profiled visitor 10
within the ad space of the second media property 40 . . . .

Id. at col. 10, 11. 22-29.

B. Illustrative Claim
Claim 1 of the *139 patent recites:

1. A method of directing electronic advertisements,
performed by a computer system comprised of one or more
computers, the method comprising:

for each of a multitude of different electronic visitors to a
first media property:

(a) automatically with the computer system
directing, to a third-party server computer controlling
advertising space on a second media property, indicia of
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a condition for display of an advertisement, which
condition relates specifically to an electronic visitor; and

(b) automatically with the computer system
electronically authorizing the server computer to ’
automatically cause display of an advertisement, to the
electronic visitor when the electronic visitor visits the
second media property at a time after the .electronic
visitor visits the first media property, subject to
determining that the condition has been met;

(c) wherein the act of authorizing in part (b) is
based on information indicating at least one of a plurality
of profile attributes possibly applicable to the electronic
visitor, which indicated profile attribute or attributes was
received by the computer system as a result of the
electronic visitor visiting the first media property; and

(d) wherein the advertisement is correlated with
the indicated profile attribute or attributes.

C. The Asserted Ground
Petitioner challenges claims 1, 4, 7, 9, 12, and 13 of the *139 patent®

on the ground that the claims do not rccitc patent-cligible subjcct matter
under 35 U.S.C. § 101.

D. Claim Interpretation
The Board interprets claims in an unexpired patent using the “broadest .
reasonable construction in light of the specification of the patent in which
[they] appear[].” 37 C.F.R. § 42.300(b); see ‘also Cuozzo Speed Techs., LLC
v. Lee, 136 S. Ct. 2131, 214446 (2016) (upholding the use of the broadest

reasonable interpretation standard). Under this standard, we interpret claim |

3 As explained above, Patent Owner disclaimed claim 2.

6
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terms using “the broadest reasonable meaning of the words in their ordinary
usage as they would be understood by one of ordinary skill in the art, taking
into account whatever enlightenment by way of definitions or otherwise that
may be afforded by the written description contained in the applicant’s
specification.” In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997).

We presume that claim terms have their ordinary and customary meaning.
See Trivascular, Inc. v. Samuels, 812 F.3d 1056, 1062 (Fed. Cir. 2016)
(“Under a broadest reasonable interpretation, words of the claim must be
given their plain meaning, unless such meaning is inconsistent with the
specification and prosecution history.”); In re Translogic Tech., Inc.,

504 F.3d 1249, 1257 (Fed. Cir. 2007) (“The ordinary and customary
meaning is the meaning that the term would have to a person of ordinary
skill in the art in question.” (internal quotation marks omitted)). A patentee,
however, may rebut this presumption by acting as his own lexicographer,
providing a definition of the term in the specification with “reasonable
clarity, deliberateness, and precisidn.” In re Paulsen, 30 F.3d 1475, 1480
(Fed. Cir. 1994). Petitioner provides proposed interpretations for two claim
terms, “condition” and “advertisement,” both of which Patent Owner

disputes. See Pet. 18-32; Prelim. Resp. 24-36.

1. “Condition™
Claim 1 recites (emphases added):

(a) automatically with the computer system directing, to a
third-party server computer controlling advertising space on a
second media property, indicia of a condition for display of an
advertisement, which condition relates specifically to an
electronic visitor; and
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(b) automatically with the computer system electronically
authorizing the server computer to automatically cause display
of an advertisement, to the electronic visitor when the electronic
visitor visits the second media property at a time after the
electronic visitor visits the first media property, subject to
determining that the condition has been met;

Claims 19 and 37 include similar limitations.

Petitioner argues that “condition” should be interpreted to mean
“profitability criteria” for two reasons. Pet. 20-28. First, Petitioner
contends that the statement in the Specification that “the present invention
relates to electronic advertisement placement based on expected profit from
the placement” characterizes the present invention as “targeting
advertisements based on profitability.” Id. at 21-22 (quoting Ex. 1001,
col. 1, 11. 22-24). Second, according to Petitioner, the Specification defines
the term by implica{tion because it “consistently and repeatedly indicates that
advertisements are only displayed when profitable.” Id. at 22-28. Petitioner
points to the title of the *139 patent (“Media Properties Selection Method
and System Based on Expected Profit From Profile-Based Ad Delivery”)
and various descriptions in the Specification of: calculating expected
revenues and profit. /d. at 22-24 (citing, inter alia, Ex. 1001, col. 6,

1. 63—col. 7, L. 10, Figs. 1 (steps 2000 and 3000), 2 (steps 400 and 500);

Ex. 1002 99 67-69). Petitioner also argues that the Specification
“disparages the prior art for failing to adequately consider profitability when
targeting advertisements.” Id. at 25 (citing, inter alia, Ex. 1001, col. 5,

1. 43—col. 6, 1. 8; Ex. 1002  70). .

Patent Owner responds that “condition” is not limited to criteria based
on profitability, as it also can be, for example, a time-based condition. |

Prelim. Resp. 24-29. Patent Owner relies on certain dependent claims and
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portions of the Specification disclosing other types of conditions, as well as
the prosecution histories of the 139 patent and its parent applications, where
the applicant allegedly broadened the claims beyond profitability-based
conditions. Id. at 25-27.

We agree with Patent Owner. The Specification does not include an
express definition for the claim term “condition” or otherwise indicate that
the inventor was acting as a lexicographer and limited the term to only
criteria based on profitability. The “present invention” statement cited by
Petitioner appears in the “Field of the Invention” portion of the
Specification, and merely introduces the general field of what is disclosed.
See Ex. 1001, col. 1, 11. 20—24. We are not persuaded that it limits the scope
of the claims, particularly given that it is not tied to any “condition,” and the
claims do not recite any limitations regarding profit or expected profit.

Further, although the Specification includes various descriptions of
placing advertisements based on profitability that is not the only condition
for displaying an advertisement that is disclosed. The Specification states
that because “some kind[s] of profiles such as behavioral profiles are
time-sensitive (in other words, their value diminishes with time),” the
BT company may provide “a time period within which the BT company 30
will agree to deliver ads to the profiled visitor 10 within the ad space of the
second media property 40.” Id. at col. 10, 1. 22-29. Thus, the Specification
discloses at least two examples of conditions—one based on whether
placement of the advertisement will be profitable, and one based on the time
period in which the advertisement would be displayed after receiving

information about the user.
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This is reflected in the dependent claims. Claims 2, 20, and 38 recite
the profitability-based condition: “the condition for display of the
advertisement is that a price charged by the second media property is less
than a profile-attribute-dependent price that an advertiser is willing to pay
for display of the advertise'rnent.” Claims 18, 36, and 54 recite the following
time-based condition: “the condition is a specified time period after
receiving profile-attribute information about the electronic visitor.”
Petitioner argues that the time-based condition in the dependent claims is
still “rooted in profitability,” based on the Specification’s statement that
certain profiles are time-sensitive, because “their value diminishes with
time.” Pet. 27-28 (quoting Ex. 1001, col. 10, 1. 23-25). Regardless of the
underlying motivation for using a particular type of condition, though, the
actual condition disclosed in the Specification, and recited in the dependent
claims, is a “time period,” which is time-based, not profitability-based as
Petitioner contends. See Ex. 1001, col. 10, 11. 22-29, claims 18, 36, 54,
Prelim. Resp. 25-27.

The Specification suggests that other types of conditions are possible
as well, specifically noting that “other parameters beyond costs and revenues
might be taken into account.” Ex. 1001, col. 12, 1. 32-36. For example, “an
advertiser might insist that its ads appear on media properties that have
certain content and not on other media properties,” or “a media property
might not agree to show ads from a certain category.” Id. at col. 12,

1l. 36—41. Petitioner attempts to discount this language by arguing that the
parameters are in addition to profitability, not substitutes for profitability.

Pet. 22 n.5. We are unpersuaded, however, as the Specification refers to

10
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them as “other,” not “additional,” parameters. See Ex. 1001, col. 12,
11. 32-36.

Finally, we agree with Patent Owner that the prosecution histories of
the *139 patent and its parent applications also support its position. See
Prelim. Resp. 25-26. The original application in the chain of continuation
applications leading to the *139 patent, U.S. Patent Application
No. 11/763,286, included claims reciting determining “revenue” and
authorizing display of an advertisement “for a price that does not exceed a
price cap that is a selected amount less than the revenue available for display
of the advertisement.” Ex. 1007, 301. During prosecution of the next
application in the chain, U.S. Patent Application No. 12/823,709, the
applicant stated that it was “remov[ing] the step . . . of determining the
revenue and the ‘price cap’” and “instead generaliz[ing] the concept by
inserting the limitation that the authorizing is performed ‘subject to a

299

visitor-specific condition for display of the advertisement,’” arguing that the:
claims resulting from the “broadening amendment” should still be patentable
because the prior art does not disclose authorizing subject to “any
condition.” Ex. 1008, 207 (emphases omitted). The applicant also cited as
support the same portions of the Specification quoted above regarding
time-based and “other” types of conditions. /d. at 208. Patent Owner made
similar arguments during prosecution of the subsequent application that
issued as the *139 patent, U.S. Patent Application No. 13/491,454, as well.
See Ex. 1009, 125 n.1, 196 n.2 (noting the two types of conditions recited in
the dependent claims); see also Ex. 1009, 116 (Examiner stating that the

“condition” claim language is “substantially broad). Thus, contrary to

Petitioner’s position that “condition” is limited to profitability criteria, we

11
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find that the prosecution histories of the 139 patent and its parent
applications demonstrate an intent to broaden the types of conditions being
claimed. .

The written description and dependent claims of the *139 patent, as
well as the cited prosecution histories, when considered collectively,
demonstrate that “condition” is not limited to profitability criteria. On this
record, applying the broadest reasonable interpretation of the claims in light
of the Specification, we do not interpret “condition” as limited to criteria

baséd on profitability and conclude that it may be, for example, based on

time instead. No further interpretation is necessary.

2. “Advertisement”

‘Claim 1 recites “display of.an advertisement, to the electronic visitor
when the electronic visitor visits the second media property” where “the
advertisement is correlated with the indicated profile attribute or attributes”
(emphases added). Claims 19 and 37 include similar limitations.

Petitioner argues that “advertisement” should be interpreted to mean
“paid announcement,” because “the central focus of the 139 [p]atent is to
ensure that a BT company profits from targeted advertisements,” and the
Specification “consistently and repeatedly indicates that an advertiser pays
the BT company, and the BT company pays a media property, for delivering
advertisements.” Pet. 28-32. Patent Owner disagrees. Prelim. Resp. 29-36.

Again, we are persuaded that Petitioner’s proposed interpre;ation is
too narrow and improperly reads into the claims a limitation from the
Specification. First, the claim language itself imposes no condition on the

recited “advertisement.” There is no adjective modifying the term (e.g.,

12
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“paid” or “unpaid”), whereas Petitioner’s proposed interpretation reads in a
qualification to the type of “advertisement.” Second, the ordinary meaning
of “advertisement” is not limited to paid announcements. Although many
advertisements are paid for, certainly there exist types of advertisements that
are disseminated without charge, such as public service announcements.
A dictionary definition submitted by Patent Owner confirms that fact. See
Ex. 2001, 20 (defining “advertisement” as “a public notice or announcement,
usually paid for, as of things for sale, needs, etc.” (emphasis added)). The
dictionary definitions submitted by Petitioner do not support its position, as
they merely indicate that a paid announcement is an example of an
“advertisement,” not that the term is limited to such types of announcements.
See Pet. 31; Ex. 1005, 20 (“[a] notice, such as a poster or a paid
announcement in the print, broadcast, or electronic media, designed to attract
public attention or patronage” (emphasis added)); Ex. 1006, 20 (“[a] notice,
such as a poster, newspaper display, or paid announcement in the electronic
media to attract public attention or patronage” (emphasis added)). Third, the
Specification of the *139 patent does not include an express definition of the
term, and instead discloses merely exemplary embodiments where various
entities purchase ad space and receive funds for the display of
advertisements. See, e.g., Ex. 1001, col. 6,1. 47—col. 7, L. 39 (“Description
of Preferred Exemplary Embodiments™), col. 9, 1. 27—64. Petitioner does
not point to—and we do not see—any language in the Specification
indicating that the term is defined to require payment in all circumstances.
On this record, applying the broadest reasonable interpretation of the

claims in light of the Specification, we do not interpret “advertisement” as

13
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limited to being a paid announcement, and conclude that no further

interpretation is necessary.

II. DISCUSSION

Section 18 of the Leahy-Smith America Invents Act, Pub. L.

No. 112-29, 125 Stat. 284 (2011) (“AIA”), provides for the creation of a
transitional program for reviewing covered business method patents, and
limits reviews to persons or their privies that have been sued or charged with
infringement of a “covered business method patent,” which does not include
patents for “technological inventions.” AIA §§ 18(a)(1)(B), 18(d)(1); see
37 CF.R. § 42.302. Petitioner bears the burden of demonstrating that the
’139 patent is a covered business method patent. See 37 C.F.R. § 42.304(a).
For the reasons explained below, Petitioner has not demonstrated that the
"139 patent is a covered business method patent.

A “covered business method patent” is “a patent that claims a method
or corresponding apparatus for performing data processing or other
operations used in the practice, administration, or management of a financial
product or service, except that the term does not include patents for
technological inventions.” AIA § 18(d)(1) (emphasis added); see 37 C.F.R.
§ 42.301(a). The Federal Circuit has limited the scope of covered business
method (CBM) patent review as follows:

CBM patents are limited to those with claims that are directed
to methods and apparatuses of particular types and with
particular uses “in the practice, administration, or management
of a financial product or service.” The patent for a novel
lightbulb that is found to work particularly well in bank vaults
does not become a CBM patent because of its incidental or
complementary use in banks. Likewise, it cannot be the case

14
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that a patent covering a method and corresponding apparatuses
becomes a CBM patent because its practice could involve a
potential sale of a good or service. All patents, at some level,
relate to potential sale of a good or service. Take, for example,
a patent for an apparatus for digging ditches. Does the sale of
the dirt that results from use of the ditch digger render the
patent a CBM patent? No, because the claims of the
ditch-digging method or apparatus are not directed to
“performing data processing or other operations” or “used in
the practice, administration, or management of a financial
product or service,” as required by the statute. It is not enough
that a sale has occurred or may occur, or even that the
specification speculates such a potential sale might occur.

Unwired Planet, LLC v. Google Inc., 841 F.3d 1376, 1382 (Fed. Cir. 2016)
(citations omitted); see also Secure Axcess, LLC v. PNC Bank Nat’l Ass n,
848 F.3d 1370, 1381 (Fed. Cir. 2017) (“Necessarily, the statutory definition
of a CBM patent requires that the patent have a claim that contains, however
phrased, a financial activity element.”), reh’g en banc denied, 859 F.3d 998
(Fed. Cir. 2017); Blue Calypso, LLC v. Groupon, Inc., 815 F.3d 1331, 1340
(Fed. Cir. 2016) (approving of prior Board decisions that “properly
focuse[d] on the claim language at issue and, finding nothing explicitly or
inherently financial in the construed claim language, decline[d] to institute
CBM review,” and finding that the challenged patent was eligible for review
because the claims recited “an express financial component in the form of a
subsidy” that was “central to the operation of the claimed invention™);
Versata Dev. Grp., Inc. v. SAP Am., Inc., 793 F.3d 1306, 1325 (Fed. Cir.
2015) (stating that “the definition of ‘covered business method patent’ is not
limited to products and services of only the financial industry” and “on its
face covers a wide range of finance-related activities”). A patent need have

only one claim directed to a covered business method to be eligible for
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review. Transitional Program for Covered Business Method Patents-—

Definitions of Covered Business Method Patent and Technological

Invention; Final Rule, 77 Fed. Reg. 48,734, 48,736 (Aug: 14, 2012).
Petitioner cites six claims of the 139 patent in support of its argument .

that the 139 patent is a covered business method patent: dependent claims

2, 20, and 38, and independent claims 1, 19, and 37. Pet. 32-38.

A. Dependent Claims 2, 20, and 38

Patent Owner statutorily disclaimed claims 2, 20, and 38. See Prelim.
Resp. 36; Ex. 3001. For purposes of establishing covered business method
patent review eligibility, we treat the 139 patent as though these claims
never existed. See Facebook, Inc. v. Skky, LLC, Case CBM2016-00091,
slip op. at 4-8 (PTAB Sept. 28, 2017) (Paper 12). Petitioner’s arguments
fegarding claims 2, 20, and 38, therefore, are not persuasive. See Pet.
33-34.

B. Independent Claims 1, 19, and 37-

Petitioner’s arguments regarding independent claims 1, 19, and 37 are
premised entirely on its proposed interpretations of the claim terms
“condition” and “advertisement.” See Pet. 34-36. Specifically, Petitioner
argues that “condition” means “profitability criteria” and, therefore, the
claims “require determining that a profitability criteria has been met, which
relates to monetary matters.” Id. at 34-35 (citing Ex. 1002 9§ 79). Likewise,
Petitioner contends that “advertisement” means “paid announcement” and

“[pJaying for announcements . . . is an electronic sale of a good or service
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that falls squarely in the definition of ‘finance-related activities.”” Id. at
35-36 (citing Ex. 1002 § 80).

As explained above, we disagree with both of Petitioner’s proposed
interpretations. See supra Section I.D. Given their broadest reasonable
interpretation in light of the Specification, the recited “condition” is not
limited to profitability criteria (e.g., it can be a time-based condition) and the
recited “advertisement” need not be a paid announcement. /d. Thus,
independent claims 1, 19, and 37 do not recite any financial activity element.
Claim 1, for example, recites (emphases added) a method of directing
electronic advertisements comprising:

(a) automatically with the computer system directing, to a
third-party server computer controlling advertising space on a
second media property, indicia of a condition for display of an
advertisement, which condition relates specifically to an
electronic visitor; and

(b) automatically with the computer system electronically
authorizing the server computer to automatically cause display
of an advertisement, to the electronic visitor when the electronic
visitor visits the second media property at a time after the
electronic visitor visits the first media property, subject to
determining that the condition has been met;

(d) wherein the advertisement is correlated with the
indicated profile attribute or attributes.

As used in claim 1, “condition” and “advertisement” are generic,
context-neutral terms, without any express or implicit connection to
financial products or services. Although Internet advertising often involves
one or more entities paying for, and being paid for, delivering an
advertisement, the fact that a sale has occurred or may occur is not enough

when the challenged claims neither recite a sale nor are otherwise directed to
17
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the practice, administration, or management of a'financial product or service.
' See Unwired Planet, 841 F.3d at 1379, 1382. Further, the fact that the
Specification discloses various embodiments in which the “condition” is
based on profitability and the “advertisement” is paid is not sufficient. Our
focus is on what the *139 patent claims, not solely the exemplary
embodiments described in the Specification. See Secure Axcess, 848 F.3d at
1378-79 (“the written description alone cannot substitute for what may be
missing in the patent ‘claims,” and therefore does not in isolation determine
CBM status”). Petitioner’s arguments are not persuasive, given the generic

claim language and non-limiting disclosure in the Specification cited above.*

C. Conclusion

For the foregoing reasons, based on the record presented and
particular facts of this proceeding, Petitioner has not established that the
’139 patent claims a method or apparatus for performing data processing or
other operations used in the practice, adminisﬁation, or management of a
financial product or service. Therefore, the *139 patent does not qualify as a
“covered business method patent” under § 18(d)(1) of the AIA, and we do
not institute a covered business method patent review on the asserted ground

as to any of the challenged claims.

4 Petitioner also argues that the Specification of the 139 patent “makes
plain” that the ’139 patent meets the financial product or service
requirement, but “acknowledges that this argument is inconsistent with the
Federal Circuit’s language in Secure Axcess” and states that it “submits this
argument for the Board’s consideration should the Federal Circuit or
Supreme Court overrule or modify the Secure Axcess decision.” Pet. 37-38
& n.8. As Secure Axcess has not been overruled, we do not consider this
argument.
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III. ORDER
In consideration of the foregoing, it is hereby:

ORDERED that the Petition is denied as to all challenged claims of
the *139 patent.

PETITIONER:

James M. Glass

John T. McKee

Ognjen Zivojnovic

QUINN EMANUEL URQUHART & SULLIVAN, LLP
jimglass@quinnemanuel.com
johnmckee@quinnemanuel.com
ogizivojnovic@quinnemanuel.com

PATENT OWNER:

Louis J. Hoffman

LOUIS J. HOFFMAN, P.C.
donald@valuablepatents.com
Justin J. Lesko

LAW OFFICES OF STEVEN G. LISA, LTD.
justinlesko@patentit.com
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Case

AO 120 (Rev. 08/10)

£:21-cv-00878-ADA  Document 3

Filed 0B/20/21 Page lofl

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
8/20/2021 Western District of Texas

PLAINTIFF DEFENDANT

ALMONDNET, INC. ROKU, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,244,582 8/4/2012 ALMONDNET, INC.

2 8,959,146 2/17/2015 ALMONDNET, INC.

3 8,671,139 3/11/2014 ALMONDNET, INC.

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director
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Copy 3—Upon termination of action, mail this copy to Director

Copy 4—Case file copy



Case 6:2L-ov-00881-A0A Document 3 Filed 08/26/21 Page 1ot L

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
8/26/2021 Western District of Texas
PLAINTIFF DEFENDANT

ALMONDNET, INC., and INTENT IQ, LLC

SAMSUNG ELECTRONICS CO., LTD.; SAMSUNG
ELECTRONICS AMERICA, INC.; ADGEAR
TECHNOLOGIES INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,979,307 7/12/2011 ALMONDNET, INC.

2 8,200,822 6/12/2012 ALMONDNET, INC.

3 8,244,582 8/14/2012 ALMONDNET, INC.

4 8,566,164 10/22/2013 INTENTIQ, LLC

5 8,671,139 3/11/2014 ALMONDNET, INC.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,677,398 3/18/2014 INTENTIQ, LLC

2 8,959,146 2/17/2015 ALMONDNET, INC.

3 10,321,198 6/11/2019 INTENTIQ, LLC

4 10,715,878 7/14/2020 INTENTIQ, LLC

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 3—Upon termination of action, mail this copy to Director
Copy 4—Case file copy

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director
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Case 6:2L-ov-00888-A0A Document 3 Filed 0B/27/21 Page 1otk

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
8/27/2021 Western District of Texas
PLAINTIFF DEFENDANT

ALMONDNET, INC., and INTENT IQ, LLC FACEBOOK, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 7,822,639 10/26/2010 ALMONDNET, INC.
2 7,979,307 7/12/2011 ALMONDNET, INC.
3 8,244,582 8/14/2012 ALMONDNET, INC.
4 8,244,586 8/14/2012 ALMONDNET, INC.
5 8,671,139 3/11/2014 ALMONDNET, INC.
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 8,677,398 3/18/2014 INTENTIQ, LLC
2 8,775,249 7/8/2014 ALMONDNET, INC.
3 8,959,146 2/17/2015 ALMONDNET, INC.
4 9,508,089 11/29/2016 ALMONDNET, INC.
5 9,830,615 11/28/2017 ALMONDNET, INC.

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 6:2L-ov-00887-A0A Document 3 Filed 0B/27/21 Page 1ot it

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
8/27/2021 Western District of Texas
PLAINTIFF DEFENDANT

ALMONDNET, INC., and INTENT IQ, LLC MICROSOFTCORPORATION

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 7,822,639 10/26/2010 ALMONDNET, INC.
2 7,979,307 7/12/2011 ALMONDNET, INC.
3 8,244,582 8/14/2012 ALMONDNET, INC.
4 8,244,586 8/14/2012 ALMONDNET, INC.
5 8,671,139 3/11/2014 ALMONDNET, INC.
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 8,677,398 3/18/2014 INTENTIQ, LLC
2 8,775,249 7/8/2014 ALMONDNET, INC.
3 8,959,146 2/17/2015 ALMONDNET, INC.
4 9,508,089 11/29/2016 ALMONDNET, INC.
5 9,830,615 11/28/2017 ALMONDNET, INC.

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 6:21-ov-00888-A0A  Document 3

AO 120 (Rev. 08/10)

-~

Fied 08/27/21

Page lof i

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
8/27/2021 Western District of Texas
PLAINTIFF DEFENDANT

ALMONDNET, INC., and INTENT IQ, LLC

AMAZON.COM, INC.; AMAZON.COM SERVICESLLC;
AND AMAZON WEB SERVICES,INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 7,822,639 10/26/2010 ALMONDNET, INC.
2 7,979,307 7/12/2011 ALMONDNET, INC.
3 8,244,582 8/14/2012 ALMONDNET, INC.
4 8,244,586 8/14/2012 ALMONDNET, INC.
5 8,671,139 3/11/2014 ALMONDNET, INC.
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 8,677,398 3/18/2014 INTENTIQ, LLC
2 8,775,249 7/8/2014 ALMONDNET, INC.
3 8,959,146 2/17/2015 ALMONDNET, INC.
4 9,508,089 11/29/2016 ALMONDNET, INC.
5 9,830,615 11/28/2017 ALMONDNET, INC.

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK

(BY) DEPUTY CLERK

DATE

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 3—Upon termination of action, mail this copy to Director

Copy 4—Case file copy
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Disclaimer

8,671,139 B2 - Roy Shked, New York (US). MEDIA PROPERTIES SELECTION METHOD AND SYSTEM
BASES ON EXPECTED PROFIT FROM PROFILE-BASED AD DELIVERY. Patent dated March 11, 2014.
Disclaimer filed September 13, 2017, by the inventor.

I hereby disclaim the following complete claims 2, 20 and 38 of said patent.
(Official Gazette, September 6, 2022)
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Trals@uspto.goy Paper9
Tel: 571-272-7822 Entered: January 30, 2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION,
Petitioner,

V.

ALMONDNET,INC.,
Patent Owner.

[PR2022-01319
Patent 8,671,139 B2

Before THOMAS L. GIANNETTI, CHARLES J. BOUDREAU, and
SCOTT B. HOWARD, Administrative Patent Judges.

GIANNETTI, Administrative Patent Judge.

DECISION
Denying Institution of /nter Partes Review
3IJ5US.C.§314
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[. INTRODUCTION
Microsoft Corporation (“Petitioner”) filed a Petition (Paper 1, “Pet.”)

requesting inter partes review of claims 37, 40-43,45-51, 53, and 54 (the
“challenged claims™) of U.S. Patent No. 8,671,139B2 (Ex. 1001, “the
139 patent”). AlmondNet, Inc. (“Patent Owner”)filed a Preliminary
Response (Paper 6, “Prelim. Resp.”).

The Board has discretion to determine whether to institute inter partes
review. See35 U.S.C. §314 (2018);37C.F.R. §42.4(a)(2022). Under
35 U.S.C. §325(d), “in determining whether to institute [infer partes
review], the Director may take into account whether, and reject the petition
or request because, the same or substantially the same prior art or arguments
previously were presented to the Office.”

For the reasons stated below, we determine that the same or
substantially the same prior art or arguments previously were presented to
the Office and Petitioner has failed to show error in the consideration of that
art or argument. Advanced Bionics, LLCv. Med-El Elektromedizinische
Gerdte GmbH,IPR2019-01469, Paper 6 at 89 (PTAB Feb. 13, 2020)

(precedential). We, therefore, deny institution of inter partes review.

II. BACKGROUND
A. Related Matters
The parties identify the following district court proceeding involving
the *139 patent: A/mondNet, Inc. v. Microsofi Corp., No. 6:21-cv-00897
(W.D.Tex.). Pet.5;Paper7, 1.
The 139 patent is mvolved in several other district court proceedings

including;
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AlmondNet, Inc. v. Samsung Electronics Co., No. 3:22-cv-07515
(N.D. Cal.);

AlmondNet, Inc. v. Meta Platforms, Inc.,No. 4:22-cv-08911 (N.D.
Cal.);

AlmondNet, Inc. v. Roku, Inc., No. 1:22-cv-01540(D. Del.);

AlmondNet, Inc. v. Amazon.com, Inc.,No. 6:21-cv-00898 (W.D.
Tex.).

Paper7, 1.

Petitioner identifies the following proceeding previously before the
Board involving the *139 patent: CBM2017-00058 (institution denied).
Pet. 6. The parties identify [PR2022-01262, in which another petitioner
(Meta Platforms, Inc.) challenges the *139 patent. Pet. 6; Paper7, 1.

B. Real Parties-in-Interest

Petitioner identifies Microsoft Corporation as the real party-in-
interest. Pet. 5. PatentOwner identifies AlmondNet, Inc. as the real party-
in-interest. Paper 7, 1. At this stage, neither party challenges those

identifications.

C. The 139 Patent (Ex. 1001)

The 586 patent is titled “Media Properties Selection Method and
System Based on Expected Profit from Profile-Based Delivery.” Ex. 1001,
(54). The patent discloses “profile-based behavioral targeting advertisement
placement methods.” /d. at 1: 20-21.

According to the patent, behavioral targeting (BT ) companies
“specialize in targeting ads based on observed behavior of sites’ visitors.”

1d. at 1:63-66. BT companies or media properties (e.g., web sites) may
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track the “observed behavior” of a particular visitor, which the 139 patent

refers to as “profile information” about the visitor. /d. at 3:34-48, 4:38-43.

Figure 3 of the *139 patent follows:

ooy, FERST BAETRA
- 38 S| proegeTyy
PROFILE SUFPLIER
{E.G.. BITE SERVER]

R

B CURena
SERVER

_tw Hie
. METERNET el
*{OR OTHER MEOW] >
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AR SPACE [ ELRN
OR BIYE 2 ‘

FIG. 3

Figure 3 is a schematic of an exemplary embodiment. Ex. 1001, 6:43—45.
As shown in Figure 3, first media property/profile supplier 20 receives a
request (e.g., for a web page) from user 10 and redirects user 10 to BT
company 30 “along with the visitor’s profile.” /d. at 7:40-53.

BT Company 30 recognizes and categorizes various types of
information regarding the interaction between user 10 and profile supplier
20, such as “the content read by the user 10, the category to which the
content read by the user 10 belongs, [or] the keyword searched for by the
user.” Id. at 7:55-8:8. BT company 30 then “calculates . . . expected

4
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revenues from delivering ads based on the collected profile” for user 10. /d.
at 8:9-11.

Next, BT company 30 selects a media property, such as second media
property 40, for delivery of an advertisement based on a calculated expected
profit for doing so, using various equations disclosed in the *139 patent. /d.
at 6:63-7:39, 8:30-36. BT company 30 then arranges for user 10 to be
tagged with a tag(e.g., a cookie) readable by second media property 40 (e.g.,
by placing the tag itself or redirecting user 10 to second media property 40
with a request for it to tag user 10). /d. at 8:32-46.

Later, when user 10 visits second media property 40’s ad space and is
recognized via the tag, second media property 40 redirects user 10 to BT
company 30 so that BT company 30 can serve the advertisement, “which
will appear with the media content . . . requested by” user 10. /d. at 8:64—
9:3.

BT company 30 pays second media property 40 to use its ad space to
deliver the advertisement, receives payment from the advertiser for
delivering the advertisement, and derives a profit, for example, because the
former amount was determined to be less than the latter amount (in the

expected profit calculation). /d. at 6:63-7:39, 9:27-64.

D. lustrative Claim
The Petition challenges claims 37,40-43,45-51, 53, and 54, of which

claim 37 is the only independent claim. Claim 37 is illustrative of the
claimed subject matter and is reproduced below:

37. A system comprising one or more computers
programmed to implement a method of directing electronic
advertisements, the method comprising:
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for each of a multitude of different electronic visitors to a first
media property:

(a) automatically directing, to a third-party server
computer controlling advertising space on a second media
property, indicia of a condition for display of an advertisement,
which condition relates specifically to an electronic visitor; and

(b) automatically electronically authorizing the server
computer to automatically cause display of an advertisement, to
the electronic visitor when the electronic visitor visits the
second media property at a time after the electronic visitor visits
the first media property, subject to determining that the
condition has been met;

(c) wherein the act of authorizing in part (b) is based on
information indicating at least one of a plurality of profile
attributes possibly applicable to the electronic visitor, which
indicated profile attribute or attributes was received by the
system comprising one or more computers as a result of the
electronic visitor visiting the first media property; and

(d) wherein the advertisement is correlated with the
indicated profile attribute or attributes.

Ex. 1001, 16:35-59.

E. Prior Art References and Other Evidence
Petitioner relies on the following references (Pet. 10):

1. U.S. Patent9,928,522 B2 (Dec. 17,2004) (Ex. 1007,
“Beyda”);

2. U.S. Patent7,039,699B1 (May 2, 2000) (Ex. 1008,
“Narin™).

In addition to these references, Petitioner relies on a Declaration of

Dr. Don Turnbull. Ex. 1002 (“Turnbull Decl.”).
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F. The Asserted Grounds of Unpatentability
Petitioner asserts the following grounds of unpatentability. Pet. 7-8.

37,40-43,45-51,53, 54 102 Beyda

53 103(a) Beyda, Narin

I1I. PATENT OWNER’S REQUEST FOR DENIAL OF THE PETITION
UNDER 35 U.S.C. §325(D)

A. Background
Patent Owner asks the Board to deny the Petition under 35 U.S.C.

§ 325(d) because “the same prior art or arguments were previously
considered by the Office.” Prelim. Resp. 10. Specifically, Patent Owner
asserts that the prior art relied on by Petitioner in all of its challenges,
namely, Beyda, was considered during prosecution of the application for the
‘139 patent. Id. at 12—-13. Patent Owner contends that “on June7,2012,
Patent Owner submitted an IDS [Information Disclosure Statement]
containing the application that issued as the Beyda patent reference.” /d. at
13 (citing Ex. 1004, 352).% Further, Patent Owner asserts that “on August
25,2012, the Examiner indicated that he had considered the application,
placing a copy of the IDS in the file history with his initials next to Beyda

! Because the application from which the *139 patent issued was filed before
March 16, 2013, the pre-AlA (“America Invents Act”) version of §103
applies. Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat.
284, 285-88(2011).

2 Unless otherwise indicated, citations to exhibits use the page numbers
assigned by the parties, not the original page numbers.

7
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and signature at the bottom of the document.” /d. (citing Ex. 1004, 295).
Patent Owner concludes that “the Examiner therefore considered Beyda
during prosecution.” /d.

Patent Owner also addresses Narin, which is cited in combination
with Beyda in Petitioner’s obviousness challenge to dependent claim 53. PO
Resp. 14. Patent Owner argues that “[b]ecause Beyda is the only reference
relied upon in the Petition’s analysis of independent claim 37, whether or not
the secondary reference Narin discloses certain limitations of dependent
claim 53 ... would have made no difference to the Examiner’s analysis, and
it 1s therefore unnecessary to evaluate the questions of what Narin discloses
or whether Narin was of record.” /d. Inaddition, Patent Owner asserts that
Narin is “cumulative of, and thus substantially the same as, art that was
previously considered by the Examiner,” namely, Vest (Ex. 2002). /d. at
16-17.

Anticipating Patent Owner’s argument under § 325(d), the Petition
asserts that “[t]his Petition does not raise §325(d) issues because it relies on
prior art references that were not substantively considered during the
prosecution of the 139 Patent, or in the prior CBM challenge (CBM2017-
00058).” Pet. 10. Petitioner provides no further argument or analysis on
this issue.

B. Analysis

Section 325(d) of 35 U.S.C. provides that the Director may elect not
to institute a proceeding if the challenge to the patent is based on matters
previously presented to the Office. Advanced Bionics, Paper6at7. Inan
analysis under § 325(d), the starting point is the two-part framework set

forth in Advanced Bionics: (1)determining whether the same or

8
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substantially the same art previously was presented to the Office or whether
the same or substantially the same arguments previously were presented to
the Office; and (2) if either condition of the first part of the framework 1s
satistied, determining whether the petitioner has demonstrated that the
Office erred in a manner material to the patentability of challenged claims.
1d. at 8.

We must also consider the non-exclusive factors as set forth in the
Board’s precedential decision in Becton, Dickinson and Co. v. B. Braun
Melsungen AG,IPR2017-01586,Paper 8 (PTAB Dec. 15,2017). These
factors from Becton, Dickinson “provide useful insight into how to apply the
framework™ under § 325(d). Advanced Bionics,Paper6 at9. These non-
exclusive factors include: (a) the similarities and material differences
between the asserted art and the prior art involved during examination;

(b) the cumulative nature of the asserted art and the prior art evaluated
during examination; (c¢) the extent to which the asserted art was evaluated
during examination, including whether the prior art was the basis for
rejection; (d) the extent of the overlap between the arguments made during
examination and the manner in which Petitioner relies on the prior art or
Patent Owner distinguishes the prior art; (¢) whether Petitioner has pointed
out sufficiently how the Examiner erred in its evaluation of the asserted prior
art; and (f) the extent to which additional evidence and facts presented in the
Petition warrant reconsideration of the prior art or arguments. Becton,
Dickinson,Paper 8 at 17-18. “If, after review of factors (a), (b), and (d), it
is determined that the same or substantially the same art or arguments

previously were presented to the Office, then factors (¢), (), and (f) relate to
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whether the petitioner has demonstrated a material error by the Office.”
Advanced Bionics,Paper6 at 10.

Here, Petitioner does not dispute Patent Owner’s evidence that Beyda
was previously presented to the Office. Ex. 1004, 295. Thus, the first
criterion of the Advanced Bionics framework (same art or arguments) is met.
Advanced Bionics, Paper 6 at 7-8 (“Previously presented art includes art
made of record by the Examiner and art provided to the Office by an
applicant, such as on an Information Disclosure Statement (IDS),”).

The second nquiry in the Advanced Bionics framework asks whether
the Petitioner has demonstrated that the Office erred in a manner material to
the patentability of challenged claims. Advanced Bionics, Paper 6 at 8-9.
As Patent Owner points out, “although the Petition admits that the Examiner
considered Beyda during prosecution, it fails to make any allegation
whatsoever that the Examiner erred (let alone erred in a material way) in his
consideration of Beyda.” Prelim. Resp. 18. Asto Narin, Patent Owner
argues that Petitioner “does not offer any explanation™ why that reference is
not “substantially the same” as art considered by the Examiner, “let alone
how or why the Examiner materially erred in considering that art to not be
invalidating.” Id.

We agree that Petitioner has failed to demonstrate that the Office
erred in its evaluation of the cited art. See Advanced Bionics,Paper 6 at 8-9
(“If a condition in the first part of the framework is satisfied and the
petitioner fails to make a showing of material error, the Director generally

will exercise discretion not to institute inter partes review.”).

10
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Here, the Beyda prior art that was before the Examiner during the
examination is identical to the art cited here.® There is no argument or
evidence before us that Beyda was concealed from the Examiner. The
Examiner ultimately made a determination that the claims were patentable.
Ex. 1004, 49,92. As cautioned by Advanced Bionics, “[i]f reasonable minds
can disagree regarding the purported treatment of the art or arguments, it
cannot be said that the Office erred in a manner material to patentability.”
Advanced Bionics,Paper6 at9. Advanced Bionics goes on to explain the
rationale for this rule: “At bottom, this framework reflects a commitment to
defer to previous Office evaluations of the evidence of record unless
material error is shown.” /d. Having considered the record presented by
Patent Owner and the absence of any substantive showing from Petitioner,
we are not persuaded of material Examiner error. Petitioner’s assertion that
the prior art references in the Petition “were not substantively considered
during the prosecution of the 139 Patent, or in the prior CBM challenge,”
without further explanation, is insufficient.

In summary, applying the two-part framework of Advanced Bionics,

we are persuaded to deny the Petition under 35 U.S.C § 325(d).

IV. CONCLUSION
We deny the Petition and do not institute trial as to any challenged

claims on the grounds stated in the Petition.

3 As Patent Owner points out, Petitioner does not dispute that the disclosure
in the Beyda published application (Ex. 2001) cited during examination 1s
the same as the Beyda patent (Ex. 1007) relied on in the Petition. Prelim.
Resp. 12 n.3 (citing Pet. 8; Ex. 1007, 1).

11
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V. ORDER
Upon consideration of the record before us, it 1s:

ORDERED that inter partes review of claims 37, 40-43,45-51, 53,
and 54 of'the *139 patent is denied and no trial is instituted.

12
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[. INTRODUCTION
Meta Platforms, Inc. (“Petitioner”) filed a Petition (Paper 2, “Pet.”)

requesting inter partes review of claims 37, 40-43,45-51, 53, and 54 (the
“challenged claims™) of U.S. Patent No. 8,671,139B2 (Ex. 1001, “the
139 patent”). AlmondNet, Inc. (“Patent Owner”)filed a Preliminary
Response (Paper 6, “Prelim. Resp.”).

The Board has authority to determine whether to institute inter partes
review. See35 U.S.C. §314 (2018);37C.F.R. §42.4(a)(2022). Under
35 U.S.C. § 314(a), we may not authorize an infer partes review unless the
information in the petition and the prelimiary response “shows that there is
a reasonable likelihood that the petitioner would prevail with respect to at
least 1 of the claims challenged in the petition.”

For the reasons stated below, we determine that Petitioner has not
established a reasonable likelihood that it would prevail with respect to any
claim challenged in the Petition. We therefore deny institution of inter

partes review.

II. BACKGROUND
A. Related Matters

The parties identify the following district court proceeding involving
the *139 patent: A/mondNet, Inc. v. Meta Platforms, Inc., No. 4:22-cv-
08911 (N.D. Cal.). Paper7,1.

The 139 patent is involved in several other district court proceedings,
including;

AlmondNet, Inc. v. Samsung Electronics Co., Ltd.,No. 3:22-cv-07515
(N.D. Cal.);

AlmondNet, Inc. v. Microsoft Corp.,No. 6:21-cv-00897 (W.D. Tex.);

2
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AlmondNet, Inc. v. Roku, Inc.,No. 1:22-cv-01540(D. Del.);

AlmondNet, Inc. v. Amazon.com, Inc.,No. 6:21-cv-00898 (W.D.
Tex.).

Paper7, 1.

Petitioner identifies the following proceeding previously before the
Board involving the *139 patent: CBM2017-00058 (institution denied).
Pet. 7. Patent Owner identifies [PR2022-01319, in which another petitioner
(Microsoft Corporation) challenges the *139 patent. Paper7, 1. The Board
has denied mstitution in [PR2022-01319. Microsoft Corp. v. AlmondNet,
Inc., IPR2022-01319, Paper 9 (PTAB Jan. 30, 2023).

B. Real Parties-in-Interest

Petitioner identifies Meta Platforms, Inc. as the real party-in-interest.
Pet. 7. Patent Owner identifies AlmondNet, Inc. as the real party-in-interest.
Paper7, 1. At this stage, neither party challenges those identifications.

Intent IQ, LLC is named in the Petition and is listed, along with
AlmondNet, Inc., as a plaintiff in Western District of Texas litigation
involving the *139 patent, but is not identified here as a real party-in-interest.
See Ex. 2002. We have, therefore, removed Intent IQ, LLC from the case
caption.

C. The ’139 Patent (Ex. 1001)

The *139 patent is titled “Media Properties Selection Method and
System Based on Expected Profit from Profile-Based Delivery.” Ex. 1001,
(54). The patent discloses “profile-based behavioral targeting advertisement
placement methods.” /d. at 1:20-21.

According to the patent, behavioral targeting (BT ) companies

“specialize in targeting ads based on observed behavior of sites’ visitors.”

3
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1d. at 1:63-66. BT companies or media properties (e.g., web sites) may

track the “observed behavior” of a particular visitor, which the 139 patent

refers to as “profile information” about the visitor. /d. at 3:34-48, 4:38-43.
Figure 3 of the 139 patent follows:

1?;':: Tﬁl » |y FIRST MEOW
NG P | | PROPERTE .
o : ] PROFILE SUPPLIER | V7 ¢
3 gﬁp&w {E., SITE SERVER)
.......................... ‘\ - Sl "
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o f T BTERNET Tt ¢ .
. QR OTHER MEDI 5 3
WS 50 USERMISITOR
50 e SR ;
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&L, E D] (AT NETWORK
T ADSPAGE || SeRVER -
b S8 2 i3 P 80

FIG. 3

Figure 3 is a schematic of an exemplary embodiment. Ex. 1001,
6:43—45. As shown in Figure 3, first media property/profile supplier 20
receives a request (e.g., fora web page) from user 10 and redirects user 10 to
BT company 30 “along with the visitor’s profile.” /d. at 7:40-54.

BT Company 30 recognizes and categorizes various types of
information regarding the interaction between user 10 and profile supplier
20, such as “the content read by the user 10, the category to which the
content read by the user 10 belongs, [or] the keyword searched for by the
user.” Id. at 7:55-8:8. BT company 30 then “calculates . . . expected
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revenues from delivering ads based on the collected profile” for user 10. /d.
at 8:9-11.

Next, BT company 30 selects a media property, such as second media
property 40, for delivery of an advertisement based on a calculated expected
profit for doing so, using various equations disclosed in the *139 patent. /d.
at 6:63-7:39, 8:30-36. BT company 30 then arranges for user 10 to be
tagged with a tag(e.g., a cookie) readable by second media property 40 (e.g.,
by placing the tag itself or redirecting user 10 to second media property 40
with a request for it to tag user 10). /d. at 8:32-46.

Later, when user 10 visits second media property 40’s ad space and is
recognized via the tag, second media property 40 redirects user 10 to BT
company 30 so that BT company 30 can serve the advertisement, “which
will appear with the media content . . . requested by” user 10. /d. at 8:64—
9:3.

BT company 30 pays second media property 40 to use its ad space to
deliver the advertisement, receives payment from the advertiser for
delivering the advertisement, and derives a profit, for example, because the
former amount was determined to be less than the latter amount (in the

expected profit calculation). /d. at 6:63-7:39, 9:27-64.

D. lustrative Claim
The Petition challenges claims 37,40-43,45-51, 53, and 54, of which

claim 37 is the only independent claim. Claim 37 is illustrative of the
claimed subject matter and is reproduced below:

37. A system comprising one or more computers
programmed to implement a method of directing electronic
advertisements, the method comprising:
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for each of a multitude of different electronic visitors to a first
media property:

(a) automatically directing, to a third-party server
computer controlling advertising space on a second media
property, indicia of a condition for display of an advertisement,
which condition relates specifically to an electronic visitor; and

(b) automatically electronically authorizing the server
computer to automatically cause display of an advertisement, to
the electronic visitor when the electronic visitor visits the
second media property at a time after the electronic visitor visits
the first media property, subject to determining that the
condition has been met;

(c) wherein the act of authorizing in part (b) is based on
information indicating at least one of a plurality of profile
attributes possibly applicable to the electronic visitor, which
indicated profile attribute or attributes was received by the
system comprising one or more computers as a result of the
electronic visitor visiting the first media property; and

(d) wherein the advertisement is correlated with the
indicated profile attribute or attributes.

Ex. 1001, 16:35-59.

E. Prior Art References and Other Evidence
Petitioner relies on the following references (Pet. vi, 9):
1. U.S. Patent6,285,987B1 (Sept. 4, 2001)
(Ex. 1003, “Roth™);

2. Robbin Zeff and Brad Aronson, “Advertising on the
Internet” (2d Ed. 1999) (Ex. 1004, “Zeft”);

3. U.S. Patent Pub. 2006/0069616 Al (Mar. 30, 2006)
(Ex. 1005, “Bau”); and

4. U.S.Patent7,299.195B1 (Nov. 20, 2007) (Ex. 1006,
“Tawakol”).
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In addition to these references, Petitioner relies on a Declaration of
Christopher M. Schmandt. Ex. 1002 (“Schmandt Decl.””). At this stage,

Patent Owner does not provide an expert declaration.

F. The Asserted Grounds of Unpatentability
Petitioner asserts the following grounds of unpatentability. Pet. 9.

37,40-42,45 ” ”Roth
46,48-51,53 Roth, Zeff
42,43 Roth, Bau
54 Roth, Tawakol
47 Roth, Zeff, Tawakol

IIT. ANALYSIS OF THE CHALLENGED CLAIMS
A. Obviousness
A claim is unpatentable under 35 U.S.C. § 103(a) if the differences

between the claimed subject matter and the prior art are such that the subject
matter, as a whole, would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which said subject matter
pertains. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007).

The question of obviousness is resolved on the basis of underlying

factual determinations, including: (1) the scope and content of the prior art;

! Because the application from which the *139 patent issued was filed before
March 16, 2013, the pre-AlA (“America Invents Act”) version of §103
applies. Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat.
284,285-88(2011).
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(2) any differences between the claimed subject matter and the prior art;

(3) the level of skill in the art; and (4) so-called “secondary considerations,”
including commercial success, long-felt but unsolved needs, failure of
others, and unexpected results. Graham v. John Deere Co.,383U.S. 1, 17—
18 (1966). At this stage, neither party has presented any evidence on the

fourth Graham factor.

B. Level of Ordinary Skill inthe Art

According to Petitioner, a person of ordinary skill in the pertinent art
“would have possessed a bachelor’s degree in electrical engineering or
computer science, and two years of work experience in the field of network-
based computer systems, such as systems for sending and receiving
information over local networks and wide area networks (such as the
Internet or World Wide Web).” Pet. 13 (citing Schmandt Decl. 9 10-14).
Petitioner adds that “[a] person could also have qualified with more formal
education and less technical experience, or vice versa.” Id.

Patent Owner does not challenge this description at this stage. Prelim.
Resp. 6.

We adopt the formulation of the level of ordinary skill in the art
proposed by Petitioner as it is consistent with the prior art before us in this

proceeding.

C. Claim Construction

In an inter partes review, the claims of a patent are construed using
the same claim construction standard that would be used to construe the
claims in a civil action under 35 U.S.C. § 282(b). 37 C.F.R. §42.100(b); see
also Phillipsv. AWH Corp.,415F.3d 1303, 1312—14 (Fed. Cir. 2005).

Under that standard, and absent any special definitions, we give claim terms

8
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their ordinary and customary meaning, as would have been understood by
one of ordinary skill in the art at the time of the invention. See In re
Translogic Tech., Inc.,504 F.3d 1249, 1257 (Fed. Cir. 2007). Any special
definitions for claim terms must be set forth with reasonable clarity,
deliberateness, and precision. See In re Paulsen,30F.3d 1475, 1480 (Fed.
Cir. 1994).

We construe claim terms only as relevant to the parties’ contentions
and only to the extent necessary to resolve the issues in dispute. See Vivid
Techs., Inc. v. Am. Sci. & Eng’g, Inc.,200F.3d 795, 803 (Fed. Cir. 1999);
Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d 1013,
1017 (Fed. Cir. 2017).

Petitioner “does not believe an express claim construction is necessary
at this time for this [IPR.” Pet. 14. Patent Owner responds that “the Petition
appears to apply a meaning to the claim phrase ‘third-party server computer’
that is inconsistent with the language of claim 37.” Prelim. Resp. 6. Patent
Owner continues, “[t]he phrase ‘third-party server computer’ appears in
independent claim 37, the claim from which all challenged claims depend.”
1d. Patent Owner further asserts that “[1]t is apparent from the claim
language of claim 37 itself that the ‘third-party server computer’ must be
different or distinct from the ‘system comprising one or more computers.””
1d. (emphasis added).

We agree with Patent Owner that construction of this term is

necessary, and we find that the claimed “third party server computer” in
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claim 37 and its dependent claims must be different from the “system
comprising one or more computers” recited in the preamble of claim 37.2

As Patent Owner points out, the language of the claim compels this
construction. Prelim. Resp. 6—7. TheFederal Circuit reminds us that “the
Supreme Court made clear that the claims are ‘of primary importance, in the
effort to ascertain precisely what it is thatis patented.”” Phillips,415F.3d at
1312 (quoting Merrillv. Yeomans, 94 U.S. 568, 570 (1876)).

Claim 37 recites that the “system” described in the preamble 1s
programmed to “automatically direct[], to a third-party server computer
controlling advertising space on a second media property, indicia of a
condition for display of an advertisement.” Ex. 1001, 16:40-44. Ifthe
third-party server computer were not separate from the “system comprising
one or more computers,” the system would be directing indicia to itself.
This is not a reasonable construction. “[T Jhe context of the surrounding
words of the claim . . . must be considered in determining the ordinary and
customary meaning of those terms.” Phillips, 415 F.3d at1314 (quoting
ACTV, Inc. v. Walt Disney Co.,346 F.3d 1082, 1088 (Fed. Cir. 2003)).

Patent Owner’s construction also is supported by the prosecution
history. Prelim. Resp. 7. The Federal Circuit has stated that “the
prosecution history provides evidence of how the PTO and the inventor
understood the patent.” Phillips,415F.3dat 1317 (citing Lemelsonv. Gen.
Mills, Inc., 968 F.2d 1202, 1206 (Fed. Cir. 1992)).

As Patent Owner points out, during prosecution of the grandparent of

the 139 patent, an Examiner’s amendment to the claims added “third-party”

2 We do not express an opinion as to whether the preamble is limiting,

10
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as a modifier to “second media property” in the phrase “automatically
electronically authorizing, with at least one of the computers, a third party
second media property to allow display, to the electronic visitor when later
visiting the second media property, of an advertisement.” Prelim. Resp. 4
(citing Ex. 2001, 11-12). The prosecution record reflects that this
amendment was made to make it clear that the recited authorization was
directed to an unrelated site, and was made to avoid prior art. /d. (citing
Ex 2001, 22).

A preliminary amendment filed with the application thatled to the
"139 patent included the “third party second media property” limitation in
application claim 73 that eventually issued as patent claim 37. Prelim. Resp.
4-5;Ex. 1007,36.41. During prosecution of the *139 patent, an Examiner’s
amendment amended the phrase “third-party second media property” in
originally filed application claim 73 (which became claim 37) to instead read
“third-party server computer controlling advertising space on a second
media property.” /d. at5 (citing Ex. 1007,274). The prosecution record
indicates the Examiner “suggested clarifying that the ‘second media
property’ involved a ‘server computer.”” Id. (citing Ex. 1007, 249-50).

We therefore agree with Patent Owner that the prosecution history of
the *139 patent and its grandparent makes it clear that “there is a distinction
between the system performing the claimed process and the “third-party
[second media property / server computer controlling advertising space on a

second media property]’ thatis authorized to cause display of the

3 Unless otherwise stated, citations to exhibits use the page numbers
assigned by the parties and not the original page numbers.

11
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advertisement.” /d. at7 (citing Ex. 2001, 22; Ex. 1007, 36, 274) (alterations
n original, footnote omitted).

We conclude from the language of claim 37 and the prosecution
history that the “third-party server computer” cannot be part of the “system
comprising one or more computers.” /d. at 7-8.

No additional claim terms are in controversy. Therefore, no other
claim term needs to be construed at this stage. See Vivid Techs., Inc.,200

F.3d at 803.

D. Description of the Prior Art References
1. Roth (Ex. 1003)

Roth discloses a system for providing advertisements from a central
server to viewers who access web sites. Ex. 1003, (57). The central server
stores both advertisements which are to be displayed and an information data
base. /d. The database includes information about viewers, information
about the characteristics of particular web sites and other information
relevant to which advertisements should be displayed for particular viewers.
1d.

Proposed bids submitted by different advertisers are evaluated in real
time in order to determine which particular advertisement will be displayed
to aviewer. /d. Each proposed bid can specify a price or amount that the
advertiser is willing to pay for the opportunity to display an advertisement
(a) to a viewer who has a particular set of characteristics and (b) on a web
site and web page that meets a particular set of criteria. /d.

The system includes (a) a web server system which has data bases
stored therein, (b) bidding agents which compare the characteristics of view-

ops to the specifications in proposed bids and which submit bids as

12
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appropriate, and (c) bid selection logic which decides which bid to accept for
each particular view-op. Id. Thisis illustrated by following Figure 3 (color
highlighting provided by Petitioner):

Foi R e

RER HNMER

AD TARES| qga

WEW SERVER
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wood e

DATA FABLES

-~ 3308

F1G. 3
Pet. 16. Figure 3 is an overall block diagram of a preferred embodiment.
Ex. 1003, 6:11-12. This embodiment is composed of five main units,
namely, web server 310 (yellow), view server 320 (yellow), identical
bidding agents 30A, 30B and 30Z (green), bid nput server 18 (blue) and log
and billing unit 320A (no color). /d. at 6:20-25. Servers 310 and 320

13
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together comprise the advertising web server system 16 (see Fig. 1). Id. at
6:22-23.

The system can include any number of bidding agents. A typical
system could include a thousand or more bidding agents. /d. at 6:25-28.
For clarity of illustration only three bidding agents 30A, 30B and 30Z are
specifically shown in Figure 3. /d. at6:28-29.

2. Zeff (Ex. 1004)
Zeffis atext book on internet advertising that discloses using internet

cookies to tag users when visiting a web site. Ex. 1004, 98-99.

3. Bau (Ex. 1005)
Bau describes a system that can store and use historical user activities

including searches run on previously visited web sites. Ex. 10059 40. Bau
further discloses the ability to use navigation history to select advertisements
for a viewer. Id. 9 36.

4. Tawakol (Ex. 1006)

Tawakol discloses an internet advertising system in which

“advertisers bid on opportunities to advertise to particular audiences.”
Ex. 1006, 2:58-59. Tawakolalso discloses the ability to specify when a bid
expires. See id. at Fig. 3, field 333.
E. Obviousnessof Claims 37, 40-42, and 45 Over Roth

1. Claim 37

Petitioner asserts that the subject matter of claim 37 would have been

obvious in light of Roth. Pet. 15-38. Petitioner provides an element-by-

14

419



[PR2022-01262

Patent 8,671,139 B2

element claim analysis,* supported by expert testimony. See id.; Schmandt
Decl. 9 67—-113. Petitioner contends that each limitation of claim 37 1s
disclosed by Roth. Petitioner asserts that Roth 1s “a strong reference that
discloses the majority of the claim limitations™ of the challenged claims.
Pet. 15.

For the preamble of claim 37 (“A system comprising one or more
computers programmed to implement a method of directing electronic
advertisements”), Petitioner relies on Roth’s Figure 3, reproduced supra. Id.
at 15-19. Petitioner explains that “Figure 3 shows several computers, but
for purposes of this Petition, the critical ones include server 310 and 320,
bidding agents 30A through 30Z, and bid input server 18.” /d. at 16
(highlighting omitted). Petitioner explains further that “[s]ervers 310 and
320 ‘together comprise the advertising web server system 16 shown in
FIG. 1 [of Roth]. .. with server 310 referred to as “web server 310" and
server 320 referred to as view server 320.°” /d. at 17 (highlighting omitted)
(citing Ex. 1003, 6:20-25). Referringto web server 310, view server 320,

bidding agents 30, and bid server 18, Petitioner summarizes its position as
follows: “For purposes of the preamble, these computers disclose ‘/a/
system comprising one or more computers’thatare ‘programmed’ to
perform a method of directing electronic advertisements.” /d. at 18
(alteration in original).

For claim step 37(a) (“automatically directing to a third-party server

computer . . .”), Petitioner provides tables associating five terms from claim

4 In this section we use Petitioner’s paragraph references for the claim
limitations to track Petitioner’s analysis.
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element 37(a) with the corresponding disclosures from Roth. The tables

follow:
Element of Clalm 37{a} Sunumnary of Disclosures from Roth
“electronte vistor™ The computer used by the viewer to socssy the first
media proparty, and which v cwrrently being used to
access the secomud edia proparty
st media property™ Web page or web site previously accessed by the

electronic visitor

“second media property” | Web paze or web ste cumentlv accessed by the
electrome visttor, whach s assoctated with the current
View apportuniy {(View-o)

“third-party server The web server i Roth which ii'ii:‘,‘!:u{“les web server 310,
compaier” view sarver 320 (Fig. 3), which is also referred to as

advertsing wab server svatem 16 (Fig

Element of Chaim 370 Summary of Bisclosures from Roth

“eondition” advertser s willing to pay
current vigw-op, which is seni

0 View server 328

Pet. 19-20 (color highlighting provided by Petitioner).

As shown in the first table, Petitioner contends the “third-party server
computer” recitation in claim 37 is met by Roth’s web server system
comprising web server 320 (yellow) and view server 310 (yellow). Id.
Petitioner explains that “[t]he ‘third-party server computer’ in Roth refers to
the web server computer system shown in Figure 3 described in the
preamble discussion above.” Id. at21. Petitioner repeats its analysis of
Figure 3 of Roth and concludes that “[f]or purposes of claim 37, the

combination of web server 310 and view server 320 discloses the ‘third-
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party server computer’ regardless of whether they are implemented together
or separately.” /d. at 22 (citing Schmandt Decl. § 81).

Patent Owner responds that the Petition should be denied because “the
Petition does not show that the cited prior art discloses or renders obvious
the ‘third-party server computer’ of claim elements (a)-(c) of claim 37.”
Prelim. Resp. 8. Patent Owner contends that “the plain language of the
claims requires at least that the ‘third-party server computer’ is not part of
the ‘system comprising one or more computers.”” /d. Patent Owner
continues that “[t]he Petition, however, cannot make such a showing
because the Petition maps the ‘third-party server computer’ to an element of
Roth that the Petition admits is part of the ‘system comprising one or more
computers.”” Id. Patent Owner specifically refers to the assertion in the
Petition that identifies the claimed “third-party server computer” with the
web server in Roth, “which includes web server 310, view server 320
(Fig. 3), which is also referred to as advertising web server system 16
(Fig. 2).” Id. at 9 (quoting Pet. 19) (emphasis omitted).

We agree with Patent Owner’s argument that Petitioner has failed to
demonstrate that Roth teaches or suggests the claimed “third-party server
computer” under our claim construction. Indiscussing claim construction,
we concluded that there is a distinction in the challenged claims between the
system performing the claimed process and the “third-party server
computer” that is authorized to cause display of the advertisement. See
supra, Section I11.C. We concluded from the language of claim 37 and the
prosecution history that the “third-party server computer” cannot be part of
the “system comprising one or more computers.” /d. We are persuaded that

the Petition fails to establish that Roth’s web server system (identified by
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Petitioner as the “third-party server computer”) is distinct from the claimed
“system comprising one or more computers,” as is required by our
construction. As discussed supra, in discussing the preamble the Petition
identifies web server 310 and view server 320 (part of the alleged “third-
party server computer”) as part of the “system comprising one or more
computers.” Prelim. Resp. 10 (quoting Pet. 18). AsPatent Owner points
out, this is not an “isolated or accidental” oversight on the part of Petitioner.
Prelim. Resp. 10. In Petitioner’s analysis of claim element 37(c), Petitioner
contends that “[tlhe HUD [historic user] data is thus ‘received by the system
comprising one or more computers,’ 1.€., by the system which includes view
server 320.” Pet. 37 (emphasis and highlighting omitted) (quoted at Prelim.
Resp. 10).

Petitioner argues that the web server computer system in Roth can be
separate from the “other computers” in Roth, citing the first and second
media properties and the bidding agents. Pet. 23-24. This argument is
unavailing. Our construction requires the “third-party server computer” to
be separate from the “system comprising one or more computers” recited in
the preamble, which according to Petitioner includes servers 310 and 320.
Id. at 18. Those computers are also part of the web server system in Roth
(id. at 17) identified as the “third-party server computer” (id. at 19), and
therefore, the web server system cannot be separate from the “third-party
computer system.”

For the reasons given, we determine that Petitioner has failed to
demonstrate a reasonable likelihood of prevailing on its challenge to

claim 37 as obvious over Roth.
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2. Claims 4042 and 45
These claims depend from claim 37, and therefore incorporate the

“third-party server computer” limitation. For the reasons given for claim 37,
we determine that Petitioner has failed to demonstrate a reasonable
likelihood of prevailing on its challenge to claim 40-42 and 45 as obvious

over Roth.

F. Obviousnessof Claims 42, 43, 4651, 53, and 54 Over Roth in
Combinationwith Zeff, Bau, or Tawakol

In four separate grounds, Petitioner asserts that the subject matter of
these dependent claims would have been obvious in light of Roth in
combination with various secondary references (Zeff, Bau, and Tawakol).
Pet. 9. Petitioner explains that “[t]he proposed grounds rely primarily on
Roth. . . thatdiscloses the majority of the claim limitations.” /d. at 15.
Petitioner relies on Zeff, Bau, and Tawakol for what Petitioner terms
“ancillary features of certain dependent claims.” /d.

Claims 42,43,46-51, 53, and 54 depend, directly or indirectly, from
claim 37 and therefore incorporate the “third-party server computer”
limitation. For these claims, Petitioner relies on Roth to meet the “third-
party server computer” limitation and provides no additional analysis of that
limitation beyond that provided for claim 37. The secondary references,
Zeft, Bau, and Tawakol, are relied on for other limitations added by the
dependent claims. See Pet. 48—60 (Ground 2 based on Roth and Zeff), 60—
63 (Ground 3 based on Roth and Bau), 63—68 (Ground 4 based on Roth and
Tawakol), 68—70 (Ground 5 based on Roth, Zeff, and Tawakol).

Therefore, for the reasons given for claim 37, because these claims

incorporate the “third party server computer” limitation, we determine that
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Petitioner has failed to demonstrate a reasonable likelihood of prevailing on
its challenge to claim 42, 43,46-51, 53, and 54 as obvious over Roth in

various combinations with Zeff, Bau, and Tawakol. See Pet. 48-70.

IV. DISCRETIONARY DENIAL

Patent Owner asserts that the Board should exercise its discretion to
deny institution of inter partes review under 35 U.S.C. §§ 314(a) and
325(d). SeePrelim. Resp. 11-35. Ina subsequent email to the Board, Patent
Owner withdrew its request to deny institution under § 314(a). Ex. 3001.

Because we deny institution on the merits of Petitioner’s challenges to
patentability, we need not address Patent Owner’s arguments urging denial

of institution under § 325(d).
V. CONCLUSION
For the foregoing reasons, we have determined that Petitioner has not

shown a reasonable likelihood of prevailing with respect to any challenged

claim. Thus, we do not institute an inter partes review.

VI. ORDER

Upon consideration of the record before us, it is:

ORDERED that the Petition is denied, and no trial is instituted.
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Case §:21-0v-00878-ADA Document 57 Filed 11/28/22 Page 1ot l

AQ 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
‘ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-00876 8/20/2021 Western District of Texas
PLAINTIFF DEFENDANT
ALMONDNET, INC. ROKU, INC.
PATENT OR DATE OF PATENT - T A TN YD T - .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
1 8,244,582 8/4/2012 ALMONDNET, INC.
2 8,959,148 211712015 ALMONDNET, INC.
3 8,671,139 3/11/2014 ALMONDNET, INC.
4
5
In the above—entitled case, the following patent(s) trademark(s) have been included:
DATE INCLUDED INCLUDED BY
O Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT - DA TN - - "
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
11/28/2022 Doc #56 Sealed Order GRANTING [13] MOTION to Transfer Case to the U.S. District Court
for the District of Delaware.
CLERK (BY) DEPUTY CLERK N\\\“««\\'*‘*;?@ DATE
o \@"‘\
PHILIP J. DEVLIN @*‘““@\\\@ @%&\\\\ 11/28/2022

SIS
SIS
Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon tg@ﬁ\lg&\\“\}on of action, mail this copy fo Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director @\\p\#\“‘z—Case file copy

427

S



Case §:21-cv-00881L-ADA  Document 86

AQ 120 (Rev. 08/10)

Bage lofl

TO:

Mail Stop 8

Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

ACT

FILING OR DETERMINATION OF AN

REPORT ON THE

10N REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court

Western District of Texas

on the following

[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED .S, DISTRICT COURT
6:21-cv-00891 8/26/2021 Western District of Texas

PLAINTIFF

ALMONDNET, INC., and INTENT IQ, LLC

DEFENDANT

SAMSUNGELECTRONICS CO., LTD.; SAMSUNG

ELECTRONICS AMERICA, INC.; ADGEAR
TECHNOLOGIES INC.
PATENT OR DATE OF PATENT - DA TN (N T - "
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 7,979,307 7/12/2011 ALMONDNET, INC.
2 8,200,822 6/12/2012 ALMONDNET, INC.
3 8,244,582 8/14/2012 ALMONDNET, INC.
4 8,566,164 10/22/2013 INTENTIQ, LLC
5 8,671,139 3/11/2014 ALMONDNET, INC.

In the above—entitled case, the following patent(s) trademark(s) have been included:

DATE INCLUDED

INCLUDED BY

O Amendment

] Answer

[ Cross Bill [ Other Pleading

e R OF PATENT O TRADE AR
1 8,677,398 3/18/2014 INTENTIQ, LLC
2 8,959,146 2/17/2015 ALMONDNET, INC.
3 10,321,198 6/11/2019 INTENTIQ, LLC
4 10,715,878 7/14/2020 INTENTIQ, LLC

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

11/28/2022 Doc #65 Sealed Order GRANTING [35] Sealed Motion to Transfer to the Northern District of

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

428

California.
CLERK (BY) DEPUTY CLERK Q&\\\\\\*“@‘\ N DATE
\'Q\\
PHILIP J. DEVLIN \&@\\“‘ o \ S 11/28/2022
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Case §:21-0w-00888-ADA  Documernd 88

AQ 120 (Rev. 08/10)

Filed 12/15/22 Page lofl

TO:

Mail Stop 8

Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court

[ Trademarks or

[/ Patents.

Western District of Texas

on the following

[ the patent action involves 35 U.S.C. § 292.):
p

DOCKET NO.
6:21-cv-896

DATE FILED
8/27/2021

.8, DISTRICT COURT

Western District of Texas

PLAINTIFF

ALMONDNET, INC., and INTENT IQ, LLC

DEFENDANT

FACEBOOK, INC.

TranE LR o AR HOLDER OF PATENT OR TRADEMARK
1 7,822,639 10/26/2010 ALMONDNET, INC.
2 7,979,307 7/12/2011 ALMONDNET, INC.
3 8,244,582 8/14/2012 ALMONDNET, INC.
4 8,244,586 8/14/2012 ALMONDNET, INC.
5 8,671,139 3/11/2014 ALMONDNET, INC.

In the above—entitled case, the following patent(s) trademark(s) have been included:

DATE INCLUDED

INCLUDED BY

O Amendment ] Answer [ Other Pleading
o | oEorm LD AT X TRADEAK
1 8,677,398 3/18/2014 INTENTIQ, LLC
2 8,775,249 7/8/2014 ALMONDNET, INC.
3 8,959,146 2/17/2015 ALMONDNET, INC.
4 9,508,089 11/29/2016 ALMONDNET, INC.
5 9,830,615 11/28/2017 ALMONDNET, INC.

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

12/15/2022 - Order Granting Defendant's Motion to Transfer to the Northem District of California - Doc 84

CLERK (BY) DERPUTY CLERK
Phillip J. Devlin

DATE
12/15/2022

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director
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Case §:21-0v-00878-ADA Document 57 Filed 11/28/22 Page 1ot l

AQ 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
‘ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-00876 8/20/2021 Western District of Texas
PLAINTIFF DEFENDANT
ALMONDNET, INC. ROKU, INC.
PATENT OR DATE OF PATENT - T A TN YD T - .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
1 8,244,582 8/4/2012 ALMONDNET, INC.
2 8,959,148 211712015 ALMONDNET, INC.
3 8,671,139 3/11/2014 ALMONDNET, INC.
4
5
In the above—entitled case, the following patent(s) trademark(s) have been included:
DATE INCLUDED INCLUDED BY
O Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT - DA TN - - "
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
11/28/2022 Doc #56 Sealed Order GRANTING [13] MOTION to Transfer Case to the U.S. District Court
for the District of Delaware.
CLERK (BY) DEPUTY CLERK N\\\“««\\'*‘*;?@ DATE
o \@"‘\
PHILIP J. DEVLIN @*‘““@\\\@ @%&\\\\ 11/28/2022

SIS
SIS
Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon tg@ﬁ\lg&\\“\}on of action, mail this copy fo Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director @\\p\#\“‘z—Case file copy
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