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I. Introduction 

On November 10, 2025, Patent Owner requested additional briefing “to ad-

dress the implications of the Director’s recent decisions in Revvo v. Cerebrum, 

IPR2025-00632 (Precedential) and Tesla v. Intellectual Ventures II, IPR2025-00340 

(Informative).”  EX3101, 5.  In the request, Patent Owner alleged that “petitioner 

Samsung is contending in district court that one or more of the claims challenged in 

the corresponding IPR is indefinite.”  Id.  The Board authorized this 5-page brief.  

EX3101, 1. 

Petitioner welcomes the opportunity to address its claim construction posi-

tions in this IPR proceeding and in the parallel district court proceeding.  As is evi-

dent from the remarks below and the accompanying evidence, Petitioner is not tak-

ing any inconsistent positions in both proceedings, and maintains that all the terms 

should be interpreted under the plain and ordinary meaning standard.  Patent 

Owner’s attempt to leverage preliminary submissions in the district court proceeding 

to attain non-institution of this IPR should be dismissed.    

II. District Court Posture and Constructions 

The Docket Control Order (EX2001) in the co-pending district court litigation 

set forth the following deadlines regarding claim construction: 

• October 23, 2025: Comply with Patent Rule (P.R.) 4-1 (Exchange Claim 

Terms Proposed for Construction);  



Proceeding No. IPR2025-01164 

Attorney Docket No: 39843-0201IP1 

 

2 

 

• November 13, 2025: Comply with P.R. 4-2 (Exchange Preliminary Claim 

Constructions); 

• December 4, 2025: Comply with P.R. 4-3 (Joint Claim Construction State-

ment); 

• January 15-February 12, 2026: Claim Construction Briefs Due; and 

• February 26, 2026: Claim Construction Hearing. 

EX2001, 5-6.  As indicated by the schedule above, the district court case is still in 

its infancy and the parties have not filed claim construction briefs as of the time of 

this paper’s submission.  Instead, only preliminary constructions for proposed claim 

terms have been submitted.  Specifically, on October 23, 2025 (approximately four 

months after the petition was filed), Petitioner/Defendant preliminarily identified 

two claim terms of the ’262 patent as potentially indefinite to comply with the P.R. 

4-1 proposed claim terms deadline.  EX1135, 3-4.  Petitioner/Defendant also ex-

pressly noted that “Defendants reserve the right to modify the list” and that “Defend-

ants anticipate that the parties may be able to narrow the list of terms and phrases to 

be construed during the process culminating in the preparation of a joint claim con-

struction and prehearing statement pursuant to Patent Rule 4-3 and the Court’s 

Docket Control Order.”  EX1135, 2.  On November 13, 2025, to comply with the 

P.R. 4-2 proposed claim terms deadline, Petitioner’s District Court counsel, Ralph 

Phillips, provided Petitioner’s district court claim construction position: 
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Pursuant to Patent Rule 4-2 and in the interest of reducing issues, De-

fendants hereby withdraw their contentions as to indefiniteness for 

all claim terms identified as indefinite in Defendants’ Patent Rule 4-1 

disclosure in the above captioned case. Instead, Defendants propose 

these terms should be given their plain and ordinary meaning and, 

as such, do not require construction. … Given Plaintiff’s position 

stated in its PR 4-1 disclosure (below), we understand this to resolve 

all outstanding claim construction issues in the above captioned case. 

EX1134, 4.  Patent Owner/Plaintiff’s position was that “Wilus states that it currently 

identifies no terms of the Asserted Patents which it proposes should be con-

strued.”  EX1134, 1.  Accordingly, in the district court proceeding, Petitioner is not 

proposing any construction or advancing any assertion that any of the ’262 patent 

claims are indefinite.  To the extent Patent Owner asserts that even Petitioner’s cur-

rent construction positions are preliminary, Petitioner confirms and further stipulates 

that Petitioner will not pursue any position that any of the ’262 patent claims are 

indefinite in the district court proceeding or this IPR proceeding.         

III. The Petition’s Claim Construction Posture 

The Petition did not assert constructions for any claim terms.  Specifically, 

the Petition stated that: 

Petitioner submits that no formal claim constructions are necessary 
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because “claim terms need only be construed to the extent necessary to 

resolve the controversy.” Wellman, Inc. v. Eastman Chem. Co., 642 

F.3d 1355, 1361 (Fed. Cir. 2011).  Petitioner reserves the right to respond 

to any constructions offered by Patent Owner or adopted by the Board.  

Paper 2 (Petition), 3. 

IV. Patent Owner’s Allegation of Petitioner’s Inconsistent Construction Po-

sitions are Meritless and Should be Dismissed 

The district court litigation and PTAB litigation records are clear.  As noted 

above, in both proceedings, Petitioner has taken the position that no construction is 

necessary—consistent with Patent Owner’s position.  Patent Owner’s entire premise 

for this requested briefing stems from a preliminary, non-binding submission of 

terms that were merely proposed for construction—i.e., a submission that Petitioner 

noted multiple times (e.g., in the October 23 P.R. 4-1 submission and in Patent 

Owner’s email to the Board) were preliminary and therefore subject to modification.  

EX1135, 2; EX3101, 2.  Petitioner did not ultimately pursue constructions for those 

claim terms in its P.R. 4-2 disclosure.  And even after Petitioner made its position 

clear to Patent Owner on November 13 that Petitioner is not pursuing any construc-

tions in the district court, Patent Owner continues to pursue allegations that misrep-

resent Petitioner’s position to mislead the Director to issue a non-institution decision.  
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To the extent Patent Owner faults Petitioner for exploring a preliminary indefinite-

ness position, Petitioner notes that Patent Owner has identified no inconsistency 

even with Petitioner’s preliminary indication of indefiniteness.  It is well established 

that claim terms that are indefinite in an infringement context can still often be an-

ticipated or rendered obvious by prior art.  IPR2025-00340 (Tesla), Paper 18, 3-4. 

The Director’s decisions in Revvo and Tesla are simply not relevant here be-

cause Petitioner’s claim construction positions in both proceedings are not incon-

sistent and do not include indefiniteness for any claim terms.  In Revvo, the parties 

had submitted joint claim construction positions.  See IPR2025-00632, EX1017.  

Here, Petitioner and Patent Owner’s joint claim construction positions are due next 

month (December 4, 2025), and no construction disputes exist between the parties 

(consistent with this IPR proceeding).  In Tesla, the parallel district court proceeding 

was even more advanced, as the Markman hearing had been conducted and the court 

had issued preliminary constructions in view of the parties’ positions and arguments.  

IPR2025-00340, Paper 6, 5-6, 15.  In the parallel district court litigation between the 

parties in this case, the Markman hearing is still months away and likely will not be 

conducted because no construction disputes exist. 

Patent Owner’s attempt to distract from the strong merits of this case should 

not be rewarded.  Revvo/Tesla are immaterial and IPR should be instituted.      
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Respectfully submitted, 

 

 

 

Dated 11/21/2025    /Nicholas W. Stephens/    

W. Karl Renner, Reg. No. 41,265 

Jeremy J. Monaldo, Reg. No. 58,680 

Nicholas W. Stephens, Reg. No. 74,320 

Richard Wong, Reg. No. 73,259 

Fish & Richardson P.C. 

      60 South Sixth Street, Suite 3200 

Minneapolis, MN 55402 

      T: 202-783-5070 

      F: 877-769-7945 

 

Attorneys for Petitioner 
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