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As ordered by the Board, Petitioners submit this brief to address the impact of 

the Revvo and Tesla decisions on this proceeding in view of Petitioners’ claim 

construction positions.1 The Petition complies with 37 C.F.R. § 42.104 and is 

consistent with Petitioners’ litigation claim construction positions. 

The Petition’s Alternative Constructions Satisfy 37 C.F.R. § 42.104 And Revvo 

The Petition complies with 37 C.F.R. § 42.104 because it identifies “[h]ow the 

challenged claim[s are] to be construed.” See Pet., §V. Harbor Freight proposed 

substantially the same constructions in its litigation. Ex.1084, 12–16. Generac and 

MWE expect to take the same claim construction positions at the time such 

disclosures are due. 

This case is distinguishable from Revvo, where the Petitioner “did not propose 

its own constructions for claim terms in the Petition but instead accepted [Patent 

Owner]’s proposed constructions” and “did not explain why it was taking a different 

position” in the litigation. Revvo at 2. Here, Petitioners propose their own 

constructions (in compliance with 37 C.F.R. § 42.104) consistent with their litigation 

positions. Petitioners also explain why Patent Owner’s constructions of certain claim 

 
1 Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., IPR2025-00632, Paper 20 (Nov. 

3, 2025) (precedential) [hereinafter Revvo]; Tesla, Inc. v. Intell. Ventures II LLC, 

IPR2025-00340, Paper 18 (Nov. 5, 2025) (informative) [hereinafter Tesla]. 
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terms that were advanced by Patent Owner in litigation are wrong (Pet., §V.C.), yet 

also present alternative grounds of invalidity specific to Patent Owner’s litigation 

constructions. Pet., §VII.B–D. Alternative invalidity grounds dependent on later 

claim construction findings are routine in litigation and are likewise permissible 

before the Board. smaXtec Inc. v. ST Reproductive Techs. LLC, IPR2024-00875, 

Paper 18 at 21 & n.7 (PTAB Nov. 22, 2024) (stating “[i]t is common for Petitioners 

to present alternative claim constructions” and holding that arguing invalidity under 

both constructions satisfies 37 C.F.R. § 42.104).  

Champion faults Petitioners because Harbor Freight proposed a construction 

of “a mechanical fuel valve” and “communicate”/”communicating.” However, 

“[t]he Board is required to construe ‘only those terms … necessary to resolve the 

controversy.’” Realtime Data, LLC v. Iancu, 912 F.3d 1368, 1375 (Fed. Cir. 2019). 

The Petition’s invalidity grounds that cite combinations of DuroMax, Elsdon, 

Rumao, and Parlatore are sufficient to show invalidity under any of Petitioners’ 

constructions, Champion’s constructions, and the Harbor Freight Court’s tentative 

constructions. See Ex.1086, 3–5. Any claim construction differences that may exist 

are immaterial to the Petition’s invalidity grounds. 

Generac’s Indefiniteness Contentions Do Not Contradict The Petition  

Under Tesla, alternative indefiniteness positions are permitted when 

“notwithstanding the alleged indefiniteness of the claim term, an ordinarily skilled 
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artisan would understand that the asserted art satisfies the claim limitation.” Tesla at 

3–4. This is consistent with Federal Circuit precedent. See, e.g., Intel Corp. v. 

Qualcomm Inc., 21 F.4th 801, 813 (Fed. Cir. 2021) (“The indefiniteness of a 

limitation … precludes a patentability determination only when indefiniteness 

renders it logically impossible for the Board to reach such a decision.” (emphasis 

added)). 

Generac served contentions asserting that the “claims, specification, and 

prosecution history of the patent fail to inform a person of ordinary skill in the art 

with reasonable certainty about the full scope of the definitions of either ‘actuatable’ 

or ‘selectively control fuel flow.’” Ex.1085, 25 (emphasis added). The 

DuroMax/Elsdon combination cited in the Petition is structurally identical to the 

only embodiment disclosed by the ’780 Patent. In compliance with the written 

description requirement, the only disclosed embodiment is covered by the claim 

language. See Johns Hopkins Univ. v. CellPro, Inc., 152 F.3d 1342, 1355 (Fed. Cir. 

1998) (“A patent claim should be construed to encompass at least one disclosed 

embodiment in the written description portion of the patent specification.”). 

Therefore, any ambiguity in the boundary of the claim language is irrelevant to 

assessing the validity of the claims over structurally identical DuroMax/Elsdon 

combination, as this combination falls squarely within the scope of the claims. 
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Date: December 10, 2025   Respectfully submitted, 

 

By: /Thomas Walsh /     

       Thomas Walsh 
Reg. No. 45,196 
ICE MILLER LLP 
One American Square, Suite 2900 
Indianapolis, IN 46282-0200 
Tel: 317-236-5946 
Email: thomas.walsh@icemiller.com 

       Counsel for Petitioner MWE 
Lead Counsel for Co-Petitioners 
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