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Genzyme has presented an exceedingly strong settled expectations case—the
721 patent was in force for fifteen years and is now expired. Through its
continuation, U.S. Patent No. 9,051,542 the (*’542 patent™), its key limitations faced
two failed IPRs. (Paper 8 (“Br.”), 3-8). Backed into a corner by these dispositive
facts, Sarepta asks the Board to approve a massive and dangerous expansion of the
Board’s narrow “unfair dealing” decision in Tessell, Inc. v. Nutanix, Inc., IPR2025-
00322, Paper 14 (PTAB June 12, 2025). Doing so would turn the discretionary denial
process into a name-calling exercise and thwart the Director’s important role in
allocating resources to worthy IPRs. In any case, there was no misrepresentation in
the prior IPRs, and any inequitable conduct allegations belong in district court.

l. The Board Should Decline to Expand the Doctrine of “Unfair Dealings.”

In Tessell, the Board was faced with a unique circumstance. The petitioner
hired the inventors of a patent and then asked the PTAB to institute an IPR to revoke
it. The PTAB reasoned that “[a]lthough assignor estoppel does not apply in [IPRs]
... the Office may consider unfair dealings as a factor when determining whether to
exercise discretion to deny institution under 35 U.S.C. § 314(a).” Id. The Board then
denied institution on the ground that “[i]t is not an appropriate use of Office
resources where the inventors applied for and were issued a patent, but, as is the case
here, now advocate for its unpatentability.” 1d.

From this sensible and narrow decision involving unfair dealings by a
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petitioner, Sarepta now seeks to expand the ruling to cover all manner of alleged
“misrepresentations” by a patent owner to defeat discretionary denial. Tessell’s
limited holding provides no support for doing so, and accepting Sarepta’s position
would vastly expand the scope of discretionary denial disputes. Discretionary denial
decisions should remain focused on settled expectations and the best use of Board
resources. If the Board does not nip this tactic in the bud, it risks a reprise of the
development of inequitable conduct law, where recognition of the defense led to “an
absolute plague” of defendants making similar accusations. Therasense, Inc. v.
Becton, Dickinson & Co., 649 F.3d 1276, 1289 (Fed. Cir. 2011) (quoting Burlington
Indus., Inc. v. Dayco Corp., 849 F.2d 1418, 1422 (Fed. Cir. 1988)).

Il.  Sarepta’s Allegations of “Misrepresentation’” are Unfounded.

The crux of Sarepta’s position is the allegation that the earlier IPRs of the 542
patent failed because Genzyme misrepresented the Potter reference. Paper 10
(“Opp.”™), 3-6, 11-12.1 Potter was a minor reference that was not included in any
ground for institution, and Sarepta does not point to any flaw in the Board’s

discussion of Potter. As explained in the POPR, Genzyme and Dr. Davies accurately

1Sarepta accuses Genzyme of “gamesmanship” for deferring its discussion of
Potter to its POPR. Genzyme was simply following guidance that advises directing
“attention to [the] anticipated POPR and evidence for a discussion of the merits.”

See https://www.uspto.gov/patents/ptab/interim-director-discretionary-process.
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responded to Novartis’ arguments regarding the cited disclosure in Potter. POPR,
60-61. Novartis is an experienced litigant that surely would have pointed out any
material misrepresentation had there been one.

Sarepta’s attack here is typical of serial IPR practice—the late filing petitioner
elevates a minor reference to a primary reference and then repackages a previously
rejected attack. Sarepta points to a different section of Potter than Novartis did, and
the parties have a substantive dispute about its import, as the POPR explains. That
Is neither a “misrepresentation,” nor grounds for assuming the Board was misled.

I11. Sarepta’s Inequitable Conduct Allegations Favor Discretionary Denial.

An IPR is the wrong forum to adjudicate inequitable conduct (Opp., 2).
Symantec Corp. v. Finjan, Inc., IPR2015-01895, Paper 7 (PTAB Feb. 16, 2016). In
the prior IPRs, Novartis raised inequitable conduct at the institution stage, and the
Board denied institution. Ex. 2033. Sarepta’s attempt to raise inequitable conduct
should be rejected here too. Opp., 6-7. If anything, the assertion of inequitable
conduct favors discretionary denial. Sarepta has pled the defense in parallel district
court litigation and no doubt will try to press the issue regardless of the outcome of
the IPR. It would be far more efficient to have the district court resolve all validity
and enforceability issues.

Dated: October 20, 2025 /Blaine M. Hackman/

Blaine M. Hackman, Reg. No. 67,479
Counsel for Patent Owner
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