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Pursuant to the Director’s Memorandum issued on March 26, 2025, Patent
Owner Dialect, LLC (“Dialect” or “Patent Owner”) files this request and brief on
discretionary denial, setting forth reasons why the Director should exercise
discretion to deny the Petition for inter partes review (“IPR”) of claims 1-3 and 6
of U.S. Patent No. 7,634,409 (the “’409 Patent™), as requested by Microsoft
Corporation (“Petitioner™).

I. INTRODUCTION

The 409 patent is part of a portfolio of voice-processing patents previously
owned by Petitioner’s own subsidiary, and now asserted against Microsoft.
Previously, Microsoft filed petitions for inter partes review challenging five other
patents from the same portfolio. The Office discretionarily denied those petitions
under 35 U.S.C. § 314(a), following a holistic assessment including the Director’s
view that it would not be an appropriate use of Office resources to review a patent
previously owned by Petitioner’s subsidiary, the “strong settled expectations”
based on the age of the related patents, and a prior trial date. Microsoft
Corporation v. Dialect, LLC, IPR2025-00655, Paper 12, 2-3 (PTAB Aug. 14,
2025) (Ex2001).

Further, the assignment records of the USPTO show that the 409 patent has
the same history of ownership transfer as the patents that were subject to

Microsoft’s earlier denied petitions. Ex2002; Ex2003. From 2015 to 2021, the
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’409 patent was owned by Petitioner’s wholly owned subsidiary, Nuance
Communications, Inc. (“Nuance”). Id. During this ownership period, Microsoft’s
subsidiary did nothing to suggest that the patent was invalid. Thus, for six years,
Microsoft’s subsidiary not only owned the patent, but also actively maintained its
enforceability. Having benefited from the patent in tangible and intangible ways,
Microsoft’s attempt to invalidate the same patent here upends settled expectations
and illuminates Microsoft’s unfair dealings. This is not a patent that the PTAB
should reevaluate on Microsoft’s behalf. See Tesell, Inc. v. Nutanix, Inc.,
[PR2025-00322, Paper 14, 2 (PTAB June 12, 2025) (“It is not an appropriate use
of Office resources where the inventors applied for and were issued a patent, but
... now advocate for its unpatentability.”).

Confirming that denial is the proper approach here, the Director denied the
prior petitions as well, noting that “it is not an appropriate use of Office resources
where a party’s wholly owned subsidiary owned, maintained, sold, and retained a
license for a patent, but, as is the case here, the party now advocates for its
unpatentability.” Ex2001, 2-3. The 409 patent is also “not an appropriate use of
Office resources” (id.), as it was also previously owned by Microsoft’s subsidiary
and subject to the same assignment as the patents in Microsoft’s prior petitions.
Ex2002; Ex2003; Ex. 2001. Just as in Microsoft’s earlier denied petitions, this

Petition should be denied since Microsoft’s wholly owned subsidiary owned,
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maintained, sold, and retained a license for the *409 patent, but Microsoft now
advocates for this patent’s invalidity.

There is no reason to depart from the outcome of Microsoft’s prior petitions
involving related patents and refer this latest Petition to the merits panel. The
factors that favored denial of the earlier Microsoft Petitions remain in place and
favor denial here as well.

Finally, with a final written decision due around February 1, 2027, the 409
patent will be nearing expiration. There is no reason for the Board to dedicate over
a year’s worth of Office resources to review the validity of a patent that will expire
shortly after the final written decision and, likely, after any appeal would be
concluded.

II. OUTCOME OF MICROSOFT’S PRIOR IPR PETITIONS

Microsoft filed five petitions challenging patents in Patent Owner’s
intellectual property portfolio that were previously owned by Petitioner’s
subsidiary. Following briefing on discretionary denial, on August 14, 2025, the
Office issued its decisions discretionarily denying the petitions. Microsoft
Corporation v. Dialect, LLC, IPR2025-00656, Paper 12 (PTAB Aug. 14, 2025).

The decisions were based on a holistic assessment of all of the evidence and
arguments presented, and highlighted a number of points. Ex2001, 3. The Office

noted concerns with a Petitioner’s subsidiary previously owning the patents and
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retaining a license to them (Ex2001, 2), the “strong settled expectations” due to the
age of the patents (the *409 patent—at 16 years old—is even older) (Ex2001, 2),
and that a parallel district court trial involving a real-party-in-interest would occur
before issuance of a final written decision (Ex2001, 3).

III. ARGUMENT

There is no reason to treat Microsoft’s later petition any differently than
Microsoft’s five earlier denied petitions. Indeed, it is true that discretionary denial
is even more appropriate here based on the prior ownership of the 409 patent by
Microsoft’s subsidiary, the strong settled expectations of validity, and the
advanced state of Microsoft’s district court litigation with Patent Owner.

A.  Microsoft’s Subsidiary Owned and Transferred the 409 Patent

The USPTO’s assignment records confirm that the 409 patent has the same
history of ownership transfer as that patents that were the subjects of Microsoft’s
earlier denied petitions. Ex2002; Ex2003. Specifically, Microsoft’s subsidiary
owned the *409 patent for six years. In denying the earlier Microsoft Petitions, the
Board commented that “it is not an appropriate use of Office resources where a
party’s wholly owned subsidiary owned, maintained, sold, and retained a license
for a patent, but, as is the case here, the party now advocates for its
unpatentability.” Ex2001, 2-3. The 409 patent is also “not an appropriate use of

Office resources” (id.), as it was also previously owned by Microsoft’s subsidiary.
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Ex2002; Ex2003. Just as in Microsoft’s earlier denied petitions, this Petition
should be denied since Microsoft’s wholly owned subsidiary owned, maintained,
sold, and retained a license for the *409 patent, but Microsoft now advocates for
this patent’s invalidity.

B. Strong Settled Expectations Favor Denial

As noted above, many of the same factors highlighted in the earlier decisions
remain present in this case. The “strong settled expectations” for this sixteen (16)
year old patent weigh more heavily now. The *409 patent issued on December 15,
2009, and each of the three required maintenance fees to keep the patent in force
for the full lifetime of the 409 patent were paid. Accordingly, the 409 patent was
in force for over 16 years before Petitioner filed its Petition.

C. District Court Activities Still Weigh in Favor of Denial

Petitioner’s challenges are based on Bazzi,! Sabourin,? and Epstein®
references. Once again, Petitioner has presented overlapping validity contentions

in a district court proceeding, see Ex2004, 12 (citing Bazzi, Sabourin, and Epstein),

I'Ex1008, Bazzi, I., & Glass, J., Heterogeneous Lexical Units For Automatic
Speech Recognition: Preliminary Investigations, Proc. of 2000 IEEE Int’l Conf. of
Acoustics, Speech, and Signal Processing, 1257-1260 (2000) (“Bazz1”).

2Ex1024, U.S. Patent 6,108,627 (“Sabourin”).

3 Ex1025, U.S. Patent Application Pub. 2005/0055209 (“Epstein”).
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much like the overlapping invalidity contentions in the parallel Bank of America
case underlying the Microsoft denial decision.

Further, trial in the parallel case Microsofi case is scheduled to occur months
before a final written decision in this case could be expected (around February 1,
2027). Ex2005 (trial date set for November 2, 2026); Ex2006, 5 (statistics
showing a 25.1 month time to trial period). Accordingly, the District Court
outcome is scheduled to occur before a final decision would be reached in this IPR.
And even if the trial date is modified slightly, the parties will have invested
considerable resources into claim construction and validity challenges by the time
a final written decision issues in this proceeding. This factor also weighs heavily
in favor of denial.

IV. CONCLUSION

When considered individually, the strong settled expectations based on the
age of the’409 patent, its prior ownership by Petitioner’s wholly owned subsidiary,
and the advanced stage of the co-pending litigation each weigh strongly in favor of
discretionary denial and would be sufficient to warrant denial. However, when
these factors are evaluated together, discretionary denial is extremely compelling

and should be granted.
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For the reasons presented above, Patent Owner respectfully asks that the
Director exercise discretion to deny the Petition. No inter partes review should be

instituted.

Dated: October 1, 2025 [Wayne M. Helge/
Wayne M. Helge, Reg. No. 56,905
James T. Wilson, Reg. No. 41,439
BUNSOW DE MORY LLP
277 S. Washington St., Suite 210 #1088
Alexandria, VA 22314
T: (571) 208-0186
Email: whelge@bdiplaw.com
Email : jwilson@bdiplaw.com

Counsel for Patent Owner
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CERTIFICATE OF SERVICE

I hereby certify that on October 1, 2025, a true and correct copy of the
foregoing document was served via email, by consent, to Petitioner by serving the
correspondence email addresses of record as follows:

KLARQUIST SPARKMAN, LLP
Alias (Msft-Dialect@klarquist.com)

Andrew M. Mason (andrew.mason(@klarquist.com)
Cameron D. Clawson (cameron.clawson(@klarquist.com)
Amy Haspel (amy.haspel@klarquist.com)

Frank Morton-Park (frank.morton-park@klarquist.com)

/Wayne M. Helge/
Wayne M. Helge (Reg. No. 56,905)
Counsel for Patent Owner
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