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L. Patent Owner’s Preliminary Response

Patent Owner does not believe the Petition merits institution. Primary
Examiner Prabodh M Dharia thoroughly examined the claims and allowed U.S. U.S.
8,803,836 over the art of record. Ex. 1001 at cover.

Patent Owner respectfully submits that the Petition has not met its burden for
institution. For example, the Petition merely states “[b]ecause Nakamura’s Fig. 1
apparatus is a touch sensor, a POSITA would have understood that its lines are
configured to detect a coordinate.” Pet. at 30 (citing Ex. 1003, § 101). Ex. 1003 at
101, an expert declaration, states “[s]ince the apparatus of Fig. 1 of Nakamura is a
touch sensor, the lines are configured to detect a coordinate.” Ex. 1003, § 101.
Petitioner has not identified the limitation [1-C] regarding a “plurality of first lines
each configured to detect a coordinate” and relies on expert testimony to gap-fill.
See  Director’s July 31, 2025 Memorandum, available at:

https://www.uspto.gov/sites/default/files/”documents/aapa_memo_final _signed.pd

f2utm_campaign=subscriptioncenter&utm_medium=email&utm_source=govdelier

y (“As a practical matter, enforcement of Rule 104(b)(4) means that applicant
admitted prior art (AAPA), expert testimony, common sense, and other evidence that
is not ‘prior art consisting of patents or printed publications’ ( collectively, ‘general
knowledge’) may not be used to supply a missing claim limitation”).

Patent Owner further requests that the Board thoroughly perform an
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independent evaluation of the Petition and deny it on the merits.
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CERTIFICATE OF WORD COUNT

I certify that there are 224 words in this paper, excluding the portions
exempted under 37 C.F.R. § 42.24(a)(1), according to the word count tool in

Microsoft Word.
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CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e)(1))

The undersigned hereby certifies that the above document was served on
October 20, 2025, by filing this document through the P-TACTS system as well as
delivering a copy via electronic mail upon the following attorneys of record for the

Petitioner:

Richard F. Martinelli
RFMPTABDocket@orrick.com
Tyler S. Miller
PTABDocketT5X@orrick.com
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