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I. INTRODUCTION 

As set forth in Patent Owner’s Preliminary Response (Paper 12, “POPR”), the 

Director should deny institution, among other reasons, because Petitioners failed to 

justify their inconsistent claim construction positions relative to the parallel Texas 

Case. Paper 12, 12-16; Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., IPR2025-

00632, Paper 20 at 3-4 (PTAB Nov. 3, 2025) (precedential) (requiring petitioners 

provide a sufficient explanation when it “takes alternative positions before the Board 

and a district court" to “ensure that the Board correctly construes claim terms and to 

minimize inconsistency in claim construction between forums”). Petitioners’ claim 

construction positions are inconsistent and warrant denial because Petitioners 

asserted indefiniteness for certain terms in the Texas Case and have not fully 

withdrawn those assertions. See Paper 12, 12-16.  

II. PETITIONERS DID NOT AND HAVE NOT WITHDRAWN THEIR 
INDEFINITENESS CONTENTIONS IN THE TEXAS CASE 
 
The Petition acknowledges that “[i]n the Texas Case, Defendants identified 

certain limitations [of the ’304 Patent] as indefinite” (Pet., 14 n.3 (citing EX1023, 

236-238)) yet purports to apply the plain and ordinary meaning for these terms (id., 

13-15). The Director has confirmed that denial is warranted in this situation absent 

a sufficient explanation because “[a]llowing a petitioner to advance a claim 

construction before the Board when that petitioner has made inconsistent 
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indefiniteness arguments in district court fails to further, but instead detracts from, 

the Office’s goal of ‘providing greater predictability and certainty in the patent 

system.’” Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00340, Paper 18 at 4 

(PTAB Nov. 5, 2025) (informative) (quoting Revvo Techs., IPR2025-00632, Paper 

20 at 4-5).  

Attempting to justify the inconsistency, Petitioners’ additional brief merely 

repeats their conclusory assertions in the Petition that “the prior art discloses and 

renders obvious the indisputable scope of these limitations.” Pet., 14 n.3 (citing 

EX1003, ¶¶66-67, 118-120, 141-142, 181, 200, 235, 242, 258-59, 281, 285, 289, 

298, 304, 309, 313, 342-43, 359-360, 364, 400-401); Paper 16, 1-3. Petitioners do 

not explain what that “indisputable scope” is or what the “outer bounds” of the 

limitations are. Pet., 18-77; Paper 16, 1-3.1 Petitioners’ conclusory assertion that the 

prior art meets the claims even if they are indefinite does not explain the 

inconsistency any more than simply saying that indefiniteness cannot be raised in an 

 
1 Petitioners’ expert fares no better than the Petition, and regardless, Petitioners’ 

explanation was required in the Petition. EX1003, ¶¶66-67, 118-120, 141-142, 181, 

200, 235, 242, 258-59, 281, 285, 289, 298, 304, 309, 313, 342-43, 359-360, 364, 

400-401; see 37 C.F.R. §§ 42.22(a)(2), 42.6(a)(3). 
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IPR. Tesla, IPR2025-00340, Paper 18 at 4.  

Petitioners also argue there is no inconsistency because they “withdrew all 

indefiniteness positions in the Texas Case.” Paper 16, 1. Petitioners’ purported 

“withdrawal” is insufficient for two reasons. First, Petitioners have only stipulated 

that they “will not raise any indefiniteness arguments in the Texas Case as to any 

claims subject to an instituted IPR in this proceeding.” Paper 16, 4 (emphasis 

added). This expressly allows Petitioners to raise indefiniteness in the Texas Case 

unless the Director institutes an IPR. Indeed, Petitioners have not amended or 

withdrawn their invalidity contentions asserting indefiniteness. EX1023, 234-238; 

EX2003, 234-238.  

Second, Petitioners’ assertion that they “withdrew” indefiniteness for the ’304 

Patent when they did not expressly raise it in their claim construction disclosures is 

incorrect. Paper 16, 2-4. Courts in the Eastern District of Texas have allowed 

defendants to assert indefiniteness after claim construction. See, e.g., 

Erfindergemeinschaft UroPep GbR v. Eli Lilly & Co., 240 F. Supp. 3d 605, 624-26 

(E.D. Tex. 2017) (considering indefiniteness theory during summary judgment even 

though the parties were directed to argue indefiniteness at claim construction stage); 

Nanology Alpha LLC v. WITec Wissenschaftliche Instrumente und Technologie 

GmbH, No. 6:16-CV-00445-RWS, 2018 WL 4289342, at *7 (E.D. Tex. July 11, 

2018); Cioffi v. Google, Inc., No. 2:13-CV-00103-JRG-RSP, 2017 WL 275386, at 
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*5-6 (E.D. Tex. Jan. 9, 2017).  

Petitioners’ reliance on Stratasys, Inc. v. Shenzhen Tuozhu Tech. Co. is 

misplaced because it shows that a defendant can raise indefiniteness after dropping 

it in its initial claim construction disclosures upon a showing of good cause. No. 

2:24-CV-00644, 2025 WL 3164626, at *1-2 (E.D. Tex. Nov. 12, 2025). Again, 

Petitioners could have eliminated this possibility by stipulating that they would not 

raise indefiniteness in the Texas Case without hedging but refused to do so. EX2040, 

2. The uncertainty caused by Petitioners’ limited stipulation is contrary to the 

Office’s goal of “providing greater predictability and certainty.” Revvo Techs., 

IPR2025-00632, Paper 20 at 4-5. 

III. CONCLUSION 

For the reasons set forth herein and in Patent Owner’s Preliminary Response, 

Patent Owner respectfully submits that the Petition should be denied as to all 

requested grounds. 

Respectfully submitted, 

Dated: December 17, 2025  By: /s/ Jennifer Hayes  

  Reg. No. 50,845 
Nixon Peabody LLP 
300 South Grand Avenue, Suite 4100 
Los Angeles, CA 90071-3151 
Tel. 213-629-6190 
Fax 213-629-6001 
Lead Counsel for Patent Owner 
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