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Petitioner Spotify USA Inc. (“Petitioner”) submits this Reply to the Patent
Owner Preliminary Response (“POPR,” Paper 6). The Board authorized the Reply
in its email to the parties dated October 6, 2025 (EX1027).

I. INTRODUCTION

Petitioner seeks to correct inaccuracies in the POPR regarding the priority
date of the *925 patent. As explained in the Petition (Paper 2), the *925 patent is
not entitled to a filing date before July 27, 2010. (Petition, 1-2.) The application
that became the 925 patent was filed on that date, and the *925 patent as allowed
and granted does not claim priority to any other application. (EX1001.)

Nevertheless, in the POPR, and in subsequent emails to the Board, Patent
Owner suggests that the 925 patent is a continuation of U.S. Patent Appl. No.
11/744,228 ( *°228 application™)! and claims priority to that application. (POPR,
7,22-23,49; see EX1027, EX1028.) Patent Owner also suggests that PCT
application PCT/US2008/56572 (“PCT application”), published as Int’l. Pub. No.
W02008/137208, “establish[es] priority.” (POPR, 22-23, 49, 57; see EX2003.)
Patent Owner is incorrect.

Specifically, the application that became the 925 patent initially claimed

priority to the *228 application, but that priority claim was deleted by Patent

"'The POPR’s reference to Appl. No. 11/744,731 (“Skin Treatment Preparation”) is

understood to be an erroneous reference to the *228 application.
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Owner during prosecution. (EX1002, 306, 311, 316.) Patent Owner’s deletion
was made clearly and deliberately, through patent counsel. Further, the original
priority claim was improper because the 925 patent was filed after Patent Owner
abandoned the *228 application. 35 U.S.C. § 120. And the 925 patent never
included any claim of priority to the PCT application. In any event, these alleged
priority applications are limited disclosures that cannot alone support any of the

challenged claims, as the Examiner found without any rebuttal by Patent Owner.

II. THE ’925 PATENT DOES NOT CLAIM PRIORITY TO ANY OTHER
DOCUMENT

A.  The ’925 Patent Application Initially Claimed Priority to the ’228
Application, but Patent Owner Expressly Deleted it

When the *925 patent was filed on July 27, 2010, it initially claimed priority
to the ’228 application as a continuation-in-part. (EX1002, 77.) The Examiner
indicated in a 2014 Office Action that the minimal 228 application “fails to
provide adequate support or enablement ... As such, the priority date for the
instant application is the filing date, 7/27/2010.” (EX1002, 273.) Patent Owner
responded by deleting the priority claim, and by amending the specification to
remove its sole reference to the 228 application. (EX1002, 306, 311, 316.) The
USPTO accordingly issued a Corrected Filing Receipt, reflecting the deletion, and

the patent issued without any priority claim reflected. (EX1002, 448; EX1001.)
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In correspondence to the Board, Patent Owner asserted that he “did not
disclaim or revoke the domestic-benefit claim” to the *228 application. (EX1027,
1-2.) The record contradicts that assertion: Patent Owner’s deletion of its initial
priority claim was clear and deliberate. (See EX1002, 316 (“Applicant has deleted
the claim of priority to Application no. 11/744,228.”), 306 (requesting correction
of “Domestic Priority data as claimed by applicant” in the Filing Receipt to recite
“None”), 311 (amending specification to delete “This application is a continuation-
in-part of application Ser. No. 11/744,228, filed May 4, 2007”).) And Patent
Owner made no attempt to amend the Corrected Filing Receipt, reflecting the
deleted priority claim, despite being urged to “verify the accuracy of the data” and
request correction if an error was noted. (EX1002, 448-49.)

Patent Owner incorrectly suggests that USPTQO’s public records show a
claim of priority to the 228 application. (EX1027, EX1028.) For example, in
Patent Owner’s screenshots, apparently from the USPTQO’s Patent Public Search
tool, the *925 patent application initially claimed priority to the *228 application.
(EX1028, 1, 3.) But the same search tool shows, consistent with continuity data on
Patent Center, that the issued *925 patent does not include any priority claim.
(EX1030.) This correctly reflects that the priority claim was deleted after the
application was filed, and before the *925 patent issued.

Even if Patent Owner had not deleted the priority claim to the *228
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application, he could not have claimed priority to that application because he
abandoned it before filing the application for the 925 patent. 35 U.S.C. § 120. On
January 27, 2010, a Final Office Action specified a shortened statutory response
period of three months, and the application lapsed when Patent Owner failed to
respond or extend. (EX1029, 3-7, 1-2.) The abandonment was effective April 28,
2010, i.e., the day after the shortened statutory period—and three months before
the *925 patent application was filed on July 27, 2010. (See MPEP § 711.04(a).)

B.  The ’925 Patent Never Claimed Priority to the PCT Application

The *925 patent never included any priority claim to the PCT application
and is not entitled to the benefit of its filing date. (EX1001; EX1002.) The POPR
suggests that the PCT application claims priority to U.S. Provisional Appl. No.
60/908,484. (POPR, 22-23.) However, this provisional application is directed to a
“Catheter Adapter Apparatus” and is unrelated to the 925 patent or the PCT
application, undermining any priority claim. The PCT application claims priority
only to the 228 application. (See EX1031.)

III. THE *228 DISCLOSURE AND PCT APPLICATION DO NOT
SUPPORT ANY OF THE CHALLENGED CLAIMS

Even if the *925 patent claimed priority to the *228 application (which it
does not), or to the PCT application (which it also does not), it still cannot be
entitled to any priority date earlier than July 27, 2010—the date the *925 patent
was filed. The 925 patent could have been at most a continuation-in-part, not a

4



IPR2025-01280

continuation as Patent Owner now incorrectly suggests, because the 925 patent
includes 48 pages of figures and a 94-paragraph written description; far more than
what was included in the disclosure of the *228 application.> (EX1002, 2-66;
EX1029, 106-110; see MPEP § 211.05(B) (““The disclosure of a continuation
application must be the same as the disclosure of the prior-filed application.”).)

A patent claim can be entitled to the benefit of an earlier application only if
every limitation of the claim is supported by the earlier application. Paice LLC v.
Ford Motor Co., 881 F.3d 894, 906 (Fed. Cir. 2018). Here, as the Examiner
recognized, the *228 application “fails to provide adequate support or enablement”
for the claims. (EX1002, 273.) For example, all challenged claims were allowed
only after Patent Owner amended them—at the Examiner’s express suggestion—to
recite compressing audio signals, and analyzing them for determining an RMS
value. (EX1001, 9:66-12:44; EX1002, 408, 412.) These limitations are not
supported by the’228 application. Rather, as Patent Owner and Examiner
indicated, they are based on paragraph 0081 of the 925 patent’s specification—
disclosure that is nowhere to be found in the *228 application. (EX1002, 408,
412.) The challenged claims are thus not entitled to any priority date before the

July 27, 2010 filing.

2 The disclosure of the PCT application is substantially identical to that of the *228

application, and also cannot support the challenged claims. (EX1029; EX2003.)
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Dated: October 14, 2025

By /Mehran Arjomand/

Mehran Arjomand

Registration No.: 48,231
MORRISON & FOERSTER LLP
707 Wilshire Boulevard, Suite 6000
Los Angeles, CA 90017

Tel: (213) 892-5630

Fax: (213) 892-5454

Email: MArjomand @mofo.com
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