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Petitioner Sandisk Technologies, Inc., and Patent Owner Longitude Flash 

Memory Solutions, Ltd. (collectively “Parties”) hereby jointly move to dismiss the 

petition for inter partes review in this proceeding. In accordance with 37 C.F.R. § 

42.20(b), the parties received authorization from the Board to file this motion on 

January 21, 2026. 

The parties have settled with respect to the challenged patent and have reached 

an agreement to terminate this IPR. Termination of this proceeding is proper 

pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74. 

First, this is a joint request by parties that have settled their dispute. 77 Fed. 

Reg. 48756, 48768 (Aug. 14, 2012) (“There are strong public policy reasons to favor 

settlement between the parties to a proceeding.”). Both Congress and the federal 

courts have expressed a strong interest in encouraging settlement in litigation. See, 

e.g., Delta Air Lines, Inc. v. August, 450 U.S. 346, 352 (1981) (“The purpose of [Fed. 

R. Civ. P.] 68 is to encourage the settlement of litigation.”); Bergh v. Dept. of 

Transp., 794 F.2d 1575, 1577 (Fed. Cir. 1986) (“The law favors settlement of 

cases.”). The Federal Circuit places a particularly strong emphasis on settlement. See 

Cheyenne River Sioux Tribe v. U.S., 806 F.2d 1046, 1050 (Fed. Cir. 1986) (noting 

that the law favors settlement to reduce antagonism and hostility between parties). 

Here, no public interest or other factors weigh against termination of this proceeding. 
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Second, the Director has not yet “decided the merits of the proceeding before 

the request for termination is filed.” 35 U.S.C. § 317(a); 77 Fed. Reg. 48768 (“The 

Board expects that a proceeding will terminate after the filing of a settlement 

agreement, unless the Board has already decided the merits of the proceeding.”). 

Petitioner filed its petition for inter partes review on October 14, 2025. Patent Owner 

filed its mandatory notices on December 17, 2025 and a request for discretionary 

denial on December 22, 2025. The Director has yet to issue an institution decision. 

No other party’s rights will be prejudiced by the termination of this inter partes 

review. This supports the propriety of terminating this proceeding even though the 

settlement and termination provisions of 35 U.S.C. § 317, on their face, apply only 

to “instituted” proceedings. 77 Fed. Reg. 48680, 48683 (Aug. 14, 2012) (§ 317(a) 

provides that “[a]n inter partes review . . . will be terminated with respect to any 

petitioner upon the joint request of the petitioner and the patent owner, unless the 

Office has decided the merits of the proceeding before the request for termination is 

filed.”). Indeed, the Board has terminated entire IPR proceedings based on joint 

motions to terminate before institution. See Samsonite, LLC v. Otter Prods., LLC, 

IPR2015-00507, Paper 13, at 2 (P.T.A.B. July 31, 2015) (granting motion to 

terminate pre-institution). 

Third, the parties have dismissed their dispute in the district court proceedings 

with respect to the Challenged Patent: Sandisk Corporation v. IP Value 



 

 
 -3-  
   
 

 

Management, Inc., et al., 5:25-CV-02389-PCP (N.D. Cal.), and IP Value 

Management, Inc., et al. v. Sandisk Corp., et al., 8:25-CV-00119-MWF(DFMx) 

(C.D. Cal.). True copies of the stipulations of dismissal are filed herewith as Exhibits 

1072 and 1073. 

Alternatively, the parties jointly request dismissal of this inter partes review 

pursuant to 37 C.F.R. § 42.71(a). The Board has recognized that dismissal of pre-

institution petitions is available upon a showing of good cause. See, e.g., Ecobee, 

Inc. v. Lime Green Lighting, LLC, IPR2019-00315, Paper 9 at 2-3 (P.T.A.B. March 

19, 2019) (treating joint motion under 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74 as 

a motion to dismiss under 37 C.F.R. § 42.71(a) and granting motion to dismiss pre-

institution). Dismissal under 37 C.F.R. § 42.71(a) is appropriate here because the 

parties have settled their dispute and the Director has not yet issued a decision 

whether to institute an inter partes review. Further, this proceeding is still in a 

preliminary stage, the Board has not considered the merits of the Petition, and the 

parties are jointly requesting dismissal. Dismissal is warranted under these 

circumstances. See 37 C.F.R. § 42.71(a) (authorizing the Board to dismiss a 

petition); Sony Corp. v. Avago Tech’s Gen. IP (Singapore) Pte. Ltd., IPR2017-

00520, Paper 10 at 2-3 (P.T.A.B. June 22, 2017) (granting joint motion to dismiss 

pre-institution); World Programming LTD v. SAS Institute, Inc., IPR2019-01457, 
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Paper 19 at 2 (P.T.A.B. Dec. 27, 2019) (granting dismissal where proceeding is at 

early stage and dismissal will preserve the Board’s resources). 

As required by 35 U.S.C. § 317 and 37 C.F.R. § 42.74, the Parties’ settlement 

agreement has been made in writing, and a true and correct copy of the same is filed 

herewith as Exhibit 1074. The Parties desire the settlement agreement be maintained 

as business confidential under 37 C.F.R. §42.74(c), and a separate joint request to 

that effect is being filed concurrently herewith. 

 

Date: January 21, 2026 Respectfully submitted, 

SHEPPARD, MULLIN,  
RICHTER & HAMPTON LLP 
 /Harper Batts/  
Harper Batts (Reg. No. 56,160) 
ATTORNEYS FOR PETITIONER 
SCANDISK TECHNOLOGIES, INC. 
 
RUSS AUGUST & KABAT 
 /Neil A. Rubin/  
Neil A. Rubin (Reg. No. 67,030) 
Brian D. Ledahl (Pro Hac Vice)  
James A. Milkey (Reg. No. 79,503)  
Philip X. Wang (Reg. No. 74,621)  
ATTORNEYS FOR PATENT OWNER 
LONGITUDE FLASH MEMORY 
SOLUTIONS LTD. 
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of the Unopposed Joint Motion to Dismiss the Petition for Inter Partes Review and 
Exhibits 1072-1074 were served in entirety via email to all parties to this 
proceeding at the addresses indicated: 
 

Counsel for Patent Owner  
Longitude Flash Memory Solutions, Ltd. 
Russ August & Kabat 
Neil A. Rubin  
nrubin@raklaw.com  
James A. Milkey   
jmilkey@raklaw.com  
Philip X. Wang 
pwang@raklaw.com 
ipvalue@raklaw.com 
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/Harper Batts/  
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Attorney for Petitioner 
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