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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

BLACKBERRY CORPORATION,
Petitioner,

V.

MAXELL, LTD.,
Patent Owner.

Case IPR2019-00089
Patent 8,170,394 B2

Before LYNNE E. PETTIGREW, TERRENCE W. McMILLIN, and
JASON W. MELVIN, Administrative Patent Judges.

McMILLIN, Administrative Patent Judge.

DECISION
Granting Joint Motion to Terminate Proceeding Due to
Settlement After Institution and
Granting Joint Request to File Settlement Agreement as
Business Confidential Information
35U.S.C. §317; 37 C.F.R. 88 42.72, 42.74
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|. DISCUSSION

On April 23, 2019, the parties filed a Joint Motion to Terminate this
proceeding. Paper 12 (“Mot.”). We authorized the Joint Motion via email on
April 22, 2019. Along with the Joint Motion, the parties filed a copy of a
document they describe as “a true copy” (id. at 1) of their written settlement
agreement (Ex. 1022) covering various matters, including those involving the
patent at issue in this proceeding. The parties also filed a Joint Request to File
Settlement Agreement as Business Confidential Information under 35 U.S.C.

§ 317(b) and 37 C.F.R. § 42.74(c). Paper 13.

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under this
chapter shall be terminated with respect to any petitioner upon the joint request of
the petitioner and the patent owner, unless the Office has decided the merits of the
proceeding before the request for termination is filed.” It is also provided in
35 U.S.C. § 317(a) that if no petitioner remains in the inter partes review, the
Office may terminate the review.

Petitioner filed a Petition requesting an inter partes review of claims 2-9 of
U.S. Patent No. 8,170,394 B2 (Ex. 1001, “the *394 patent”). Paper 1, 3. We
instituted trial on this proceeding on March 29, 2019. Paper 10.

In their Joint Motion, the parties represent that the settlement agreement
completely resolves the underlying disputes between the parties involving the
’394 patent at issue in this proceeding. Mot. 1-3. The parties indicate that the
settlement encompasses this proceeding, and the district court case in which Patent
Owner asserted the *394 patent against Petitioner and which was dismissed on
April 22, 2019. 1d. at 3-4. The parties also state that the settlement agreement
filed as Exhibit 1022 represents all agreements made in connection with, or in

contemplation of, the termination of this proceeding. Mot. 2.
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We have not yet decided the merits of this proceeding, and a final written
decision has not been entered. However, even though this proceeding has moved
beyond the preliminary stage, the Parties have shown adequately that termination
of the proceeding is appropriate. Under these particular circumstances, we
determine that good cause exists to terminate this proceeding with respect to the
parties. See 35 U.S.C. § 317(a); 37 C.F.R. § 42.72. We also have reviewed the
settlement agreement, and we determine that good cause exists to treat the
settlement agreement as business confidential information under 35 U.S.C.
§ 317(b) and 37 C.F.R. § 42.74(c).

This Order does not constitute a final written decision pursuant to 35 U.S.C.
§ 318(a).

Il. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the parties’ Joint Request (Paper 13) to file the settlement
agreement (Exhibit 1022) as business confidential information under 35 U.S.C.
8 317(b) and 37 C.F.R. 8 42.74(c) is granted;

FURTHER ORDERED that the settlement agreement (Exhibit 1022) shall
be treated as business confidential information, kept separate from the file of the
’394 patent, and made available only to Federal Government agencies on written
request to the Board, or to any person on a showing of good cause, under the
provisions of 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c); and

FURTHER ORDERED that the parties’ Joint Motion to Terminate
(Paper 12) is granted, and this proceeding is terminated with respect to Petitioner
and Patent Owner pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.72.
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For PETITIONER:

Todd Baker
cpdocketbaker@oblon.com

Christopher Ricciuti
cpdocketricciuti@oblon.com

Marc Weinstein
cpdocketweinstein@oblon.com

Ali Allawi
cpdocketallawi@oblon.com

Michael West
cpdocketwest@oblon.com

For PATENT OWNER:

Robert Pluta
rpluta@mayerbrown.com

Michael Word
mword@mayerbrown.com

Amanda Bonner
astreff@mayerbrown.com

Luiz Miranda
Imiranda@mayerbrown.com

Saqib Siddiqui
ssiddigui@mayerbrown.com
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