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L. INTRODUCTION

Petitioners submit this Reply to alert the Director to PO’s inconsistent
positions on the meaning of the “sleep state” limitation in its POPR here and in its
infringement contentions in related matter district court litigation, Maxell, Ltd. v.
Samsung Electronics Co., Ltd., Case No. 5-25-CV-00052 (E.D. Tex.).

II. ARGUMENT

In its infringement contentions, PO asserts that “sleep state,” as recited in
claim 1, is satisfied when “the display is dimmed” (EX1043 at 43; EX1044 at 43),
when “the screen turned off” (EX1043 at 57, 63, 67; EX1044 at 57, 63, 67) or when
there is a “dark screen” (EX1043 at 58; EX1044 at 58). But in its POPR, in an
attempt to avoid the prior art, PO asserts that “sleep state” is not disclosed by
“turning off a screen” or “a display turning off.” Paper No. 10 at 16.

As shown in the screen shot below, PO also asserts in its infringement
contentions that an accused Samsung Galaxy S25 (“S25”) phone is in a “sleep state”
when its screen is turned off and dark even though the accused device is casting a
video to a TV while its screen is in this state. EX1043 at 63, 67 (showing S25 with
screen turned off and dark while casting video to television); see also EX1044 at 63,

67.



Exemplary Evidence of Infringement

Subsequently, the connection to the external device is severed by either taking the device out of Wi-Fi
range or turning off the access point.

N dhuckles] Those are 1.
. ) Just super. i

The above screenshot depicts the device entering a sleep state (e.g., screen turned off).

However, in its POPR, in an attempt to avoid the prior art, PO takes the
opposite position and asserts that the “sleep state” limitation is a “‘non-operation
state,” meaning device inactivity,” and is not disclosed by “a device actively
controlling a remote control session,” or by a device that is “still operating.” Paper
No. 10 at 17. But clearly, for purposes of PO’s infringement contentions, the accused
S25 is “active” and “still operating” when it is casting video to the TV. EX1043 at
63, 67; EX1044 at 63, 67. PO offers no explanation for these opposite positions in
either its POPR or in its infringement contentions. Making matters worse, PO’s
position was the same in two sets of infringement contentions: first, in its original

infringement contentions on August 12, 2025 (EX1044), and then again in its



supplemental infringement contentions on October 20, 2025 (EX1043). Then,
without explanation, only ten days later on October 30, 2025, PO took the opposite
position regarding this claim term in its POPR. Paper 10.

Petitioners respectfully submit that the Board should reject the construction
that PO now proffers in the POPR and construe the term as PO did in its infringement
contentions; namely, that the “sleep state” limitation is satisfied when a device’s
screen is turned off and dark even if the device is still performing another operation
while its screen is in that state, as well as when the device is in a “non-operation
state, meaning device inactivity,” as PO now proposes.

Moreover, Petitioners respectfully submit that PO’s inconsistent positions
here and before the district court are another reason why the Director should not
exercise his discretion to deny institution of this IPR.

III. CONCLUSION

The Director should institute this IPR for the reasons discussed above and for

the reasons discussed in the Petition (Paper 1) and Petitioners’ opposition to PO’s

request for discretionary denial (Paper 9).
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