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DENIAL OF REQUEST FOR EX PARTE REEXAMINATION

Acknowledgements

1. This is a Denial of the Request for Ex Parte Reexamination of claims 1, 2, 3, 6,

14,15, 17, 18, 20, 21, 23, 25 and 26 of U.S. Patent No. 10,330,582 (*582 Patent”)

issued Jun. 25, 2019 and filed on Jun. 30, 2017 as U.S. application No. 15/638,461
(“461 Application”), titled “* FLOW CYTOMETER.”

2 The ‘582 patent is the subject of co-pending litigation, namely, Beckman Coulter,
Inc. v. Cytek Biosciences, Inc. No. 1:24-cv-00945-CFC-EGT (D. Del filed June 5, 2025)
in the U.S. District Court for the District of Delaware. (“the litigation”)

3. Examiners do not find any previous and/or co-pending Ex parte reexaminations
or supplemental examinations for the ‘5682 Patent.

4. Examiners do not find any post grant proceedings for the ‘582 Patent.

5. Claims 1-3, 6, 14, 15, 17, 18, 20, 21, 23, 25 and 26 have been requested for Ex

Parte Reexamination. These claims are grouped as follows:

— (Claims 1,2, 3, and 6;
— Claims 14,15, 17, and 18; and
— Claims 20, 21, 23, 25, and 26.

Evidence Considered
6. The following is the evidence considered in this order:

— US Patent Application Publication No. 2015/0115174 A1 to Yong Qin Chen
filed Nov. 26, 2014 and published April 30, 2015. (“Chen”);

— USP 6,139,800 to Chandler filed Jun. 22, 1998 and published Oct. 31, 2000;
(“Chandler”);
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USP 6,683,314 to Oostman, Jr. et al. filed Agusut 28, 2001 and published
Jan. 27, 2004 (“Oostman’);

USP 6,542,306 to Timothy D. Goodman filed March 16, 2001 and published
April 1, 2003 (“Goodman”);

USP 8,284,402 to Erich Frazier et al. filed February 26, 2010 and published
October 9, 2012 (“Frazier”).

Proposed Substantial New Questions of Patentability (“SNQ”)

7. The following are the proposed SNQs.

1) Asto claims 1-3, 6, 14, 15,17, 18, 20, 21, 23, 25 and 26, Chen is alleged
to present a SNQ.

2) Asto claims 1-3, 6, 14,15, 17, 18, 20, 21, 23, 25 and 26, the combination
of Chandler and Goodman is alleged to present a SNQ;

3) Asto claims 3 and 26, the combination of Chandler, Goodman, and
Hamamatsu is alleged to present a SNQ;

4) Astoclaims 1-3, 6, 14,15, 17, 18, 20, 21, 23, 25 and 26, the combination
of Oostman, Goodman, and Frazier is alleged to present a SNQ;

5) Asto claims 3 and 26, the combination of Oostman, Goodman, Frazier,
and Hamamatsu.

Effective Filing Date

8 The ‘582 Patent is a continuation of App. No. 14/555,102 (“102 Application”),

which was filed on Nov. 26, 2014, now Pat. No. 9,746,412, which was published Aug.

29, 2017. The effective filing date is Nov. 26, 2014.

Third Party Requester (“3PR”) argues the continuity is broken because the

instant claims introduce the claim term “curved mirror’ and the parent application does

not disclose a generic curved mirror, but a concave mirror. See Request 26-33. In other

words, 3PR alleges that the broadest reasonable interpretation (“BRI”) of the claim term
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“curved mirror’ covers both a “concave mirror’” and a “convex mirror’” and because the
102 Application (i.e., Chen) does not describe a “convex mirror,” the continuity is
broken and Chen is available as prior art.

Examiners disagree because claims are read as a whole. When the claims are
read as a whole, the words of claim themselves limit the “curved mirror’ to a “concave
mirror,” which is clearly supported by the ‘102 Application and Chen is not available as
prior art.

Specifically, claim 1 requires, inter alia, “a curved mirror configured to reflect the

portion of the collimated beam received from the optical element to produce the 1st
image.” Because a “convex mirror’ is not capable of being “configured to reflect the
portion of the collimated beam received from the optical element to produce the 1st
image,” it is clear from the words of the claim itself that the BRI of “curved mirror’ does
not cover a “convex mirror’ because a “convex mirror’ would not “produce the 1st
image,” as claimed.

Similarly, claim 14 requires, inter alia, “an optical relay element arranged to
receive the collimated beam, the optical relay element configured to extend the
collimated distance of the collimated beam, wherein the optical relay element comprises
a curved mirror or a concave-shaped dichroic filter configured to produce a 2™ image.”
Because a “convex mirror’ is not capable of being “configured to extend the collimated
distance of the collimated beam,” it is clear from the words of the claim itself that the
BRI of “curved mirror’ does not cover a “convex mirror’ because a “convex mirror’

would not “produce the 2@ image,” as claimed.
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Likewise, claim 20 requires, inter alia, “an optical relay element arranged near
the 1st image, the optical relay element configured to receive light from the collimating
optical element and to project a 2" image; wherein the size of the 15t image is
substantially the same as the size of the 2" image, and wherein the optical relay
element comprises a curved mirror or a concave-shaped dichroic filter.” Because a
“convex mirror’ is not capable of being “configured to receive light from the collimating
optical element and to project a 2" image; wherein the size of the 15t image is
substantially the same as the size of the 2" image” it is clear from the words of the
claim itself that the BRI of “curved mirror’” does not cover a “convex mirror’ because a
convex mirror would not “project a 2'@ image; wherein the size of the 15t image is
substantially the same as the size of the 2" image,” as claimed.

For the above reasons, Examiners maintain the effective filing date is Nov. 26,
2014 because the 102 Application provides sufficient disclosure to show possession of

claims 1-3, 6, 14, 15, 17, 18, 20, 21, 23, 25 and 26 at the time of filing.

Basis of the Substantial New Question of Patentability
9. Under MPEP §2242, for a substantial new question (“SNQ”) of patentability to be
present, it is only necessary that: (A) the prior art patents and/or printed publications
raise a substantial question of patentability regarding at least one claim, i.e., the
teaching of the (prior art) patents and printed publications is such that a reasonable
examiner would consider the teaching to be important in deciding whether or not the
claim is patentable; and (B) the same question of patentability as to the claim has not

been decided by the Office in an earlier concluded examination or review of the patent,
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raised to or by the Office in a pending reexamination or supplemental examination of
the patent, or decided in a final holding of invalidity (after all appeals) by a federal court

in a decision on the merits involving the claim.

Relevant Prosecution History (U.S. App. No. 15/638,461)

10. On Jun. 29, 2018, claims 364-389 were examined of which claims 364-373, 376-

380, and 382-389 were rejected. Claims 364-389 correspond to the ‘582 Patent claim

numbers as shown in the table.

The claims were rejected as follows:

— claims 364-366, 370-372, 376-380, 383, and 385-389
were rejected as anticipated by Heffelfinger et al. (US
2003/0044967);

— claims 364, 370, 376-378, 380, and 382-387 were
rejected as anticipated by Oostman (US 2003/0044967)
[sic]';

— claim 369 was rejected as obvious over Heffelfinger in
view of Johnson (US 4,385,234);

— claim 366 was reject as obvious over Oostman;

— claim 367 was rejected as obvious over Oostman in view
of Govorkov (US 2005/0002425);

— claim 373 was rejected as obvious over Heffelfinger;

' The rejection states the claims are rejected over Oostman (US 2003/0044967) but US 2003/0044967 is
to Heffelfinger et al. It is clear this publication number is a typographical error and the intended citation
was either Oostman (USP 6,683,314} or its child (USP 7,129,505) because: (1) the body of the rejection
maps the claim terms to the reference numbers of OQostman’s figure 5 and (2) the citation to Oostman’s
column and line humbers in the rejection correspond to stated claim limitations. Thus, the rejection is
based on Oostman (USP 6,683,314) or its child (USP 7,129,505)
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Claims 374, 375, and 381 were indicated as having the allowable subject matter.

As to claims 374-375, it was found that the prior art did not disclose or make

obvious the following in combination with the other limitations of the claims.

— “a 2 optical filter, the 277 optical filter arranged between the optical relay and
the 1st focusing optical element,

— the 2 optical filter configured to pass light of a 3" range of wavelengths in
the 15t branch of the collimated beam to the 1%t focusing optical element,

— wherein the 3 range of wavelengths is a subset of the 15t range of
wavelengths; optical filter arranged between the collimating optical element
and the optical relay.”

As to claim 381, it was found that the prior art did not disclose or make obvious

the following in combination with the other limitations of the claims.

“the optical filter configured to separate the collimated beam into a 15t branch
and a 2™ branch,

— wherein the 1% branch and the 2" branch are different colors,
— wherein the optical relay receives the 1st branch; and
— a2 focusing optical element arranged to receive the 2@ branch,

— the 2 focusing optical element configured to focus the 2@ branch to a 2@
semiconductor detector.”

11. On Feb. 7, 2019, claims 368 and 377 were cancelled and claims 364-367, 369-

376, and 378-391 were allowed. The following was the statement of reasons for

allowance.
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Application/Control Number: 90/015,441

Art Unit: 3992

t, including a curved mirror, configured to reflect a

Swalwell et al. (US 8,928,881 B2);
Osamu et al. (JP 55144226A).

Examiner cited the following art not relied upon but considered pertinent to
Wells et al. (US 7,113,266 B1);

Based on the prosecution history of the ‘582 Patent, Examiners consider a

applicant’s disclosure.

--The teachings that form the basis of the SNQ--

teaching of “an optical relay elemen

portion of a collimated beam received from a collimating optical element,” as claimed in
combination with the rest of the claim limitations, so as to improve structure an

12
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operation of a flow cytometer together with individual subassemblies of claim 1 (formerly

claim 364) to form the basis of an SNQ as to claims 1, 2, 3 and 6.

Based on the prosecution history of the ‘582 Patent, Examiners consider a
teaching of “optical relay element arranged to receive the collimated beam, the optical
relay element configured to extend the collimated distance of the collimated beam,
wherein the optical relay element comprise a curved mirror or a concave-shaped
dichroic filter configured to produce a 2" image” without significantly expanding the
beam diameter of claim 20 (formerly claim 383) to form the basis of an SNQ as to

claims 14,15, 17, 18, 20, 21, 23, 25 and 26.

The prior art considered in the prosecution of the ‘461 Application is:

— Heffelfinger et al. (US 2003/0044967);

— Oostman (USP 6,683,314 or USP 7,129,505);
— Johnson (US 4,385,234);

— Govorkov (US 2005/0002425);

— Wells et al. (US 7,113,266 B1);

— Swalwell et al. (US 8,928,881 B2); and

— Osamu et al. (JP 55144226A).

DENIAL

13. Claims 1-3,6, 14, 15,17, 18, 20, 21, 23, 25 and 26 are requested for

reexamination. The request for Ex parte reexamination of these claims in view of the
proposed SNQs is DENIED.
--SNQ (1) Chen--

14.  Chen is alleged to present a SNQ as to claims 1-3, 6, 14, 15, 17, 18, 20, 21, 23,

25 and 26.
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Chen is the US Patent Application Publication of the parent of the ‘582 Patent,
i.e., the “102 Application. 3PR alleges Chen is available as prior art because the scope
of claim term “curved mirror’ covers both a “convex mirror’ and a “concave mirror’ and a
“convex mirror’ is not described in the ‘102 Application, which breaks the continuity
chain. See Request 26-33.

As stated above in the section on the effective filing date, “convex mirrors” do not
form images and the language of the claims themselves require the claimed “curved
mirrors” to “produce the 15t image,” or “produce the 29 image,” or “project the 2nd
image,” which necessarily excludes “convex mirrors’ because “convex mirrors’ do not
produce images. Thus, Examiners do not agree that “curved mirror’ is not supported by
the 102 Application such the continuity chain is broken because the claimed “curved
mirror’ cannot cover “convex mirrors’ because the claimed “curved mirror’ is claimed to
produce images and “convex mirrors” do not produce images. As such, Chen is NOT

available as prior art.

5.4 Wirrors 185
CORCAVE MIRROR
) CONVEX MIRROR
(%3
Figure 5.54  a; Reflection frww o vongave mirvar, (iy Raflaction
fram 3 conves wirvor, EXARMINER ANNOTATED
HECHT

Because Chen is not prior art, SNQ (1) is DENIED.
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--SNQs (2)-(5) Chandler/Oostman in view of Goodman--
15.  SNQ (2): The combination of Chandler and Goodman is alleged to present a

SNQ as to claims 1-3, 6, 14, 15, 17, 18, 20, 21, 23, 25 and 26 (“SNQ (2)").

SNQ (3): The combination of Chandler, Goodman, and Hamamatsu is alleged to

present a SNQ as to claims 3 and 26 (“SNQ (3)”).

SNQ (4): The combination of Oostman and Goodman is alleged to present a

SNQ as to claims 1-3, 6, 14, 15, 17, 18, 20, 21, 23, 25 and 26 (“SNQ (4)’).

SNQ (5): The combination of Oostman, Goodman, Hamamatsu, and Frazier is

alleged to present a SNQ as to claims 3 and 26 (“SNQ (5)").

SNQs (2)-(5) stand or fall with Goodman. The crux of SNQs (2)-(5) is that
Goodman is relied upon to teach the claimed “optical relay element comprising a curved

mirror” in Goodman. See Request 82-26 and 126-127 citing Figure 1, #24b.

#24a-#24n are preferably
convex spherical surfaces;
cot10:17-35 -

" P
g ~ t"iﬁ\‘ & AN 243',‘ (‘23} ~B e

EXAMINER ANNOTATED
FIG, 1 GOODMAN
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Specifically, Goodman’s reflectors, which are alleged by 3PR to read on the

claimed “curved mirror’ are “convex mirrors.” See Goodman col.10:18-30.

One of ordinary skill in the art understands “convex mirrors” do not form images.

See Hecht pg. 185, reproduced below.

5.4 Mirors 185
CONCAVE MIRROR
= CONVEX MIRROR
T
vy

Figire 5.54  {ay Raflechon fram g congave mirvor, (i Reflantion

fram i cuavag wiror, EXAMINER ANNOTATED

HECHT

Because “convex mirrors” do not form images, Goodman’s “convex mirrors”
cannot reasonably read on the claimed “curved mirror,” e.g., claim 1: “a curved mirror
configured to...produce the 15t image;” claim 14: “a curved mirror...configured to
produce a 2 image;” claim 20: “optical relay element configured to receive light from

the collimating optical element and to project a 2" image; wherein the size of the 1
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image is substantially the same as the size of the 2@ image, and wherein the optical

relay element comprises a curved mirror....”
In other words, Goodman teaches “convex mirrors.” In contrast,
“curved mirror’ are described as “concave mirrors.” See Examiner Ann

Patent WDM embodiments (#1)-(#3), which are reproduced below.

the claimed

otated ‘412

Examiner Annotated "412 Patent

WDM Embodiment #1 ~ 917

)

. Souly sk Ve
concave mirror 913~

) Lidichroic fi
G168

concave mirror 912

concave mirror 41

concave mirror 910

concave

mirror a4

fight
SOUrce

arrangement

dichroic filter
a2

s, S MBI M Mmoiveii T P
A te Y A e B
T et AR e e

AN
= R M
eI G ST T et B ot
R, e i ARt VO

u I s
Qgiéchrmcﬁltgig 5

tJ L\ dichroic filter

A

focusing lens

v

Iter

g2~ focusing lens

v

ocusing lens

L

918~

901 LAl e - 906
o2~ dichroic g3l 905 focal
imagi ical filter dichroic focusing point
b FI G 25 filter arrangement
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concave 96 Y
mirror

focal

concave
mirror

source smzw[

963~
colfimating optical dichroic filter -
element o * \
FIG. 27 /
focal location Examiner Annotated '412
Fatent
WDOM Embodiment #2
EXAMINER ANNOTATED
412 PATENT
WDOM EMBODIMENT #3

coliimating optical lens

| L~ .}“ -
T \P

T H S TR
\iL l\\‘ \

B~

concave i
mirrer A N
P
o FIG, 28
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Because a reasonable Examiner would NOT consider Goodman'’s teaching of a

“convex mirror” to be important in deciding whether claims 1. 2, 3, 6, 14, 15, 17, 18, 20,

21, 23, 25 and 26 are patentable, SNQs (2)-(5) are DENIED.

35 U.S.C. 325(d)
16. 35 USC 325(d) states in part that “[ijn determining whether to institute or order a
proceeding under this chapter, chapter 30, or chapter 31, the Director may take into
account whether, and reject the petition or request because, the same or substantially
the same prior art or arguments previously were presented to the Office.” Thus, in order
for the Director to exercise discretion as to whether to Order a reexamination
proceeding under chapter, 30, the request must first be determined to be based on the
same or substantially the same prior art or arguments that previously were presented to
the Office.

Examiners do not find any prior post grant proceedings for the ‘582 Patent.

Conclusion
17.  The patent owner is reminded of the continuing responsibility under 37 CFR
1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent
proceeding, involving Patent No. 10,330,582 throughout the course of this
reexamination proceeding. The third party requester is also reminded of the ability to
similarly apprise the Office of any such activity or proceeding throughout the course of

this reexamination proceeding. See MPEP §§ 2207, 2282 and 2286.
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Extensions of time under 37 CFR 1.136(a) will not be permitted in these
proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and
not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that
reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)).
Extension of time in ex parte reexamination proceedings are provided for in 37 CFR
1.550(c).

18.  All correspondence relating to this ex parte reexamination proceeding should be
directed:

Electronically: Registered users may submit via Patent Center at
hitpsi/palenicenter.usplo.govl.

By Mail to:  Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Knox Building
501 Dulany Street
Alexandria, VA 22314

For Patent Center transmissions, 37 CFR 1.8(a)(1)(i)(C) and (ii) states that
correspondence (except for a request for reexamination and a corrected or replacement
request for reexamination) will be considered timely filed if (a) it is transmitted via the
USPTO patent electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b)

includes a certificate of transmission for each piece of correspondence stating the date
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of transmission, which is prior to the expiration of the set period of time in the Office
action.

Any inquiry concerning this communication or earlier communications from the
Examiner, or as to the status of this proceeding, should be directed to Deandra M.
Hughes at (571) 272-6982, SPE Hetul Patel (571) 272-4184, or the Central
Reexamination Unit at (571) 272-7705.

Signed:

/DEANDRA M HUGHES/
Reexamination Specialist, Art Unit 3992
Conferees:

/Timothy Speer/

Supervisory Patent Reexamination Specialist
Art Unit 3991
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04:59 PM
L2 1 "6683314".pn. (US-PGPUB; USPAT) |OR ON ON 2025/08/13
05:02 PM
L3 1 "6139800".pn. (US-PGPUB; USPAT) |OR ON ON 2025/08/13
05:05 PM
L4 1 "10330582" pn. (US-PGPUB; USPAT) |OR ON ON 2025/08/13
05:09 PM
L5 22 "9746412" (US-PGPUB; USPAT) |OR ON ON 2025/09/05
03:12 PM
L6 0 2003/0044967 pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/08
05:00 PM
L7 1 "20030044967" pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/08
05:00 PM
L8 2 "6683314".pn. OR (US-PGPUB; USPAT) |OR ON ON 2025/09/08
"7129505" pn. 05:05 PM
L9 1 "20030044967" pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/08
05:06 PM
L10 1 "6542306".pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/09
03:36 PM
L11 1 "6542306".pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/10
05:37 PM
L12 1 "10330582" pn. (US-PGPUB; USPAT) |OR ON ON 2025/09/19
04:51 PM
L13 7 "curved mirror".clm. (US-PGPUB; USPAT) |OR ON ON 2025/09/19
AND "collimating”.cim. 04:53 PM
AND "flow
cytometer".cim.
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