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I. Introduction

Patent Owner’s (“PO”) Brief in Support of Discretionary Denial (Paper 9,
hereinafter “Brief” or “Br.”) is based on incorrect assertions and lacks pertinent
details about the lawsuit between PO and Petitioner. Institution of Review is proper
because: (1) the Multidistrict Litigation (“MDL”) has been stayed and all deadlines
therein continued, and no trial date has been set in PO’s Eastern District of Missouri
lawsuit against Petitioner (“the Missouri case™); (2) PO has no strong settled
expectations as the ‘370 Patent issued in 2021; and (3) Petitioner’s “Sotera-plus”
stipulation (EX1090) ensures this will be a “true alternative” to the Missouri case.

The petitions filed by other parties in IPR2025-00687 and IPR2025-00688
(“the 2025 TPRs”) against the ‘370 Patent do not alter this result as Petitioner “ha[s]
individual rights to defend [itself] from allegations of patent infringement by
challenging the validity of the [] patent here [at the PTAB] and in district court.”
See Olympus Corp. v. Optimum Imaging Techs., LLC, IPR2024-01220, Paper 13, at
9 (Feb. 24, 2025) (denying request for discretionary denial based on earlier co-
pending IPR petition where the petition at issue also “raise[d] references not cited to
in the [other] IPR”). Olympus is on all fours here, as Petitioner is not a party to nor
related to any party in the 2025 IPRs and the Petition here raises references—Altman
(EX1007), Nelson (EX1008), and Pollack (EX1086) as evidenced by Julien

(EX1014)—not raised in the 2025 IPRs.
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The Advanced Bionics/Becton factors, the Fintiv factors, and the March 2025
Memorandum direct the denial of PO’s request for discretionary denial.

II. The Advanced Bionics Framework Under § 325(d) Favors Institution of
Review.

A.  Prong 1 of Advanced Bionics (Factors (a), (b), and (d) of Becton)

PO does not contest that Pollack discloses every element of numerous claims
as set forth in Ground 3 of the Petition. Nor does PO contest that the obviousness
combinations set forth in Grounds 1, 2 and 4 disclose every element of the
Challenged Claims or that a POSITA would have been motivated to make the
combinations. PO instead asserts priority date and reduction to practice arguments
the Board has already rejected. See IPR2020-00928 (U.S.Pat. 8,168,147), Paper 17,
at 32 (May 27, 2020); IPR2025-00281(U.S.Pat. 10,596,517), Paper 49, at 50 (Sep.
8, 2025); see also M.P.E.P. § 201.08; Director Stewart September 16, 2025
Memorandum regarding PTAB Consideration of Prior Findings of Fact and
Conclusions of Law (“Sept. 16, 2025 Stewart Memorandum”).

Further, Grounds 3-4 plainly present new art and arguments. For example,
Grounds 3-4 depend on Pollack, Pollack and Olson-235 or Pollack and Nelson, but
Pollack has never been cited in any Patent Office proceeding.

Ground 2 depends on Vosteen as a primary reference, and PO admits the
Petition “proposes ‘new’ secondary references.” Br. at 9. Ground 2 thus presents

new arguments not considered previously.
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Further, PO’s conclusory assertion that Pollack, Altman, Nelson and Olson-
235 cited by Petitioner are “cumulative” or “substantially similar” to art “previously
presented to the office” (Downs and Vosteen) is not correct. Br at 7.

First, Pollack discloses each element of claim 1 of the ‘370 patent including
the claimed weight ratio which the examiner incorrectly found to “distinguish over
the prior art of record” in his Examiner’s Statement of Reasons for Allowance.
EX1025, at 369. Downs and Vosteen do not. Second, Pollack injects sorbent
upstream of the air heater, which would provide more residence time for the sorbent
to absorb mercury. EX1086, at [0019], [0028], Figure 1. Nelson also injects sorbent
upstream of the air preheater and Altman optimizes residence time for mercury
sorption. EX1008, [0062], Figure 4; EX1007, 5:6-17. Downs and Vosteen do not.

Pollack also discloses both the addition of bromide to coal or a combustor
with sorbent injection into flue gas. Petition, at 54-55, 58. Vosteen does not disclose
both of these features. Pollack is plainly not cumulative.

Nelson and Olson-235 disclose a promoted sorbent, reaction of bromine with
carbon in the sorbent, and reaction of mercury with bromine-carbon surface
compounds of the sorbent. Petition, at 68-71. Downs and Vosteen do not. Further,
PO argued that its in-flight residence time of “only seconds” distinguished Nelson’s
lack of “the use of in-flight bromine treatment™ in its specification. EX1025, at 12,

19, 27, 57-58. This rationale was a reason for allowance by the examiner over
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Nelson in related U.S. Patent No. 10,343,114. EX1023 of IPR2025-01118, at 567-
68. Altman, as cited by Petitioner here, discloses a flue gas in-flight residence time
of 1-20 seconds for the sorbent, preferably 5-10 seconds. EX1007, 5:6—12. Altman
thus precludes the PO arguments used to overcome Nelson. Downs and Vosteen do
not describe in-flight residence time. Altman is thus not cumulative.

It follows there are material differences between Pollack, Altman, Nelson, and
Olson-235 cited by Petitioner and Downs or Vosteen. The references relied on by
Petitioner are not the same or substantially the same as those relied on by the

Examiner or in other proceedings. Review should be instituted.

B.  Prong 2 of Advanced Bionics Factors (c¢), (e), and (f) of Becton)

The Petition proves the invalidity of all claims in the ‘370 Patent. To the extent
the Examiner considered art also now cited in the Petition, the Examiner plainly
erred in allowing the ‘370 Patent to issue over it as explained in the Petition.

Such error is not surprising where the IDS including Downs, Altman, Nelson,
Olson-235 and Vosteen contained nearly 500 references. EX1025, at 93-111. And
the IDS provided no information regarding any relevance of the references. Id. at
93-175. Discretionary denial is thus inappropriate under Becton factor (f) where
Downs, Altman, Nelson, Olson-235 and Vosteen, each being material to
patentability, were buried among nearly 500 references on an IDS. Petition, at 5.

The examiner could not have been expected to discern relevance with so little time
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to review each reference. See Ecto World, LLC v. Rai Strategic Holdings, Inc.,
IPR2024-01280, Paper 13, at 7 (May 19, 2025) (precedential) (inclusion by patentee
of over 1,000 references (more than 40 times the size of a typical IDS) “may
demonstrate that discretionary denial under §325(d) is not warranted.”); see also
Setting and Adjusting Patent Fees During Fiscal Year 2025, 89 FR 91898 at 91924
(Nov. 20, 2024) (“Approximately 87% of applications contain 50 or fewer applicant-
provided items of information, and approximately 77% contain fewer than 25 . . .
[O]nly 4% of applications contain more than 200 applicant-provided items of
information.”).

Advanced Bionics thus strongly favors denial of PO’s request and Review
should be instituted.

III. The Interim Guidance Factors Favor Denial of PO’s Request

A.  Factor 1: Prior Adjudication and Factor 2: Changes in the Law or
New Precedent — Both Favor Institution of Review

1. The Board Has Repeatedly Found the Subject Matter of the
‘370 Patent Is Likely Unpatentable

The Challenged Claims of the ‘370 Patent are, as PO has acknowledged,
highly similar to the claims of the ‘114 Patent that the Board found were likely
unpatentable in its Institution Decisions in the 2020 IPRs. See EX1091 (“All of
ME2C’s asserted patents cover a process of capturing mercury using halogen

additives and activated carbon sorbents.”). A comparison of the claims of the ‘370
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and ‘114 Patents confirms the similarities. See Petition at xx-xxv (Table of
Challenged Claims); IPR2025-01118, Paper 1 (Petition), at xx-xxv (Table of
Challenged Claims). The ‘370 Patent claims require, inter alia, application of
“halides” generally, while the ‘114 Patent requires any of numerous forms of a single
halide—bromine. The Board’s decisions instituting review in the 2020 IPRs
involving the ‘114 Patent are thus highly relevant to the Petition here. See EX1038
(Institution Decision in [PR2020-00832); EX1039 (Institution Decision in [IPR2020-
00834). The Board should disregard PO’s assertion that the Institution Decisions in
the 2020 IPRs carry no weight. Br. at 9-11.

Further, the Board recently instituted review of the ‘370 Patent in the 2025
IPRs. See IPR2025-00687, -00688, Paper 29. While those institution decisions are
not publicly available, PO here makes the same arguments regarding the purported
priority date of the ‘370 Patent that PO made in its request for discretionary denial
in the ‘517 patent (a child of the ‘370 patent) IPRs and ‘114 Patent IPRs. See
IPR2025-01117, -0118, Paper 10, at 10-11. The Board also instituted review of the
‘517 Patent and the ‘114 Patent in IPR2025-00280, -00281, -00274, and -00278,
finding that there were breaks in the priority chain of each patent, as it did in the
2020 IPRs regarding the ‘147 Patent (a parent of the ‘370 Patent). IPR2020-00926,
Paper 19, at 35; [IPR2020-00928, Paper 17, at 32 (finding that “one or more of the

applications in the priority chain for the ‘147 patent lack written description support
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[for the challenged claims].”).

In short, the Board has repeatedly concluded there are breaks in the priority
chain throughout the family of patents that include the ‘370 Patent. The same result
should follow here. See Posco Co. v. Arcelormittal, IPR2025-00370, Paper 10, at 3
(June 25, 2025) (Director seeking “to provide consistency and predictability to the
public” among members of a patent family).

It follows that PO’s new “prior reduction to practice” theory, for which PO
provides zero factual support in its Brief, is both irrelevant and without merit. The
lack of written description simply cannot be rectified by PO’s “new” unsubstantiated
“reduction to practice” theory. PO’s repeated priority arguments should again be
rejected here. See Sept. 16, 2025 Stewart Memorandum.

2. The Delaware Trial Did NOT Substantively Address Validity

PO asserts that the Grounds and priority arguments in the Petition were
“presented more fully at trial in the Delaware Litigation” and adjudicated in PO’s
favor. See Br. at 9-11. Not close. Indeed, the ‘370 Patent was not at issue in the
Delaware trial. Further, the Delaware defendants did not present any evidence of

invalidity at trial (“not a word,” as stated by PO’s counsel). See EX2004 at 921:12-

17,1117:9-14, 1194:11-1195:8. The Delaware court then granted PO’s uncontested
JMOL on invalidity regarding the ‘114 and ‘517 patents. Id., 1119:23-1120:8.

The only tribunal that has examined the patentability of the subject matter of
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the ‘370 Patent is the Board in the 2025 IPRs, finding a reasonable likelihood at least
one claim is unpatentable in both IPRs. Factors 1 and 2 favor Institution of Review.

B. Factor 3: Strength of the Challenge — Favors Institution of Review

Contrary to the PO’s assertions, and as explained in the preceding section, the
Grounds in the Petition were not presented in the Delaware trial as the ‘370 Patent
was not at issue there. See Br. at 11. And the Delaware defendants presented no
evidence of invalidity at trial. Nor did the Board consider the Grounds presented
here in the 2020 IPRs, which were filed before the ‘370 Patent had even issued. PO’s
insinuations to the contrary are not correct. /d. And the Board recently instituted
review of the ‘370 Patent in [IPR2025-00687, wherein grounds 1 and 2 of that petition
were premised on Vosteen and Downs, respectively. The Petition here also advances
grounds premised on Vosteen and Downs (Grounds 1 and 2), though combined with
different secondary references (Nelson or Altman and Nelson).

The unpatentability challenges in the Petition, which include anticipation
(Ground 3) based on Pollack, go unrebutted. Nor does PO challenge the obviousness
grounds presented in Grounds 1, 2, and 4, i.e. PO does not assert that the cited
references are missing any element of the Challenged Claims or that a POSITA
would not have been motivated to combine the references as set forth in the Petition.

The Grounds in the Petition are strong and favor Institution of Review.
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C. Factor 4: Extent of the Petition’s Reliance on Expert Testimony—
Favors Institution of Review

This factor weighs against discretionary denial as the Petition does not “us[e]
its expert to fill gaps in the prior art.” See IRhythm Tech. Inc. v. Welch Allyn, Inc.,
IPR2025-00363, Paper 10, at 2-3 (June 6, 2025). Instead, Petitioner cites to Dr.
Vidic, its expert, to explain the background knowledge of a POSITA, the
motivations to combine the references, and how a POSITA would have understood
those references. Dr. Vidic provides many citations in support. See 37 C.F.R.
42.65(a); Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9, at 15 (Aug. 24,
2022) (precedential). There is no evidentiary gap filling from Dr. Vidic, which
weighs against discretionary denial. /Rhythm, IPR2025-00363, Paper 10, at 2-3.

PO does not argue otherwise. Rather, PO asserts the Board will not be able
to discern the grounds of unpatentability in the Petition without Dr. Vidic’s
declaration. See Br. at 11-12. Not correct. The Grounds are clearly identified on
pages 3-4 of the Petition. Ground 1, for example, asserts claims 1-6, 8, 11, and 14-
15 are obvious over Downs and Nelson or Downs, Altman, and Nelson. Ground 2
asserts these same Challenged Claims are obvious over Vosteen and Nelson or
Vosteen, Altman, and Nelson. And so on.

PQO’s assertion that the Grounds as presented in the Petition are unclear lacks

merit. Br. at 11-12. PO points to the discussion of claim elements 1(b), 1(d), and
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I(e) in Ground 1. These claim elements relate to adding activated carbon to the flue
gas (1(b)), contacting mercury in the flue gas with the activated carbon (1(d)), and
then separating the mercury-laden activated carbon from the flue gas (1(e))—
Downs, Altman, and Nelson each disclose all three of these limitations. That the
Petition and Dr. Vidic identify portions of each reference in the combination that
disclose these limitations as part of the presentation in Ground 1 is unremarkable.
See Petition, at 56-57. Factor 4 favors Institution of Review.

D. Factor 5: Settled Expectations — Favors Institution of Review

The ‘370 Patent issued in March 2021. As previously noted in the 2025 IPRs,
this means that “[PO] has not developed strong settled expectations that favor
discretionary denial.” IPR2025-00280, Paper 23, at 3 (the ‘517 Patent); see also
IPR2025-00688, Paper 18, at 2 (incorporating analysis of IPR2025-00280). PO
nevertheless alleges, without any support or explanation, that Petitioner is “in privity
with the Defendants in the Delaware Litigation” and that, as a result, “Petitioner
should not have expected that they [sic] would be permitted to file [IPRs. Br. at 13.

PO’s single, unsupported attorney statement in the Brief regarding alleged
“privity” fails as a matter of law. Petitioner was not a party to the Delaware litigation
and thus had no opportunity to litigate the validity or infringement of any of the
patents-in-suit in Delaware. Petitioner did not control, fund, direct, or otherwise

participate in the Delaware case or in any previous IPR. And there is zero evidence
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that any Defendant in the Delaware litigation controlling, funding, directing, or
otherwise involved in this proceeding in any way, because they simply are not.
Accordingly, no Delaware defendant is an RPI or privy of Petitioner here. See, e.g.,
WesternGeco LLC v. lon Geophysical Corp., 889 F.3d 1308, 1319 (Fed. Cir. 2018).
(“it is important to determine whether the petitioner and the prior litigant’s
relationship—as it relates to the lawsuit—is sufficiently close that it can be fairly
said that the petitioner had a full and fair opportunity to litigate the validity of
the patent in that lawsuit.”) (emphasis added); Uniloc 2017 LLC v. Facebook, Inc.,
989 F.3d 1018, 1029 (Fed. Cir. 2021) (explaining it “would be improper” to find
party was an RPI or privy where there was no “evidence of control,” “no evidence
of joint funding,” or “even any evidence of substantial coordination™); Signify
Holdings B.V., IPR2024-00101, Paper 20, at 9, 23 (Nov. 21, 2024) (RPI and privity
concern whether an “unnamed party is controlling, funding, or directing an IPR
proceeding”); Corning Optical Comms. RF, LLCv. PPC Broadband, Inc., IPR2014-
00440, Paper 68 (Precedential) at 15 (““...the evidence as a whole must show that the
non-party possessed effective control over the IPR proceeding.”).

Regardless, Petitioner has strong settled expectations that it could challenge
the ‘370 Patent in an IPR. As PO notes, PO filed suit against certain “suppliers for
mercury-capture related products,” including Chem-Mod, in Delaware in 2019. Br.

at 1. Petitioner was not a party to the Delaware case. PO first contacted Petitioner
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in February 2021, more than 18 months after PO filed the Delaware lawsuit.
EX1092. Petitioner responded in May 2021 explaining that eleven of the patents
identified in the February 2021 letter (the ‘114 Patent, the ‘147 Patent and additional
patents related to the ‘370 Patent) were either invalid for the reasons identified in the
2020 IPR institution decisions or were irrelevant to Petitioner’s operations. EX1093.

PO subsequently served a third-party subpoena in the Delaware case on
Petitioner in August 2021 seeking information about Petitioner’s operations at its
Rush Island, Labadie and Sioux facilities. EX1094. PO did not, however, indicate
to Petitioner at any time that PO would file suit against Petitioner. Petitioner did not
hear further from PO until PO filed the Missouri case in July 2024. Shortly after PO
successfully consolidated the Missouri case in the MDL, Petitioner made clear that
it intended to file IPR petitions. EX1095 (Dkt. 56) at 10. Factor 5 favors Institution
of Review.

E.  Factor 6: Compelling Interests — Favors Institution of Review

PO asserts without explanation that this factor is neutral. Br. at 13. There are,
however, compelling interests that favor Institution of Review. PO is seeking tens-
of-millions of dollars in damages in the MDL on patents that the Board has already
found are likely unpatentable in the 2020 IPRs and the 2025 IPRs. Itis in Petitioner’s
interest and the public interest that the validity of the ‘370 Patent be reviewed.

Factor 6 favors Institution of Review.

12
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F. Factor 7: Other Considerations — Favors Institution of Review

PO asserts without explanation that Factor 7 is neutral. Br. at 13. Not so. PO
has a history of settling IPR’s to avoid final written decisions of unpatentability all
the while aggressively asserting the underlying patents in district court litigation.
Such behavior falls squarely under Factor 7 and warrants Institution of Review.

PO’s track record here is telling. PO settled with all of the petitioners in each
of the 2020 IPRs just after the Board instituted review back then and resulting in the
termination of those IPRs before a final written decision. This freed up PO to take
the remaining 2020 defendants to trial in Delaware where PO obtained a substantial
verdict that is still subject to post-trial motions and appeal and is thus still non-final.

PO’s pattern of settlement to avoid final written decisions continues here.
Indeed, six defendants from the MDL joined together and filed Petitions seeking
inter partes review of the six patents asserted by PO in the MDL. Now, after many
of those petitions have been instituted, PO has reached settlements with all of those
petitioners except Berkshire Hathaway Energy Company and PacifiCorp who are
the only petitioners left in the 2025 IPRs involving the ‘370 Patent. See IPR2025-
00687, -688, Paper 35, at 2. Once PO settles with Berkshire Hathaway Energy
Company and PacifiCorp, as history would suggest, the 2025 IPR proceedings will
be terminated.

So discretionarily denying institution here creates the same risk of PO settling

13
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with Berkshire Hathaway Energy Company and Pacificorp to again avoid IPR
review and take Petitioner to trial in Missouri without the benefit of a prior IPR.
Such would violate Petitioner’s individual right to defend itself against PO’s
infringement claims both here and in the district court. See Olympus, IPR2024-
01220, Paper 13, at 9.

General Plastics further supports Institution of Review. While PO does not
mention General Plastics in its Brief, the 2025 IPR proceedings involving the ‘370
Patent do not support discretionary denial here under General Plastics. Petitioner
was sued in Missouri premised on operation of its Missouri power plants. The other
MDL defendants (all but one of which have settled) who filed separate petitions were
sued in other districts for separate and distinct activities at other power plants.

That the cases were consolidated into an MDL proceeding does not create a
“significant relationship” between Petitioner and the other MDL defendants.
Petitioner did not contribute to the other MDL defendants’ IPR filings and vice
versa. And each ground in the Petition here relies on different prior art references
not relied upon in the other MDL defendants’ IPR filings. See Section II, supra.

Thus, the General Plastics factors do not support discretionary denial. See
e.g., Olympus, IPR2024-01220, Paper 13, at 9; Monolithic Power Systems, Inc. v.
Greenthread, LLC, IPR2024-00550, Paper 20, at 9-10 (Sept. 25, 2024) (*“...per Ford

and Videndum, we will not discretionarily deny a later petition in view of an earlier

14
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petition where the earlier and later petitioners are neither the same party nor have a
‘significant relationship.’”); Videndum Prod. Sols., Inc v. Rotolight Ltd., IPR2023-
01218, Paper 12, at 6 (Vidal Apr. 19, 2024) (where “the first and second petitioners
are neither the same party, nor possess a significant relationship under Valve,
General Plastic factor one necessarily outweighs the other General Plastic
factors.”); Ford Motor Co. v. Neo Wireless LLC, IPR2023-00763, Paper 28, at 3
(Vidal Mar. 22, 2024) (no significant relationship between parties “having different
accused products that merely engage in court-ordered pretrial coordination.”).

IV. Discretionary Denial Under Fintiv Is Not Warranted

The Fintiv factors as a whole do not warrant discretionary denial. Apple Inc.
v. Fintiv Inc., IPR2020-00019, Paper 11 (Mar. 20, 2020) (precedential). This is
because each Fintiv factor either weighs in favor of referral to the Board or is neutral.

A.  Factor 1: whether the court granted a stay or evidence exists that
one may be granted if a proceeding is instituted — Strongly Favors
Institution of Review

Factor 2: proximity of court’s trial date to the Board's projected
statutory deadline for a final written decision — Strongly Favors
Institution of Review

PO filed its Brief on September 30, 2025 and disingenuously asserted that “the

2

Director may reasonably conclude that a stay is unlikely.” Br. at 14 (emphasis
added). A mere three days later, on October 3, 2025, PO and the then-remaining

defendants in the MDL (including Petitioner) filed a Joint Motion to Stay the MDL
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case “to conserve the resources of the parties and the judiciary.” EX1099, at 2. The
MDL court promptly granted that Joint Motion on October 13, 2025, stayed the case,
and “CONTINUE|D] all existing case deadlines until further notice.” EX1100, at 1.

As the MDL is now stayed, there is no trial date and Fintiv Factors 1 and 2
therefore strongly favor Institution of Review. See, e.g., Beckman Coulter, Inc. v.
Sirigen Il Ltd., IPR2022-01207, Paper 12, at 18 (Jan. 6, 2023) (weighing factor 2
“strongly against discretionary denial” where “no trial date is set and PO’s trial date
assertions were “purely speculative.”); Twitch Interactive, Inc. v. Razdob Holdings
LLC, TPR2025-00307, Paper 18, at 2-3 (May 16, 2025) (denying request for
discretionary denial where no trial date set).

B. Factor 3: investment in the parallel proceeding by the court and
the parties — Favors Institution of Review

As Fintiv explained, this factor is related to the trial date factor and the
likelihood of a stay in the underlying lawsuit. Fintiv, IPR2020-00019, Paper 11, at
9-12. The MDL case is now stayed and, as the MDL court noted when entering the
stay, “the litigation is at a somewhat early stage, with discovery underway and a
handful of rulings having been issued, some substantive and some procedural.”
EX1100, at 3. Given the stay, there will be no further MDL activity related to claim
construction, fact discovery, final invalidity and infringement contentions, or

experts. Id.
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Pleadings in the MDL involving Petitioner only recently closed when PO filed
its Amended Answer to Petitioner’s Counterclaims on August 5, 2025—after the
Petition was filed. PO served its Complaint in the Missouri case on July 25, 2024,
which was stayed on November 6, 2024 pending MDL consolidation. PO served
infringement contentions in the MDL on March 18, 2025. EX1097. The Petition
here was filed about four months later. As explained in Fintiv, “it is often reasonable
for a petitioner to wait to file its petition until it learns which claims are being
asserted against it in the parallel proceeding.” TPR2020-00019, Paper 11, at 11.

Accordingly, the remaining investment that would be required to bring the
Missouri case to trial, if the stay is lifted, “far out-weighs” the initial investments
made so far in the litigation. See, e.g., Snap v. SRK Tech. LLC, IPR2020-00820,
Paper 15, at 11 (Oct. 21, 2020) (“Where the District Court has not issued claim
construction orders and the discovery process is not yet complete, the remaining
investment of time and effort likely necessary to bring co-pending litigation to trial
appears to far outweigh that which has already been invested.”).

C. Factor 4: overlap between issues raised in the petition and in the
parallel proceeding — Strongly Favors Institution of Review

As explained in Judge Boalick’s March 24, 2025 Memorandum, “a timely-
filed Sotera stipulation ... is highly relevant but will not be dispositive by itself.”

(Emphasis added). Factor 4 thus weighs strongly in favor of Institution of Review
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here as Petitioner has filed a “Sotera-plus” stipulation. EX1090; see Motorola
Solutions Inc. v. Stellar, LLC, IPR2024-01205, Paper 19, at 3-4 (Mar. 28, 2025).
PO’s “worst case scenario” argument (Br. at 17) misses the mark as the only other
remaining defendant in the MDL (PacifiCorp) is one of the only remaining
petitioners in the now-instituted 2025 IPRs and filed a “Sotera-plus” stipulation
therein. The Board’s work thus will not be duplicative of the now-stayed MDL
proceeding.

D.  Factor 5: whether the petitioner and the defendant in the parallel

proceeding are the same party — Neutral or Favors Institution of
Review

Petitioner is the only defendant in the Missouri case. Other third parties to
Petitioner are also defendants in the MDL or in the Delaware lawsuit and/or are
petitioners in the other [PRs that these third parties filed. As the parties are distinct,
Factor 5 plainly favors Institution of Review.

So having nothing to support PO’s position under this Factor 5, PO abruptly
asserts the Petition is “duplicative and cumulative” of the 2025 IPRs. See Br. at 17.
But this conclusory assertion is both irrelevant and demonstrably incorrect. As
explained above in Section II, each Ground of the Petition relies on references that
are not asserted in the 2025 IPRs. While Ground 1 of the Petition relies in part on
Downs, which is also raised in the 2025 IPRs, this fact nevertheless weighs against

discretionary denial as the Board previously found that Downs likely anticipated
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similar claims of the ‘114 Patent (EX1039 at 22) and the Board recently instituted
review in [PR2025-00687 (Paper 29), which also raised Downs. See Google LLC v.
Mullen Industries LLC, 1PR2020-00019, Paper 14, at 12-13 (May 12, 2025)
(explaining that it favors rejecting discretionary denial request when “[the] issues
raised by Petitioner are similar, if not identical, to those raised” in an “instituted
proceeding”).

E. Factor 6: other circumstances that impact the Board's exercise of
discretion, including the merits — Favors Institution of Review

PO sued Petitioner on five patents the Board had effectively found were likely
unpatentable in the 2020 IPRs. The Board again found such likelihood of
unpatentability in the 2025 IPRs. Petitioner has an individual right to defend itself
against PO’s infringement claims, both here and in the district court. The single
Petition here raises references not raised in the 2025 IPRs and PO’s Brief does not
substantively challenge the merits of the Petition, other than via priority arguments
that are either unsubstantiated or were already rejected by the Board.

Petitioner should not be precluded from defending itself here simply because
another party also filed petitions challenging the ‘370 Patent, particularly where PO
has a demonstrated history of settling its claims to avoid IPR review and only one

petitioner in those 2025 [PRs remains.
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Petitioner respectfully submits that the Director should reject PO’s request for

discretionary denial and should Institute Review.

Dated: October 31, 2025
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