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I. INTRODUCTION 

The Director should decline to exercise discretion to deny institution of this 

inter partes review (IPR) Petition because it is an early challenge, Aon does not 

have settled expectations, and the FWD will issue long before trial. Moreover, the 

examiner made a material error by not even attempting to locate prior art for the 

very features Aon now contends are the point of novelty. Indeed, the examiner did 

not even make a single prior art rejection for the ’285 patent or any of the related 

patents challenged by Zesty.  

Aon’s arguments do not square with the facts and the previous decisions 

issued by the Director. For example, Aon contends it had settled expectations 

because of the parties’ prior communications yet it brushes aside that Zesty 

repeatedly and consistently told it that its patents are invalid. As another example, 

Aon contends that this is a late challenge, contrary to the Director’s prior decisions 

and despite the undisputed fact that the ’285 patent had been in force for just over 

5 years at the time of the filing of this Petition. And Aon’s arguments on the merits 

rely on plain mischaracterizations of both the Petition and Dr. Forsyth’s testimony.  

The PTAB is the most efficient and fastest forum to resolve the parties’ 

dispute. Accordingly, the Director should deny Aon’s request for discretionary 

denial and, under the Director Institution process, determine this IPR warrants 

institution for the reasons set forth in the Petition.  
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II. THE EARLY CHALLENGE OF THE ’285 PATENT WEIGHS 
AGAINST DISCRETIONARY DENIAL. 

A. This Petition is an early challenge to the ’285 patent. 

The ’285 patent issued on May 12, 2020, and had been in force just over five 

years at the time of the Petition’s filing on July 30, 2025. Countless recent 

discretionary decisions determine that challenges of patents less than six years old 

are “early challenges,” determining that the patent owner had, thus, not developed 

strong settled expectations and referring those IPRs for consideration on the merits. 

See, e.g., OnePlus Tech. (Shenzhen) Co. v. Pantech Corp., IPR2025-00756, Paper 

11 at 2 (P.T.A.B. Oct. 3, 2025) (referring “early challenge” for patent issued in 

2020); Berkshire Hathaway Energy Co. v. Birchtech Corp, IPR2025-00274 et al., 

Paper 23 at 3 (P.T.A.B. July 2, 2025) (patents issued July 9, 2019; Mar. 24, 2020); 

Shenzen Tuozhu Tech. Co. v. Stratasys, Inc., IPR2025-00438 et al., Paper 10 at 2 

(P.T.A.B. July 17, 2025) (including patents issued 2020 or later). This case is no 

different.  

Even taking Aon’s suggestion to consider the age of the patent at the 

February 4, 2026 institution deadline (which Zesty does not concede is the correct 

date for calculation), the ’285 patent will be less than six years old (approximately 

5.7 years).1 The early challenge favors consideration of the merits by the Director. 

 
1 Aon’s characterization of Kahoot! as finding settled expectations based on 
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B. Aon does not have a reasonable basis to allege “settled 
expectations” based on prior discussions between the parties, 
where Zesty repeatedly told Aon the ’285 patent is invalid. 

Aon next contends that it had “settled expectations” based on the parties’ 

prior dealings. DD Br., 5-9. But Aon’s characterizations of these dealings brush 

aside important details. When Aon first contacted Zesty in 2020 about the ’029 and 

’285 patents (the only patents in the family that had issued at this point), Zesty 

promptly responded that it does not infringe and had prior art related to the patents. 

EX2011, 2, 4. Thus, there were no “settled expectation” of validity—quite the 

contrary. Aon complains that Zesty did not share the prior art. DD Br., 5-9. But 

Zesty was under no obligation to do so.  

Moreover, Aon’s reaction to being told that the patents were invalid 

confirms that there were no “settled expectation” of validity. After 2020, Aon did 

not contact Zesty for another 2.5 years. At that point, in May 2023,  

 

 See EX2007, 7; EX2017, 1. In response, Zesty noted that it had  

 with Aon and in that vein that  

 
5.6 years (age at the time of Petition) is not accurate. DD Br., 5. In Kahoot!, the 

“patent has been in force for over six years” at the time of the discretion decision. 

IPR2025-00696, Paper 12 (P.T.A.B. July 31, 2025). 
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for the reasons expressed by Zesty’s counsel in the meeting in 2020 (i.e., the 

patents were invalid and not infringed). EX2007, 6; EX2017, 1. Indeed, Mr. Toth 

(Zesty’s Founder and CEO) emphasized that no further issues were raised by Aon 

after the original discussions in July 2020, and, in fact,  

, suggesting the matter was resolved. EX2007, 

6. Again, communications ceased until early 2025.  

These communications should not, and cannot, give rise to any reasonable 

expectation from Aon that it has “settled expectations” in the enforceability of the 

’285 patent. Indeed, the timing of these communications, if anything, create 

“settled expectations” for Zesty that it would not be sued. After the initial 

communication in 2020, where Zesty stated the patents  and 

were invalid, Zesty did not hear from Aon for another 2.5 years. In 2023, when 

Aon contacted Zesty again,  

 After that, Aon waited nearly another year to sue Zesty.  

So in sum, during the five years between when Aon first contacted Zesty and 

then sued, Aon spent nearly 3.5 of those years resting on its laurels. At no point 

during these five years did Zesty suggest that the patents were valid  

. Indeed—quite the opposite—Zesty repeatedly reaffirmed its 

position that the patents were invalid. Aon cannot sit around, ignore Zesty’s 
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repeated statements that the patents were invalid, and now claim it had “settled 

expectations” because it is upset Zesty did not share its prior art. See Apple Inc. v. 

Ferid Allani¸ IPR2025-00856, Paper 11 (P.T.A.B. Sept. 5, 2025) (the petitioner’s 

settled expectations weighed against denial, where petitioner informed the patent 

owner it did not require a license and patent owner waited for years to assert the 

patent). Further, it is not reasonable to have expected Zesty—a small start-up 

company with less than 30 employees in 2020—to expend its limited resources to 

file IPRs challenging patents owned by Aon—a leading global professional 

services firm with more than $15 billion in revenues—based solely on purported 

allegations of infringement. Zesty should not be faulted for waiting to file this IPR 

until after the ’285 patent was asserted against it, particularly when Aon chose to 

wait five years to assert the patent with only sporadic communications.  

Aon’s reliance on previous decisions to support its “settled expectations” 

fares no better. DD Br., 5-9. In both the Jinkosolar and NKT cases, the Office 

found the patent owner had strong settled expectations largely based on the age of 

the patent, not based exclusively on notice. See Jinkosolar Co. v. Longi Green 

Energy Tech. Co., IPR2025-00859, Paper 10 at 2 (P.T.A.B. Sept. 3, 2025) (finding 

strong settled expectations because the patent has been in force for ten years); NKT 

Photonics, Inc. v. Omni Continuum LLC, IPR2025-00839, Paper 10 at 2 (P.T.A.B. 

Sept. 4, 2025) (finding strong settled expectations because the patent has been in 
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force for nearly 17 years). And Aon’s reliance on Apple v. Apex Beam actually 

supports referral—not denial. That decision does not even discuss “notice.” Rather, 

it was a referral to the merits panel under circumstances similar to those here—the 

IPRs were early challenges of recently issued patents (2021 or later) and the final 

written decision was likely to issue before the district court trial. Apple Inc. v. Apex 

Beam Techs., LLC, IPR2025-00896, Paper 10 at 2-3 (P.T.A.B. Sept. 3, 2025).  

Accordingly, that this is an early challenge and Aon’s expectations should 

have been anything other than “settled,” strongly weigh against denial of this IPR. 

III. FINTIV FAVORS CONSIDERATION OF THE MERITS. 

The discretionary factors under Apple Inc. v. Fintiv, Inc., when considered as 

a whole, strongly weigh in favor of consideration of the merits. IPR2020-00019, 

Paper 11 at 5-6 (P.T.A.B. Mar. 20, 2020) (precedential) (“Fintiv”). 

A. Factor 1 weighs against denial because there is evidence the district 
court will enter a stay if this IPR is instituted. 

Factor 1 weighs against denial because the district court is highly likely to 

grant a stay. Zesty has submitted IPRs challenging all four patents involved in the 

district court proceeding, and institution of all four is likely because of the strong 

merits presented. See Pet., 3. Under these circumstances (where a petitioner files 

its stay motion after all patents asserted in district court have IPRs instituted at the 

PTAB), the district court in Delaware has granted a stay 77% of the time. See 

EX1028. And indeed, Judge Murphy (the assigned judge in the parallel district 
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court proceeding) has granted 100% of stay motions under these circumstances. Id.  

B. Factor 2 strongly weighs against denial because the Board will 
enter a final written decision months before the district court trial. 

Factor 2 strongly weighs against discretionary denial. The projected 

statutory deadline for issuing a FWD is February 4, 2027. A trial date has not yet 

been set in the district court; the scheduling order notes it will “likely [be] in mid 

2027.” EX2015, 10. The last hard deadline in the schedule is “Replies to Case 

Dispositive/Daubert Motions,” scheduled for February 8, 2027, which would be 

followed by the pretrial conference and only then trial. Id., 12. This further 

confirms that trial will occur well after the FWD—even assuming that there are no 

delays in the district court proceedings. The median time to trial statistics of 35 

months puts the trial date even later, at mid-January 2028. EX1029, 14. Thus, the 

Board will likely issue its FWD five to eleven months before the district court trial.  

C. Factor 3 strongly weighs against denial because there has been 
minimal investment, and Zesty was diligent in filing this IPR. 

The district court is in the very early stages, with initial infringement 

contentions only recently served on October 27, 2025 and invalidity contentions 

not due until late November. EX2015, 4. At the time of the institution decision 

(February 4, 2026), the parties will have exchanged proposed initial constructions, 

but neither party will have submitted any briefing and the Markman hearing will be 

over three months away. Id., 5-8. This is not meaningful investment. Aon’s cite to 
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Keyless (DD Br., 19) is inapposite—there the Office found significant investment 

because all claim construction briefing was complete and the Markman hearing 

was days away. Samsung Elecs. Co. v. Keyless Licensing, LLC, IPR2025-00526, 

Paper 12 at 2 (P.T.A.B. July 17, 2025); id., Paper 8 at 5. Further, Zesty filed this 

IPR expeditiously—a mere five months after the district court complaint was filed. 

The minimal investment and Zesty’s diligence weigh against denial. Fintiv, 10-12.  

D. Factor 4 weighs against denial because Zesty submitted a 
stipulation. 

Zesty timely submitted a Sotera stipulation, Paper 6, which “mitigates any 

concerns of duplicative efforts between the district court and the Board, as well as 

concerns of potentially conflicting decisions.” Sotera Wireless, Inc. v. Masimo 

Corp., IPR2020-01019, Paper 12 at 19 (P.T.A.B. Dec. 1, 2020) (precedential).  

The circumstances here are distinguishable from cases where a Sotera 

stipulation was found insufficient to ensure the IPR would be a true alternative to 

district court. For example, in Motorola, there was significant investment in the 

parallel proceeding and a trial date eleven months prior to the projected FWD date. 

Motorola Sols., Inc. v. Stellar, LLC, IPR2024-01205, Paper 19 at 3-4 (P.T.A.B. 

Mar. 28, 2025). Likewise in Cisco, the district court had not granted a stay, and the 

likely trial date was three months before the Board’s projected FWD date. Cisco 

Sys., Inc v. WSOU Invs. LLC, IPR2025-00188, Paper 14 at 3 (P.T.A.B. Aug. 22, 

2025). Here, the FWD will be months before the trial, the district court is likely to 
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grant a stay, and there is little investment. Thus, this factor weighs against denial. 

E. Factor 5 weighs against denial. 

The parties in the parallel litigation are the same and the Board will reach its 

determination before the district court. See BOE Tech. Grp. Co., Ltd. v. Optronic 

Scis. LLC, IPR2024-01130, Paper 16 at 13 (P.T.A.B. Jan. 27, 2025) (noting weight 

of factor 5 depends on which tribunal is likely to reach a decision first); NVIDIA 

Corp. v. Invensas Corp., IPR2020-00603, Paper 11 at 23 (P.T.A.B. Sept. 3, 2020) 

(factor 5 weighs against denial where Board is likely to reach a FWD first).  

F. Factor 6 weighs against denial because the merits are strong. 

The Office made a material error in issuing the ’285 patent without 

searching for terms related to machine learning classifiers. See Section IV. The 

Petition presents strong challenges based on prior art that the examiner should have 

considered, but did not. Like the ’285 patent, Gross discloses assessing the 

condition of a property using Classifier Engine(s). Indeed, the Petition 

demonstrates all but one claim is unpatentable over Gross alone; the minor 

limitations in the additional claim are rendered obvious by the Gross-Davis 

combination. And Aon’s alleged “weaknesses” are without merit for the reasons 

discussed below (Section VI). Accordingly, this factor weighs against denial.  

G. Considered as a whole, the Fintiv factors strongly weigh against 
denial of institution.  

In sum, all six of the Fintiv factors weigh against discretionary denial, and 
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this consideration weighs in favor of the Director considering the Petition’s merits.  

IV. THE OFFICE MADE A MATERIAL ERROR, ISSUING THE ’285 
PATENT WITHOUT A PRIOR ART SINGLE REJECTION. 

The Director should consider the Petition on the merits and institute review 

because the Office made a material error in issuing the ’285 patent that should be 

corrected. The ’285 patent issued without even a single prior art rejection. See Pet., 

8-9 (citing EX1002). In fact, none of the patents across the four IPR proceedings 

received a single rejection based on prior art. See Pet., 8-9; IPR2025-01358 Pet., 8; 

IPR2025-01359 Pet., 8-9; IPR2025-01360 Pet., 9-10. That is exceedingly rare, 

especially across a family of patents. And ultimately, it was the Office’s own 

flawed search strategy that led to this anomaly.   

The examiner’s prior art search missed features of the claimed invention—

features that Aon itself now characterizes as the point of novelty. Specifically, Aon 

suggests that the ’285 patent is a “pioneering invention” that features two separate 

machine learning classifiers, one that classifies property characteristics and 

another that classifies property conditions. DD Br., 3-4. Yet the examiner’s search 

strategy did not include a single search term related to machine learning classifiers 

at all. See EX1002, 238-244, 284-310. Instead of focusing on feature extraction or 

machine learning classifiers, the examiner’s search strategy focused on property 

damage assessment and aerial imagery. See id. And even in the Notice of 

Allowance, the examiner missed what Aon claims is the point of novelty, focusing 
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expectations in the earliest issued patent (it has not), where a patent owner has no 

settled expectations in three of four challenged patents, the PTAB is still the more 

efficient forum to address the validity of all four patents together in a single forum. 

See Padagis US LLC v. Neurelis, Inc., IPR2025-00464, Paper 12 (P.T.A.B. July 

16, 2025) (two patents challenged early, third patent is part of same family; it is an 

efficient use of Board resources to address the related patent); Embody, Inc. v. 

LifeNet Health, IPR2025-00248, Paper 13 at 3 (P.T.A.B. June 26, 2025) (it would 

be “an efficient use of Board resources” to review the older parent patent along 

with the child (issued in 2022)). Efficiency weighs in favor of the Director 

considering the merits of all four of Zesty’s challenges.  

VI. AON’S ADDITIONAL ARGUMENTS FOR DISCRETIONARY 
DENIAL LACK MERIT. 

A. Zesty has not engaged in inappropriate forum shopping and the 
filing of this IPR comports with the intent of the AIA. 

First, Aon incorrectly contends that by waiting to file the Petition until after 

the district court ruled on Zesty’s Rule 12(b)(6) motion to dismiss under § 101, 

Zesty misuses the IPR process. DD Br., 9-12. Rather, the opposite is true. Zesty 

recognized that the Office has previously determined it would not be an efficient 

use of PTAB resources to institute an IPR when a district court has already found 

the challenged claims invalid. See Hulu, LLC v. Piranha Media Distrib., LLC, 

IPR2024-01252, Paper 27 (P.T.A.B. Apr. 17, 2025) (informative, Director Review 
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decision). Thus, Zesty specifically waited for the ruling on the § 101 motion before 

filing this IPR, out of respect for the Board’s procedures and limited resources.    

Zesty made one more attempt to negotiate with Aon, by sharing pre-filing 

drafts of the IPR Petitions, again to avoid having to burden the Board. Ironically, 

Aon now suggests this attempt was yet more gamesmanship—quite the opposite. 

After receiving the district court’s decision denying the § 101 motion, Mr. Toth 

made one final attempt “to move past legal disputes” and collaborate based on the 

parties’ “longstanding relationship.” EX2002, 1. Mr. Toth believed there was “far 

more to gain through collaboration than continued litigation.” Id., 2. Unfortunately, 

Aon declined Mr. Toth’s offer and, accordingly, Zesty proceeded to file the IPRs.  

So in sum, Aon suggests that Zesty is misusing the IPR process simply 

because Zesty first tried numerous other avenues to avoid burdening the Board. 

That is not misusing the IPR process, rather it is being respectful of the Board’s 

limited resources. And importantly, Zesty’s request for the Office to review its 

error in issuing the ’285 patent entirely comports with the intent of the AIA for 

“providing a more efficient system for challenging patents” and “reducing 

unwarranted litigation costs.” H.R. Rep. No. 112-98 at 39-40 (2011). As a small 

company, these efficiencies and cost-savings are of critical importance to Zesty.  

B. The Petition’s reliance on expert testimony is entirely proper and 
consistent with Board regulations. 

Aon also suggests, incorrectly, that the Petition relies on expert testimony to 
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fill in “gaps” related to the claimed “second machine learning classifier.” DD Br., 

12-14. Put simply, Aon is wrong and mischaracterizing the Petition. The Petition 

does not rely on expert testimony to fill in a single gap, let alone the specific 

alleged “gap” identified by Aon related to the second machine learning classifier. 

In fact, the Petition relies on the explicit disclosure of Gross to teach the claimed 

“second machine learning classifier.” Pet., 29 (citing EX1005, ¶80). As pointed 

out in the Petition, Gross explicitly discloses it may be useful to employ multiple 

classifiers—exactly what the claims require. EX1005, ¶80. And, although the 

Petition uses ellipses to focus on the most salient part of the disclosure, the omitted 

material does not support Aon’s incorrect interpretation that Gross is only 

“referencing multiple classifiers identifying the same information concerning the 

same thing and then averaging the output.” DD Br., 13. In fact, Aon ignores that 

the language it highlights from Gross discloses different classifiers can give “a 

combined or averaged score” (i.e., each classifier identifies different information 

concerning different things that is then combined). EX1005, ¶80; also id. ¶¶126, 

130. Furthermore, Aon neglects to mention that the Petition also points to Gross’s 

disclosure that different classifiers could be “customized” for different purposes to 

identify different things. Pet., 29 (citing EX1005, claim 26).  

Citations to Dr. Forsyth’s testimony for this element simply confirm how a 

POSA would have understood that Gross’s disclosure teaches the claimed “second 
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machine learning classifier.” EX1003, ¶¶88-90. Dr. Forsyth’s testimony is not 

relied on to fill a gap—Gross already discloses multiple classifiers. Rather, his 

testimony simply explains what the disclosures of Gross would mean to a POSA, 

exactly what the regulations suggest such testimony is for. See 37 C.F.R. 

§ 42.65(a) (requiring disclosure of underlying facts to support testimony).  

Further, Aon does not cite to any case where institution was denied based on 

improper use of expert testimony. Even in the case Aon does cite, DD Br., 12, the 

Acting Director found the patent owner had not shown that the petitioner was using 

the expert to fill gaps. Cambridge Indus. USA, Inc. v. Applied Optoelecs., Inc., 

IPR2025-00434, Paper 11 at 2 (P.T.A.B. June 26, 2025). Aon’s argument of 

alleged improper expert testimony reliance does not support discretionary denial 

here. Accord GD Energy Products, LLC v. Kerr Machine Co., PGR2025-00031, 

Paper 11 at 2 (P.T.A.B. June 25, 2025) (persuaded expert’s “testimony is merely 

complying with regulations requiring disclosure of ‘underling facts or data’”).   

C. There are no internal inconsistencies or improper incorporation by 
reference in the Petition. 

Aon contends that the Board should deny the Petition because of alleged 

internal inconsistencies in the Petition and improper incorporation by reference. 

DD Br., 14-18. But Aon does not identify any alleged inconsistencies, nor does the 

Petition rely on improper incorporation by reference.  

First, Aon takes issue with the Petition’s reliance on Jafri for the claimed 
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“extracting … one or more features” because Jafri relates to face recognition 

techniques, and not to property classification. DD Br., 14-15 (citing Pet., 22). But 

the Petition does not rely solely on Jafri to meet this claim limitation. Indeed, Aon 

fails to mention the Petition (immediately preceding the portion Aon cites) 

explicitly states “Gross discloses objects can be analyzed in image patterns, using a 

variety of techniques that can be used to detect and extract features of attributes.” 

Pet., 21 (citing EX1005, ¶77). The Petition further relies on Gross’s disclosure that 

“[u]sing conventional image processing, each attribute … may be … characterized 

by a distinct set of pixels … or otherwise mathematically derivable feature from 

the images” and that “[f]eature extraction algorithms are well-known in the art.” 

Pet., 21-22 (citing EX1005, ¶¶78-79). In any event, Gross itself confirms the 

relevance of Jafri’s teachings by explicitly stating that Jafri contains suitable 

examples of feature extraction algorithms. See Pet., 22 (citing EX1005, ¶79).  

Second, Aon argues that Jafri “teach[es] away” from automatic feature 

extraction—not so. DD Br., 15. To teach away, a reference must actually “criticize, 

discredit, or otherwise discourage” investigation into the claimed solution. In re 

Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004). Jafri does none of these things. 

Indeed, the purported quote that “teaches away” merely cites to an article that pre-

dates Jafri by 12 years. See EX1008, 43, 58 (citing a 1997 publication (“[58]”), for 

the proposition that “current algorithms” do not provide a high degree of accuracy 
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and require considerable computational capacity). Indeed, contrary to Aon’s 

assertion, Jafri provides multiple examples of automatic feature extraction 

algorithms in its survey. See, e.g., EX1008, 43-45.  

Third, Aon criticizes Gross for being bereft of any details of the use of 

machine learning based neural networks. DD Br., 15-16. Setting aside that the 

same can be said of the ’285 patent, the Petition relies on Gross’s explicit 

disclosure that objects in images are analyzed using “neural networks” to detect 

and extract features. Pet., 25-26 (citing EX1005, ¶77). As additional support, the 

Petition further points to Jafri’s teachings—which Gross specifically states are 

suitable examples to use for feature extraction—of using a “hybrid neural network 

solution” to analyze image patterns. Pet., 26 (citing EX1008, ¶49).  

Moreover, Aon’s cite to Zenon for its allegation that Jafri is not properly 

incorporated by reference is inapposite. DD Br., 16-17. In Zenon, the incorporation 

by reference was expressly limited to “the relevant disclosures,” which the Court 

found was insufficient to incorporate the entire disclosure. Zenon Env’t, Inc. v. 

U.S. Filter Corp., 506 F.3d 1370, 1379 (Fed. Cir. 2007). Here, Gross explains 

precisely why it is incorporating Jafri—its explanation of feature extraction 

algorithms—the very reason the Petition cites to Jafri. Moreover, unlike in Zenon, 

Gross does not limit the incorporation of Jafri to only a specific portion of the 

disclosure. See EX1005, ¶79 (incorporating Jafri by reference); EX1008.   
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As a last ditch effort, Aon finally argues that the Board should ignore 

Gross’s teachings because Gross (the inventor) is allegedly not a POSA. DD Br., 

17-18. Not surprisingly, Aon cites no case law for this assertion, nor can it since 

this is not a distinction that matters. Whether the inventor of a prior art reference, 

here Gross, is a POSA is entirely irrelevant. The Petition properly relies on what is 

disclosed in Gross, the publication, to support its challenges. For the perspective of 

a POSA, the Petition relies on Dr. Forsyth, an expert in the fields of image 

processing and computer vision. Pet., 2. None of Aon’s arguments support denial. 

D. There are no inconsistent claim construction positions: the parties 
have not exchanged claim construction positions in district court 
and Dr. Forsyth accurately testifies to the multiple meanings of 
“feature” used in the ’285 patent.  

Aon alleges that Zesty has taken inconsistent claim construction positions in 

the Petition and the district court. DD Br., 18-19. That is, at best, a gross 

mischaracterization of the parties’ positions in the district court proceedings; claim 

construction has not even begun in the district court. See EX2015, 5-8 (setting 

claim construction schedule). Notably, Zesty’s IPR expert (Dr. Forsyth) is not 

involved in the district court proceeding, and therefore has provided no testimony 

therein. In any event, neither Zesty nor Dr. Forsyth has taken claim construction 

positions in this IPR that contradict positions taken in district court.  

As explained, the parties have not yet exchanged claim construction 

positions in district court and are months away from the January 15, 2026 due date 
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to exchange initial positions. EX2015, 5-6. Furthermore, in this IPR, Zesty submits 

the claim terms should receive “their plain and ordinary meaning.” Pet, 10. Thus, 

Aon’s reliance on Sun Pharmaceuticals is irrelevant; there, the petitioner 

specifically proffered a narrower claim construction in district court than in the 

IPR and did not explain why. See Sun Pharms. Indus., Inc. v. Nivagen Pharms., 

Inc., IPR2025-00893, Paper 18 at 2-3 (P.T.A.B. Sept. 19, 2025). Despite Aon’s 

cherry picking of isolated sentences in Zesty’s motion to dismiss under § 101 (DD 

Br., 18), no explicit claim construction positions were taken in that brief either, and 

the arguments therein are not inconsistent with Dr. Forsyth’s testimony.  

In particular, Aon contends that Zesty has taken inconsistent positions on the 

claim term “feature.” DD Br., 18. To be sure, as Dr. Forsyth testified—in this 

proceeding—the word “feature” is used in the ’285 patent to refer both to “image 

features” and to “property features” and he cited to the ’285 patent for support of 

this testimony. EX1003, ¶71 (citing EX1001, 8:26-36 (discussing extracting 

features and grouping extracted (image) features, such as angles, and homogenous 

fields) and EX1001, 8:24-30 (discussing the identification of “property” features, 

such as rooftops, swimming pools.)). Dr. Forsyth provided proper support for his 

accurate testimony that the word “feature” has multiple meanings in the ’285 

patent and provided detailed reasoning for his interpretation of the claimed 

“feature” in each instance. EX1003, ¶¶71-73; see Aventis Pharms. Inc. v. Amino 
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Chems. Ltd., 715 F.3d 1363, 1374 (Fed. Cir. 2013) (“[T]he same claim term can 

have different constructions depending upon the context of how the term is used 

within the claims and specification.”).   

This testimony is not inconsistent with Zesty’s § 101 motion in the district 

court. First, the portions of the § 101 motion cited by Aon reference claims of the 

related ’029 patent. Given Aon’s inconsistent use of the term “feature,” arguments 

related to the ’029 patent are not necessarily even relevant here. Further, the § 101 

motion does not contend that the scope of the claimed “features” is limited to 

“features of a house,” but rather contends that the claims focus on image analysis 

in the abstract, and that a person can extract features from images in their mind. 

See, e.g., EX2013, 5-10. Indeed, the § 101 motion argues that the “claims focus on 

generic data like ‘features’ of a house,” EX2013, 13 (quoted at DD Br., 18), which 

references the claimed “features” as image data which is consistent with Dr. 

Forsyth’s testimony in this IPR. 

Zesty does not take inconsistent claim construction positions, and the 

Petition should not be denied on that basis.  

VII. CONCLUSION 

For these reasons, the Director should deny Aon’s request to discretionarily 

deny this IPR and should institute review of the challenged claims.  
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