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I. INTRODUCTION

1. My name is Grant Delgatty and I am currently Associate

Professor and Chair of Product Innovation at the University of Southern 

California Iovine and Young Academy.  I have been retained on behalf of Top 

Glory Trading Group Inc., and DP Dream Pairs Inc. (“Petitioners” or “Top 

Glory”), to provide my opinions on certain issues related to U.S. Patent No. 

D768,969 (“the ’969 patent”) in connection with the above-captioned inter 

partes review (“IPR”) proceeding.  In particular, I have been asked to provide 

my insights, analysis, and opinions regarding whether the claimed design of 

the ’969 patent is anticipated by and/or obvious over the prior art references 

identified below.   

2. I understand that the ’969 patent is titled “Shoe Midsole”; names

Jack Boys as the inventor; and is currently assigned to Cole Haan LLC 

according to the USPTO.  I have considered the ’969 patent.  I understand that 

the ’969 patent has been provided as Ex. 1001. 

3. I understand that the prosecution history of the ’969 patent has

been provided as Ex. 1002.  I have considered this prosecution history, and I 

will refer to it as “the ’969 Prosecution History.” 

4. I understand that the ’969 patent was filed on October 13, 2015.

For the purposes of rendering my opinions in this declaration, I have been 
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asked to consider this filing date as the earliest priority date for the claimed 

design. 

5. My analysis and conclusions set forth in this declaration are based 

on my educational background and experiences in the field (see Section II).  I 

am qualified to opine concerning what a designer of ordinary skill in the art 

would have known and understood during that time.  Before October 13, 2015, 

my level of skill in the art was at least that of a designer of ordinary skill in the 

art.  In relevant part, my analysis and conclusions herein are from the 

perspective of a designer of ordinary skill in the art as of October 13, 2015.   

6. I am also qualified to opine concerning what an ordinary observer 

would have known and understood during that time.  Before October 13, 2015, 

I had significant experience designing footwear for ordinary observers and 

purchasers of footwear, and I understand how these ordinary observers and 

purchasers viewed ornamental designs of footwear.  In relevant part, my 

analysis and conclusions herein are from the perspective of an ordinary 

observer as of October 13, 2015. 

7. As part of my independent analysis for this declaration, I have 

considered the following: the background knowledge/technologies that were 

commonly known to a designer of ordinary skill in the art and ordinary 

observers during the time before the earliest claimed priority date for the ’969 
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patent; my own knowledge and experiences gained from my work experience 

in the field of the ’969 patent and related disciplines; and my experience in 

working with others involved in this field and related disciplines. 

8. I have considered the following non-exhaustive list of references

in preparing my declaration.   

9. I have been instructed to assume that each of these references

qualifies as prior art as of the respective priority dates of the respective grounds 

in which they are used as discussed below.  

 Cole Haan C11947 (“C11947”),  published on February 20, 2014 and
archived on March 3, 2014.  I understand that a copy of this reference has
been designated as Exhibit 1005 with evidence of its public accessibility
at Exhibits 1004 and 1006-1009.  Throughout my declaration, references
to C11947 are to Exhibit 1005.

 Cole Haan C12652 (“C12652”), archived on June 13, 2014.  I understand
that a copy of this reference has been designated as Exhibit 1011, with
evidence of its public accessibility at Exhibit 1010.  Throughout my
declaration, references to C12652 are to Exhibit 1011.

 EUIPO Design Registration No. 002413161-0028 (“Nike”) assigned to
Nike Innovate C.V., titled “Shoes,” filed on February 26, 2014 and
published on March 3, 2010.  I understand that a copy of this reference has
been designated as Exhibit 1012, with evidence of its public accessibility
at Exhibits 1013-1015.  Throughout my declaration, references to Nike are
to Exhibit 1012.

 Skechers Embolden Oxfords (“Skechers”), published on July 10, 2013
and archived on July 14, 2013.  I understand that a copy of this reference
has been designated as Exhibit 1017, with evidence of its public
accessibility at Exhibit 1016.  Throughout my declaration, references to
Skechers are to Exhibit 1017.
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10. I understand that there is a pending district court litigation 

between Petitioners and Patent Owner (“New Jersey Case”) involving the ’969 

patent. 

11. I am being compensated by Top Glory at my standard hourly 

consulting rate of $400 per hour for my time on this matter.  My compensation 

is not dependent on the outcome of this proceeding or any other proceeding 

between the parties. 

12. In forming my opinions, I relied on the documents cited in this 

declaration and the documents identified in the attached Appendix B.  These 

documents comprise patents, file/prosecution histories, printed publications, 

and other related documents.  As discussed below, each document is a type 

that experts in my field would have reasonably relied upon when forming their 

opinions.  Further, experts in my field would have had access to each document 

either through the applicable patent offices and/or well-known libraries, 

conferences, publications in the field, or the Internet.  My opinions are also 

based upon my personal and professional experience. 

II. BACKGROUND AND QUALIFICATIONS 

13. A summary of my background and qualifications as a technical 

expert for this case is provided below.  A complete listing of my qualifications 

and background are detailed in my curriculum vitae (“CV”), which is attached 
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hereto as Appendix A.  The ’969 patent is in the field of footwear designs.  As 

demonstrated by my CV and the below summary of my relevant experience, I 

would be considered by others to be an expert in the field of footwear design. 

14. I have designed and developed shoes for more than 25 years and 

have extensive experience developing functional and aesthetic aspects of 

footwear, including midsole designs.  

15. Early in my career, as an athletic footwear designer, I had the 

opportunity to be mentored and work directly under the tutelage of the 

legendary Bill Petersen, who worked as one of the first industrial designers at 

Nike and its prior name of Blue Ribbon Sports.  Bill was originally given the 

task of developing the methodology by which Frank Rudy’s patented airbag 

technology could be commercialized into a viable midsole construction 

application for mass production.  It was under Bill’s guidance where I first 

learned to apply principles in shoe construction methodologies of performance 

footwear and how to develop functional midsole technologies into an 

aesthetically pleasing, commercially viable design.  

16. From 1996 to 1999, I worked as the only employee at E-West 

Designs, an athletic footwear design and development consulting firm started 

by Bill Petersen and ex-Nike Olympic trial runner, Mark Feig.  At E-West 

Designs, I worked on many commissioned projects within the footwear 
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industry, including being credited for designing the PUMA CELL 5-0 

basketball shoe.  In addition, I worked on the Avia cantilever system, the first 

line of Shaquille O’Neal’s basketball shoe company, DUNK.NET, an internal 

harness technology for Vans step-in snowboard boots, and many other shoe-

related innovations. 

17. In 1999, I became the in-house Director of Design for the DVS 

Shoe Company, which was a startup performance skate shoe company focused 

on developing cutting edge technologies to address the performance needs of 

professional skateboarders that could be incorporated into aesthetic designs 

that appealed to the skateboarding community.  While at DVS, I developed 

many new performance technologies, including the Shock pad, Dual Lacing 

Technology, and the DIM (Drop In Midsole) system, which utilized an 

innovative over-lasted upper technology to allow for an insole containing an 

integrated combination airbag/impact pad cushioning technology to address 

heel bruising that the company’s professional team riders were experiencing. 

18. One footwear technology I invented was an innovative way to 

mechanically attach a shoe upper to a shoe sole without the use of adhesives 

or permanent stitching.  See, e.g., U.S. Patent. No. 8,307,570.  We utilized this 

technology for the shoe brand I founded called Urshuz, whereby a series of 

small elastic loops were attached to the bottom perimeter edge of a shoe upper.  
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These loops were stretchable and designed to intersect with channels molded 

into the sidewall of the sole unit, and lock into undercut channels found in the 

outsole tread pattern. Having the upper affixed to the sole unit in this manner, 

allowed the uppers and the soles to be detachably attached, which provided 

multiple benefits to the user, such as being able to mix and match different 

custom colors and styles, replacing soles when they wore out, and allowing for 

the shoes to be 100% recyclable due to their ability to be separated into ‘like’ 

materials. 

19. Throughout my entire career as a footwear designer, I have either

been directly responsible for, or have overseen designers whom I managed, the 

aesthetic ornamental features of all aspects of shoes, including upper designs, 

midsole designs, and outsole designs. These designs have been attributed to 

many great successes in the industry and have accounted for well over 1,000 

SKUs and millions of pairs sold. 

20. Based on my experience and education, I believe that I am

qualified to opine as to the knowledge and level of skill of a designer of 

ordinary skill in the art (“DOSITA”) at the time of the alleged invention of the 

’969 patent (which I further describe below) and what such person(s) would 

have understood at that time, and the state of the art during that time.  Based 

on my above-described experience in the field of footwear design, I believe 
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that I am qualified to be an expert with respect to the above-described area of 

the ’969 patent. 

21. In my experience, an important component of shoe design is 

developing aesthetically pleasing products that will find broad acceptance with 

consumers, and commercial success for those who bring the shoes to market.  

Shoes with great and innovative functionalities can fail because they fail to 

appeal to consumer’s aesthetic preferences.  Thus, the design process for shoes 

always entails aesthetic considerations.   

22. To accomplish this foundational aspect of the design process, 

shoe designers such as myself are trained as keen observers of the consumers 

likely to purchase the shoes.  Such observations may take place through formal 

and informal methodologies of consumer research that provide insight into 

what an ordinary customer wants to purchase, what drives those purchasing 

decisions, and the experiences involved in different purchasing scenarios.  We 

use this information to inform how we can adapt our own designs to achieve 

consumer appeal.   

23. Based on my experience with designing shoes for ordinary 

consumers, including developing an understanding of the knowledge and 

preferences of such ordinary consumers, I believe that I am qualified to opine 

as to the knowledge of an ordinary observer at the time of the alleged invention 
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of the ’969 patent (which I further describe below) and what such person(s) 

would have understood at that time, and the state of the art during that time.  

Based on my above-described experience in the field of footwear design, I 

believe that I am qualified to be an expert with respect to the above-described 

area of the ’969 patent. 

III. LEGAL STANDARDS 

24. I am not an attorney and offer no legal opinions, but in the course 

of my work, I have had experience studying and analyzing patents and patent 

claims from the perspective of an ordinary observer and a designer of ordinary 

skill in the art.  I base my analysis on the legal guidelines provided to me as 

outlined below. 

A. MY UNDERSTANDING OF DESIGN PATENT SCOPE 

25. I understand that the sole claim of a design patent is set forth in 

the patent drawings and that the patent specification provides a description of 

the claimed invention.  I understand that design patents have only one claim, 

which must refer to the ornamental design for the article, specifying the type 

of article, which is shown or described in the drawings of the patent.   

26. For design patents, I understand that the scope of the patent is 

informed by the solid lines depicted in the figures of the patent in conjunction 

with the figure descriptions, and that stippled or dashed lines shown in the 
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drawings illustrate the environment of the design and do not form part of the 

claim. I understand that features of a claimed design that serve a functional 

purpose may be construed as narrowing the scope of the overall design claim 

in view of the functionality of those elements but may not be entirely 

disregarded. 

B. MY UNDERSTANDING OF CLAIM CONSTRUCTION

27. I understand that in an inter partes review, a design claim should

be construed in accordance with the ordinary and customary meaning of such 

claim as understood by one of ordinary skill in the art in view of the solid lines 

shown in the patent’s figures, the description of those figures, and the 

prosecution history pertaining to the patent. 

28. I understand that, while the preferable course for design patent

claim construction is not to provide a detailed verbal description, using verbal 

or written guidance is beneficial in certain circumstances.  I understand that 

using verbal or written guidance to describe a claimed design is often helpful 

to point out various features of the claimed design as they relate to the prior 

art.  I understand that a design patent, unlike a utility patent, limits protection 

to the ornamental design of an article of manufacture.  It is my experience that 

most articles and designs sold into the stream of commerce have some function 

or purpose.  Where a design patent contains functional and ornamental 
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elements, I understand that the scope of the claimed design is limited to the 

ornamental aspects alone and does not extend to functional elements.  I further 

understand that, where a design contains both functional and non-functional 

(i.e., ornamental) elements, the scope of the design claim must be construed to 

identify the non-functional aspects of the claimed design.  I understand that 

using verbal or written guidance to describe a claimed design is helpful to 

outline the distinction between ornamental and functional elements of the 

claimed design.   

C. MY UNDERSTANDING OF ANTICIPATION 

29. I understand that a patent claim is invalid as “anticipated” if the 

claimed design and the prior art are substantially the same such that an ordinary 

observer, giving such attention as a purchaser usually gives, would be deceived 

into purchasing one design supposing it to be the other.  

D. MY UNDERSTANDING OF OBVIOUSNESS 

30. I understand that a patent is invalid as obvious if the differences 

between the claimed invention and the prior art are such that the claimed 

invention as a whole would have been obvious, before the effective date of the 

claimed invention, to a person of ordinary skill in the art.  I further understand 

that the obviousness analysis assesses (1) the scope and content of the prior 

art; (2) the level of ordinary skill in the art; (3) the differences between the 
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claimed invention and the prior art; and (4) secondary considerations 

nonobviousness (if present). For design patents, I understand that the ultimate 

obviousness inquiry asks whether the claimed design would have been obvious 

to a designer of ordinary skill in the art who designs articles of the type 

involved in the design patent at issue.  I understand that the ordinary observer 

is not the same as the designer of ordinary skill in the art.  For this Declaration, 

I consider the perspectives of both the ordinary observer (as described in 

Section VII, and paragraphs 6, 7, and 23) and designer of ordinary skill in the 

art (as described in Section VI, and paragraphs 5, 7, 20), in conducting my 

obviousness analysis. I state where I apply my analysis based on the ordinary 

observer, and where I apply my analysis based on the designer of ordinary skill 

in the art. 

31. I have been informed that there are two criteria for determining 

whether prior art is analogous and thus can be considered prior art: (1) whether 

the art is from the same field of endeavor, regardless of the problem addressed, 

and (2) if the reference is not within the field of the patentee’s endeavor, 

whether the reference still is reasonably pertinent to the particular problem 

with which the patentee is involved.  I have also been informed that the field 

of endeavor of a patent is not limited to the specific point of novelty, the 

narrowest possible conception of the field, or the particular focus within a 
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given field.  I have also been informed that a reference is reasonably pertinent 

if, even though it may be in a different field from that of the patentee’s 

endeavor, it is one which, because of the matter with which it deals, logically 

would have commended itself to a patentee’s attention in considering their 

problem. 

32. I have also been advised that an analysis of whether a claimed 

invention would have been obvious should be considered in light of the scope 

and content of the prior art, the differences (if any) between the prior art and 

the claimed invention, and the level of ordinary skill in the pertinent art 

involved.  I understand as well that a prior art reference should be viewed as a 

whole. 

33. I have also been advised that in considering whether a claimed 

invention would have been obvious over a combination of prior art references, 

I may assess whether there are apparent reasons to combine known elements 

in the prior art in the manner claimed in view of interrelated teachings of 

multiple prior art references, the effects of demands known to the design 

community or present in the marketplace, and/or the background knowledge 

possessed by a person of ordinary skill in the art.   

34. I further understand that, in making a determination as to whether 

the claimed invention would have been obvious to a person of ordinary skill, 
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the Board may consider certain objective factors if they are present, such as: 

commercial success of products practicing the claimed invention; long-felt but 

unsolved need; teaching away; unexpected results; copying; and praise by 

others in the field.  These factors are generally referred to as “secondary 

considerations” or “objective indicia” of nonobviousness.  I understand, 

however, that for such objective evidence to be relevant to the obviousness of 

a claim, there must be a causal relationship (called a “nexus”) between the 

claim and the evidence, and that this nexus must be based on a novel element 

of the claim rather than something in the prior art.  I also understand that even 

when they are present, secondary considerations may be unable to overcome 

primary evidence of obviousness (such as motivation to combine with 

predictable results) that is sufficiently strong. 

IV. BACKGROUND OF THE TECHNOLOGY   

A. MIDSOLE DESIGN 

35. A midsole of a shoe is typically the part of a shoe found between 

the shoe upper and the outsole, and provides cushioning to the foot. The 

midsole can be produced using a variety of different materials and 

manufacturing methods such as injection molded EVA (IMEVA), 

compression molded EVA (CMEVA), molded Polyurethane (PU), die-cut 

EVA, etc. The midsole can be exposed and viewed from the side of a shoe, or 
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in some cases, it can be hidden from view and embedded within a rubber cup-

sole wrapping up from the outsole around the perimeter of the sole unit. 

36. In most cases with athletic shoes, there is a heel to toe drop that 

occurs, where the heel portion of the midsole is typically higher than the toe 

portion. The reason for this is to create a more comfortable positioning of the 

foot, as well as increased performance. The heel to toe drop is determined by 

the last in which the shoe upper was formed over and can vary in height and 

angle depending on what the manufacturer is wanting to achieve. For instance, 

a running shoe may have a greater heel to toe drop allowing there to be more 

cushioning in the heel area for heel strike, whereas a court shoe, such as 

basketball or tennis, may have less heel to toe drop, creating a shoe that has 

more ankle support on a flat surface. 

37. In addition to the heel to toe drop, a shoe last may also have more 

‘toe spring’, which translates to a midsole having a higher degree of curvature 

rising up in the toe area of the shoe. This also addresses different levels of 

performance an athletic shoe may have, where a shoe having more toe spring 

may allow the wearer to have more of a ‘rocking’ motion when using the shoe. 

As an example, a running shoe may have more toe spring, whereas a court shoe 

may have less toe spring for the same stability reasons as described above. 
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B. SECURING AN UPPER TO THE SOLE  

38. When manufacturing shoes, there are a limited number of ways 

the shoe upper is secured to the shoe sole. For example, two common ways to 

secure a shoe upper to the shoe sole are to use either “slip lasting” or “Strobel 

lasting.” Strobel lasting, also known as California lasting, is a common shoe 

construction for casual and athletic shoes. Once the upper is complete, a 

bottom material is added to “close” the bottom of the upper where the upper 

and the bottom material are bonded together along the perimeter of the bottom 

material.  

39. Slip lasting is commonly used to make flexible and lightweight 

shoes for running or racing. With slip lasting, the upper materials are patterned 

to extend underfoot and meet in the middle of the shoe’s last bottom, along 

which the upper sides are stitched together. 

40. Welt construction is a high-quality method for attaching the sole 

of a shoe to the upper using a strip of material called a welt, which is then 

stitched to the upper and the sole of the shoe, forming a flange around the 

perimeter of the sole unit.  The welt can be attached to either the top perimeter 

edge of an outsole or the midsole, and the shoe upper is then sewn to the welt. 

41. In some cases, a shoe may be designed to have the appearance of 

a welt construction for aesthetic purposes, but may not, in fact, be an actual 
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welt construction. In this case, the welt may be a detail that is molded into the 

midsole or outsole and colored separately to have the appearance of being a 

different material. 

42. Typically, shoe uppers are formed with a closed bottom, although 

it is possible for the upper to have an open bottom that is attached to the sole.  

When constructed with a closed bottom, whether by slip or Strobel lasting, an 

adhesive can be used across the entire base/bottom of sole region, thereby 

providing additional structural integrity between the upper and the sole.  Also, 

stitching can be used around the perimeter lower edge of the upper for 

additionally securing the upper to the sole and providing different aesthetics. 

43.  Slip lasting or Strobel lasting were manufacturing methodologies 

created to increase the flexibility of an athletic shoe, however, traditional 

attachment systems which are less flexible, such as board lasting and Strobel 

stitching cup soles to an upper, were also common processes at the time of the 

invention in creating athletic shoes which characteristics didn’t require as high 

of a level of flexibility. 
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V. THE ’969 PATENT 

A. OVERVIEW OF THE ’969 PATENT 

44. The ’969 patent is directed to a design for a midsole. I understand 

that the ‘969 patent was filed on October 13, 2015 as U.S. Pat. App. 29/542,318 

(“the D’318-App”), and issued on October 18, 2016.  

45. The ’969 patent has a single claim for the ornamental design for 

a shoe midsole. The ’969 patent provides 7 figures showing different views of 

its claimed design: 

Figure View 
1 perspective view of a shoe midsole 
2 lateral side elevational view 
3 medial side elevational view 
4 bottom plan view 
5 top plan view 
6 front elevational view 
7 rear elevational view 

Ex.1001, 1. 

46. The ’969 patent states that “[t]he broken lines are for the purpose 

of illustrating environmental structure; the broken lines form no part of the 

claimed design.” Ex.1001, 1. The solid lines of Figures 1-7 are shown below 

alongside the corresponding patent figure. 

The ’969 Patent Figure  
Solid and dashed (unclaimed) lines 

The ’969 Patent Figure  
Solid lines only  
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47. The claimed portions of the seven figures of the ’969 patent 

together give an overall visual impression of a shoe midsole with three ridged 

edge layers resting atop a rounded upper layer, both of which extend 

continuously from a generally linear heel section, compressing and 

downwardly sloping in a mid section, and compressed upwardly sloping 

towards the toe section. Figs. 1 and 2. From the top plan view (or planar view) 

the midsole follows the shape of a natural foot arch, slightly pinching in the 

middle. Figs. 4-5. 
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The ’969 patent, Fig. 2. 

48. Figure 3 is a medial side elevation view of the ’969 patent. 
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The ’969 patent, Fig. 3 

 

49. Figure 6 is the front view, depicting three ridged edge layers 

under a rounded upper layer extending to a disclaimed toe portion. 
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Figure 7 depicts the rear view with the rounded upper layer and ridged edge 

layers. 

 

’969 patent, Figs. 4-7 

50. Figures 4-5 show a bottom and top of the claimed shoe, 

respectively. These figures illustrate that the shape of the ridged edge layers 

of the midsole slightly pinches in the middle, mimicking the natural shape of 

a foot.  
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The ’969 patent, Figs. 1-7 

51. The ’969 patent’s figures, considered as a whole, create a wave-

like design in a midsole. The wavey midsole follows the elevations and 

compressions of an anatomical foot, producing a flowy-looking, fluid-like 

midsole. 
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52. The midsole design shown in the ’969 patent was known prior to 

the ’969 patent.  For example, C11947 discloses a design of a shoe midsole 

with all of the features of the ’969 patent. 

 

(00:19:275) 
 

B. PROSECUTION HISTORY OF THE ’969 PATENT 

53. In formulating my opinions, I considered the contents of the 

prosecution history of the ’969 patent. 

54. During prosecution of the D’318-App, which issued as the ’969 

patent, the Examiner rejected claim 1 under 35 U.S.C. §§112(a)-(b), finding 

the claim indefinite and not enabled. Ex. 1002 at 48-54. The Examiner 

specifically found that original Figures 2-3 and 5-6 inconsistently depict which 

portions of the design are claimed in the toe area: the side-views depicted the 

toe area as claimed with a downward slope at the peak, but the front profile 

demonstrated the toe area was not claimed with a peak in the center. Ex. 1002 

at 48-54. The Examiner additionally found that while Figures 2-3 and 6-7 

IPR2025-01395 Page 00028



 

-26- 
 

demonstrate the ridged edges extend beyond the upper perimeter of the sole, 

this was not reflected in Figure 5. Ex. 1002 at 48-54. 

55. In response, Applicant submitted replacement sheets for Figures 

2-3 and 5-7, where Figures 2-3 were amended to clarify that “neither the toe 

region of the sole nor the bottom boundary line adjacent the stippled shaded 

region of the lowermost flute are claimed” and Figure 5 was amended to show 

“the outermost edges…extending beyond the perimeter of the upper.” Ex. 1002 

at 68-74. The claim was subsequently allowed on 7/21/2016. Ex. 1002 at 97-

98. 

VI. DESIGNER OF ORDINARY SKILL IN THE ART 

56. In rendering the opinions set forth in this declaration, I was asked 

to consider the patent claim and the prior art through the eyes a designer of 

ordinary skill in the art at the time of the alleged invention. I understand that 

the factors considered in determining the ordinary level of skill in a field of art 

include the level of education and experience of persons working in the field; 

the types of problems encountered in the field, the teachings of the prior art, 

and the sophistication of the technology at the time of the alleged invention.  I 

understand that a designer of ordinary skill in the art is not a specific real 

individual, but rather is a hypothetical individual having the qualities reflected 

by the factors above.  I understand that a designer of ordinary skill in the art 
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would also have knowledge from the teachings of the prior art, including the 

art cited below. 

57. Upon consideration of these factors, and based on my knowledge 

and experience in the field and my review of the ’969 patent and 

file/prosecution history, I believe that a designer having ordinary skill in the 

art in this matter would have had at least a bachelor’s degree in industrial 

design, or the equivalent thereof, or approximately two years of professional 

experience in designing shoes. Additional graduate education could substitute 

for professional experience, or significant experience in the field could 

substitute for formal education. 

58. Based on my experiences, I have at least the skills of a designer 

having ordinary skill in the art as well as a good understanding of the 

capabilities of a designer having ordinary skill in the art.  To be clear, all of my 

opinions in this declaration are from the perspective of one of ordinary skill in 

the art as I have defined it here during the relevant timeframe. 

VII. ORDINARY OBSERVER 

59. I understand that the ordinary observer is a consumer, or 

purchaser, considering a product in the ordinary course of business. For the 

’969 patent, the ordinary observer is a retail consumer considering the purchase 

of shoes, because that is the person who compares the claimed design to other 
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shoe designs, makes the decision to purchase a shoe comprising the embodying 

design, and wears the shoe embodying the design. Although there are other 

potential observers of a shoe during the lifetime of a shoe (e.g., wholesalers, 

retailers, fashion critics), all are consequent to and flow from the retail shoe 

purchase and the actions of those other potential observers depend exclusively 

on the perspective of and decisions made by the retail shoe purchaser who 

wears the shoe.  

VIII. CLAIM CONSTRUCTION 

60. I understand that the claim in a design patent is defined by the 

drawings— and only the solid lines, as opposed to the broken or dashed lines. 

I understand that the claim of a design patent is construed to encompass the 

overall ornamental visual impression as a whole, as illustrated by the figures. 

61. The sole claim of the ’969 patent reads: “[t]he ornamental design 

for a shoe midsole, as shown and described.” The description makes clear that 

“broken lines are for the purpose of illustrating environmental structure; the 

broken lines form no part of the claimed design.” ’969 patent, Description. 

Accordingly, I consider the sole claim of the ’969 patent as directed to the 

ornamental aspects of the design for a shoe midsole depicted in the figures in 

solid lines. Representative Figure 2 is shown without the dashed (unclaimed) 

lines, below:  
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Original Fig. 2 Fig. 2 with dashed lines (unclaimed) 
removed 

 

 

 

 

62. The solid lines show that the ’969 patent design encompasses the 

following key features: 

63. Ridge Layers: three vertically stacked, ridged-edged layers that 

extend continuously from a heel section till the toe section and beyond the 

lower perimeter of the shoe’s sole (Figs. 1-3,6-7); 

64. (2) Compressions: a generally linear heel section, a downwardly 

sloped midsection in which the ridged edges are compressed (i.e., decrease in 

height), and an upwardly slope towards the toe section with compressed 

ridged edges (Figs. 1-3); 

65. (3) Rounded Upper Layer: a rounded upper layer above the 

ridged edge layers (Figs. 2-3, 7); and 

66. Pinched Mid-Section: a slightly pinched mid-section, and wider 

foot area, following the typical shape of a human foot (Figs. 4-5). 

67. The claimed portions of the seven figures of the ’969 patent 

together give an overall visual impression of a soft, wave-like midsole design. 
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Specifically, the visual impression of a wavy midsole is a product of the 

rounded upper layer and three ridged edge layers that compress and slope as 

they run laterally along the side of the shoe’s midsole, where the vertically 

stacked ridged edge layers slightly pinch in the mid section towards the arch 

of the foot, following the natural shape of a foot. Figure 1 illustrates the 

perspective view of the 969 patent. See also Fig. 5.  

 

’969 patent, Fig. 1 

68. Figure 2 shows a lateral side view of the ‘969 patent’s claimed 

design showing an upper layer that is more rounded than the ridged edge 

layers, and three ridged edge layers, which extend continuously from a 
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generally linear heel section, compressing and downwardly sloping in a mid 

section, and compressing and upwardly sloping towards a toe section.  

 

‘969 patent, Fig. 2 

69. Figure 3—a medial side elevation view of the ’969 patent—

depicts the same elements and design as Figure 2. 
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’969 patent, Fig. 3 

70. The front view of the claimed design depicted in Figure 6 includes 

the same ridged edge layers and rounded upper layer extending to a 

disclaimed toe portion. 

 

71. The rear view of the claimed design depicted in Figure 7 includes 

the same ridged edge layers and rounded upper layer. 
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’969 patent, Figs. 4-7 

72. Figures 4-5 show a bottom and top of the claimed shoe, 

respectively. These figures illustrate the shape of midsole slightly pinched 

towards the middle, and wider towards the toes, closely resembling the shape 

of an anatomical foot. 
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’969 patent, Figs. 1-7 

 

IX. GROUNDS OF UNPATENTABILITY  

A. SUMMARY OF OPINIONS 

73. As I explain above in Section V, the midsole design shown in the 

’969 patent was well-known in the art.    
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B. SPECIFIC GROUNDS FOR CHALLENGE   

74. In this section, I will explain why the teachings or combinations 

of teachings from the following references anticipate and/or render obvious 

each of the challenged design: 

Name Publication/Link Additional 
Public 
Accessibility 
Support. 

Date 
Published 

Date 
Archived 

Cole Haan 
C11947 
(“C11947”) 

Ex. 1005; 
https://web.archiv
e.org/web/201403
03101313/https:/w
ww.youtube.com/
watch?v=dSFaDo
991Hk 

Exs. 1004, 
1006, 1007, 
1008, 1009 

February 20, 
2014 

March 3, 2014 

Cole Haan 
C12652 
(“C12652”) 

Ex. 1011; 
https://web.archiv
e.org/web/201407
08055052/http:/w
ww.colehaan.com/
lunargrand-long-
wingtip-chili-
pepper/C12652.ht
ml?dwvar_C1265
2_color=Chili%20
Pepper 

Ex.1010 N/A July 8, 2014 

Nike, Design 
Application 
No. 
002413161-
0028 
(“Nike”) 

Ex.1012 Exs. 
1013.  
1014, 1015 

March 10, 
2014 

N/A 

Skechers 
Embolden 
Oxfords 
(“Skechers”) 

Ex.1017; 
https://web.archiv
e.org/web/201307
14135257/https:/d

1016 July 10, 
2013 

July 14, 2013 
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appered.com/2013
/07/would-you-
wear-it-
lunargrands-
emboldens/ 

I have been instructed to assume that each of these references qualifies as prior art. 

75. As I explain below, the Challenged Design is invalid based upon 

the following prior art grounds: 

 Ground 1: The ’969 patent is anticipated by C11947 
 
 Ground 2: The ’969 patent is obvious over C11947 
 
 Ground 3: The ’969 patent is anticipated by C12652 
 
 Ground 4: The ’969 patent is obvious over C12652 
 
 Ground 5: The ’969 patent is anticipated by Nike 
 
 Ground 6: The ’969 patent is obvious over Nike 
 
 Ground 7: The ’969 patent is obvious over C11947 and Nike 
 
 Ground 8: The ’969 patent is obvious over C12652 and Nike 
 
 Ground 9: The ’969 patent is obvious over Skechers and Nike 

 
 

76. As I explain above in Section IX, although the ’969 patent 

purports to have invented the midsole design shown in the ’969 patent, this 

design was well-known in the art.   
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1. GROUND 1: The ’969 patent is anticipated by C11947  

a. Publication of C11947 

77. C11947 (Ex. 1005) is a video that was publicly available on a 

YouTube webpage since at least March 3, 2014. Exs. 1004 (Internet Archive 

Declaration); 1006 (supplemental declaration showing “About” section of 

webpage expanded); 1007 (captured still images of Ex. 1005 at timestamps). 

The C11947 video at Ex.1005 is authenticated at Ex.1004.B, Folder 002 

(Ex.1004, Page 2). The March 3, 2014 Internet Archive capture of the 

YouTube website indicates that Ex. 1005 was posted to YouTube on February 

20, 2014 and thus became available to the public as of that date, which is at 

least one year before the earliest priority date of the ’969 patent. Exs. 1004-

1006. The latest archive date of the C11947 publication is March 3, 2014, 

which is more than one year before the earliest priority date of the ’969 patent. 

Ex. 1004, Page 4 (showing 20140303 date code), Page 5; Ex.1006, Page 4 

(showing 20140303 date code), Page 5. The present-day YouTube page (Ex. 

1018) shows the February 20, 2014 publication date, in addition to comments 

that are time stamped “11 years ago” as of July 23, 2025. 

78. YouTube was a well-known, public (e.g., no access restrictions), 

searchable website without access restrictions and intended to reach a wide 
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audience. Indeed, in 2012 YouTube had “eight hundred million unique users a 

month, and generat[ed] more than three billion views a day. According to 

Nielsen, it drew eight times more video viewers last year [(2011] than 

Hulu….”  Ex. 1024 (Seabrook, J., “Streaming Dreams,” The New Yorker, Jan. 

8, 2012), at 10. In November 2013, YouTube accounted for 18.69% of 

downstream traffic during peak periods in North America.  Ex. 1023 (Reed, 

B., “Netflix and YouTube Make Up Majority of US Internet Traffic, New 

Report Shows,” The Guardian (Nov. 11, 2013) 

https://www.theguardian.com/technology/2013/nov/11/netflix-youtube-

dominate-us-internet-traffic (for online)). An ordinary observer would have 

independently known about the YouTube website and used it somewhat 

regularly for watching videos about many different topics, including shoes. A 

designer of ordinary skill in the art would have also independently known 

about YouTube as a common place for designers to source design ideas and 

influence. I have viewed shoe design videos on YouTube since at least 2013.  

And based on my experience with designing shoes for ordinary consumers, 

including developing an understanding of the knowledge and preferences of 

ordinary consumers, an ordinary observer would have been well aware of 

YouTube, and how to watch videos, including C11947, since at least 2013. 
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79. On the YouTube website, an interested member of the public, 

such as an ordinary observer or a designer of ordinary skill in the art, would 

have been able to locate C11947 on the website either by searching. Designers 

of ordinary skill in the art, members of the public, consumers, and ordinary 

observers used YouTube since at least 2013, and would have been able to 

easily search YouTube and find videos, including the C11947. An ordinary 

observer would have also been able to locate C11947 by receiving 

recommendations after watching other YouTube videos. For example, see  Ex. 

1009, showing the C11947 video in the recommended videos in the right panel. 

(GTFan712Productions, The White/Infrared Air Jordan 6 Retro, YouTube 

(Mar. 1, 2014), accessed through the WayBack Machine (C11947 in the 

recommended videos in the right panel)). Thus, an ordinary observer watching 

related shoe videos, like the one in Ex. 1009, would have come across C11947. 

Likewise, a designer of ordinary skill in the art would have come across 

C11947 while watching related shoe videos, like that shown in Ex. 1009, for 

design inspiration.  

80. An ordinary observer and designer of ordinary skill in the art 

would have been able to find the video using other search engines as well. 

From my experience, Google is (and as of 2013 and 2014 was) one of the most 

commonly used search engines, and searching for videos using Google yields 
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many YouTube results. As of at least 2013, Google was a common place to 

search for design inspiration, look for shoes available on the market, and learn 

about newly available shoes. Thus, an ordinary observer and designer of 

ordinary skill in the art, searching for a shoe like the C11947, would have come 

across the video using Google as well. 

81. As a result, the C11947 video had been watched 2,558 times on

the YouTube website and received 102 likes before March 3, 2014, 

demonstrating that interested members of the public were able to locate and 

actually did access the reference prior to March 2014. Ex.1004, A. 

82. Based on this evidence taken as a whole, the C11947 publication

was publicly available by at least by March 3, 2014 and thus qualifies as a prior 

art printed publication, or as being otherwise available to the public. The 

Examiner never found, and Applicant never cited, the C11947 publication 

during prosecution. 

b. Overview of C11947

83. The C11947 video discloses multiple views of a Cole Haan shoe,

style “C11947,” from various angles, with exemplary frames captured below:   

Perspective View 

IPR2025-01395 Page 00043



 

-41- 
 

 
(02:26:213) 

 

 
(02:14:735) 
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(01:39:734) 

 

Lateral Side Elevational View Medial Side Elevational View 

 

 
(00:19:275) 

 

 

 
(01:37:960) 

Bottom Plan View 
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(00:54:821)                                                            (01:23:563) 

Top Plan View 

 
(00:42:760) 

Rear Elevational View Front Elevational View 

 

 
(01:48:395) 

 

 
(1:36:770) 

 

Ex.1007. 

84. C11947 discloses a design of a shoe midsole with all of the 

features of the ’969 patent:  
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 Three vertically stacked ridged edge layers which extend continuously 

from the heel section to the toe section; 

 A generally linear heel section, a downwardly sloped midsection in 

which the ridges are compressed (i.e., decrease in height), and an 

upwardly sloped toe section with compressed ridges; 

 A rounded upper layer, less sharply edged than the ridged edge layers 

below it; 

 Slightly pinched mid-section of the sole, and wider front area, 

resembling a typical foot shape. 

c. Claim Chart 

(i) Ridge Layers: Three Vertically Stacked, Ridged-
Edged Layers That Extend Continuously From A 
Heel Section Till The Toe Section (Figs 1-3, 6-7) 

85. C11947 and the ’969 patent are substantially the same, in that both 

designs disclose three vertically stacked, ridged edge layers that extend 

continuously from the heel to the toe, as shown below in the side-by-side 

comparison: 

The ’969 Patent C11947 
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 (02:14:735) 

  
(00:19:275) 

 
(01:37:960) 

 

 
(1:36:770) 
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Exs.1001, 1007. 

86.  The three vertically stacked ridged edge layers of the ’969 patent 

are substantially the same as the C11947 images above (with consideration to 

the different forms of media they are presented in). As shown above, C11947’s 

midsole includes the same three ridged edge layers claimed in the ’969 patent. 

Thus, in the eye of an ordinary observer, giving such attention as a purchaser 

usually gives, the two designs are substantially the same.  

87. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration, C11947 and the ’969 patent are 

substantially the same, and as a result, the ’969 patent is anticipated by 

C11947. 

(ii) Compressions: A Generally Linear Heel Section, 
A Downward Sloped Midsection In Which The 
Ridged Edges Are Compressed (i.e., decrease in 
height), And An Upward Slope Towards the Toe 
Section (Figs. 2-3) 

88. The C11947 and the ’969 patent are substantially the same in that 

both designs disclose three ridged edge layers which extend continuously from 

 
 

(01:48:395) 
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a generally linear heel section, compressing and downwardly sloping in a 

mid section, and compressed upwardly sloping in a toe section, as shown 

below in the side-by-side comparison: 

The ’969 Patent C11947 

  
(00:19:275) 

  
(01:37:960) 

Exs.1001, 1007.   

89. The compressions of the 969 patent are substantially the same as 

the C11947 images above (with consideration to the different forms of media 

they are presented in). As shown above, C11947’s midsole includes a heel 

section in which the layers are generally linear, a mid section that is 

compressed and downward sloping, and a compressed upward slope towards 

the toe section. As a result of this similarity (and the other same features 

discussed) both designs present substantially the same wave-like pattern 

throughout the midsole. Thus, in the eye of an ordinary observer, giving such 
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attention as a purchaser usually gives, the two designs are substantially the 

same. 

90. To the extent Patent Owner argues that the ’969 patent requires 

the compressing, downwardly sloped mid section to comprise a steeper 

downward slope, for the same reasons as stated in the above sectionIX.B.1.c(i), 

such a minor difference in sloping angle does not affect the design as a whole. 

The ’969 patent and C11947, considered as a whole, evoke the same wave 

pattern to the ordinary observer, with both midsoles compressing in the 

downwardly sloped mid section. A small variation in degree of compression is 

a minor difference that cannot prevent a finding of anticipation. Both designs 

encompass a shoe with three ridged edge layers, which extend continuously 

from a generally linear heel section, compressing and downwardly sloping 

in a mid section, and compressed upwardly sloping in a toe section. Thus, 

considering this feature, as well as the other features discussed in this 

Declaration, C11947 and the ’969 patent have the same overall visual 

impression and the two designs are substantially the same, and as a result, the 

’969 patent is anticipated by C11947. 

(iii) Rounded Upper Layer Above The Top Ridged 
Edge Layer (Figs. 1-3, 6-7) 
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91. The designs of C11947 and the ’969 patent are substantially the 

same in that both designs disclose a rounded upper layer above the top ridged 

edge layer, as shown below in the side-by-side comparison:  

The ’969 Patent C11947 

 

 
(02:26:213) 

 

 
(02:14:735) 

 
 

(00:19:275) 

 
 

(01:37:960) 
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Exs.1001, 1007. 

92. The rounded upper layer of the ’969 patent is substantially the 

same as the C11947 designs above (with consideration to the different forms 

of media in which they are depicted). As shown above, C11947’s midsole 

includes a top layer that is more rounded than the ridged edges of the ridged 

edge layers, substantially the same as the ’969 patent. I understand that in the 

New Jersey Case, Patent Owner has asserted that a shoe with a rounded upper 

layer similar to C11947 infringes the ’969 patent. Ex. 1018 (Complaint in NJ 

Case) at 27, 29, 31. Thus, under Patent Owner’s apparent interpretation of the 

’969 patent’s scope, a shoe with a rounded upper layer similar to C11947 is 

substantially similar to the '969 patent. Further, to the extent that Patent Owner 

 

 
(1:36:770) 

 

 
(01:48:395) 
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argues that the rounded upper layer of the C11947 is insufficiently rounded, 

“in the eye of an ordinary observer, giving such attention as a purchaser usually 

gives,” the layers appear substantially the same – the C11947 upper layer is 

more softly curved than the ridged edge layers, like the ’969 patent. Further, 

any minor discontinuity in the rounded layer can be accounted for by leather 

welt between the upper and the midsole. An ordinary observer would view a 

shoe midsole from several feet away (not under high magnification) while 

considering a shoe for purchase, and any minor differences in the upper layer 

would be insubstantial from this viewpoint. Thus, in the eye of an ordinary 

observer, giving such attention as a purchaser usually gives, the two designs 

are substantially the same. 

93. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration, C11947 and the ’969 patent are 

substantially the same, and as a result, the ’969 patent is anticipated by 

C11947. 

(iv) Pinched Mid Section: A Slightly Pinched Mid-
Section Following The Natural Shape Of An 
Anatomical Foot (Figs. 4-5) 

94. The C11947 and ’969 patent are substantially the same in that 

both designs disclose a slightly pinched mid-section following the natural 

shape of an anatomical foot, as shown below in the side-by-side comparison: 
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The ’969 Patent C11947 

  
(00:54:821)   

 

 

 
(00:42:760) 

Ex. 1001, 1007. 

95. To the extent that Patent Owner argues that the bottom view 

(Figure 4) of the ’969 patent requires the midsole to overhang, over the bottom 

sole, the bottom sole is not claimed (as shown by the dashed lines). Even still, 

C11947 is the same in this design feature as well. As can be seen in the 

corresponding C11947 figure to the ’969 patent’s Figure 4, the C11947 

midsole overhangs over the bottom sole that touches the ground (patterned 

area). In fact, this unclaimed bottom sole further emphasizes the similarities 

between the designs, and in particular the claimed midsole. The unclaimed 

bottom sole of the ’969 patent is visually similar to the C11947, in that it is 

segmented and has tracks. 
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96. Thus, considering this feature, in conjunction with the other 

features discussed in this document (as discussed below), C11947 and the ’969 

patent are substantially the same, and as a result, the ’969 patent is anticipated 

by C11947. 

d. Overall Design 

97. The four features described above in C11947 come together as a 

whole to form substantially the same design as claimed in the ’969 patent. Both 

the ’969 patent and C11947 disclose a wave-like midsole design that 

compresses and slopes around the foot, and pinches at the midsection. An 

ordinary observer would have considered them to be substantially the same 

midsole, because, as illustrated by the images above, they appear substantially 

the same. The only difference in visual appearance between the ’969 patent 

and C11947 is due to the forms of media in which they are presented—the 

design in the C11947 is presented in a video of an actual product, while the 

design in the ’969 patent is illustrated in line drawings. Tellingly, the most 

visually apparent design features to the ordinary observer—the three ridged 

edge layers topped with a rounded upper layer—are substantially the same in 

the C11947 and the ’969 patent midsoles. Figure 2 of the ’969 patent is 

representative:   

The ’969 Patent C11947  
  

IPR2025-01395 Page 00056



 

-54- 
 

Fig. 2  
(00:19:275) 

 
(02:14:735) 

Exs. 1001, 1007 

98. To the extent that Patent Owner argues there are any minor 

variations (of which there are none), they do not preclude a finding of 

anticipation because the overall impression created—the wave-like pattern that 

results from the four features discussed above—remains equivalent between 

C11947 and the ’969 patent.  

99. Any slight variations Patent Owner may allege would not change 

the overall visual impression created by C11947: a wave-like design on a 

midsole that is shaped like a typical foot.  

100. Thus, considering the overall claimed midsole design of the ’969 

patent and the overall midsole design of the C11947, an ordinary observer 
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would have been induced to purchase one supposing it to be the other. As a 

result, the ’969 patent is anticipated by C11947. 

2. GROUND 2: The ’969 Patent is Obvious Over C11947

101. C11947 is so substantially the same as the claimed design that no

secondary reference is necessary (see Ground 1).   

102. However, to the extent Patent Owner argues that C11947 is

materially different, the claim of the ’969 patent is obvious over C11947.  

103. Scope and content of the prior art: C11947 is a suitable primary

reference as it is visually similar to the ’969 patent (see Ground 1). C11947 

was something in existence, and is visually similar to the ’969 patent. The 

scope and content of the C11947, considered with the knowledge of a designer 

of ordinary skill in the art (as defined in Section VI), is essentially identical to 

the ’969 patent: a shoe midsole with ridge layers, compressions, a rounded 

upper layer, and a pinched mid section. See Ground 1. 

104. Differences between the claimed invention and the prior art: To

the extent that Patent Owner argues that such features do not exist in the 

C11947, comparing the visual appearance of the ’969 patent with the prior art, 

from the perspective of a designer of ordinary skill in the art, the differences 

between the claimed midsole and C11947 are an overhanging midsole and a 

more rounded upper layer. 
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105. Overhanging Midsole: To the extent Patent Owner argues that 

Figure 4 depicting the bottom view of the ’969 patent requires an overhanging 

midsole, extending past the bottom of the sole, those proportions would have 

been obvious to the designer of ordinary skill in the art as they would have 

been purely functional, rather than ornamental.  Making the midsole wider to 

result in an overhang would have been obvious to accommodate those with 

wider feet since, fit of a shoe (including the midsole) is key in comfort.  See., 

e.g., Ex. 1019, 7-8 (“An important factor for shoe comfort was the fit of the 

shoe.”)  In fact, shoe companies offered wide-sizes well before the priority date 

of the ’969 patent: “New Balance is attempting to maintain its identity as a 

niche player by producing running shoes and extra-wide sizes while 

diversifying into children's, walking and cross-training shoes. This balancing 

act has increased sales for the company from $221 million in 1992 to a 

projected $450 million in 1996.” Ex. 1020, Abstract.  Indeed, the length and 

width of a shoe midsole is dictated by the size and proportions of the foot, 

which is entirely functional in nature. Additionally, wider midsoles offer a 

greater lever arm to the ground reaction force, increasing angular displacement 

and pronation velocity.  Ex. 1022, at 162 (“Firmer, wider midsoles offer a 

greater lever arm to the ground reaction force, increasing angular displacement 

and pronation velocity”). Thus, the width of the midsole is functional.  
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106. Even if that were not the case, however, a designer of ordinary 

skill in the art would have found changing the width of the midsole to be trivial. 

A designer of ordinary skill in the art would have had the common knowledge 

and skill to understand that any given shoe midsole could be easily modified 

to be wider or thinner depending on the foot and would have been motivated 

to vary the overall size of the midsole to suit the targeted consumer base. For 

example, as I described in the paragraph directly above, New Balance had 

expanded their product line to include “extra-wide sizes” to accommodate their 

target consumer base.  Ex. 1020, Abstract. 

107. More Rounded Upper Layer: To the extent Patent Owner argues 

that the ’969 patent requires a more rounded upper layer, that would have been 

obvious to the designer of ordinary skill in the art as the C11947 suggests it on 

its own. C11947’s upper layer is already rounded, appearing softer and less 

sharply ridged than the bottom three ridged layers, suggesting a rounder layer 

to a designer of ordinary skill in the art. As suggested by the already rounded 

appearance of the upper layer, a designer would have found it obvious to vary 

the level of curviness so that the upper layer is more curvier.  

108. Even if that were not the case, however, a designer of ordinary 

skill in the art would have found softening the curve of the upper layer of the 

midsole to be trivial. A designer of ordinary skill in the art would have had the 
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common knowledge and skill to understand that the already rounder layer, as 

compared to the other, ridged layers, could be easily modified to be even 

rounder and would have been motivated to do so to create continuity in the 

meeting of the welt material with the rubber material. See my discussion at the 

Background of Technology, Section IV, discussing securing the upper to the 

sole.  

109. Level of skill in the art: See Section VI. 

110. Secondary considerations: See Section X. 

111. Thus, a designer of ordinary skill in the art would have found the 

C11947 to be visually similar to the ’969 patent, depicting a flowy, wave-like 

design on a midsole. In view of the above, the claimed design is obvious in 

view of C11947. 

3. GROUND 3: The ’969 Patent is Anticipated By C12652 

a. Publication of C12652 

112. C12652 (Ex.1010) is a webpage that was publicly available on 

www.colehaan.com since at least July 8, 2014. The latest archive date of the 

C12652 publication is July 8, 2014, which is more than one year before the 

earliest priority date of the ’969 patent. Ex.1010, Page 4 (containing URL date 

code 20140708), Page 5. Embedded within the C12652 webpage are high 
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resolution images, which appear at Ex.1010, Pages 867-878. The high-

resolution images at Ex.1010, Pages 867-878 are reproduced as Ex.1011. 

113. Colehaan.com was well-known, public (e.g., no access 

restrictions), searchable, and intended to reach a wide audience. Both an 

ordinary observer and a designer of ordinary skill in the art would have known 

about and readily located information on this website with reasonable 

diligence. Cole Haan was a popular shoe company at the time, as was its 

website. Further, shoe designers would have viewed other shoe websites to 

gain inspiration and keep their fashion knowledge up-to-date. Similarly, 

ordinary observers visited the well-known website in 2013 and 2014 to view 

available or soon-to-be available shoes. Based on this evidence taken as a 

whole, the C12652 publication was publicly available by at least July 8, 2014, 

or as being otherwise available to the public. The Examiner never found, and 

Applicant never cited, the C12652 publication during prosecution. 

b. Overview of C12652 

114. The C12652 publication provides multiple images to show 

different views of the C12652 design: The Cole Haan C12652 publication 

does not provide an unobstructed image of the medial side elevation view and 

an image of the bottom view. See Ex.1007.B.002-007. However, the images 

provided are enough for an ordinary observer to have understood the entire 
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product, much like the ordinary observer would have done in looking at limited 

images of products for sale online. 

Perspective View 
 

 
 

Lateral Side Elevational View 
 

 
 

Top Plan View 
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Rear Elevational View 
 

 
 

Front View 

 
Ex.1011. 
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115. The C12652 publication discloses a design of a shoe midsole with 

all of the features of the 969 patent: 

 Three vertically stacked ridged edge layers which extend continuously 

from the heel section to the toe section; 

 A generally linear heel section, a downwardly sloped midsection in 

which the ridges are compressed (i.e., decrease in height), and an 

upwardly sloped toe section with compressed ridges. 

 A rounded upper layer; and 

 Slightly pinched mid-section of the sole, and wider front area, 

resembling a typical foot shape. 

c. Claim Chart 

(i) Ridge Layers: Three Vertically Stacked, Ridged-
Edged Layers That Extend Continuously From A 
Heel Section Till The Toe Section 

116. The C12652 and the ’969 patent are substantially the same in that 

both designs disclose three vertically stacked, ridged edge layers that extend 

continuously from the heel to the toe, as shown below in the side-by-side 

comparison: 

The ’969 Patent C12652 
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Exs.1001, 1011 

117. The three vertically stacked ridged edge layers of the ’969 patent 

are substantially the same as the C12652 images above (with consideration to 

the different forms of media they are presented in). As shown above, C12652’s 

midsole includes the same three ridged edge layers claimed in the ’969 patent. 

Again, the sameness is further reinforced by the fact that both have exactly 

three ridged edge layers (and one rounded upper layer, discussed below). Thus, 

the ordinary observer, giving such attention as a purchaser usually gives a 

 
 

Perspective View 

  
Lateral Side Elevational View 

 

 
Rear Elevational View 
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midsole, and familiar with the relevant prior art, would have been induced to 

purchase one supposing it to be the other. 

118. I note that the C12652’s perspective view is not identical to the 

angle of the ’969 patent’s perspective view. However, from the available 

perspectives, an ordinary observer would have recognized that all the design 

elements of the 969 patent are present in C12652, and the two shoe midsoles 

are substantially the same in their features, as well as their overall appearance. 

The available perspectives provide an ordinary observer, the ability to 

understand the C12652 design to be substantially the same midsole as the ’969 

patent (consistent with how an ordinary observer would have shopped online 

for shoes).  

(ii) Compressions: A Generally Linear Heel Section, 
A Downward Sloped Midsection In Which The 
Ridged Edges Are Compressed (i.e., decrease in 
height), And An Upward Slope Towards The Toe 
Section 

119. The C12652 and the ’969 patent are substantially the same in that 

both designs disclose three ridged edge layers which extend continuously from 

a generally linear heel section, compressing and downward sloping in the 

mid section, and compressing and upward sloping towards a toe section, as 

shown below in the side-by-side comparison: 

The ’969 Patent C12652 
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Exs.1001, 1011. 

120. The compressions of the ’969 patent are substantially the same as 

the C12652 images above (with consideration to the different forms of media 

they are presented in). As shown above, C12652’s midsole includes a heel 

section in which the layers are generally linear, a mid section that is 

compressed and downward sloping, and a compressed upward slope towards 

the toe section. As a result of this similarity (and the other substantially same 

features discussed) both designs present substantially the same wave-like 

pattern throughout the midsole. Thus, in the eye of an ordinary observer, giving 

such attention as a purchaser usually gives, the two designs are substantially 

the same.  

121. To the extent Patent Owner argues that the ‘969 patent requires 

the compressing, downwardly sloped mid section to comprise a steeper 

downward slope, for the same reasons as stated in Ground 1:IX.B.1.c(i)  

IX.B.1.c(i)such a minor difference in sloping angle does not affect the design 

as a whole, and an ordinary observer would not have considered such a minor 

  
Lateral Side Elevational View 
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difference, if noticed at all. See Ground 1. Thus, considering this feature, as 

well as the other features discussed in this Declaration, C12652 and the 969 

patent present the same overall visual impression and the two designs are 

substantially the same, and as a result, the ’969 patent is anticipated by 

C12652.  

(iii) A Rounded Upper Layer Above The Top Ridged 
Edge Layer 

122. The C12652 and the ’969 patent are substantially the same in that 

both designs disclose a rounded upper layer, as shown below in the side-by-

side comparison:  

The ’969 Patent C11947 

  
Perspective View 

  
Lateral Side Elevational View 
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Exs.1001, 1011. 

123. I understand that in the New Jersey Case, Patent Owner has 

asserted that a shoe with a rounded upper layer similar to C12652 infringes 

the ’969 patent. Ex. 1018 (Complaint in NJ Case) at 27, 29, 31. Under Patent 

Owner’s apparent interpretation of the ’969 patent scope, a shoe with a 

rounded upper layer similar to C12652 is substantially similar to the '969 

patent. Further, to the extent that Patent Owner argues that the rounded upper 

layer of the C12652 is more squared than rounded, in the eye of an ordinary 

observer, giving such attention as a purchaser usually gives, the layers appear 

substantially the same – the C12652 upper layer is more softly curved than the 

ridged edge layers, like the ’969 patent. An ordinary observer would view a 

shoe midsole from several feet away (not under high magnification) while 

considering a shoe for purchase, and any minor differences in the upper layer 

would be insubstantial from this viewpoint. Thus, in the eye of an ordinary 

observer, giving such attention as a purchaser usually gives, the two designs 

are substantially the same.  

 
 

Rear Elevational View 
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124. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration, C12652 and the ’969 patent are 

substantially the same, and as a result, the ’969 patent is anticipated by 

C12652. 

(iv) Pinched Mid Section: A Slightly Pinched Mid-
Section Following The Natural Shape Of An 
Anatomical Foot  

125. The C12652 and the ’969 patent are substantially the same in that 

both designs disclose a slightly pinched mid-section following the natural 

shape of an anatomical foot, as shown below in the side-by-side comparison: 

The ’969 Patent C11947 

 

 
Top Plan View 

 
Exs.1001, 1011. 

126. To the extent that Patent Owner argues that the bottom view 

(Figure 4) of the ’969 patent requires the midsole to overhang, over the bottom 

sole, this would be irrelevant as the bottom sole is not claimed (as shown by 

the dashed lines). Even still, C12652 is substantially the same in view of this 

design feature as well. As can be seen in the corresponding C12652 figure to 

the ’969 patent’s Figure 5, the C12652 midsole overhangs over the bottom sole 

that touches the ground (patterned area). In fact, the substantial similarity of 

IPR2025-01395 Page 00071



 

-69- 
 

this unclaimed feature further reinforces the substantial similarity of the two 

designs as a whole. The unclaimed bottom sole of the ’969 patent is visually 

similar to the C11947, with its segments. 

127. To the extent the ’969 patent requires the ridged edge layers to 

extend around the entire upper perimeter of the shoe’s sole, a designer of 

ordinary skill in the art would have understood that the angle of C12652’s top 

view inadvertently omits this protrusion from the shoe’s mid-section. Indeed, 

reference to the rear elevational view demonstrates the ridged edge layers 

extending around the entire upper perimeter of the shoe’s sole. 

128. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration (as discussed below), C12652 and the 

’969 patent are substantially the same, and as a result, the ’969 patent is 

anticipated by C12652. 

(v) Overall Design 

129. The four features described above in C12652 come together as a 

whole to form substantially the same design as claimed in the ’969 patent. The 

four features described above result in a wave-like midsole that compresses 

and slopes around, and pinches at the midsection. The ’969 patent and C12652 

both depict this wave-like design. An ordinary observer would have considered 
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them to be substantially the same shoe midsole, because, as shown above and 

below, they appear substantially the same: 

The ’969 Patent Cole Haan C12652 
 

 
 

 

 
Perspective View 

Lateral Elevational View 
Exs. 1001, 1011. 

130. To the extent that Patent Owner argues there are any minor 

variations (of which there are none), they do not preclude a finding of 

anticipation because the overall impression created—the wave-like pattern that 

results from the four features discussed above—remains equivalent between 

C12652 and the ’969 patent.  

131. Thus, considering the overall claimed midsole design of the ’969 

patent and the overall midsole design of the C12652, an ordinary observer 

IPR2025-01395 Page 00073



 

-71- 
 

would have been induced to purchase one supposing it was the other. As a 

result, the ’969 patent is anticipated by C12652. 

4. GROUND 4: The ’969 Patent is Obvious Over C12652 

132. C12652 is so substantially the same as the claimed design that no 

secondary reference is necessary (see Ground 3). 

133. However, to the extent Patent Owner argues that C12652 is 

materially different, the claim of the ’969 patent is obvious over C12652.  

134. Scope and content of the prior art: C12652 is a suitable primary 

reference as it is visually similar to the ’969 patent (see Ground 3). C12652 

was something in existence, and is visually similar to the 969 patent. The scope 

and content of the C12652, considered with the knowledge of a designer of 

ordinary skill in the art (as defined in Section VI) is the same as the ’969 patent: 

a shoe midsole with ridge layers, compressions, a rounded upper layer, and a 

pinched mid section. See Ground 3. 

135. Differences between the claimed invention and the prior art: To 

the extent there are any differences between C12652 and the ’969 patent, 

C12652 itself readily suggests those differences to a designer of ordinary skill 

in the art because any differences are just in arrangement and proportioning of 

features.  For instance, to the extent Patent Owner argues that the perspective 

view of C12652 does not present a clear image of the medial elevational side 
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view, a designer of ordinary skill in the art would have understood the design 

as a whole from the images available. The medial features of C12652 would 

have been obvious to a designer of ordinary skill in the art once having viewed 

the perspective view image. Similarly, the designer of ordinary skill in the art 

would have understood the bottom design of the C12652 using the top plan 

view, showing the same pinching in the midsection, and wider area near the 

toe region. A designer, with experience in design, would have understood the 

medial features having seen the perspective view.   

The ’969 Patent Cole Haan C12652 
 

 
 

 
 

Perspective View 

Lateral Elevational View 

 

 
Top Plan View 
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Exs.1001, 1011. 

136. Even if that were not the case, however, a designer of ordinary 

skill in the art would have found designing a midsole with the same design 

running from the lateral side to the medial side to be trivial. A designer of 

ordinary skill in the art would have had the common knowledge and skill to 

understand that any given midsole could be easily modified to continue the 

design on the lateral side to the medial side, for bi-lateral symmetry of design. 

Ex. 1029, page 2 (“It is usually considered that a symmetrical composition in 

clothing is this one which is based on reflection or bilateral symmetry, because 

of this type of symmetry in the human body.”). In fact, such a symmetry would 

have been preferred in western culture. See, for example, Ex. 1028 (“Western 

preference for bi-lateral mirror reflection…”). Indeed, it would have been 

common knowledge for a designer to continue a design from one side of the 

shoe to the other, like most shoes, creating continuity.   

137. To the extent Patent Owner argues that Figure 6 of the ’969 patent 

requires an overhang of the midsole over the bottom sole, a designer of 

ordinary skill in the art would have found it obvious to make the midsole wider 

than the bottom sole in the mid-section. Indeed, this was a basic concept seen 

in other designs at the time. See, e.g., Nike (Grounds 5-6). And as stated earlier, 

the overhang is functional.  
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138. Level of skill in the art: See Section VI. 

139. Secondary considerations: See Section X  

140.  Thus, a designer of ordinary skill in the art would have 

understood C12652 to be visually similar to the ’969 patent, depicting a similar 

wave-like design. In view of the above, the claim is obvious in view of C12652. 

5. GROUND 5: The ’969 Patent is Anticipated By Nike  

a. Publication of Nike 

141. Nike (Ex. 1012) is EUIPO Design Registration Application No. 

002413161-0028, which was filed on February 26, 2014 and published on 

March 10, 2014, more than one year before the earliest priority date of the ’969 

patent. Ex. 1012 at 3  (Nike) (field 45 indicating March 3, 2014 publication 

date). The EUIPO website Design View indicates that Nike published under 

Articles 48 and 50 EDR on March 3, 2014 in Section A.1 of Bulletin No. 

2014/046. Ex. 1015. Bulletin No. 2014/046 bears a publication date of March 

3, 2014 and contains the publication of Nike. Ex. 1013 at 1, 383-385. 

Embedded within the Design View webpage (Ex. 1015) are high-resolution 

images of the Nike design that are substantively identical to those in Ex. 1012, 

and these high-resolution images appear in Ex. 1014. The Examiner never 

found, and Applicant never cited, Nike during prosecution. 
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b. Overview of Nike 

142. Nike discloses a shoe design. Nike provides seven figures 

showing different views of its design: 

Figure View 
1 medial side elevational view 
2 lateral side elevational view 
3 rear elevational view 
4 front elevational view 
5 top plan view 
6 bottom plan view 
7 perspective view 

 

Perspective View 
 

 
 

 

Lateral Side Elevational View Medial Side Elevational View 
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Bottom Plan View Top Plan View 
 

 
 

 

 
 

Front Elevational View Rear Elevational View 
 

 

 

 
Ex.1014 
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143. Nike discloses a design of a shoe midsole with all of the features 

of the ’969 patent: 

 Three ridged edge layers which extend continuously from the heel 

section to the toe section; 

 Compressions: where the layered ridges form a generally linear heel 

section, a downwardly sloped midsection in which the ridges are 

compressed (i.e., decrease in height), and an upwardly sloped toe 

section with compressed ridges; 

 A rounded upper layer; and 

 A slightly pinched midsection following the natural shape of the foot. 

 

 

Ex.1012. 
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c. Claim Chart 

(i) Ridge Layers: Three Vertically Stacked, Ridged-
Edged Layers That Extend Continuously From A 
Heel Section Till The Toe Section (All Figs) 

144. Nike and the ’969 patent are substantially the same in that both 

designs have three vertically stacked, ridged edge layers that extend 

continuously from the heel to the toe, as shown below in the side-by-side 

comparison: 

The ’969 Patent Nike 
 

 
 

 

  
 

Exs.1001, 1012. Although the angle of Nike’s perspective view is not identical 

to the angle of the ’969 patent’s perspective view, a designer of ordinary skill 

in the art would have been able to put together the full picture of the design 

with the images present. A designer would not have needed every single 

perspective to piece together the design: what is provided produces the overall 

design impression.  

145. The three vertically stacked ridged edge layers of the ’969 patent 

are substantially the same as the Nike images above (with consideration to the 
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different forms of media they are presented in). As shown above, Nike’s 

midsole includes three ridged edge layers claimed in the ’969 patent. Again, 

the substantial sameness of the designs is further reinforced by the fact that 

both have exactly three ridged edge layers (and one rounded upper layer, 

discussed below). Thus, the ordinary observer, giving such attention as a 

purchaser usually gives a midsole, and familiar with the relevant prior art, 

would have been induced to purchase one supposing it to be the other.  

146. While Nike’s design has a difference in its layers, under Patent 

Owner’s apparent interpretation, the difference is insubstantial.  Nike’s 

midsole layers extend outwards (abduct) near the toe area, on the medial side. 

As a result, there is a slight discontinuity, slanting towards the toe section. But, 

I understand that Patent Owner apparently interprets the scope of the ’969 

patent to include such discontinuities, as a product which Patent Owner 

accuses of infringing also contains such a discontinuity. Ex. 1018 (Complaint), 

27, 29, 31. I understand that minor differences such as this do not prevent a 

finding of anticipation. Under Patent Owner’s apparent interpretation, an 

ordinary observer would not consider this minor difference to be substantial in 

the overall design. Consideration of this feature, in conjunction with the other 

features discussed below, results in substantially the same design under Patent 

Owner’s apparent interpretation. Additionally, an abduction of the midsole 
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would have been functionally appropriate to accommodate wider feet, and thus 

under Patent Owner’s apparent interpretation an ordinary observer would have 

understood this minor difference as part of the functionality of the shoe, and 

not part of the design. See Ground 1 

(ii) Compressions: A Generally Linear Heel Section, 
A Downward Sloped Midsection In Which The 
Ridged Edges Are Compressed (i.e., decrease in 
height), And An Upward Slope Towards The Toe 
Section 

147. Nike and the ’969 patent are substantially the same in that both 

designs disclose three ridged edge layers which extend continuously from a 

generally linear heel section, compressing and downward sloping in the mid 

section, and compressing and upward sloping towards a toe section, as shown 

below in the side-by-side comparison: 

The ’969 Patent Nike 
 

 
 

 

 
 

Exs.1001, 1012 

148. To the extent the ’969 patent requires the compressing, 

downwardly sloped mid section to comprise a steeper downward slope, a 
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designer of ordinary skill in the art would have understood that the pitch of the 

sloped layers does not impact the overall visual impression (see Ground 1).  

149. The compressions of the ’969 patent are substantially the same as 

Nike above (with consideration to the different forms of media in which they 

are presented). As shown above, Nike’s midsole includes a heel section in 

which the layers are generally linear, a mid section that is compressed and 

downward sloping, and a compressed upward slope towards the toe section. 

As a result of this similarity (and the other substantially same features 

discussed), both designs present substantially the same wave-like pattern 

throughout the midsole. Thus, in the eye of an ordinary observer, giving such 

attention as a purchaser usually gives, the two designs are substantially the 

same.  

150. To the extent Patent Owner argues that the ’969 patent requires 

the compressing, downwardly sloped mid section to comprise a steeper 

downward slope, for the same reasons as stated in Ground 1IX.B.1.c(i): such 

a minor difference in sloping angle does not affect the design as a whole, and 

an ordinary observer would not have considered such a minor difference, if 

noticed at all. Thus, considering this feature, as well as the other features 

discussed in this Declaration, Nike and the 969 patent have the same overall 
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visual impression and the two designs are substantially the same. As a result, 

the ’969 patent is anticipated by Nike. 

(iii) Rounded Upper Layer Above The Top Ridged 
Edge Layer 

151. Nike and the ’969 patent are substantially the same in that both 

designs disclose a rounded upper layer, as shown below in the side-by-side 

comparison:  

The ’969 Patent Nike 
 

 
 

 

 
 

Exs.1001, 1012. 

152. The rounded upper layer of the ’969 patent is substantially the 

same as the Nike images above (with consideration to the different forms of 

media in which they exist). As shown above, Nike’s midsole includes a top 

layer that is rounded, substantially the same as the ’969 patent. Thus, in the eye 

of an ordinary observer, giving such attention as a purchaser usually gives, the 

two designs are substantially the same. In fact, an ordinary observer would 
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have been even encouraged to think the ’969 patent was the Nike with attention 

to detail regarding the top layer. 

153. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration, Nike and the ’969 patent are 

substantially the same, and as a result, the ’969 patent is anticipated by Nike. 

(iv) Pinched Mid Section: A Slightly Pinched Mid-
Section Following The Natural Shape Of An 
Anatomical Foot 

154. Nike and the ’969 patent are substantially the same in that both 

designs disclose a slightly pinched mid-section following the natural shape of 

an anatomical foot, as shown below in the side-by-side comparison: 

 

The ’969 Patent Nike 
 
 

 

 

 
 

  
Exs.1001, 1012.  
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155. To the extent that Patent Owner argues that the bottom view 

(Figure 4) of the ’969 patent requires the midsole to overhang, over the bottom 

sole, the bottom sole is not claimed (as shown by the dashed lines). Even still, 

Nike is the same with respect to this design feature as well. As can be seen in 

the figures above in Nike’s bottom view, the Nike midsole hangs over the 

bottom sole that touches the ground. The sides of the layers of the midsole can 

be seen overhanging the mid section. 

156. Thus, considering this feature, in conjunction with the other 

features discussed in this Declaration (as discussed below), Nike and the ’969 

patent are substantially the same, and as a result, the ’969 patent is anticipated 

by Nike. 

d. Overall Design 

157. The four features described above in Nike come together as a 

whole to form substantially the same design as claimed in the ’969 patent. Both 

the ’969 patent and Nike depict a wave-like midsole that compresses and 

slopes around, and pinches at the midsection. An ordinary observer would have 

considered them to be substantially the same midsole, because, as shown 

above, they appear substantially the same. More specifically, the most visually 

apparent design features to the ordinary observer—the three ridged edge 
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layers topped with a rounded upper layer—are substantially the same in the 

Nike and the ’969 patent midsoles, forming the wave-like design. 

158. To the extent that Patent Owner argues there are any minor 

variations (such as the vertically slanted ridge etching through the layers of the 

midsole, on the medial side), they do not preclude a finding of anticipation 

because the overall impression created—the wave-like pattern that results from 

the four features discussed above—remains equivalent between Nike and the 

’969 patent.  

159. Thus, considering the overall claimed midsole design of the ’969 

patent and the overall midsole design of Nike, an ordinary observer would have 

been induced to purchase one supposing it to be the other. As a result, the ’969 

patent claim is anticipated by Nike. 

6. GROUND 6: The ’969 Patent is Obvious Over Nike 

160. Nike is so substantially the same as the claimed design that no 

secondary reference is necessary (see Ground 5). 

161. However, to the extent Patent Owner argues that Nike is 

materially different, the claim of the ’969 patent is obvious over Nike.  

162. Scope and content of the prior art: Nike is a suitable primary 

reference as it is visually similar to the ‘969 patent (see Ground 5). Nike was 

something in existence, and is visually similar to the ’969 patent. The scope 
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and content of Nike, considered with the knowledge of a designer of ordinary 

skill in the art (as defined in Section VI), is the same as the ’969 patent: a shoe 

midsole with ridge layers, compressions, a rounded upper layer, and a pinched 

mid section. 

163. Differences between the claimed invention and the prior art: To 

the extent there are any differences between Nike and the claimed design, Nike 

itself readily suggests those differences to a designer of ordinary skill in the 

art. For instance, to the extent Patent Owner argues that the ’969 patent requires 

a slightly greater or smaller degree of sloping and curvature in the ridged edge 

and top layer, a designer of ordinary skill in the art would have found it obvious 

to ever so slightly vary the degree of sloping and resulting change of curvature 

of the layers of the midsole. Further, such small variations of curvature would 

have been obvious to the designer of ordinary skill in the art as they would 

have been purely functional, rather than ornamental, in order to accommodate 

different types of feet. For example, for a shoe with a curvier bottom sole, the 

midsole would have to match and thus be curvier, in order to fit atop the bottom 

sole. And such a curvier sole was already well-known. See, e.g. Exs. 1026 

(EUIPO patent showing a curvy midsole); 1027 (Chinese patent showing a 

curvy midsole). Additionally, a designer of ordinary skill in the art would have 

understood that pairing the midsole with a shoe with a higher or lower heel 
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(internal or external) would have required the design to slope and curve more 

or less. As discussed above, this is to ensure that the midsole and bottom sole 

meet without gaps.   

164. Even if that were not the case, however, a designer of ordinary 

skill in the art would have found slightly changing the sloping of the midsole 

to be trivial. A designer of ordinary skill in the art would have had the common 

knowledge and skill to understand that any given shoe midsole could be easily 

modified to be ever so slightly curvier or flatter, while still maintaining the 

same overall wave-like visual impression. For example, shoes with higher 

heels were well-known at the time, and such higher heels would, accordingly, 

have curvier soles.  

165. Level of skill in the art: See Section VI. 

166. Secondary considerations: See Section X. 

167. Thus, a designer of ordinary skill in the art would have understood 

Nike to be visually similar to the ’969 patent, depicting a similar wave-like 

design. In view of the above, the claim is obvious in view of Nike. 

7. GROUNDS 7 & 8: The ’969 Patent is Obvious Over C11947 
and Nike (Ground 7), and Over C12652 and Nike (Ground 8) 

168. To the extent that Patent Owner argues that Figure 4 of the ’969 

patent requires an overhang of the midsection over the bottom sole, I 

understand that Petitioners submit that the claimed design is obvious without 
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reference to a secondary reference (see Grounds 2 and 4). I understand that 

Petitioners also maintain that a mere sizing of the midsole in relation to the 

bottom sole is (1) not claimed because the bottom sole is disclaimed, and 

otherwise (2) not patentable because it is entirely functional in nature.  

169. C11947 and C12652’s midsoles each disclose substantially the 

same design claimed in the ’969 patent: one consisting of the same four 

features described in claim construction, together, to create substantially the 

same overall wave-like, flowing design. Indeed, C11947 and C12652 are so 

similar to the claimed design that no secondary reference is necessary (see 

Grounds 1-4).  

170. However, to the extent Patent Owner argues that C11947 or 

C12652 is materially different, the claim of the ’969 patent is obvious over 

C11947 in view of Nike, and obvious over C12652 in view of Nike: 

171. Scope and content of the prior art: C11947 and C12652 are 

suitable primary references as described in Grounds 2 and 4. 

172. Differences between the claimed invention and the prior art: To 

the extent that Patent Owner argues that C11947 or C12652 does not disclose 

an overhang of the midsection over the bottom sole, Nike renders obvious an 

overhanging midsole visually similar to the claimed design. As shown below, 

Nike discloses a widened midsole relative to the bottom sole: 
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’969 patent Nike 

   

Exs.1001, 1012. 

173. Nike’s overhanging mid-section, as shown in the bottom view, is 

substantially the same as the ’969 patent. Thus, to the extent Patent Owner 

argues that C11947 or C12652 lacks disclosure of an overhanging mid-section 

and thereby does not render the claimed design obvious (despite the 

aforementioned unclaimed portions, and obviousness as explained in Grounds 

2 and 4), it further would have been obvious to implement an overhanging mid 

section of the midsole in view of Nike.  

174. A designer of ordinary skill in the art would have found it obvious 

to vary the width of the midsection of the midsole in C11947 or C12652 in 

view of Nike because that would have been purely functional, rather than 

ornamental, as stated in Ground 6. See my discussion in Ground 6. 

175. Further, a designer of ordinary skill in the art would have been 

aware of Nike and found it obvious to vary the width of the midsection of the 

midsoles in C11947 or C12652 in view of Nike, because the shoe manufacturer 

Nike was famous, and well-known for making shoes. Although an overhanging 
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midsole is a functional feature (see Ground 2), at a minimum, such an overhang 

would have been obvious to try because there are only three options regarding 

midsole size relative to sole, each of which are predictable: a midsole that is 

the (1) same size as the sole, (2) smaller than the sole, or (3) larger than the 

sole. Choosing a larger sole would advantageously hide the tread of the shoe, 

making the design of the midsole more apparent within the shoe. Designing 

the midsole of the shoe to have a width wider than the bottom sole to match 

the arching natural foot shape was a simple design choice that involved no 

more than a mere substitution of one known element for another (i.e., 

substituting one size of midsole for another). Implementing C11947’s or 

C12652’s midsole with Nike’s overhang would have been beneficial in 

designing a midsole such that the design would be more prevalent in the overall 

shoe, and advantageously hides the tread on the sole and increases stability. 

This would have been a desirable option so that the wave-like design of the 

midsole could be more noticeable on the shoe, creating a sense of depth in the 

shoe. More surface area would be covered by the design. A designer of 

ordinary skill in the art would have been motivated to apply Nike’s overhang 

to C11947’s or C12652’s midsole to create a design that stood out within the 

greater shoe, and thus more distinctive to the consumer. See, e.g., Ex. 1021 (“If 

we can smell, see, hear, or decide something faster or with less effort, we will 
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prefer it over the more demanding alternative. This is summarized in the 

principle of maximum effect for minimum means…[A] visual pattern is 

pleasing to the eye when relatively simple design features reveal a wealth of 

information, such as in caricatures or impressionistic paintings.”) With more 

surface area covered by the simple wave-like design, the visual pattern would 

be more pleasing, as a shoe that is providing maximum effect for minimal 

means.    

176. Such a change would have been predictable and obvious. Indeed, 

there is nothing unpredictable or nonobvious about designing a midsole to 

overhang the bottom sole because such a change would increase the visibility 

of the design in the greater shoe. 

177. Further, to the extent that Patent Owner argues that C11947 or 

C12652 does not have a rounded upper layer, Nike renders obvious a rounded 

upper layer of a midsole visually similar to the claimed design, as shown in 

Ground 5. See Ground 5.  Nike’s rounded upper layer is substantially the same 

as the ’969 patent. Thus, to the extent Patent Owner argues that C11947 alone 

or C12652 alone do not render the claimed design obvious due to differences 

in the upper layer, it would have been obvious to implement an even rounder 

top layer as disclosed by Nike when implementing the midsole of C11947 or 

C12652.  
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178. A designer of ordinary skill in the art would have found it obvious 

to smooth the upper layer of the midsole in C11947 or C12652 in view of Nike 

because the upper layers in C11947 and C12652 were already slightly rounded, 

and making either rounder would soften the meeting of the rubber and cork 

material, much like Nike’s upper layer appears a cohesive part of the midsole. 

179. Even if that were not the case, however, a designer of ordinary 

skill in the art would have been aware of Nike and found it obvious to vary the 

degree of rounding of the upper layer of the midsoles in C11947 or C12652 in 

view of Nike, at least because the shoe manufacturer Nike was famous, as 

described above.  

180. Implementing the midsole of C11947 or C12652 with Nike’s 

teaching of an even rounder upper layer would have beneficial in designing a 

midsole such that the upper layer met the ridged layers in a more cohesive 

appearance. This would have been a desirable option so that the wave-like 

design of the midsole was less interrupted, and more uniform. Furthermore, a 

designer of ordinary skill in the art would be motivated to modify C11947 or 

C12652 as taught by Nike by removing the leather welt and bonding the 

midsole directly to the upper to create a more continuous aesthetic, and doing 

so would also reduce a step in the manufacturing process, making the shoe less 

expensive to produce. The expense of shoe manufacturing is a consideration 
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in shoe design to the designer of ordinary skill in the art. In addition, a designer 

of ordinary skill in the art would have been motivated to apply Nike’s teaching 

of an overhang to C11947’s midsole or to C12652’s midsole to create a design 

that was more cohesive.  

181. Such a change would have been predictable and obvious because 

it is just a change in arrangement and proportioning of features. Indeed, there 

is nothing unpredictable or nonobvious about designing a midsole to have a 

more curvy upper layer because such a change would soften the meeting of 

different midsole materials, and thus make the overall design more cohesive. 

182. The resulting midsoles would continue to have the three ridged 

edge layers, rounded upper layer, compressions, and pinching in middle as 

disclosed in C11947 and C12652, appropriately overhanging in the mid 

section. The resulting midsoles would have had the same overall visual 

appearance as the claimed midsole.  

183. To the extent Patent Owner alleges there are any other differences 

when compared to the claimed design, C11947 or C12652, each in view of 

Nike, readily suggests those differences to a designer of ordinary skill in the 

art.  

184. Level of skill in the art: See Section VI. 

185. Secondary considerations: See Section X. 
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186. Thus, a designer of ordinary skill in the art would have understood 

the designs to be visually similar, depicting a similar wave-like design. In view 

of the above, the claim is obvious based on C11947 in view of Nike  and 

C12652 in view of Nike. 

8. GROUND 9: The ’969 Patent is Obvious Over Skechers in 
view of Nike 

a. Publication of Skechers 

187. Skechers (Ex. 1016) is a webpage that was publicly available on 

Dappered.com since at least July 14, 2013.. Further, the website indicates that 

the article was posted on 7/10/2013, at least one year before the earliest priority 

date of the ‘969 patent. The latest archive date of the Skechers publication is 

July 14, 2013, more than one year before the earliest priority date of the ‘969 

patent. Ex.1016, Page 4 (containing URL date code 20130714), Page 5. 

Embedded within the Skechers webpage are high resolution images which 

appear at Ex.1016, Pages 176-179. The images at Ex.1016, Pages 176-179 are 

reproduced as Ex.1017. 

188. Dappered.com was well-known, public (e.g., no access 

restrictions), searchable, and intended to reach a wide audience. A designer of 

ordinary skill in the art would have known about and readily located 

information on this website with reasonable diligence. Based on this evidence 

taken as a whole, the Skechers publication was publicly available by at least 
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July 14, 2013, or as being otherwise available to the public. The Examiner 

never found, and Applicant never cited, the Skechers publication during 

prosecution. 

b. Overview of Skechers 

189. The Skechers publication provides multiple images to show 

different views of the Skechers design: 

Perspective View 
 

 
 

Lateral Side Elevational View 
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Bottom Plan View 
 

 
 

Front Elevational View 
 

 
 

Ex.1017 

190. The Skechers publication discloses a design of a shoe midsole 

with most of the features of the ‘969 patent: 
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 Three vertically stacked ridged edge layers which extend 

continuously from the heel section to the toe section; 

 A generally linear heel section, a downwardly sloped 

midsection in which the ridges are compressed (i.e., decrease 

in height), and an upwardly sloped toe section with 

compressed ridges; and 

 A rounded upper layer, more rounded than the ridged edge 

layers that it sits atop.  

c. Analysis 

191. Skechers was something in existence, and is visually similar to 

the ’969 patent. 

192. Scope and content of the prior art: Skechers is a suitable primary 

reference as it is visually similar to the ’969 patent (see images below). 

Skechers was something in existence, and is visually similar to the ’969 patent. 

The scope and content of the Skechers, considered with the knowledge of a 

designer of ordinary skill in the art (as defined in Section VI), is the same as 

the ’969 patent: a shoe midsole with ridge layers, compressions, a rounded 

upper layer, and a pinched mid section. 

193. Differences between the claimed invention and the prior art: To 

the extent a secondary reference is needed to account for the absent explicit 
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image of the bottom sole of Skechers, and to the extent Patent Owner argues 

that Skechers’ bottom view is not readily apparent to a designer of ordinary 

skill in the art given the other images, Nike’s midsole renders obvious such a 

midsole bottom.  

194. As shown below, Skechers’ midsole consists of three ridged 

edge layers, a rounded upper layer, and a compression pattern substantially 

the same as the ‘969 patent.  

The ’969 Patent Skechers and Nike 
 

 

 

 
Skechers, Perspective View 

 
 
 

 
 

 

 

 
Nike, Bottom View 

 

IPR2025-01395 Page 00101



 

-99- 
 

  
Nike, Top View 

Exs.1001, 1012. 

195. Thus, to the extent Patent Owner argues that Skechers does not 

render the claimed design obvious because of the lack of clear bottom view, it 

would have been obvious to implement a midsole with the Nike design 

depicted in the bottom view, substantially the same as the ‘969 patent. A 

designer of ordinary skill in the art would have been aware of Nike and found 

it obvious to implement the bottom of Nike’s midsole, pinching in the mid 

section, in view of Skechers, at least because Nike was an international brand 

known for making shoes. Although an overhanging midsole is purely 

functional (see Ground 2), at a minimum, implementing Nike’s bottom view 

design when implementing Skechers’ midsole would have been obvious to try, 

as Nike’s bottom sole follows the natural shape of an anatomical foot, the body 

part that will be making contact with the midsole. Designing the midsole of the 

shoe to follow the shape of a natural foot has a discrete number of known and 

predictable options which allow the overall shoe to go on said foot. 

Implementing the Skechers midsole with the bottom plane of Nike would have 

been beneficial in designing a shoe for an anatomical human foot. An overhang 
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would have been obvious to try because there are only three options regarding 

midsole size relative to sole, which are each predictable: a midsole that is the 

(1) same size as the sole, (2) smaller than the sole, or (3) larger than the sole. 

Choosing a larger sole would advantageously hide the tread of the shoe, 

making the design of the midsole more apparent within the shoe. 

196. Such a change would have been predictable and obvious because 

it is just a change in arrangement and proportioning of features. Indeed, there 

is nothing unpredictable or nonobvious about a midsole that is wider towards 

the toe region, and pinches in the middle near the foot arch. 

197. To the extent a secondary reference is needed because Patent 

Owner argues that Skechers’ upper layer is not as rounded as the ’969 patent, 

Nike’s midsole renders obvious such a rounded upper layer of a midsole. As 

stated in Ground 5, Nike discloses a rounded upper layer.  

198. Thus, to the extent Patent Owner argues that Skechers does not 

render the claimed design obvious because of a less rounded upper layer, it 

would have been obvious to implement a midsole with the Nike design, 

resulting in substantially the same design as the ‘969 patent. A designer of 

ordinary skill in the art would have found it obvious to implement the rounded 

upper layer of Nike’s midsole, in view of Skechers, at least because Nike was 

an international brand known for making shoes. At a minimum, implementing 
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Nike’s upper layer design to Skechers’ midsole would have been obvious, as 

Skechers’ upper layer is already rounded to some degree. Designing the upper 

layer with a more pronounced rounding is beneficial in order to create a 

cohesive appearance in the different materials meeting at that point. 

Implementing Skechers midsole with the rounded upper layer of Nike would 

have been beneficial in creating a more cohesive design. 

199. Such a change would have been predictable and obvious because 

it is just a change in arrangement and proportioning of features. Indeed, there 

is nothing unpredictable or nonobvious about varying the degree of rounding 

in a rounded upper layer of a midsole. 

200. The resulting midsole would have the three ridged edge layers, a 

rounded upper layer, and compressions of Skechers, with a more rounded 

upper layer as disclosed in Nike. The resulting midsole would have been the 

same overall visual appearance to the claimed midsole.  

201. To the extent Patent Owner alleges there are any other differences 

when compared to the claimed design, Nike and Skechers readily suggest those 

differences to one of ordinary skill in the art, and any differences are just 

arrangement and proportioning of features.  

202. Level of skill in the art: See Section VI. 

203. Secondary considerations: See Section X. 
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204. Thus, a designer of ordinary skill in the art would have understood 

Skechers in view of Nike to be visually similar, depicting a similar wave-like 

design of a midsole, with the bottom shaped like an anatomical foot. In view 

of the above, the claim is obvious over Skechers in view of Nike. 

205. Thus, Skechers in view of Nike render claim one obvious. 

X. SECONDARY CONSIDERATIONS 

206. There is no evidence in the ’969 patent’s prosecution history or 

elsewhere supporting any secondary considerations arguments, or evidence of 

nexus to any challenged Claim.  

207. To the extent that Patent Owner contends that the accused 

products in the NJ Case are infringing and thus demonstrate commercial 

success, any such conclusory allegations would fail to provide any indication 

that the Claim is non-obvious. Such conclusory assertions would not 

demonstrate that Top Glory’s products infringe, let alone show any nexus 

between any alleged commercial success and the Claim, or that any alleged 

success is due to the allegedly claimed design instead of the many unclaimed 

features of the accused products.  

208. To the extent Patent Owner asserts the existence of any secondary 

considerations in its responses, I reserve the right to address any such evidence. 
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XI. CONCLUSION 

209. In summary, I have concluded that the claimed design is 

anticipated by and rendered obvious over the prior art references as I have 

discussed above.  Specifically, in my opinion, for at least the reasons above, 

the claimed design of the ’969 patent is anticipated and obvious. 

210. To the extent it is argued that any further disclosure is required 

for an element in the claimed design that I have identified as being disclosed, 

a person of ordinary skill in the art would certainly have found that element 

obvious to include based on the sample explicit disclosure or inherent 

disclosures and analysis I have identified above. 

211. I reserve the right to supplement my opinions in the future to 

respond to any arguments that Patent Owner or its expert(s) may raise and to 

take into account new information as it becomes available to me. 

212. In signing this declaration, I recognize that the declaration will be 

filed as evidence in a contested case before the Patent Trial and Appeal Board 

of the United States Patent and Trademark Office.  I also recognize that I may 

be subject to cross-examination in the case and that cross-examination will take 

place within the United States.  If cross-examination is required of me, I will 

appear for cross-examination within the United States during the time allotted 

for cross-examination. 
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213. I hereby declare under penalty of perjury under the laws of the

United States of America that the foregoing is true and correct, and that all 

statements made herein of my own knowledge are true and that all statements 

made on information and belief are believed to be true; and further that these 

statements were made with the knowledge that willful false statements and the 

like so made are punishable by fine or imprisonment, or both, under Section 

1001 of Title 18 of the United States Code. 

214. Executed this 9th day of September 2025, in Salt Lake City, Utah.

Grant Delgatty
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