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I. INTRODUCTION

Petitioners Top Glory Trading Group Inc. and DP Dream Pairs Inc.
(“Petitioners™) fail to meet their burden of establishing that U.S. Patent No.
D768,969 (“D’969”) is anticipated or rendered obvious by the cited references by a
preponderance of evidence. Petitioners misconstrue D’969 by offering a detailed
verbal description that improperly dissects the claimed midsole into four discrete
“key features.” Even worse, Petitioners systematically ignore D’969 and the prior
art as a whole by using color-coded annotated figures that draw attention toward
only these four “key features” and away from the overall appearance of the actual
designs. Further compounding Petitioners’ erroneous feature-based construction,
Petitioners ignore readily apparent differences between D969 and the prior art or
dismiss them as “slight” or “minor” without any explanation for why an ordinary
observer would not have appreciated such differences, particularly in the crowded
field of midsoles.

No words are necessary to compare D’969 to the prior art. The novelty of
D’969’s wavy midsole relative to prior art is readily apparent to an ordinary

observer:






EX2036, 121.! D’969’s undulating midsole conveys a unique, wavy overall visual
impression that an ordinary observer would readily observe as not being
substantially similar to the flatter, non-undulating prior art.

Moreover, Petitioners’ attempts to modify the prior art to create D’969°s
unique design fall short. Petitioners have not identified any prior art design that is
visually similar to the D’969, as required by the first Graham factor, and have
ignored differences between D’969and the prior art under the second Graham factor.
Petitioners also fail to provide adequately supported reasons why a designer of
ordinary skill in the art would have been motivated to modify the prior art to achieve
D’969’s unique wavy appearance. For these reasons, the Board should find D969

not unpatentable over the prior art.

I Skechers is not included because Petitioners fail to provide a comparable view to
D’969. Infra §VI.H.1 EX2036, 121. Although the welts of C11947 and C12562 are
included consistent with Petitioners’ interpretation, Petitioners’ inclusion of the
welts is improper for the reasons explained below. Infra §§VI.A.i, VI.C.i. As further
explained below, D’969 is even more distinct from the prior art when the welts are

properly excluded from consideration. /d.



II. LEGAL STANDARDS
A.  Anticipation

The “ordinary observer” test is the sole test for determining whether a claimed
design is anticipated by a prior art reference. Int’l Seaway Trading Corp. v.
Walgreens Corp., 589 F.3d 1233, 1240 (Fed. Cir. 2009). Anticipation requires
assessing whether the claimed design and the prior art design are “substantially the
same” such that “their resemblance is deceptive to the extent that it would induce an
ordinary observer, giving such attention as a purchaser usually gives, to purchase an
article having one design supposing it to be the other.” Door-Master Corp. v.
Yorktowne, Inc., 256 F.3d 1308, 1313-14 (Fed. Cir. 2001).

The ordinary observer test requires ‘“consideration of the design as a
whole[.],”* Int’l Seaway, 589 F.3d at 1243, “comparing similarities in overall
designs, not similarities of ornamental features in isolation,” Ethicon Endo-Surgery,
Inc. v. Covidien, Inc., 796 F.3d 1312, 1335 (Fed. Cir. 2015). “An element-by-element
comparison, untethered from application of the ordinary observer inquiry to the
overall design, is procedural error.” Ethicon Endo-Surgery, 796 F.3d at 1335.

The ordinary observer also test requires the fact finder to consider all of the

ornamental features illustrated in the figures of the challenged patent that are visible

2 Emphasis added throughout unless otherwise indicated.



at any time in the “normal use” lifetime. Int’l Seaway, 589 F.3d at 1241. Further, the
ordinary observer is one who would be familiar with the prior art. See Crocs, Inc. v.
Int’l Trade Comm’n, 598 F.3d 1294, 1303 (Fed. Cir. 2010) (“When the differences
between the claimed and accused designs are viewed in light of the prior art, the
attention of the hypothetical ordinary observer may be drawn to those aspects of the
claimed design that differ from the prior art.””) (citing Egyptian Goddess, Inc. v.
Swisa, Inc., 543 F.3d 665, 681 (Fed. Cir. 2008) (en banc)). “[W]hen the claimed
design is close to the prior art, small differences between the accused design and the
claimed design are likely to be important to the eye of the hypothetical ordinary
observer.” Egyptian Goddess, 543 F.3d at 676; Lanard Toys Ltd. v. Dolgencorp LLC,
958 F.3d 1337, 1341-43 (Fed. Cir. 2020).

B. Obviousness

In LKQ Corporation v. GM Global Technology Operations LLC, the Federal
Circuit adopted the obviousness approach of utility patents as applicable for design
patents providing ‘“that the same conditions for patentability that apply to utility
patents apply to design patents”—*“a more flexible approach than the Rosen-Durling
test[.]” 102 F.4th 1280, 1287 (Fed. Cir. 2024) (en banc). The obviousness inquiry
asks “whether an ordinary designer in the field to which the claimed design pertains
would have been motivated to modify the prior art design ‘to create the same overall

visual appearance as the claimed design.’” Id. at 1299 (quoting Campbell Soup, Co.



v. Gamon Plus, Inc., 10 F.4th 1268, 1275 (Fed. Cir. 2021)). As highlighted by the
Federal Circuit’s en banc decision in LKQ, design patent obviousness is evaluated
under the framework set forth in Graham v. John Deere Co., 383 U.S. 1 (1966), as
adapted for design patents. Under this framework, the obviousness inquiry requires
consideration of four Graham factors:

(1)  the scope and content of the prior art;

(2) the differences between the prior art and the design claimed in the
patent at issue;

(3) the level of ordinary skill in the pertinent art; and

(4) any relevant secondary considerations, such as commercial success,
industry praise, or evidence of copying.

LKQ, 102 F.4th at 1292.

The “inquiry focuses on the visual impression of the claimed design as a
whole and not on selected individual features.” Id. at 1299; see also Campbell Soup,
10 F.4th at 1275 (discussing whether “an ordinary designer would have modified the
primary reference to create a design that has the same overall visual appearance as
the claimed design”) (citing Durling v. Spectrum Furniture Co., Inc., 101 F.3d 100,
104 (Fed. Cir. 1996)). It is legal error to compare “the visual impression of selected,
separate features of the prior art to the [claimed] designs, rather than the visual
impression of the designs as a whole.” In re Harvey, 12 F.3d 1061, 1065 (Fed. Cir.
1993). Furthermore, an analysis focused on selectively chosen design features while

deliberately ignoring others is improper. See Arashi Vision (U.S.) LLC (d/b/a



Insta360) v. GoPro, Inc., IPR2024-01434, Paper 9 at 25 (P.T.A.B. Mar. 31, 2025);
Premier Gem Corp. v. Wing Yee Gems & Jewellery Ltd., IPR2016-00434, Paper 9 at
16-17 (P.T.A.B. July 5, 2016).

C. Claim Construction

The scope of the claimed design is represented by the illustrations; verbal
descriptions are not required. Egyptian Goddess, 543 F.3d at 679. While a detailed
verbal description may be “helpful to point out...various features of the claimed
design as they relate to the...prior art,” the verbal description must accurately
capture the overall visual impression of the claimed design. /d. at 680. The Federal
Circuit has recognized risks entailed in a verbal description, “such as the risk of
placing undue emphasis on particular features of the design and the risk that a finder
of fact will focus on each individual described feature in the verbal description rather
than on the design as a whole.” Egyptian Goddess, 543 F.3d at 679-80; see also
Crocs, 598 F.3d at 1302-03 (stating that for design patents, “claim construction must
be adapted to a pictorial setting” and warning of “the dangers of reliance on a
detailed verbal claim construction.”).

As discussed in Section IV below, Petitioners’ claim construction provides an
inaccurate verbal description and does not provide an adequate accounting of the
overall visual impression of D’969. Patent Owner does not provide a claim

construction as the D’969 figures speak for themselves. Instead, Patent Owner



provides a description of D’969, which points out various features of the claimed
midsole and its overall impression to aid in analysis relative to the prior art. Infra
§IIT; EX2036, 9992-98.

D. The Ordinary Observer

Patent Owner does not dispute the Petition’s description of an ordinary
observer in the art. Petition (“Pet.”) at 20-21.

E. The Ordinary Designer

Patent Owner does not dispute Petition’s description of a designer of ordinary
skill in the art. Pet., 23-24.

III. D’969 CLAIMS A VISUALLY DISTINCTIVE DESIGN FOR A SHOE
MIDSOLE

D’969 claims the ornamental design for a shoe midsole as shown in solid lines
in Figures 1-7, respectively illustrating the perspective, lateral side elevational,
medial side elevational, bottom plan, top plan, front elevational, and rear elevational
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EX1001, FIGS. 1-7.
The “wavy” overall visual appearance of D’969 is captured by rolling or

undulating curves (i.e., peaks and valleys) along the top and bottom contours of the
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monolithic midsole with four flutes having proportionally varying thickness
extending along the length of the midsole and around the heel. EX2036, q78. The
flutes vary in thickness between the contours, with the upper flute being less
compacted and rounder as compared to the bottom flutes. /d. Representative FIG. 2

of the D’969 is annotated below that reflects this appearance:

Undulating Top Contour /

Undulating Bottom Contour
FIG. 2

EX1001, FIG. 2 (annotated); EX2036, 979.

In considering the claimed design as a single, unified form (rather than a series
of “sections” and “layers” as Petitioners’ expert Delgatty does), the top and bottom
undulating contours along with the associated change in thickness between them
define the silhouette of the midsole and are of the most prominent features. EX2036,
80. The overall visual appearance of the D’969 design does not depend on

analyzing these curves or portions of the midsole in isolation. /d., §81. Rather, the

11



relative relationship and magnitude of the curves and how they interact are important
considerations. /d.

The top contour of the midsole silhouette forms a flowing, undulating upper
boundary. /d., §82. As shown in annotated FIG. 2 below, from the rearmost point of
the midsole at point A, the top contour slopes downward from the heel to a valley at
point B, rises gradually through the midfoot to point C, and then descends toward
the forefoot at the valley at point D before curving upward again towards the toe at

point E. Id.

FIG. 2
“FIG. 2 is a lateral side elevational view thereof”

EX1001, FIG. 2 (annotated); EX2036, 482. The bottom contour follows a generally
undulating path that is flatter but broadly corresponding to the curve of the top

contour. EX2036, 482.
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The height between the top and bottom contours (i.e., the thickness of the
midsole) varies longitudinally throughout, with the thickest portion located at point
C, which displays a visually appreciable high peak along the top contour of the

midsole at the midfoot:

FIG. 2
“FIG. 2 is a lateral side elevational view thereof”

EX1001, FIG.2; EX2036, 483 (annotated). Moving away from point C towards the
heel of the midsole, the midsole thickness is reduced. EX2036, 483. Going forward
from point C, the descent or slope in the midsole is smooth but faster, reaching a
considerably smaller thickness at the ball of the foot and toward the toe. /d.

FIG. 3 displays mirrored curves in the medial side of the midsole as in the

lateral side shown in FIG. 2:

13



FIG. 2 FIG.3

EX1001, FIGS. 2-3.

The thickness of each bottommost flute also varies along the longitudinal
length of the midsole and varies proportionately to the overall thickness of the
midsole at any given spot. EX2036, 485. More specifically, the thickness of each
bottommost flute expands as the height of the midsole expands, and the thickness of
each bottommost flute contracts as the thickness of the midsole reduces. Each of the
three bottommost flutes have the same thickness as the other bottommost flutes at
any given spot. /d. In contrast, the top portion of the upper flute remains at a
consistent thickness throughout the length of the midsole. /d.

The flutes shown in the lateral and medial sides wrap around to the heel
section, as seen in the perspective and rear elevational view of FIG. 1 and FIG. 7,

respectively:

14
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FIG. 7

EX1001, FIGS. 1, 7.
Furthermore, as shown in the annotated excerpt from FIG. 2 below, the upper

flute is also rounded relative to the more pointed bottom three flutes:

Upper Flute

- } Bottom Flutes

EX1001, FIG. 2 (excerpted and annotated); EX2036, §87. The rounded upper flute

permits a smoother transition to the disclaimed upper portion of a shoe beyond the

upper most flute—whether to a welt, a shoe upper, or otherwise. /d.

15



IV. PETITIONERS’ IMPROPERLY CONSTRUE THE CLAIMED D’969
DESIGN

Even though Petitioners acknowledge the Federal Circuit’s “‘preferable
course’ for construing design patents will not involve ‘a detailed verbal description
of the claimed design,’” Pet., 25, Petitioners do just that. And in doing so, Petitioners
“cross the line” by providing a detailed verbal description of D’969 that narrowly
focuses on four “key features” rather than the design as a whole. Petitioners then
look for only those four “key features” in the prior art to reach conclusions that the
prior art anticipate D’969 while ignoring other features that impact the overall visual
impressions of D969 and make it distinct from the prior art. This is precisely the
risk that Federal Circuit cautioned against in Egyptian Goddess—‘the risk that a
finder of fact will focus on each individual described feature in the verbal description
rather than on the design as a whole.” Egyptian Goddess, 543 F.3d at 679-80. Unlike
Egyptian Goddess, Petitioners’ characterizations of the four “key features” are
inaccurate and meaningfully misconstrue D’969 to minimize its distinctiveness from
the prior art.

A.  Petitioners’ Feature-By-Feature Comparisons Fail to Consider
Overall Visual Appearance

The Petition focuses exclusively on four purportedly “key features” of D’969

that Delgatty provides in his claim construction:

16



(1) Ridge Layers: three vertically stacked, ridged-edged layers
extending continuously from a heel section till the toe section and
beyond the lower perimeter of the shoe’s sole (Figs. 1-3,6-7);

(2) Compressions: a geaerally linear heel section, a downwardly
sloped midsection in which the ridged edges are compressed (i.e.
decrease in height), and an upwardly slope towards the toe section with
compressed ridged edges (Figs. 1-3);

(3) Rounded Upper Layer: a rounded upper layer above the ridged
edge layers (Figs. 2-3, 7); and

{4) Pinched Mid-Section: a slightly pinched mid-section, and wider

foot area, following the typical shape of a foot (Figs. 4-5).
See Pet., 25-26 (quoting EX1003, 49/62-66). Delgatty admitted during his deposition
that he was “breaking the midsole up into areas to focus on.” EX2037, 248:3-5; see
also id., 176:16-18 (stating the “overall visual impression that [the heel section]
gives is that it’s generally linear”).

Petitioners do not merely “point out” obvious features of D’969 as compared
to the prior art, such as a shape having three sides instead of four sides or being
hollow instead of solid as in Egyptian Goddess. 543 F.3d at 680-81. Rather,
Petitioners assign generic (and inaccurate, infra) verbal descriptions and self-
imposed, color-coded boundaries that distort D’969 (and the prior art, infra) to make

the designs appear more visually similar, EX2036, 4992-93:

17
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Pet., 27-28 (citing EX1003, 99 67, 68).

For example, Petitioners’ circumscription of the “rounded upper layer” in
green and the “edge layers” in red creates an unnatural boundary differentiator,
which would not be appreciable in comparing the native images with the patented
figures. EX2036, 993. Petitioners also segment D’969 into three arbitrary sections

bracketed by purple annotations, causing the otherwise seamless midsole to appear
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disjointed, and then place those same annotations on the prior art to make them
appear more similar, as shown below. /d. Demonstrating this, Delgatty modified
where the annotations for the “Mid Section” should appear on D’969 during his
deposition to be more similar to the annotations placed upon C11947:

I actually feel like the annotations on the 969 patent could
have been a little bit longer in that front section, to be
honest....I do feel that...where it says compressingly
downward [sic], the midsection of the annotated’969
patent...there’s a pretty significant amount of distance
between...the forward-most edge of the annotated
midsection and where that lowest part of the dip is. So...I
think you could actually take the annotates from the
C11947 and translate them exactly over to the 969 patent

and they would actually line up better...as the annotation.

EX2037, 227:1-228:22. As Delgatty conceded during his deposition, color can
impact an ordinary observer’s perception, EX2037, 7:2-14, 167:3-11, 261:16-21,
and his color-coded feature-by-feature analysis does just that—it creates a disjointed
visual impression that makes D’969 appear more similar to the prior art than the
unannotated images themselves. EX2036, 493.

Petitioners’ selective breakdown of D’969 into four color-coded “key
features™ is procedural error because it improperly leads away from consideration of

the design as a whole and fails to consider the overall visual impressions of D’969
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and the prior art. See Ethicon Endo-Surgery, 796 F.3d at 1335 (“An element-by-
element comparison, untethered from application of the ordinary observer inquiry to
the overall design, is procedural error.””); Crocs, 598 F.3d at 1303 (“This case shows
the dangers of reliance on a detailed verbal claim construction. The claim
construction focused on particular features of the [] patent design and led the [fact
finder] away from consideration of the design as a whole.”). This is fatal to all of
Petitioners’ grounds.

Even Delgatty conceded that he “do[es]n’t know if the ordinary observer
would, per se, break [a shoe] down into different components,” yet that is exactly
what Petitioners do with the midsole. EX2037, 54:15-55:2. Indeed, the Federal
Circuit has repeatedly confirmed that the hypothetical ordinary observer would not.
See, e.g., Ethicon Endo-Surgery, 796 F.3d at 1335; Crocs, 598 F.3d at 1303. Patent
Owner’s expert Rake agrees that neither an ordinary observer nor a DOSITA would
do so. EX2036, 9990-91.

Petitioners then proceed to look for enly these four “key features” with side-
by-side comparisons of color-coded images of D’969 and the prior art to arrive at
their incorrect conclusion that D’969 is substantially similar (or visually similar for
obviousness) to the prior art. Pet., 39-46, 55-62, 68-75; EX1003, q984-96, 115-128,
143-156; EX2036, q9112-114. Delgatty confirmed his sole reliance on a feature-by-

feature comparison during his deposition:
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Q. In your analysis of Nike, you assess whether each of
the same four key features that you identified for D969 are
present, right?

A. Yes.

Q. And then you include claim charts that do...a feature-
by-feature comparison between D969 and Nike, right?

A. Yes.

Q. And then based on that side-by-side or that feature-by-
feature comparison...of those four key features, you
conclude that Nike and D969 are substantially the same,
and then as a result, D969 is anticipated by Nike, right?
skekook

A. I do state that it is anticipated, yes.

Q. Based on your comparison of those four key features?

skeksk

A. Yes.

EX2037, 296:16-297:18; see also id. at 222:10-223:8, 289:1-290:3 (confirming an
identical feature-by-feature analysis for C11947 and C12652).
Tellingly, Petitioners never present the prior art next to D’969 without

annotations:
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See, e.g., Pet., 48, 62, 87, 88. The added identical colored markings and labels across
the different midsole designs immediately ties them together visually by creating a
standardized pattern that the brain recognizes as a unified set, regardless of the actual
design, and makes them appear more similar than they are. EX2036, 4113.
Petitioners’ myopic feature-by-feature analysis fails to consider the design as
a whole. Id., §114. Although Petitioners purport assign an “overall visual impression
of a soft, wave-like midsole design” to D’969 (which is inaccurate, infra), they
concede that purported “overall visual impression” is merely “a product” of their

four “key features’:
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The claimed portions of the seven figures of D969 give an overall visual
impression of a soft, wave-like midsole design. The visual impression of a wavy
midsole is a product of the rounded upper layer and three ridged edge layers that
compress and slope as they run laterally along the side of the shoe’s midsole, where
the vertically stacked ridged layers slightly pinch in the midsection towards the arch

of the foot, following the shape of a foot. Figure 1 illustrates the perspective view.

See also Fig. 5.

Pet., 26; EX2036, 9494-97. Even Petitioners’ purported “Overall Design” sections
are merely a recitation of these same “key features.” See Pet., 47, 63, 75 (“The four
features described above in [the prior art design] come together as a whole to form
substantially the same design as claimed in the ’969 patent.”) (“the overall
impression created—the wave-like pattern resulting from the four features
discussed); EX2036, 99115-119. Reducing D’969 into individual parts and then
representing that those parts make up the design “as a whole” violates the law and
the concept at the heart of the Gestalt principles of visual perception discussed by
Rake—that the whole is greater than the sum of its parts. EX2036, 997. Moreover,
Petitioners carefully selected “soft” and “wave-like” to describe D’969 rather than
the more definitive “wavy” in another attempt to make D969 design seem more like

to the prior art, each of which has noticeably less movement through the length of

the midsole. /d., 995.
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When the prior art is situated next to D’969 in their native forms (without

annotation), D’969 and the prior art do not appear substantially similar and their

differences are quite evident, as shown below:

FIG. 3 of D’969

Prior Art

FIG.3

C12652 (EX1011)

FIG.3

Skechers (EX1017)
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FIG. 3 of D’969 Prior Art

FIG.3

Nike (EX1012)

EX2036, 99120-121. Indeed, C11947, C12652, and Skechers resemble each other,
making D’969’s wavy overall appearance from repeated undulating curves stand out
from this crowded field of prior art. EX2036, 4120; EX1005; EX1016.

The Federal Circuit has recognized, “as a rule, the illustration in the drawing
views is its own best description.” Crocs, 598 F.3d at 1302-03 (quoting M.P.E.P.
§1503.01 (8th ed. 2006)). Petitioners’ skewed graphics and detailed verbal
description, however, improperly distort both D969 and the prior art and lead the
ordinary observer away from their overall visual impression. In fact, in Arashi
Vision, the Board declined to consider a petitioner’s colored annotated drawings
when denying institution. Arashi Vision, IPR2024-01434, Paper 9 at 25. There, the
petitioner, like Petitioners here, had color-coded annotations of several features of

the claimed camera design with the asserted art, as shown below:
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Id. at 24. The Board “d[id] not find Petitioner’s annotated figures to be particularly
helpful in comparing the overall visual effect of the designs because they fail to take
into account the overall visual impression of the design on which they are based”
and thus declined to rely on the petitioner’s annotated figures in its analysis. /d. at
25. Like in Arashi Vision, the Board should give no weight to Petitioners’ detailed
verbal description and annotated figures here and should evaluate D’969’s

unannotated figures against the prior art using unannotated, viewpoint-matched,
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side-by-side comparisons, which as discussed below demonstrate that D’969 is not
substantially similar to the prior art.?

B.  Petitioners’ Claim Construction Mischaracterizes and Ignores
Features that Contribute to D’969’s Overall Visual Impression

Petitioners’ detailed verbal description of D’969’s “key features” do not
accurately reflect D’969 and instead are more thinly-veiled attempts, like
Petitioners’ annotations, to make D969 appear more similar to the prior art.

L. Petitioners’ Use of “Layers” is Misleading

Petitioners’ verbal description of the “three ridged edge layers” and the
“rounded upper layer” as “layers” ignores D’969’s prosecution history. During
prosecution, Applicant repeatedly referred to the same features as “flutes.” EX1002,
69. But rather than adopting Applicant’s chosen verbal description, Delgatty testified
that he “believe[s] that ‘ridged-edged layers’ is maybe a little bit more descriptive
than what, you know, what a ‘flute’ is.” EX2037, 161:11-14. But that is precisely
the problem. Delgatty’s replacement verbal descriptor “layer” inaccurately suggests
D’969 consists of multiple layers “resting atop” one another rather than a single,
monolithic component with protruding flutes, as actually depicted in D’969.

EX2003, 947; EX2037, 147:16-148:21; EX2036, §100.

3 Viewpoint-matched comparisons are not always available for the prior art making

a side-by-side comparison impossible. Supra §VI.B, 1.
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Petitioners’ use of “layers” also is another attempt to make D’969 seem more
like C11947 and C12652 because Petitioners assert (incorrectly) that another layer
in those designed that rests atop the midsole and is made from a different material—
i.e., a welt—may be considered part of the midsole despite being a separate
component. EX2036, q110; EX1003, 108 (describing “the meeting of the welt
material with the rubber material[]”), 9180 (“the leather welt”); infra §VI.A.ii.

il. Petitioners’ “Generally Linear Heel Section” Ignores the
Obvious Valley in the Heel of the Midsole

Petitioners’ characterization of the “heel section” as “generally linear”
suggests a lack of curvature in this portion of the midsole. But that is not so. D’969

contains a noticeable valley within Petitioners’ “heel section”:

FIG. 2

EX2036, 9103. Even Delgatty readily admitted in his deposition that “[t]here is a
slight amount of curvature” to the heel section. EX2037, 174:15-177:1. While

Delgatty dismisses this curvature as “slight” and “minor” in isolation, id., he fails to
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account for the valley’s contribution to the wavy overall visual impression along
with the other undulating curves of the midsole.

This valley contributes an undulation in the heel of the midsole that together
with the more significant undulation in the rest of the midsole create rolling curves
that contribute to the wavy overall visual impression. EX2036, 104. The valley is
noticeable because the flutes also compress in thickness at this point as they move
toward the heel. /d. Indeed, the valley contributes to D’969’s overall distinctiveness
because, as discussed below, no prior art exhibits a similar curvature or compression
of the flutes, and they are indeed linear. /d., §105. Petitioners’ choice to described
D’969’s heel as “generally linear”—when it is clearly not—is yet another attempt to
make D’969 seem more like the prior art. /d., 9102.

iii.  Petitioners’ Segmentation Obscures the Peak at the Midfoot

13

Petitioners’ delineation of “a generally linear heel section” and “a
downwardly sloped midsection in which the ridged edges are compressed (i.e., a
decrease in height)” fails to acknowledge the prominent peak at the midfoot. This
prominent peak is a visual created by the relationship of the curves of the contours
with the varying thicknesses of the midsole along its length. EX2036, 9107. In
particular, it is defined by the valley in the heel along the top contour of the midsole,
its crest or high point at the midfoot, and the valley in the forefoot formed as the

thickness of the midsole sharply decreases in the center:
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Peak

FIG. 2

Id. Delgatty acknowledged the existence of this peak (or high point) in his
deposition. EX2037, 237:3-18. However, Petitioners’ annotations segmenting the
monolithic D’969 midsole into three sections places the peak at the intersection of

the “heel section” and the “mid section”:

Rounded . - -
Upper - |

Layerl

Compressed, Compressing, Generally Linear
Upwardly Sloped Downwardly Sloped Heel Section
Toe Section Mid Section

Pet., 27-28 (citing EX1003, 49 67, 68). This results in the peak not fitting into either
section, and Petitioners ignore it entirely in their “key features” and subsequent

feature-by-feature analysis. The peak, together with the undulating contours and
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associated changes in thickness, both to the overall midsole and proportionally to
the flutes, create rolling curves (like a wave) that contribute to the wavy overall
visual impression. EX2036, q108. Indeed, this peak contributes to D’969’s overall
distinctiveness because, as discussed below, no prior art exhibits a similar peak at
the midfoot or otherwise. /d.

iv.  Petitioners’ Do Not Address the Speed of the Central Slope

Petitioners’ characterization of “a downwardly sloped midsection in which
the ridged edges are compressed” as “i.e., a decrease in height” fails to account for
the speed of the top contour’s descent as it slopes downward in the center and the
associated change in thickness of the midsole in the center due to a less significant

change in the bottom contour:

Downward Slope and-
Change in Thickness

FIG. 2

EX2036, 4109. These features are significant when compared to the prior art, and

Petitioners’ failure to address the extent of the “decrease in height” and compression

32



of the flutes again shows their attempts to make D’969 seem more like the prior art.
1d., q110.

Delgatty acknowledged in his deposition that D’969 has a steeper slope than
the prior art. EX2037, 229:15-230:2, 302:12-22. Yet, Petitioners and Delgatty
characterize these differences as “minor.” See, e.g., Pet., 42-43; EX1003, 990.
Notably, neither the Petition nor Delgatty’s declaration provide any reasons for this
opinion. Instead, they cite to portions of the Petition and Delgatty’s declaration,
respectively, that contain no reasons whatsoever and are irrelevant to the subject
matter. See, e.g., Pet., 42-43; EX1003, 990; see also EX2037, 231:11-234:16.

When asked “but you don’t give any reasons for that statement, right?,”
Delgatty responded, “I don’t know why I would. I mean,...that’s my opinion, so...I
don’t necessarily give a reason why I would state that.” EX2037, 234:11-16.
Delgatty’s unsupported, conclusory opinion is insufficient to meet Petitioners’
burden to establish substantial similarity between D’969 and the prior art. Indeed,
the Board has consistently held that such expert “[t]estimony cannot take the place
of disclosure in a prior art reference, when that disclosure is required as part of the
unpatentability analysis.” Samsung Elecs. Co., Ltd. v. Power2B Inc., IPR2022-
00325, Paper 36 at 49-50 (P.T.A.B. June 26, 2023); see also Hesai Tech. Co. Ltd. v.
Ouster, Inc., IPR2023-01458, Paper 8, at 14-17 (P.T.A.B. Mar. 28, 2024) (expert

testimony to fill in a claim limitation missing from the cited prior art is an improper
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attempt to substitute testimony for disclosure in the prior art) (citing Consolidated
Trial Practice Guide (Nov. 2019)); Nichia Corp. v. Document Sec. Sys., Inc.,
IPR2018-01165, Paper 28, at 58-59 (P.T.A.B. Dec. 10, 2019) (expert testimony that
a limitation missing from the prior art is insubstantial and would have been obvious
to one of ordinary skill rejected as an improper attempt to substitute testimony for a
disclosure in the prior art) (citing Trial Practice Guide Update 3 (Aug. 2018)).

Indeed, even if “minor” as Petitioners assert (and it is not), such a difference
in slope would be more apparent to an ordinary observer in the crowded field of
midsole design. EX2036, q111. When pressed on where he would draw the line at a
difference in slope that would impact the overall visual impression, Delgatty
provided an arbitrary response of “twice as high as it is now” “if this was a platform
shoe for a woman.” EX2037, 243:16-244:6. But that ignores the reality that the
D’969 and the prior art are not “a platform shoe for a woman.” Id. Even without
dramatically doubling the heel height, the differences in the speed of the top
contour’s downward slope and the associated change in thickness of the midsole
impacts the overall visual impressions of D969 and the prior art and is readily
apparent, as shown below. EX2036, q111.

In Arashi Vision, the petitioner failed to address all differences between the

claimed design (i.e. focusing on “the use of rectangular buttons” and ignoring

“dimensions and corner curves of those buttons as well as their position on the body
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of the camera”) and each asserted primary reference. IPR2024-01434, Paper 9 at 27-
28. As in Arashi Vision, Petitioners “have selectively chosen certain design features
[i.e., their four “key features”] to address while deliberately ignoring other design
features,” including the valley in the heel, the peak at the midfoot, and the extent to
which the top contour slopes downward at the middle and the associated change in
thickness. Id. at 27-28. Here, too, “[t]his selective use of discrete design
characteristics suggests that the analysis is driven by a hindsight reconstruction of
the invention rather than the objective teachings of the references.” /d.

Petitioners do not provide an adequate understanding of the overall visual
impression of D’969. Accordingly, Petitioners’ inaccurate verbal description and
misleadingly annotated side-by-side comparisons between D’969 and the prior art
should be disregarded when assessing whether D’969 is anticipated or rendered
obvious by the prior art.

V.  PETITIONERS’ EXPERT MISAPPLIES THE ORDINARY
OBSERVER TEST

Federal Circuit precedent is clear that the ordinary observer test is to be
applied “through the eyes of an observer familiar with the prior art.” Egyptian
Goddess, 543 F.3d at 677; see also id. (“The context in which the claimed and
accused designs are compared, i.e., the background prior art, provides such a frame
of reference and is therefore often useful in the process of comparison.”). Petitioners’

expert Delgatty, however, ignores this fundamental requirement. For example, he
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testified that “the ordinary observer...would have access to looking at thousands of
shoes,” but he “do[es]n’t know if they would understand or know all of those shoes.”
EX2037, 68:12-20. He further testified that he “believe[s] a lot of ordinary
observers would not even know what a midsole is if you were to ask them.” /d.,
57:1-16. He also testified that “sneaker freaks that are really into shoes” ‘“are
probably beyond that level of what an ordinary observer would be.” 1d., 57:13-58:8.
The hypothetical ordinary observer whose lens Delgatty is supposed to be applying,
however, would necessarily understand shoes and know what a midsole is—but that
is not the ordinary observer Delgatty considered when forming his opinions.
Furthermore, Delgatty acknowledged that the field of midsole design is
crowded, testifying that “there’s thousands of shoes on the market at any given time”
and that those thousands of shoes have different midsoles that are also available as
part of the shoe. Id., 67:20-68:11. However, he then testified that, “[i]n [his]
experience, ordinary observers are not keen eyes and a lot of times would not
understand very small, insignificant differences between one shoe to another.” Id.,
70:4-8. Again, this runs contrary to Federal Circuit precedent. The Federal Circuit
has recognized that, “[w]hen the differences between the claimed and accused design
are viewed in light of the prior art, the attention of the hypothetical ordinary observer

may be drawn to those aspects of the claimed design that differ from the prior art.”

Egyptian Goddess, 543 F.3d at 676. Yet, when Delgatty was asked whether he

36



believe that an ordinary observer’s eyes would be drawn toward what he considers
a “minor” difference in downward slope between D969 and C11947 in the mid-
section (since he considers the toe section and heel section of D969 and C11947 to
be substantially similar), he testified that, “I don’t think they would necessarily be
drawn to any one aspect of the design[,]” EX2037, 246:4-247:1—in direct
contradiction to Egyptian Goddess.

This is critical because Delgatty either completely ignores differences
between D’969 and the prior art or dismisses them as “slight” or “minor” without
any explanation. See, e.g., id. at 174:19-175:11 (referring to the dip in the heel as
“slight” and not ‘“anything dramatic” but acknowledging that one would see it),
233:15-234:16 (admitting opinion that difference in sloping angle between C11947
and D’969 is “minor” was based solely on his own opinion without reasoning);
EX1003, 992 (“minor discontinuity in the rounded layer can be accounted for by
leather welt between the upper and the midsole[]”), 121 (noting again a “minor
difference in sloping angle does not affect the design as a whole[]” and adding that
“an ordinary observer would not have considered such a minor difference, it noticed
at all”).

However, in crowded fields, such as shoe midsoles, “the differences in small
details will have more weight than in less crowded arts.” A&A4 Glob. Imports, Inc. v.

Lerman Container Corp., IPR2024-01138, Paper 7 at 28 (P.T.A.B. Jan. 22, 2025).
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Rake agrees that the field of shoe midsoles is a crowded field. EX2036, q51. Against
this backdrop, an ordinary observer would have been attuned to even subtle
differences between D’969 and the prior art and particularly the more noticeable
differences in the undulating side profile that Delgatty cursorily dismisses.

Because Delgatty misapplies the ordinary observer test, his opinions and
testimony applying that test should be disregarded.

VI. PETITIONERS FAIL TO ESTABLISH THAT D’969 IS
ANTICIPATED OR RENDERED OBVIOUS BY THE PRIOR ART

A.  Ground 1: Petitioners Fail to Establish That C11947 Anticipates
D’969

L. Petitioners Fail to Establish That the Overall Visual
Impressions of D’969 and C11947 are Substantially Similar

As discussed above, Petitioners’ assertion that C11947 anticipates D’969 is
premised on a legally improper and factually inaccurate feature-by-feature
comparison that does not account for the overall visual impressions of D’969 and
C11947. Supra §§1V, V; Pet., 39-46. This failure is fatal to Ground 1.

Moreover, when viewed side-by-side, D’969 and C11947 appear significantly

different in overall visual appearance:
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D’969 (EX1001) C11947 (EX1007)

FIG. 1

FIG. 4 o
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D’969 (EX1001) C11947 (EX1007)

EX2036, q125. As discussed above, the overall visual impression of D’969 is wavy.
1d., 9978, 126. C11947 is much flatter as a whole, without a valley in the heel or a
peak at the midfoot and with a slower downward slope and a more gradual change

in thickness in the center of the midsole, as identified by the following annotations:

D’969 C11947

R slope &
peak valley thickness
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FIG.2
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Id., 4127. Indeed, Delgatty confirmed in his deposition that the highest point in
C11947 is “right around the heel area,” EX2037, 328:18-19—mnot at the midfoot as
in D’969. He also confirmed that that downward slope is not as steep as D’969. 1d.,
229:15-230:2. And he admitted that “it’s very difficult for [him] to tell...whether or
not there is or is not...a slight curvature in that heel area” of C11947 and that he
would “have to take some measurements and...do some further investigation” to be
able to tell. Id., 251:2-252:15.

The differences in overall visual impressions of D’969 and C11947 are

noticeable in silhouettes of the midsoles (even including the improper welt, infra

§VLA ii):

D’969 C11947

‘ - C11947- Midsole + Welt

EX2036, 9130. As explained by Rake, under the Gestalt principle of Figure/Ground,
an ordinary observer perceptually distinguishes the principal object from its
surrounding background in order to reduce visual ambiguity, thereby emphasizing
the significance of the overall silhouette in assessing design similarity and
difference. Id., §966-67, 130; Chongqging Qiulong Tech. Corp. Ltd. v. Tanli Power
Tech. (Chongging) Co., Ltd., No. 1:23-CV-00442-RP, 2025 WL 3484807, at *4-5

(W.D. Tex. Nov. 13, 2025), report and recommendation adopted, 2025 WL 3478516
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(W.D. Tex. Dec. 3, 2025) (finding Rake’s use of Figure/Ground more reliable than
not for assessing how the ordinary observer will perceive shape, form, and color and

declining to exclude his opinions).

ii.  Differences Between D’969 and C11947 are Not “Minor” and
Impact the Overall Visual Impression to an Ordinary Observer

Without identifying any “variations” between D’969 and C11947, Petitioners
assert that any variations between D’969 and C11947 are “minor.” Pet., 48. That is
not so. As shown above, C11947 has no valley at the heel and no peak at the midfoot,
and thus no rolling or undulating curves along a top contour like D’969, which

impacts the overall visual impression. Delgatty testified that the highest point on

cc:o
1

C11947 in the midsole along the top contour is above the “1” and “i” in the words

“generally linear” in his annotations, not at the midfoot like D’969:
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Compressed, Compressing, Generally Linear
Upwardly Sloped Downwardly Sloped Heel Section
Toe Section Mid Section

EX2037, 332:1-13. It is also readily apparent to an ordinary observer that this high

point is not a peak because C11947 slopes downward consistently in the heel and
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lacks a valley. EX2036, 4128. Indeed, Delgatty conceded that, unlike the valley in
D’969, he could not identify a valley in C11947 and that the heel section is “probably
fairly similar in height” to his identified high point. EX2037, 251:2-252:21, 332:19-
333:3. Yet, Petitioners do not acknowledge the “valley” and “peak™ of D’969 at all,
much less explain why their absence in C11947 is immaterial.

Furthermore, Petitioners provide no reasoning for their assertion that the
difference in slope between C11947 and D’969 is “minor.” Supra §1V.B; Pet., 42-
43 (The referenced section “I.A.1.a”” does not exist.). C11947 appears to have a slow
downward slope starting from the heel to the ball of the foot that then curves upward
toward the toe, rather than a slope starting a midfoot like in D°969. EX2036, q128.
Both experts agree that downward slope in the center of C11947 is not as steep (or
fast) as D’969. EX2036, 4129; EX2037, 229:15-230:2. To the extent Petitioners later
argue that the slope of C11947 is functional and should be disregarded, that
argument has been waived. It is also incorrect. Infra §VIL.F.

Another glaring difference between D’969 and C11947 is the brown welt that

Petitioners’ improperly include as part of C11947’s midsole.* In Petitioners’

* The audio transcript of the C11947 video refers directly to the brown, stitched

portion as a “welt.” EX2033 at 1-2, corresponding to time stamp 0:31-0:40.
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misleading annotations of C11947, Petitioners outline the brown leather welt as part

of what they consider the “rounded upper layer” of the midsole:

Pet., 44; see also EX1003, 4180 (referring to the “the leather welt” of C11947).
However, it is well-established that the welt, like that shown in C11947, is not
part of a midsole. EX2036, 4134. The term “welt” refers to the perimeter strip of
material (often, leather) associated with the junction between the upper and the sole
assembly, which includes the midsole. /d., §58. The Petition similarly acknowledges

that “the leather welt [is] between the upper and the midsole.” Pet., 45. Petitioners’
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expert Delgatty likewise admits in his declaration that “/t/he welt can be attached
to either the top perimeter edge of an outsole or the midsole[.]” See EX1003, 440.
He further admits that the brown leather welt of C11947 is made of a different
material than the blue rubber midsole. /d., 108 (describing “the meeting of the welt
material with the rubber material”), 9180 (referring to the “the leather welt” of
C11947); EX2037, 282:15-283:5.

During his deposition, Delgatty conceded that his declaration does not
“specifically say[] that [the welt is] part of the sole of the shoe[.]” EX2037, 121:16-
122:3. Nevertheless, he attempted to justify Petitioners’ improper inclusion of the
welt as part of the midsole by testifying that the welt “can be attached to a midsole,
and then that whole midsole, complete with the welt around it, would then be bonded
to the bottom of [an] upper.” Id., 106:1-18. This testimony, too, reflects that the welt
is separate from the midsole. Indeed, while some designs use leather welts for
aesthetic purposes rather than attachment purposes, the welt is still a separate part of
the midsole just as in traditional welt construction, regardless of whether it is first
bonded to the upper, midsole, or outsole. EX2036, §958-59.

A design claim should be “limited to the particular article of manufacture
identified in the claim[.]” In re SurgiSil, L.L.P., 14 F.4th 1380, 1382 (Fed. Cir. 2021)
(“[W]e held that the claim at issue was limited to the particular article of manufacture

identified in the claim, i.e., a chair.” (citing Curver Luxembourg, SARL v. Home
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Expressions Inc., 938 F.3d 1334, 1336 (Fed. Cir. 2019))). Here, the title,
specification, and sole claim of D969 recites explicitly “[t]he ornamental design for
a shoe midsole.” See EX1001. Because the welt of C11947 is a separate article made
of separate material than the midsole, Petitioners’ inclusion of the welt in their
analysis of C11947 compared to D’969 is legally improper.

Removing the welt from Petitioners’ interpretation of C11947 further

evidences differences between D’969 and C11947:

FIG. 2 of D’969 C11947
S
Claimed Midsole Only Midsole C_)_n_l}_/
Pet., 9 EX1007, 3

Ex. 2036, 9134.

Even if the Board were to find that C11947’s welt should be considered when
comparing C11947 to D’969, C11947 still does not include a “rounded upper layer”
as Petitioners assert. First, from the top plan view in particular, the welt appears as

a flat shelf of material with a vertical edge encircling the shoe:?

> This is most accurately shown in the toe region due to the angle at which the shoe

is resting on the ground. EX2036, 49123, 137.
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EX2036, 9136. Indeed, when placed side-by-side without Petitioners’ deceptive
annotations, the difference in the roundedness (or lack thereof) in upper layer of

C11947 (as construed by the Petitioners) and the upper layer of D’969 is appreciable:

EX1005 at 1:11; EX1001, FIG. 7; EX2036, 9138.
Second, arrangement of the welt with “the little sliver of blue at the top™ that

Delgatty “combined with...the brown welted edge” as the “rounder upper layer’

presents a disjointed coupling between the midsole and the welt, as seen below:
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Welt

No Rounded Upper Layer

EX2037,256:11-18; EX2036, 4136.

The transition between the leather welt and “blue sliver” of rubber is anything
but rounded. EX2036, q136. Petitioners acknowledge this as a “minor discontinuity”
but dismiss it, stating: “OB would view a midsole from several feet away (not under
high magnification) while considering a shoe for purchase, and minor differences in
the upper layer would be insubstantial from this viewpoint.” Pet., 45 (citing EX1003,
492). During his deposition, Delgatty explained “[t]he basis for this statement is that
[his] opinion would be that an ordinary observer would view a shoe midsole from
several feet away because that’s typically where...the head of a person as compared
to the foot of a person would be, while considering a shoe for purchase.” EX2037,
59:11-60:7.

However, he later conceded that, as part of their purchasing decision, an

ordinary observer in October 2015 could have picked up a shoe to look at it or
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“perhaps might view it on a shelf at eye level,” and that in either of those instances,
the shoe could be much closer to the ordinary observer than several feet away. /d.,
62:1-21. He also conceded that an ordinary observer in October 2015 could have
purchased shoes online, that websites would have included pictures of shoes that are
available for purchase, that he believes an ordinary observer would have had the
ability to zoom in to view the details of the shoe more closely, and that, for an
ordinary observer sitting at a computer to purchase shoes online, “[p]robably in most
cases their head would be closer to the screen” than the distance between a typical
person’s head and feet. /d., 63:17-66:9; see also EX1005 (YouTube video showing
C11947 has several magnified views). Thus, Delgatty’s opinion underlying
Petitioners’ dismissal of the disjointed coupling between C11947°s midsole and welt
as a “minor discontinuity” cannot be credited.

By failing to address these differences—(1) no valley, (2) no peak, (3) a slower
downward slope with more gradual and smaller change in thickness, and (4) a
difference in the uppermost flute, regardless of whether the welt is considered—
Petitioners have failed to show that the overall visual appearance of D’969 and
C11947 are substantially similar.

B. Ground 2: Petitioners Fail to Establish That C11947 Renders
obvious D’969

For at least the reasons discussed above, Petitioners’ narrowly focused

feature-by-feature analysis and misleading color-coded annotations fail to establish
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that C11947 is visually similar in overall appearance to D’969 to a DOSITA, as
required by Graham factor one. This is also fatal to Ground 2. See In re Harvey, 12
F.3d at 1065 (“[T]he Board erred in its determination of obviousness because it
improperly compared the visual impressions of selected, separate features of prior
art to claimed designs, rather than visual impression of designs as a whole.”); LKQ,
102 F.4th at 1299 (“We reaffirm that the ‘inquiry focuses on the visual impression
of the claimed design as a whole and not on selected individual features.’”); Arashi
Vision, IPR2024-01434, Paper 9 at 27 (finding “Petitioner fails to sufficiently
address how its asserted primary reference...is visually similar in overall appearance
to the claimed design[]” because “the Petition improperly focuses on individual
design concepts rather than overall visual appearance”).

As to Graham factor two, which requires “determining the differences
between the prior art and the design claim at issue,” LKQ, 102 F.4th at 1298, there
are substantial differences between D969 and C11947 from the perspective of a
DOSITA that contribute to overall visual appearance that Petitioners do not propose
to modify, including the lack of a valley and peak and the slower downward slope
with more gradual and smaller change in midsole thickness in the center. Supra
§IV.A.ii. Thus, modifying C11947 as described in the Petition would not create the
same overall appearance as D969, EX2036, 9128, and Ground 2 fails for this reason

alone.

50



Even for the “more rounded upper layer” difference that Petitioners address,
Petitioners’ purported reasons for modifying C11947 fall short of a “record-
supported reason (without hindsight) that [a DOSTIA] would have modified the
primary reference...to create the same overall appearance as the claimed design.”
See LKQ, 102 F.4th at 1299. Petitioners improperly rely on their expert’s
unsupported testimony to gap-fill the deficiencies in its single-reference
obviousness argument. Pet., 51 (citing EX1003, 99 107-108). For example, Delgatty
asserts that “the already rounded appearance of the upper layer” suggests that “a
designer would have found it obvious to vary the level of curviness so that the upper
layer is more curvier.” EX1003, q107. But as discussed above, the upper layer of
C11947 is not rounded. Furthermore, the welt that Petitioners identify as the “upper
layer” is intended to be distinct and stand out from the midsole, particularly in a shoe
like the C11947 shoe where the welt is included to give the appearance of a
traditional leather dress shoe upper. EX2036, 4136. Rounding the welt—which is
presumably Petitioners’ unstated but intended proposed modification—would have
the opposite effect of the welt blending in more with the midsole and upper. /d.,
q145.

Delgatty then opines without support that a DOSITA “would have found
softening the curve of the upper layer of the midsole to be trivial” and within

“common knowledge and skill” and “would have been motivated to do so to create
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continuity in the meeting of the welt material with the rubber material.” EX1003,
108 (citing “Background of the Technology” section, which also does not cite any
supporting references, id., 49 35-43). Again, this “continuity” is counter to the same
design objectives, and Petitioners do not identify any reason the existing “meeting
of the welt material with the rubber material” on C11947 would have motivated such
a change. EX2036, 4146. Petitioners also fail to establish a reasonable expectation
of success. Indeed, when asked how he, as a designer, would do so, Delgatty
testified, “I would round it off, that’s it.” EX2037, 281:1-5. But Delgatty does not
identify any prior art references to support the existence of such a rounded welt.
Indeed, there is typically very little surface area available for stitching to the sole, so
significant rounding of the outboard edge of the welt is not practical and would
diminish the visual effect. EX2036, q145.

Instead, Petitioners’ proposed modification of C11947 to have a rounded
uppermost flute like in D969 is guided by D’969 and hindsight-driven. Moreover,
the Board has consistently held that such unsupported expert “[t]estimony cannot
take the place of disclosure in a prior art reference, when that disclosure is required
as part of the unpatentability analysis.” Samsung, [PR2022-00325, Paper 36 at 49-
50; Hesai Tech., IPR2023-01458, Paper 8 at 17; Nichia, IPR2018-01165, Paper 28

at 58-59.
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For the above reasons, Petitioners fail to establish that D’969 1s obvious based

on C11947 alone.

C. Ground 3: Petitioners Fail to Establish That C12652 Anticipates
D’969

I Petitioners Fail to Establish That the Overall Visual
Impressions of D’969 and C12652 are Substantially Similar

As discussed above, Petitioners’ assertion that C12652 anticipates D’969 is
premised on a legally improper and factually inaccurate feature-by-feature
comparison that does not account for the overall visual impressions of D’969 and
C12652. Supra §§1V, V; Pet., 55-63. This failure is fatal to Ground 3.

Despite not having all comparable drawings views, of the views available

D’969 and C12652 appear significantly different in overall visual appearance:

D’969 (EX1001) C12652 (EX1011)

FIG. 3
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D969 (EX1001) C12652 (EX1011)
FIG. 7
FIG. 1
/ /‘ ’--'- -
- ) -
FIG. 5
EX2036, §152.

As discussed above, the overall visual impression of D969 is wavy. Id., {978,
153. C12652 1s much flatter as a whole, without a valley in the heel or a peak at the
midfoot (but rather a plateau in the heel section) and with a slower downward slope
and a more gradual and smaller change in thickness in the center of the midsole, as

identified by the following annotations:
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D’969 C12652

peak

no valley no peak slope &

thickness

slope &

val!ey / thickness

FIG.3

1d., q154.
The differences in overall visual impressions of D’969 and C12652 is
noticeable in silhouettes of the midsoles (even with the improper welt, supra

§VLA.ii):

D’969 C12652

EX2036, §157.

ii. Differences Between D’969 and C12652 are Not “Minor” and
Impact the Overall Visual Impression to an Ordinary Observer

Without actually identifying any “variations” between D’969 and C12652,
Petitioners assert that any variations between D’969 and C12652 are “minor.” Pet.,
63. That is not so. As shown above, C12652 has no valley at the heel and no peak at
the midfoot, and thus ne rolling or undulating curves along a top contour like D’969,

which impacts the overall visual impression. Instead, C12652 appears to plateau
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through the heel and then slowly slope downward to the ball of the foot. EX2036,
q155. Indeed, Delgatty testified that the highest point on C12652 in the midsole
along the top contour is above the “a” and “r” in the words “generally linear” in his

annotations, not at the midfoot like D’969:

v L i v
Cenoraly Usear Lorwecim g Canmgreined,
Heel Tt oy Derarare 1y Shoced yrwen iy Beged
LR TR Tow Sosdon

EX2037, 329:1-330:1. It is also readily apparent to an ordinary observer that this
high point is not a peak because C12652 is horizontal in the heel and lacks a valley.
EX2036, 9155. Indeed, Delgatty acknowledged that from that point toward the heel
the top contour only “slightly slopes downward” or is “nearly horizontal,”
evidencing the lack of a valley in C12652. EX2037, 329:1-330:1. Yet, Petitioners
do not acknowledge the “valley” and “peak” of D’969 at all, much less explain why
their absence in C12652 is immaterial.

Furthermore, Petitioners provide no reasoning for their assertion that the

difference in slope between C12652 and D’969 is “minor.” Supra §1V.B; Pet., 58-
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59 (The referenced section “I1I.A.1.a” does not exist.). Like C11947, C12562’s
downward slope in the center is not as steep (or fast) as D’969. EX2036, 4156. To
the extent Petitioners later argue that the slope of C12652 is functional and should
be disregarded, that argument has been waived. It is also incorrect as explained
above for C11947. Infra §VLF.

Another glaring difference between D969 and C12652 1s the white welt that
Petitioners’ improperly include as part of C12652’s midsole. In Petitioners’
misleading annotations of C12652, Petitioners outline the white leather welt as part

of what they consider the “Rounded Upper Layer” of the midsole:

Founded

o s

Rounded
Upper Layer

Pet., 44; see also EX1003, 4180 (referring to the “the leather welt” of C12652).
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However, as discussed above, it is well-established that the welt, like that
shown in C12652, is not part of a midsole. Supra §VI.A.ii; EX2036, 9161. Even
Delgatty admits that the white leather welt of C12652 is made of a different material
than the blue rubber midsole. EX1003, 180 (referring to the “the leather welt” of
C12652); EX2037, 282:15-283:5. Here, the title, specification, and sole claim of
D’969 recites explicitly “[t]he ornamental design for a shoe midsole.” See EX1001.
Because the welt of C12652 is a separate article made of separate material than the
midsole, Petitioners’ inclusion of the welt in their analysis of C12652 compared to
D’969 is legally improper. In re SurgiSil, 14 F.4th at 1382 (holding claim “limited
to the particular article of manufacture identified in the claim, i.e., a chair.”).

Removing the welt from Petitioners’ interpretation of C12652 further

evidences differences between D’969 and C12652:

FIG. 3 of D’969 C12652

Claimed Midsole Only

Midsole Only

EX2036, q161.
Even if the Board were to find that C12652°s welt should be considered when
comparing C12652 to D’969, C12652 still does not include a “rounded upper layer”

as Petitioners assert. The welt itself appears nearly vertical rather than rounded.
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EX2036, §162. From the lateral elevation view in particular, the welt appears as a

flat shelf of material encircling the shoe:®

EX2036, 9162.

Petitioners implicitly acknowledge this difference between D’969 and
C12652 by arguing, with respect to the “rounded upper layer,” that “OB would view
a midsole from several feet away (not under high magnification) while considering
a shoe for purchase, and minor differences in the upper layer would be insubstantial
from this viewpoint.” Pet., 60 (citing EX1003, 9123). However, as discussed above,
Delgatty’s deposition calls into the question the credibility of his opinion underlying

Petitioners’ argument. Supra §VI.A.ii.

% The image quality of the remaining views of C12652 make it difficult to assess the
design of C12652, particularly the welt that Petitioners assert to read on the

uppermost flute of D’969. EX2036, q162.

59



By failing to address these differences—(1) no valley, (2) no peak, (3) a
slower downward slope with more gradual and smaller change in thickness, and (4)
a difference in the uppermost flute, regardless of whether the welt is considered—
Petitioners have failed to show that the overall visual appearance of D’969 and
C12652 are substantially similar.

D. Ground 4: Petitioners Fail to Establish That C12652 Renders
Obvious D’969

For the reasons discussed above, Petitioners’ narrowly focused feature-by-
feature analysis and misleading color-coded annotations fail to establish that C12652
is visually similar in overall appearance to D’969 to a DOSITA, as required by
Graham factor one. This is fatal to Ground 4. See In re Harvey, 12 F.3d at 1065 ;
LKQ, 102 F.4th at 1299; Arashi Vision, IPR2024-01434, Paper 9 at 27.

As to Graham factor two, there are substantial differences between D969 and
C12652 from the perspective of a DOSITA that contribute to overall visual
appearance that Petitioners do not propose to modify, including the lack of a valley
and peak, the slower downward slope with more gradual and smaller change in
midsole thickness in the center, and a flat rounded upper layer. Supra §VI.C. Thus,
modifying C12652 as described in the Petition would not create the same overall
appearance as D’969, EX2036, 4167, and Ground 4 fails for this reason alone.

Petitioners’ relevant obviousness argument focuses on the incomplete or

missing views of C12652. Pet., 63-65 (citing EX1003, 4135). Petitioners assert,
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based solely on Delgatty’s testimony that a “DOSITA would have understood the
design as a whole from the images available.” Pet., 63 (citing EX1003, §135). Such
hindsight and unsupported expert testimony about what half of C12652’s midsole
could possibly look like cannot take the place of actual disclosure—of which there
is none. See Samsung, IPR2022-00325, Paper 36 at 49-50; LKQ, 102 F.4th at 1299.
Indeed, Delgatty conceded during his deposition that C12652 lacks an unobstructed
medial-side view and admitted that the medial side could affect the overall visual
impression. EX2037, 287:9-288:22, 294:6-295:9.

As an alternative theory, Petitioners assert that a “DOSITA would have had
the common knowledge and skill to understand any given midsole could be easily
modified to continue the design on the lateral side to the medial side, for bi-lateral
symmetry of design.” Pet., 65 (citing EX1028; EX1029; EX1003, 4136). But this
theory fails too because it is based on hindsight about what a DOSITA could have
done rather than what a DOSITA would have been motivated to so. See In re Gordon,
733 F.2d 900, 902 (Fed. Cir. 1984) (“The mere fact that the prior art could be so
modified would not have made the modification obvious unless the prior art
suggested the desirability of the modification.”). Indeed, the references on which
Petitioners rely to support symmetry in design do not even relate to shoes. See
EX1028, 7-8 (discussing “symmetry classifications” generally); EX1029, 6

(discussing “Symmetry in Collars™). Furthermore, the generic “bi-lateral” symmetry
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that these references discuss is already achieved by having bi-lateral symmetry
across a pair of shoes (i.e., the right shoe is bilaterally symmetrical with the left
shoe). Petitioners do not provide any reason why a DOSITA would have found it
obvious for the lateral and the medial sides of C12652°s midsole a single shoe to be
bilaterally symmetrical. EX2036, q169.

Indeed, even the midsoles within the references relied upon in the Petition are
not bi-laterally symmetrical within a single shoe. For example, the lateral view of
Nike includes additional features not included on the medial side, as seen by the red

arrows below:

Lateral View Medial View

Ex. 1012 at 4 (annotated) Ex. 1012 at 5 (annoated)

EX1036, 4168. As such, Petitioners fail to show that the ordinary designer would
have been motivated to modify C12652 to arrive at the midsole design claimed in
D’969.

For the above reasons, Petitioners fail to establish that D’969 is obvious

based on C12652 alone.
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E. Ground 5: Petitioners Fail to Establish That Nike Anticipates
D969

i Petitioners Fail to Establish That the Overall Visual
Impressions of D’969 and Nike are Substantially Similar

As discussed above, Petitioners’ assertion that Nike anticipates D’969 is
premised on a legally improper and factually inaccurate feature-by-feature
comparison that does not account for the overall visual impressions of D’969 and
Nike. Supra §§1V, V; Pet., 68-75. This failure is fatal to Ground 5.

When viewed side-by-side, D969 and Nike appear significantly different in

overall visual appearance:

D’969 (EX1001) Nike (EX1012)
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D’969 (EX1001)

Nike (EX1012)
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D’969 (EX1001) Nike (EX1012)

FIG.2

FIG. 2

EX2036, 4174.

As discussed above, the overall visual impression of D’969 is wavy. Id., 478,
175. In contrast, Nike is much flatter as a whole, without a valley in the heel or a
peak at the midfoot and with a slower downward slope and a more gradual and
smaller change in thickness in the center of the midsole, as identified by the

following annotations:

D’969 Nike

peak no peak

no valley

slope & slope &

valley / thickness . N thickness

FIG.3

1d., q176. Delgatty testified that Nike has a “wave-like design” because it has

“motion to it” but conceded “it’s more subtle” than D’969. EX2037, 303:1-10.
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However, the “motion” to Nike is more wedge-like than “wave-like” with a

downward slope starting from the heel and continuing to the ball of the foot, and

Nike certainly does not have an undulating top contour like D’969. EX2036, q177.
The differences in overall visual impressions of D’969 and Nike is noticeable

in silhouettes of the midsoles:

D’969 Nike

Nike- Midsole

EX2036, §179.

ii. Differences Between D’969 and Nike are Not “Minor” and
Impact the Overall Visual Impression to an Ordinary Observer

Petitioners assert that any variations between D’969 and Nike are
“insubstantial” and “minor” between D’969 and Nike. Pet., 79-81. That is not so. As
shown above, Nike has no valley at the heel and no peak at the midfoot, and thus ne
rolling or undulating curves along a top contour like D’969, which impacts the
overall visual impression.

Delgatty conceded in his deposition that “[t]here’s a downward slope at the
heel that curves to...a plateau area.” EX2037, 307:20-308:1. That is not the same as
D’969’s downward slope from the heel to a valley that then rises gradually to a peak

at the midfoot. EX2036, qq176-177. Delgatty also confirmed that the highest point
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in the Nike midsole is “the back of the heel” and that “every other point upwards to
the toe is lower than that point.” EX2037, 309:16-310:3. This is in stark contrast to
where Delgatty acknowledged the high point is located in D’969—the peak in the
midfoot area. Id. at 237:3-18. Yet, Petitioners do not acknowledge the “valley” and
“peak” of D’969 at all, much less explain why their absence in Nike is immaterial.
Furthermore, Petitioners provide no reasoning for their assertion that the
difference in slope between Nike and D’969 is “minor.” Supra §1V.B; Pet., 81-82
(The referenced section “IX.B.1.c(1)” does not provide any reasons or explanation.).
Both experts agree that downward slope is not as steep (or fast) as D’969. EX2036,
1178; EX2037, 308:13-309:9. Indeed, Delgatty admitted in his deposition that “the
amount of sloping and curvature [] Nike...is not quite as overly present as the 969
patent” and a “slighter slope” than the other prior art. EX2037, 302:12-18, 311:1-9.
He then testified that he “do[es]n’t know if the ordinary observer would notice the
overall impression being that much different” because “[ift depends on...how
observant they are[,]” id., 309:10-15—yet another indication that Delgatty
misapplies the ordinary observer test, as discussed above. Supra §V. To the extent
Petitioners later argue that the slope of Nike is functional and should be disregarded,
that argument is incorrect as explained above for C11947. Supra §VI.A.i1; EX2036,

q188.
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Additionally, unlike D969 topmost flute, the upper “layer” of Nike is shaped

exactly like the 3 three layers below it:

i

‘ top “layer” has the same /
4 shape as other 3 “layers”

W N =

EX2036, 4180. Moreover, FIG. 7 of D’969 shows that the claimed midsole is
appreciably narrower in the heel than in the toe because the front box is visible from
the rear view, which contributes to D’969’s wavy overall appearance. EX2036,
q181. In the rear view of Nike, however, the front box is not substantially visible and
is blocked in the rear view by the heel. Id. In other words, the heel of Nike has a
similar width as the ball of the foot area, as shown in the table below in comparing
D’969 with Nike including the maximum width at the respective ball of the foot

“W1,” and the maximum width at the respective heel portions, “W2”:
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Annotated D’969 (EX1001) Annotated Nike (EX1012)

Id., q181.

By failing to address these differences—(1) no valley, (2) no peak, (3) a
slower downward slope with more gradual and smaller change in thickness,
(4) a different topmost flute, and (5) an appreciably narrower heel than in the toe—
Petitioners have failed to show that the overall visual appearance of D’969 and Nike
are substantially similar.

F. Ground 6: Petitioners Fail to Establish That Nike Renders
Obvious D’969

For the reasons discussed above, Petitioners’ narrowly focused feature-by-

feature analysis and misleading color-coded annotations fail to establish that Nike is
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visually similar in overall appearance to D’969 to a DOSITA, as required by Graham
factor one. This is fatal to Ground 6. See In re Harvey, 12 F.3d at 1065; LKQ, 102
F.4th at 1299; Arashi Vision, IPR2024-01434, Paper 9 at 27.

As to Graham factor two, there are substantial differences in the overall visual
appearances of Nike and D’969 from the perspective of a DOSITA that Petitioners
do not proposed to modify, such as the difference between the width in the heel
compared to the width in the toe. Supra §VI.E.ii. Thus, modifying Nike as described
in the Petition would not create the same overall appearance as D969, EX2036,
181, and Ground 6 fails for this reason alone.

Even for the “degree of sloping and curvature in the ridged edge and top layer”
—which Delgatty confirmed to be the “up and down” of the midsole in the
midsection of the shoe, EX2037, 316:6-11; see also id., 314:7-15—Petitioners do
not provide any reason why a DOSITA would have been motivated to modify Nike
that does not rely on hindsight. See LKQ, 102 F.4th at 1299 (requiring a “record-
supported reason (without hindsight) that [a DOSTIA] would have modified the
primary reference...to create the same overall appearance as the claimed design”).
Petitioners dismiss the differences between D969 and Nike as “ever so slight[],”
“functional,” “trivial,” and “within common knowledge and skill.” Pet., 76-77. But
none of these provide a motivation for changing Nike’s flat overall appearance to

include more prominently sloping and curvature as in D’969. Indeed, as discussed
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above, the differences in slope and curvature between D969 and Nike are far from
slight. Supra §VI.LE. And the fact that Nike is the only prior art for which Petitioners
propose a modification to the slope and curvature also underscores the significant
difference in slope and curvature between Nike and D’969.

Rather than identify a reference exhibiting slope and curvature similar to
D’969, Petitioners rely on their expert’s unsupported assertions. For example,
Delgatty asserts that “small variations of curvature would have been obvious to the
DOSITA as they would have been purely functional, rather than ornamental, in order
to accommodate different types of feet,” and Petitioners cite two cases, Monoflo and
Door-Master, for support. EX1003, 4163; Pet., 76-77. Neither case stands for the
proposition that any “purely functional” modification would have automatically
been obvious. Regardless, the external slope and curvature of a midsole at issue here
is not purely functional. As Rake explains, visible midsole sidewalls (i.e., the
exterior vertical perimeter surfaces of the midsole) often extend upward beyond the
actual footbed or load-bearing platform, such that the shoe’s outward appearance
may not accurately reflect the internal geometry or functional offset experienced by
the wearer. EX2036, 4188. In other words, while a midsole’s outward appearance
may give an ordinary observer the impression that the shoe has more significant
arch, for example, the actual footbed or load-bearing platform may be significantly

flatter. Id., §188. Thus, while the curvature of the internal footbed or load-bearing
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platform of the midsole that accommodates the insole is functional (i.e., providing
support and cushion), the external curvature of the midsole at issue here, including
the slope and curvature at the top contour of the midsole, is not “purely functional”
because it does not necessarily align with the internal footbed or load-bearing
platform or have a matching slope and curvature, and indeed, for D’969, it does not.
1d., 99188-189. Indeed, a DOSITA would have understood that it was possible to
“accommodate different types of feet” or include “a higher or lower heel,” as
Petitioners assert, by modifying the curvature of the internal footbed or load-
bearing platform of the midsole without modifying the external slope or curvature
of the midsole at the external walls. Id., 4189.

Additionally, during his deposition, Delgatty contradicted his assertion that,
“for a shoe with a curvier bottom sole, the midsole would have to match in order to
fit atop the bottom sole,” on which Petitioners’ rely. Pet., 77 (citing EX1003, 4163).
Delgatty testified that the midsole would be made to fit the last (i.e., the skeleton of
the shoe during construction), a different component than the bottom sole, EX2037,
312:19-313:1; see also id., 314:21-315:17 (“Someone might have a higher arched
foot; and if you have a higher arched foot, you might have a last that accommodates
for that, and thus, you would have a midsole that would also fit that last shape and
you would have, you know, more curvature in that -- in that arched area.”). The last

dictates the internal curvature of the internal footbed or load-bearing platform of the
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midsole, but it does not dictate the slope or curvature of the midsole along its
exterior, which could have sidewalls (i.e., the exterior vertical perimeter surfaces of
the midsole) that extend upward beyond the internal footbed or load-bearing
platform. EX2036, 188.

Furthermore, Petitioners’ assertions that “such a curvier sole was already well-
known”” and that a “DOSITA would have understood that pairing the midsole with
a shoe with a higher or lower heel (internal or external) would have required the
design to slope and curve more or less” are not relevant. Pet., 77. Petitioners do not
propose to modify Nike’s midsole with a curvier sole or a higher or lower heel or
provide any motivation for doing so. And Petitioners’ unsupported assertion that
“any given midsole could be easily modified to be ever so slightly curvier or flatter”
based on a DOSITA’s “common knowledge and skill” has no bearing on whether a

DOSITA would have been motivated to make the proposed modification. Pet., 77.

7 Petitioners cite EX1026 and EX1027 to support this assertion. EX0126 is
substantially the same a reference considered by the Examiner during prosecution
and found not to obviate D’969. See EX2035. EX1027 does not qualify as prior art

to D’969 because it is a foreign patent application with a publication date that post-

dates D’969’s filing date.
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Instead, Petitioners’ proposed modification of Nike to adjust the slope and curvature
1s nothing more than impermissible hindsight guided by D’969.

For the above reasons, Petitioners fail to establish that D’969 is obvious based
on Nike alone.

G. Grounds 7 & 8: Petitioners Fail to Establish that C11947 or
C12652 in View of Nike Renders Obvious D’969

As discussed above, Petitioners’ narrowly focused feature-by-feature analysis
and misleading color-coded annotations fails to establish that C11947 and C12652
are visually similar in overall appearance to D’969 to a DOSITA, as required by
Graham factor one. This is fatal to Grounds 7 and 8. See In re Harvey, 12 F.3d at
1065; LKQ, 102 F.4th at 1299; Arashi Vision, IPR2024-01434, Paper 9 at 27.

As to Graham factor two, Petitioners appear to present two alternative
proposed modifications to C11947 and C12652 in view of Nike to purportedly arrive
at a “rounded upper layer’—rounding the welt and removing the welt. Neither is
premised on a “record-supported reason (without hindsight).” See LKQ, 102 F.4th at
1299. First, Petitioners assert that “making either [C11947 and C12652] rounder
would soften the meeting of the rubber and welt material, much like Nike’s upper
layer appears a cohesive part of the midsole,” which would have resulted in “a more
cohesive appearance” and “would have been a desirable option to make the wave-
like design of the midsole less interrupted.” Pet., 82. However, Petitioners do not

explain how the purportedly “wave-like designs” of C11947 and C12652 would be
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less interrupted by this proposed modification, and as discussed above, neither has a
wave-like design. The proposed modification also fails for the same reason as
Petitioners’ identical proposed modification in view of C11947 alone. Supra §VI.B.
The addition of Nike, having only a rubber midsole and no welt, does not provide
motivation for rounding the welt to give “a more cohesive appearance” given both
stylistic and construction differences. EX2036, 4200.

Petitioners main “motivation” appears to be that “the shoe manufacturer Nike
was famous.”® Pet., 82. However, by that logic, any feature in any shoe ever made
by Nike would have been obvious to include in any other shoe. See EX2037, 276:18-
20 (“I mean, hypothetically, I guess any designer could take anything from Nike and
incorporate it into another shoe.”). This could result in millions (if not more) possible
combinations and is not a “record-supported reason (without hindsight)” that is

required by LKQ, 102 F.4th at 1299. See EX2036, 4198. Petitioners give no reason

8 To the extent Petitioners rely on Nike, Inc. v. Just Did It Enterprises, 6 F.3d 1225
(7th Cir. 1993) to provide a motivation to modify C11947 and C12652 (as opposed
to just the fact that “a major sportswear company”), such reliance is misplace. Nike,
Inc. 1s a trademark case having nothing to do with whether a DOSITA would have
been motivated to modify a particular shoe midsole based on a particular feature of

a midsole of a particular Nike shoe.
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why a DOSITA would have been motivated to appropriate one specific design detail
from one specific model of Nike shoes to modify C11947 and C12652. Id.

Second, Petitioners assert that a DOSITA would have been motivated to
“removlfe] the leather welt and bond[] the midsole directly to the upper to create a
more continuous aesthetic,” and that “doing so would also reduce a step in the
manufacturing process, making the shoe less expensive to produce” and “create a
design that was more cohesive.” Pet., 82. But Delgatty directly contradicted this in
his deposition. He stated that the reason for the attached welt in C11947 and C12652
(as opposed to a molded welt that is part of the midsole) was to make a “more
expensive product”—*“if your shoe is a higher price point shoe that you want to
justify, you might add some features to the construction of the shoe...that make it,
you know, a little bit more expensive to produce.” EX2037, 129:15-130:3, 132:9-
16.

Moreover, a DOSITA would have recognized C11947 and C12652 as lifestyle
shoes, having a leather or suede upper, respectively, and a leather welt between the
upper and the midsole. EX2036, 9200. As discussed above, the welt is intended to
stand out and provide a distinctive appearance more similar to a traditional dress
shoe, not to a “more cohesive” design. /d.; supra §V.B. In contrast, a DOSITA would
have understood Nike to be an athletic court shoe having a mesh upper directly

coupled to the midsole, which is a substantially different shoe—both aesthetically
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and functionally. /d., 9200; EX2037, 273:1-10 (noting Nike is “probably a court
shoe™). Petitioners fail to provide any reason why a DOSITA would have removed
the welt that contributes to C11947 and C12652 “dress” appearance in favor of a
more athletic appearance. EX2036, §200.

Petitioners also do not explain how simply “removing the leather welt and
bonding the midsole directly to the upper” would create the same overall appearance
as D’969. Indeed, it would not because the upper flute (or layer) of the modified
C11947 and C12652 would be significantly thinner than the upper flute of D’969.
EX2036, 9201; supra §§VI.A.ii, VI.C.ii. Delgatty agreed that a DOSITA would have
to “probably take that top layer of the EVA and increase it slightly” to make them
more similar to D’969, but then also conceded that what is left on C11947’s and
C12652’s midsoles after removing the welt “could probably still be attached to the
upper,” thereby eliminating motivation to increasing its height. EX2037, 283:6-
285:4.

Moreover, as discussed above, Nike does not supply the other missing features
in C11947 and C12652 that contribute to D’969’s overall visual appearance,
including the lack of a valley and peak and the slower downward slope with more
gradual and smaller change in midsole thickness in the center. Supra §VIE.ii;
EX2036, 4197. Petitioners do not assert otherwise in Grounds 7 and 8. Pet., 78-83.

Thus, modifying C11947 and C12652 in view of Nike as described in the Petition
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would not create the same overall appearance as D’969, and Grounds 7 and 8 fail
for this reason alone.

For the above reasons, Petitioners fail to establish that D’969 is obvious based
on C11947 in view of Nike or C12652 in view of Nike.

H. Ground 9: Petitioners Fail to Establish That Skechers in View of
Nike Renders Obvious D’969

i Skechers is Not a Suitable Primary Reference Under Graham
Factor One

In applying Graham factor one, “a primary reference must be identified” and
is generally the closest prior art design “that is most visually similar to the claimed
design.” LKQ, 102 F.4th at 1294, 1298. Petitioners fail to establish that Skechers is
“visually similar” to D’969 to a DOSITA for two main reasons. First, there are too
many aspects of Skechers that are not adequately disclosed in the images submitted
with the Petition. EX2036, 9205. As shown below, Skechers (EX1016 and EX1017)
includes a total of three views of a shoe—(1) a side top perspective view showing
the lateral portion of a single midsole of a first shoe and a partial medial section of
the toe of a second shoe, (2) a close-up view of a “lateral view” of the heel of a single
midsole (which is not a true lateral view but rather an angled, perspective view), and
(3) a zoomed-out top perspective view of the medial portion of a single midsole in
which the features of the midsole cannot be made out (rending this image of zero

value):
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Skechers (EX1016)

-
-

pp. 5-6

EX2036, 94205. In fact, Skechers is missing six of seven views from D’969 that
Delgatty testified would “help...inform whether or not there is...any similarities or

differences,” EX2037, 215:12-21—(1) rear elevational view, (2) medial side
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elevational view, (3) lateral side elevational view, (4) top plan view, (5) bottom plan
view, and (6) front elevational view.’ It cannot be determined whether Skechers is
visually similar to D’969 due to these missing views. EX2036, 99206-211. This lack
of disclosure is fatal to Ground 9.

Second, Petitioners’ assertion that Skechers is “visually similar” to D969 is
supported only by Delgatty’s conclusory statement that “Skechers is a suitable
primary reference as it is visually similar to the 969 patent (see images below).”
Pet., 87 (citing EX1003, 4192). Those “images below” in Delgatty’s declaration,
however, do not explain how Sketchers reflects any of the “key features” on which

Petitioners and Delgatty rely:

® The Petition and Delgatty’s declaration purport to include other “views” of
Skechers. Pet., 85-86; EX1003, q189. However, even Delgatty agreed that these
“views” are not accurate. EX2037, 318:1-319:19. Moreover, the purported “Lateral
Elevation View” and “Bottom Plan” do not appear anywhere in the exhibits included

with the Petition.
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The ’969 Patent Skechers and Nike
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A—— Skechers, Perspective View

EX1003, 9194. Curiously, the Petition itself contains annotations on the image of

Skechers:

Skechers. Perspective
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Pet., 88.

As with the other grounds, the Petitioners’ image of Skechers reflects
Petitioners narrowly focused feature-by-feature analysis and color-coded
annotations that misleads one into believing Skechers is more “visually similar” to
D’969 to a DOSITA than it is. EX, 2036, 4208; see also Pet., 86-87. Here, too,
Petitioners’ consideration of selected features, rather than the visual impression of
the designs as a whole, is improper and cannot support an obviousness finding. See
In re Harvey, 12 F.3d at 1065; LKQ, 102 F.4th at 1299.

Despite not having all comparable views available, D’969 and Skechers still
appear significantly different in overall visual appearance, as shown in the

representative comparison below:'”

10 These views are being used for comparison because they are the best available in
the record. However, the images of Skechers are taken from a higher vantage point

as compared to D’969, which skews the features of Skechers. EX2036, §9210- 212.
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D’969 Skechers (EX1017)

FIG.3

EX2036, 9212. As such, Petitioners fail to establish Skechers and D969 are visually
similar as required by Graham factor one.

ii.  Petitioners’ Do Not Adequately Assess Differences or Provide
Sufficient Reasons to Modify Skechers in View Nike

Comparing the differences as required by Graham factor two, the overall
visual appearance of D’969 is “wavy” as captured by rolling or undulating curves
(i.e., peaks and valleys) along the top and bottom contours of the monolithic midsole
with four flutes having proportionally varying thickness extending along the length
of the midsole and around the heel. /d., §213. Skechers is much flatter as a whole,

without a valley in the heel or a peak at the midfoot and with a slower downward
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slope and a more gradual and smaller change in thickness in the center of the

midsole, as identified by the annotations below:

D’969 Skechers

peak
slope &

valley / thickness

FIG.3

1d., §213.

As shown above, Skechers has no valley at the heel and no peak at the
midfoot, and thus no rolling or undulating curves along a top contour like D’969,
which impacts the overall visual impression. Instead, Skechers appears to have a
slow downward slope starting from the heel (either at the back of the heel or after
plateau) to the ball of the foot that then curves upward toward the toe. /d., §214.

As shown in the image below, there are other notable differences as well. For
example, the second to bottom “ridged-edge layer” of Skechers appears thicker and
rounder than the other layers within the heel as compared to the evenly sized flutes
of D°969. Id., 4215. Additionally, although the images make it difficult to be sure,
the light brown portion that Petitioners’ include within the “rounder upper layer”

appears to be a faux “welt” made of the same material as the white midsole:
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Inset Faux
Welt .

1d., q216.

This faux “welt” is intended to give the impression of a traditional welt that is
constructed of a different material, as discussed with respect to C11947 and C12652
above. Id., §217. To give that impression, the faux “welt” is flat and inset from the
upper part of the white midsole, creating a disjointed appearance, and is a different
color—all like the leather welt in C11947. Id. Furthermore, the faux “welt” has a
series of grooves along the top surface, creating a scalloped pattern, which are
intended to emulate stitching and give the faux “welt” the appearance of a real welt.
1d. Delgatty acknowledged the repeated consecutive grooves and agreed the faux
“welt” is “less rounded that the other examples™ of prior art. EX2037, 324:13-
325:14.

Due to their myopic feature-based interpretation of D’969, Petitioners fail to

acknowledge several differences between D’969 and Skechers, including the
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grooves and thicker layer. EX2036, 49215-217; Pet., 85-91. As such, Petitioners do
not provide any reason that an ordinary designer in the field of the article of
manufacture would have modified Skechers in view of Nike to create the same
overall appearance as D’969, as required by LKQ. EX2036, 4219. Ground 9 fails for
this reason.

The one difference noted above that Petitioners discuss is the “less rounded
upper layer” of Skechers. Petitioners assertion that a “DOSITA would have found it
obvious to implement the rounded upper layer of Nike’s midsole, in view of
Skechers, at least because Nike was an international brand known for making
shoes[,]” Pet., 90, is not a “record-supported reason (without hindsight)” as
discussed above. Supra §VI.G. Furthermore, a DOSITA would not have been
motivated to make the faux “welt” of Skechers round “to create a cohesive
appearance in the different materials meeting at that point,” as Petitioners suggests,
Pet., 90, for stylistic reasons because, as discussed above, the faux “welt” was
included to stand out. EX2036, §217. Once again, Petitioners purported motivations
to modify are based on hindsight, and Petitioners fail to establish that a DOSITA
would have been motivated to modify Skechers in view of Nike to create an
uppermost flute like D’969.

For the above reasons, Petitioners fail to establish that D’969 1s obvious based

on Skechers in view of Nike.
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VII. SECONDARY CONSIDERATIONS

Patent Owner does not believe any secondary considerations are necessary to
show that D’969 is not unpatentable with respect to any ground.

VIII. CONCLUSION

For at least the foregoing reasons, Patent Owner requests that the Board finds

the challenged claim not unpatentable.
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