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I. THE ITC IS THE BEST FORUM TO RESOLVE THE DISPUTE. 

To stop Samsung’s rampant, ongoing infringement, Netlist asserted six pa-

tents against Samsung at the ITC: Patent Nos. 9,824,035; 10,025,731; 10,217,523; 

10,268,608; 12,308,087; and 12,373,366. EX2015; Paper 8 (“DD Br.”), 5-7. Sam-

sung’s prior license to Netlist’s portfolio should foreclose PTAB review. DD Br., 

8-11. Nevertheless, per its typical playbook, Samsung filed a bevy of IPR and PGR 

petitions against four of the patents: IPR2025-01402 (’087), PGR2025-00071 

(’087), IPR2025-01431 (’731), IPR2026-00017 (’035), IPR2026-00018 (’366), and 

PGR2026-00001 (’366). Samsung is estopped from challenging the ’523 and ’608 

patents. DD Br., 10-11. The ITC is the best forum for resolving this dispute be-

cause Samsung cannot challenge all the asserted patents at the PTAB. And each of 

Samsung’s Petitions against the patents it can challenge suffers fatal defects.     

A. Samsung is estopped from challenging two of the six ITC patents. 

Samsung is estopped under Section 315(e) from challenging the ’523 and 

’608 patents at the PTAB. For each patent, Samsung petitioned for IPR, the PTAB 

upheld the claims, and the Federal Circuit affirmed. EX2040; EX2041. Regarding 

the ’608 patent, Samsung argued in its Opposition that the Federal Circuit would 

remand the ’608 appeal. Opp., 15. That proved incorrect; the Federal Circuit af-

firmed. And Samsung made no attempt to update the PTAB after it lost the appeal.  

Samsung touts that the ’608 patent was targeted again in ex parte reexam 
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No. 90/015,449, which was filed anonymously. IPR2025-01431, Paper 11, 15. This 

reexam should also be terminated as an improper serial challenge. EX2042. And 

because Samsung is intent on invaliding the ’608 patent, the Director should order 

Samsung to confirm that it did not play any role in requesting this reexam.  

B. Samsung’s Petitions fail to name all real parties in interest (RPIs).  

All Samsung’s Petitions against the other four asserted patents suffer the 

same fatal and incurable defect: they fail to name all RPIs. Samsung’s Petitions 

against the ’087 and ’731 patent fail to name Samsung Electronics America, Inc. 

(“SEA”) and Avnet, Inc. (“Avnet”) as RPIs. IPR2025-01402, POPR, 8-17; 

PGR2025-00071, POPR, 8-17; IPR2025-01431, POPR, 4-13. SEA is a subsidiary 

of Petitioner Samsung Electronics Co., Ltd. (“SEC”) and parent of RPI Samsung 

Semiconductor, Inc. (“SSI”). EX2034, 1. Along with SEC and SSI, SEA is a re-

spondent at the ITC, a co-defendant in related EDTX litigation, and a co-plaintiff 

in a DJ action in Delaware. POPR, 11-12. Avnet, Samsung’s customer, is also a 

co-defendant in EDTX and a co-plaintiff in the Delaware DJ action. POPR, 14-15.  

Samsung’s Petitions against the ’366 and ’035 patents are similarly defec-

tive. In its ’366 Petition, Samsung fails to name SEA and Avnet as RPIs. IPR2026-

00018, Pet., 1 (naming SEC and SSI); PGR2026-00001, Pet., 1 (same). Both are 

co-defendants in EDTX litigation and DJ co-plaintiffs. EX2043, 1. EX2032, 2. 

And SEA is a respondent at the ITC. EX2015, 3. In its ’035 Petition, Samsung fails 
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to name SEA. IPR2026-00017, Pet., xvii (SEC and SSI). But SEA is a respondent 

at the ITC and a co-plaintiff in a DJ action against the ’035 patent. EX2044, 1.   

Samsung’s failure to name all RPIs is fatal to its Petitions against four of the 

patents. And it cannot challenge the other two at the PTAB. Institution should thus 

be denied because the PTAB cannot resolve any—much less all—of this dispute.     

C. The ITC is the fastest forum for resolving the parties’ dispute. 

Fintiv factors 1-4 show that the ITC is not only the best but also the fastest 

forum for resolving the dispute. Factor 1: Samsung misrepresents Certain Un-

manned Aerial Vehicles. The ITC there did not stay an investigation pending 

PTAB review. Opp., 13-14. Rather, after completing the investigation, the ITC de-

layed enforcing the remedial orders. EX2045, *21. The ITC case here will proceed 

regardless of the outcome of these IPRs. And even if the co-pending district court 

case with Samsung is stayed because of the ITC case, the suit with Micron will 

move forward. Trial is scheduled in March 2027. DD Br., 12.  

Factor 2: The Government shutdown delayed institution at the ITC, which 

should occur December 29, 2025. Paper 14. Samsung argues that ITC’s Final De-

termination will issue in 18.2 months, after the FWD deadline. Opp., 14. But Sam-

sung ignores that—even under its estimated schedule—the ITC hearing and initial 

determination should occur before the FWD deadline. Opp., 13-14. The Director 

should deny institution based on the hearing and initial determination. DD Br., 13. 
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Factors 3-4: The investment and overlap factors favor denial. Samsung has 

not made any stipulation to forgo overlapping invalidity challenges. DD Br., 15. 

And while Samsung withdrew its inconsistent claim constructions in EDTX, Sam-

sung has not agreed to forgo those theories at the ITC. POPR, 17-22; EX1125.       

D. There are no material errors for the PTAB to correct.  

 Samsung’s attempts to show material error fail. Its argument that the exam-

iner’s search was inadequate is irrelevant; all agree that two of the three refer-

ences—including primary reference Keeth—were before the examiner. Pet., 11, 

14. No search was required to find them. And Samsung’s argument that simple 

concepts, like the direction of an arrow, are easy to find in figures, Opp., 14, high-

lights a critical flaw in its obviousness theory: Samsung ignored Keeth’s double-

headed arrows when addressing the “unidirectional” elements. POPR, 28-34. 

E. The PTAB is not the best forum for Samsung to pursue its frivolous 
allegation that Netlist receives funding from “nefarious” sources.     

Samsung’s baseless accusation that Netlist receives funding from “nefari-

ous” sources is entirely without merit. Netlist is a U.S. publicly traded company 

that routinely files SEC disclosures, which Samsung knows. Opp., 12-13 (EX1094-

EX1096). This desperate attempt to cast Netlist as a bad actor—an attempted dis-

traction from Samsung’s contract breaches and willful infringement, DD Br., 5-6 

(multiple jury verdicts)—should be flatly rejected. In any event, the PTAB affords 

limited discovery and is not the right forum to pursue this frivolous accusation.     
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STERNE, KESSLER, GOLDSTEIN & FOX PLLC 

/Richard M. Bemben/  

Richard M. Bemben  
Registration No. 68,658 
Lead Attorney for Patent Owner 

Date: December 18, 2025 

1101 K Street, NW, 10th Floor  
Washington, DC 20005  
(202) 371-2600 
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