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l. INTRODUCTION

Plaintiff Netlist, Inc.’s (“Netlist’s”) First Amended Complaint doubles down on the same
deficient allegations that it made in its original complaint. The Micron' Defendants moved to
dismiss Netlist’s original complaint in June 2025 because venue in the Eastern District of Texas
was improper when Netlist filed its complaint, Netlist had not stated a claim for infringement of a
newly issued patent against Micron Texas (an entity that was dissolved years before the patent
issued), and Netlist had not pleaded an actual or imminent injury sufficient to sustain a declaratory
judgment claim. See C.A. No. 2:25-cv-558-JRG, Dkt. 11 (“First MTD”). Instead of opposing the
motion, Netlist filed the FAC on July 8, 2025, but did not supplement a single factual allegation
related to venue, Micron Texas, or its declaratory judgment claim. See Dkt. 15 (“FAC”).

The FAC still asserts that venue is proper in this District on the grounds that Micron
purportedly has two places of business in Allen, Texas. Id. f 5-8, 16. But a simple Internet
search—and the evidence Micron submitted with its prior motion to dismiss, see First MTD at 2-
4—shows that Micron moved out of those locations months or years before Netlist filed the FAC
and that it relocated its operations to Richardson, Texas (in the Northern District of Texas) last
year. If Netlist had any reason to believe that Micron was still conducting business out of the Allen
locations identified in the FAC despite that evidence, it would have supplemented its factual
allegations in the FAC.

In equally meritless fashion, Netlist continues to plead in the FAC that Micron Texas—an
entity that was dissolved in 2023—infringes a patent that issued on May 20, 2025. Micron showed

in the First MTD that Micron Texas has been dissolved and provided publicly-available filings

! Defendants Micron Technology, Inc. (“Micron Technology’), Micron Semiconductor Products,
Inc. (“Micron Semiconductor”), and Micron Technology Texas, LLC (“Micron Texas”) are
referred to collectively as “Micron.”

1
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from both the Idaho and Texas Secretaries of State confirming as much. Netlist nonetheless did
not supplement the FAC to identify any infringing acts that Micron Texas committed a year-and-
a-half post-dissolution.

Netlist also did not add any factual allegations to support its declaratory judgment claim.
Netlist continues to allege that Micron’s prior suits against Netlist brought under Idaho’s bad faith
statutes on different patents create declaratory judgment jurisdiction here. FAC 2. As Micron
explained in its original motion to dismiss, Micron did not file those other cases until after the
Patent Trial and Appeal Board had found the patent claims at issue to be unpatentable. First MTD
at 11-14. Here, the PTAB has not evaluated the patentability of either of the patents-in-suit.

That Netlist’s FAC does not include any new factual allegations indicating that venue is
proper, that Micron Texas infringes a newly issued patent, or that it has experienced an actual or
imminent injury sufficient for declaratory judgment jurisdiction is telling. For all of the reasons
that Micron explained in its original MTD and herein, the Court should dismiss the FAC in its
entirety.

1. BACKGROUND

A. Netlist’s Complaints And Micron’s Related Declaratory Judgment Actions

Netlist filed this case on May 19, 2025. On that date, Netlist filed two complaints in this
Court asserting that Micron infringed U.S. Patent No. 12,308,087 (the “’087 patent”). See C.A.
No. 2:25-cv-558-JRG, Dkt. 1 (“Compl.”) § 20; RIN Ex. 1 (Complaint in Netlist, Inc. v. Micron
Technology, Inc., E.D. Tex. C.A. No. 2:25-cv-00552-JRG). One of those cases, Civil Action No.
2:25-cv-00552-JRG, was filed before the 087 patent had even issued and has since been
dismissed. See RIN Ex. 3. In the other complaint, Netlist alleged that three Micron entities—
Micron Technology, Micron Semiconductor, and Micron Texas—infringe the 087 patent and

sought a declaratory judgment that Netlist has not violated Idaho Code § 48-1703 (ldaho’s Bad

2
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Faith Assertions of Patent Infringement Act) by bringing this suit. See Compl. On May 20, 2025,
Micron Technology and Micron Semiconductor filed a complaint against Netlist in the District of
Delaware, Netlist’s place of incorporation, Compl. § 3, seeking a declaratory judgment that Micron
does not infringe the 087 patent. RIN EXx. 2.

Micron moved to dismiss Netlist’s complaint on June 17, 2025, providing evidence that
venue is improper in this District and arguing that Netlist had failed to state a declaratory judgment
claim or a claim for infringement against Micron Texas. Netlist then filed its First Amended
Complaint on July 8, 2025. See FAC. The FAC adds a new third-party Defendant, Avnet, Inc., and
also alleges that Micron infringes an additional patent, U.S. Patent No. 10,025,731 (the “’731
patent”). 1d. The FAC does not add any allegations related to venue or Micron Technology Texas’s
status. Compare id. 11 5-8, 10, 16 with Compl. at ] 5-8, 9, 15. On July 10, 2025, Micron
Technology and Micron Semiconductor filed a complaint against Netlist in the District of
Delaware seeking a declaratory judgment that Micron does not infringe the *731 patent. RIJN EX.
0.

B. Micron’s Texas Offices

Netlist continues to incorrectly allege that venue is proper in the Eastern District of Texas
because Micron “has a regular and established place of business at 805 Central Expressway South,
Suite 100, Allen, Texas 75013 (the “Central Expressway Office”), and another at “950 West
Bethany Drive, Suite 120, Allen, Texas 75013” (the “Bethany Drive Office”). FAC {f 5-7.
Micron explained in its original motion to dismiss that Netlist’s venue allegations are baseless, and
a simple Internet search would have confirmed as much. See First MTD at 3. The “Locations”
page on Micron’s website has not listed the Central Expressway Office as a Micron place of
business since 2022 or the Bethany Drive Office since September 2024. See Becker Decl. Exs. 1

(Micron’s “Locations” page on its website in February 2022), 2 (Micron’s “Locations” page on its

3
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website in September 2024), 3 (Micron’s “Locations” page on its website when the prior complaint
was filed in May 2025). That’s because Micron no longer conducts its business in those locations.
Id. 11 4-5

Micron originally leased the Central Expressway Office in 2010, but that lease expired in
2021. Seeid. 7. No Micron employees have worked from the Central Expressway Office since
at least October 2021 and, by 2022, Micron had removed references to that office from its website.
Seeid. 11 7-8, Ex. 1.

By October 2021, Micron had moved its operations from the Central Expressway Office
to the Bethany Drive Office. Id. §9. The media reported on Micron’s move at the time. Id. Ex.
4. Micron leased the Bethany Drive Office beginning in January 2021, and the lease is set to expire
in September 2031. See id. 1 9. However, by May 2024, Micron decided to vacate its Bethany
Drive Office in preparation to move to a new office at 1500 N. Greenville Avenue, Richardson,
Texas 75081 (the “Richardson Office”), and a data center and lab space located at an Equinix
facility at 1950 North Stemmons Freeway, Suite 3050, Dallas, Texas 75207 (the “Equinix-Dallas
Facility”). Id. 110. Both the Richardson Office and the Equinix-Dallas Facility are located in
Dallas County in the Northern District of Texas. See id. 1 5-6, 10; RJN at 3-4. Micron completed
its move-out from the Bethany Drive Office in July 2024 and, as of July 31, 2024, Micron was no
longer conducting business at the Bethany Drive Office. Becker Decl. §11. No Micron employees
have worked from the Bethany Drive Office since that time. 1d. As part of the move-out, Micron
disabled all badge readers at the Bethany Drive Office, removed all computers, servers, and
networking hardware, and cut off the site’s access to Micron’s corporate network. Id. Since July
2024, the Bethany Drive Office has been accessible only using a physical key. Id. Only one

Micron employee, who is based in Richardson, has a physical key, for use in case of emergency.

4
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Id. By July 2024, Micron also had removed all Micron signage from the Bethany Drive Office
and had removed references to the office from its website. Id. Micron is working with a broker
to sublease the Bethany Drive Office but has not been successful so far. Id. { 12.

From August 2024 to approximately September 8, 2024, Micron employees who had
previously worked at the Bethany Drive Office worked from home while Micron renovated the
Richardson Office. Id.  13. The Richardson Office opened on September 8, 2024, and employees
previously based out of the Bethany Drive Office began working there as of that date. 1d. § 14.
Micron’s lease to the Richardson Office expires in 2031. Id. 1 10. By September 2024, Micron’s
website listed its Richardson Office address on its website as its only Dallas-area office. See id.
Ex. 2. As of the date the FAC was filed, employees of both Micron Technology and Micron
Semiconductor worked at the Richardson Office. Id. § 14. Some Micron Technology employees
use the lab space at the Equinix-Dallas Facility on occasion, but they typically work from the
Richardson Office. Id. Micron Texas was dissolved more than a year before either the Complaint
or FAC were filed, see RIN Ex. 7, and Micron Texas had no employees working at the Richardson
Office (or the Central Expressway or Bethany Drive Offices) as of the date of either filing, see
Becker Decl. 117, 14.

C. Micron’s Prior Lawsuits Against Netlist Under Idaho’s Bad Faith Assertions
Of Patent Infringement Act

In its FAC, Netlist alludes to cases that Micron previously filed against Netlist under
Idaho’s Bad Faith Assertions of Patent Infringement Act (Idaho Code § 48-1703). FAC 2. To
date, there have been three such cases. See RIN Exs. 4-6. In the first case, Micron brought a claim
under § 48-1703 based on Netlist’s assertion that Micron infringed U.S. Patent No. 8,301,833. See
RJIN Ex. 4 11 21-22. Before Micron filed its complaint, the PTAB had found that all claims of the

’833 patent that Netlist asserted against Micron were unpatentable. See id. { 33.

5
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In the second case, Micron brought claims under § 48-1703 based on Netlist’s assertion
that Micron infringed U.S. Patent Nos. 11,232,054 and 11,016,918. See RJN Ex. 5 { 4. Before
Micron filed its complaint, the PTAB had found that all claims of the 054 and *918 patents that
Netlist asserted against Micron were unpatentable. See id.

In the third case, Micron brought claims under 8 48-1703 based on Netlist’s assertions that
Micron infringed U.S. Patent Nos. 8,787,060, 9,318,160, 10,860,506, 10,949,339, 7,619,912, and
11,093,417. RINEX.6114,9,11. Asin Micron’s prior § 48-1703 cases, for each of the foregoing
patents, the PTAB had found all claims that Netlist asserted against Micron to be unpatentable
before Micron filed its complaint. Id. 1 4-11.

I1.  ARGUMENT
A. Netlist’s FAC Should Be Dismissed For Improper Venue Under Rule 12(b)(3)
1. Venue Does Not Lie In This District

In TC Heartland LLC v. Kraft Foods Grp. Brands LLC, 581 U.S. 258, 266 (2017), the
Supreme Court held that § 1400(b) “is the sole and exclusive provision controlling venue in patent
infringement actions.” Under § 1400(b), venue is proper only: (i) where the defendant “resides”
(meaning its state of incorporation), or (ii) where the defendant has a “regular and established place
of business” and acts of infringement occurred.? Id. at 265. There are three requirements to show
that a defendant has a “regular and established place of business” in a judicial district: “(1) there
must be a physical place in the district; (2) it must be a regular and established place of business;
and (3) it must be the place of the defendant.” In re Cray Inc., 871 F.3d 1355, 1360 (Fed. Cir.
2017). “[T]he Plaintiff bears the burden of establishing proper venue.” In re ZTE (USA) Inc., 890

F.3d 1008, 1013 (Fed. Cir. 2018). Whether venue is proper is determined “as of the date the suit

2 Micron is only challenging the “regular and established place of business” requirement for
purposes of this Motion but disputes that acts of infringement occur in this District or any other.

6
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is filed.” AGIS Software Dev. LLC v. Google LLC, No. 2:19-CV-00361-JRG, 2022 WL 1511757,
at *1 (E.D. Tex. May 12, 2022). In deciding a motion to dismiss for improper venue under Fed.
R. Civ. P. 12(b)(3), “the court is permitted to look at evidence in the record beyond simply those
facts alleged in the complaint and its proper attachments.” Ambraco, Inc. v. Bossclip B.V., 570
F.3d 233, 238 (5th Cir. 2009).

Netlist cannot meet its burden to establish proper venue in this District under either prong
of 8 1400(b).

First, because the defendants were incorporated or formed in Delaware or ldaho, FAC
11 5-7, they do not “reside” in this District within the meaning of the first prong of § 1400(b). See
Seven Networks, LLC v. Google LLC, 315 F. Supp. 3d 933, 941 (E.D. Tex. 2018) (“It is undisputed
that when this action was filed, Google was incorporated in Delaware and therefore ‘resided’ in
Delaware, not in Texas.”).

Second, Micron did not have a “regular and established place of business” in this District
when Netlist filed the FAC. Netlist has identified two locations in the District as Micron’s
purported regular and established places of business: the Central Expressway Office and the
Bethany Drive Office. FAC {15-7. As Micron demonstrated in its original motion to dismiss,
Micron vacated those offices months or years before the FAC was filed, see First MTD at 2-4,
Becker Decl. 11 7-11. Micron’s lease for the Central Expressway Office expired in 2021 and
Micron moved out of the office, stopped conducting its business from that location, and stopped
advertising it as Micron’s place of business at that time. Id. ] 7-8. It then moved its Dallas-area
operations to the Bethany Drive Office. Id. 19. But Micron moved out of the Bethany Drive
Office in July 2024 to an office in Richardson and an Equinix data center and lab space in Dallas.

Id. 1 10, 14. Both the Richardson Office and the Equinix-Dallas Facility are in Dallas County in
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the Northern District of Texas. Id. 11 5-6; RIN at 3; 28 U.S.C. § 124(a)(1). The Bethany Drive
Office was not in use as Micron’s place of business as of the date the FAC was filed. Becker Decl.
11 4, 11; see In re Samsung Elecs. Co., Ltd., 2 F.4th 1371, 1376 (Fed. Cir. 2021) (concluding that
venue must be proper as of the time the amended complaint is filed). No Micron employees have
worked from the Bethany Drive Office since July 2024. Becker Decl. 11. Micron employees
cannot badge into the Bethany Drive Office; a physical key is required. Id. Only one Micron
employee, who is based in Richardson, has a physical key, which is for use in case the property
needs to be accessed in the event of emergency. Id. Micron is actively attempting to sublease the
space via a broker. Id. 12.

That Micron is leasing space in this District, without more, is not sufficient to make that
space Micron’s “regular and established place of business,” as this Court has previously
recognized. See Super Interconnect Techs. LLC v. Google LLC, No. 2:18-CV-00462-JRG, 2019
WL 3717683, at *2 (E.D. Tex. Aug. 7, 2019) (explaining that venue is not proper under § 1400(b)
merely because “a defendant owns, controls, or otherwise has a connection to a piece of property,
real or personal, that is related to the defendant’s business” in the District). Similarly, the Federal
Circuit has been clear that “the defendant must actually engage in business from [a] location” for
it to be the defendant’s “regular and established place of business” and that “advertis[ing]” or
“even set[ting] up an office is not sufficient.” In re Cray, 871 F.3d at 1364. And a “regular and

established place of business” “requires the regular, physical presence of an employee or other
agent of the defendant conducting the defendant’s business.” In re Google LLC, 949 F.3d 1338,
1345 (Fed. Cir. 2020); see also Loyal-T Sys. LLC v. Am. Express Co., No. 23-2625 (ES) (LDW),
2024 WL 4381835, at *7 (D.N.J. Oct. 3, 2024) (“[T]he mere existence of this leased property—

from which no employee or agent of Defendants appears to be working—is insufficient to establish
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venue in the District.”).

When Netlist filed the FAC on July 8, 2025, Micron was not conducting its business—
designing and selling semiconductor products—from the Bethany Drive Office. Becker Decl. { 4,
11. No Micron employees have had a regular, physical presence in that office since July 31, 2024.
Id. 1 11. Badge access to the office, as well as any connection between the office and Micron’s
corporate network, was disabled at that same time. 1d. Micron also stopped advertising the
Bethany Drive Office as one of its places of business long before the FAC was filed. 1d. Exs. 2-3.
Micron removed its signage from the building, and any references to the location from its website,
in July 2024. 1d. § 11.

A vacant office that Micron is seeking to sublease plainly cannot qualify as Micron’s
“regular and established place of business.” See iCharts LLC v. Tableau Software, LLC, No. 1:23-
CV-1225-DlIl, 2024 WL 2305214, at *6 (W.D. Tex. May 21, 2024) (“iCharts, however, argues
that the 260 California Avenue office cannot be considered as Tableau’s physical place because
... this office has been vacant since 2020 and is currently available for sublease.... The Court
agrees with iCharts.”). And even if Micron were to sublease the Bethany Drive Office to recoup
some of its costs, the sublease would not transform the office into Micron’s place of business. A
regular and established place of business must be a place where “the business of the defendant is
carried out.” In re Cray, 871 F.3d at 1362. Micron is not in the real estate business and is not
carrying out any of its semiconductor-related business from the Bethany Drive Office. In fact, a
sublease would almost certainly transform the Bethany Drive Office into the place of business of
Micron’s sublessee, not Micron itself. See Personal Audio, LLC v. Google, Inc., 280 F. Supp. 3d
922, 933 (E.D. Tex. 2017) (concluding that an office that Google subleased to Quest “was more

likely a regular and established place of business for Quest rather than Google”).
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Netlist has not come forward with any new factual allegations in the FAC which suggest
that Micron is conducting business from the Central Expressway Office or the Bethany Drive
Office because no such facts exist. Because Micron does not reside in this District and did not
have any regular and established places of business in this District as of the date the FAC was
filed, venue is improper under § 1400(b).

2. Dismissal, Not Transfer, Is Warranted.

Where venue is improper, as it is here, the district court “shall dismiss, or if it be in the
interest of justice, transfer such a case to any district or division in which it could have been
brought.” 28 U.S.C. § 1406(a). Here, the interests of justice favor dismissal, not transfer, because
cases are pending in the District of Delaware between Micron and Netlist over both the *087 and
"731 patents. See RIN Exs. 2, 9. See Falk v. Sabatine, 199 F. Supp. 868, 871 (E.D. Pa. 1961)
(dismissing, rather than transferring, case for improper venue where there was another case raising
the same claims). Moreover, given that the Delaware actions were filed immediately after Netlist’s
complaints, Netlist would “not face a statute of limitations ... nor forfeiture of its rights” as a result
of dismissal. The Hipage Co., Inc. v. Access2Go, Inc., 589 F. Supp. 2d 602, 614 (E.D. Va. 2008)
(concluding transfer was not appropriate under section 1406(a)); see also Lowery v. Estelle, 533
F.2d 265, 267 (5th Cir. 1976) (“Lowery apparently faces no statute of limitations problems, as
noted below, we cannot hold that the interest of justice was disserved by a mere dismissal.”).

B. Netlist’s Claims For Infringement Of The *087 Patent Against Micron Texas,
An LLC That Dissolved Before That Patent Issued, Must Be Dismissed.

Netlist has failed plausibly to allege that Micron Texas, an entity that has been defunct for
more than a year-and-a-half, has infringed the 087 patent. The sole allegation in the FAC
regarding Micron Texas’s alleged infringement of the *087 patent is that the accused products were

sold and offered for sale “through sales and distribution channels managed by Micron Texas.”
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FAC 1 10. The only sales that are potentially relevant to Netlist’s claims are those taking place on
or after May 20, 2025, when the 087 patent issued. See id. { 23; Chimie v. PPG Indus., Inc., 402
F.3d 1371, 1382 (Fed. Cir. 2005) (“[A] patent cannot be infringed by acts done before its
issuance.”).

Although this Court “must accept the complaint’s factual allegations as true,” it “need not
accept as true legal conclusions couched as factual allegations.” Chapterhouse, LLC v. Shopify,
Inc., No. 2:18-CV-00300-JRG, 2018 WL 6981828, at *1 (E.D. Tex. Dec. 11, 2018) (citing
Ashcroft v. Igbal, 556 U.S. 662, 678 (2009)). Additionally, this Court can consider “matters of
which a court may take judicial notice” in deciding a motion to dismiss. Funk v. Stryker Corp.,
631 F.3d 777, 783 (5th Cir. 2011). And when the allegations in a complaint are contradicted by
evidence properly considered by the Court on a motion to dismiss, the evidence controls. See
Apodaca v. Unknown Michael Unit 1-5, No. 6:24CV368, 2024 WL 5690562, at *7 (E.D. Tex. Dec.
2, 2024), report and recommendation adopted, No. 6:24-CV-368-JDK-JDL, 2025 WL 999701
(E.D. Tex. Apr. 1, 2025) (dismissing complaint where judicially noticeable facts contradicted
plaintiff’s allegations); cf. U.S. ex rel. Riley v. St. Luke’s Episcopal Hosp., 355 F.3d 370, 377 (5th
Cir. 2004) (“If ... an allegation is contradicted by the contents of an exhibit attached to the
pleading, then indeed the exhibit and not the allegation controls.”).

Netlist’s bare assertion that Micron Texas was engaged in infringing sales and distribution
activities is a “legal conclusion[] couched as [a] factual allegation[]” that this Court need not accept
as true. See Chapterhouse, 2018 WL 6981828, at *1. Moreover, judicially noticeable facts
demonstrate that Micron Texas did not commit, and could not have committed, acts of
infringement on or after May 20, 2025. In October 2023, Micron Texas was dissolved. RIN EX.

7. The ldaho Secretary of State subsequently confirmed in May 2024 that the company was in
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“Inactive-Dissolved” status. RIN Ex. 8. The Court can take judicial notice of Micron Texas’s
Secretary of State filings. See RIN at 2. As a dissolved company, Micron Texas “continue[d]
after dissolution only for the purpose of winding up.” Idaho Code 8§ 30-25-702(a). As part of its
winding up activities, Micron Texas was required to “discharge the company’s debts, obligations,
and other liabilities, settle and close the company’s activities and affairs, and marshal and
distribute the assets of the company.” Idaho Code § 30-25-702(b). Netlist’s assertion that Micron
Texas was engaged in sales and distribution of the Accused HBM Products on or after May 20,
2025, plainly is not plausible in light of its corporate status. See Idaho Code § 30-25-702(a); FAC
1 10.

Because Netlist has not plausibly alleged that Micron Texas has infringed the *087 patent
on or after May 20, 2025, it also cannot maintain its related declaratory judgment claim against
Micron Texas. Netlist seeks a declaration that its assertion of the 087 patent against Micron Texas
does not violate Idaho Code § 48-1703. See FAC { 63; Idaho Code 8§ 48-1703 (“It is unlawful for
a person to make a bad faith assertion of patent infringement ....”). If Netlist’s infringement claim
against Micron Texas is dismissed, it is no longer making any “assertion” of patent infringement
and there is no basis for this Court to issue declaratory judgment regarding whether that assertion
is in bad faith.

The Court should dismiss Netlist’s claim for infringement of the *087 patent against Micron
Texas, and its corresponding declaratory judgment claim, with prejudice under Rule 12(b)(6).
Micron demonstrated in its first motion to dismiss that Netlist’s claims for infringement against
Micron Texas were not plausible. Netlist did not add a single allegation to the FAC to explain
what acts of infringement Micron Texas committed on or after May 20, 2025. Where a plaintiff

has had an opportunity to amend its complaint to cure deficiencies, but fails to do so, dismissal
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with prejudice is appropriate. See, e.g., Scott v. Pfizer Inc., 249 F.R.D. 248, 262 n.7 (E.D. Tex.
2008) (recognizing dismissal with prejudice is appropriate where “the pleader has had the
opportunity to cure any deficiencies but either has not or cannot do so” (citation omitted)).

C. The Court Should Dismiss Netlist’s Declaratory-Judgment Claim Under
Idaho State Law For Lack Of Subject-Matter Jurisdiction.

Netlist’s declaratory-judgment claim should be dismissed because Netlist has not pleaded
a cognizable justiciable controversy under Idaho state law. To determine whether a declaratory
judgment action satisfies Article I1I’s case-or-controversy requirement, courts must look to
whether “the facts alleged, under all the circumstances, show that there is a substantial controversy,
between parties having adverse legal interests, of sufficient immediacy and reality to warrant the
issuance of a declaratory judgment.” Medlmmune, Inc. v. Genentech, Inc., 549 U.S. 118, 127
(2007). In particular, the “‘immediacy and reality’ inquiry can be viewed through the lens of
[constitutional] standing.”” Prasco, LLC v. Medicis Pharm. Corp., 537 F.3d 1329, 1338 (Fed. Cir.
2008). Where the basis for a declaratory-judgment claim is “the threat of future injury,” the
plaintiff must show that the “threat [is] real, imminent, and traceable to defendants.” Id. at 1339.
Netlist bears the “threshold burden of proving an immediate and real controversy.” Id.

Netlist seeks a declaration that the infringement claim it brought in this case was not made
in bad faith and thus does not violate the Idaho Bad Faith Assertions of Patent Infringement Act.
FAC 11 17-18; Idaho Code § 48-1703 (prohibiting a “bad faith assertion of patent infringement in
a demand letter, a complaint or any other communication”). The basis for that claim is only the
threat of future injury; Netlist does not allege that Micron has already caused injury by bringing
the ldaho state-law claim against Netlist on the 087 or 731 patents. Accordingly, Netlist must
show that any threat of injury is “real, imminent, and traceable to defendants.” Prasco, 537 F.3d

at 1338. It cannot do so.
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As an initial matter, Netlist does not allege that Micron has, in fact, asserted that Netlist’s
pursuit of infringement claims for the patents-in-suit violates ldaho Code § 48-1703. Instead,
Netlist’s basis for a declaratory judgment is its belief that “[i]t is only a matter of time before
Micron” brings a claim under the Idaho statute. FAC { 2. Netlist’s mere anticipation that Micron
will invoke the Idaho bad-faith statute in the future does not establish a real or imminent injury.
See Lujan v. Defenders of Wildlife, 504 U.S. 555, 564 (1992) (“[S]ome day intentions—without
any description of concrete plans, or indeed even any specification of when the some day will be—
do not support a finding of ... ‘actual or imminent’ injury.” (cleaned up)).

Moreover, Netlist has not identified any “affirmative act” that Micron has taken with
respect to the patents-in-suit that makes any threat of injury to Netlist real, much less imminent.
See Prasco, 537 F.3d at 1339 (requiring “some affirmative act” to establish a real and imminent
injury); see also id. at 1341 (“failure to sign a covenant not to sue ... is not sufficient to create an
actual controversy—some affirmative actions by the defendant will also generally be necessary.”).
The FAC does not allege, for example, that Micron has sent a Rule 11 letter to Netlist in relation
to the patents-in-suit or that Micron has filed an IPR petition challenging the patents-in-suit at the
PTAB. In fact, at the time the FAC was filed, Micron could not have taken any affirmative actions
with respect to the 087 patent because the patent did not exist before that time. See FAC | 23;
Matthews Int’l Corp. v. Biosafe Eng’g, LLC, 695 F.3d 1322, 1331 (Fed. Cir. 2012) (holding
jurisdiction “depends upon the state of things at the time of the action brought”) (citation omitted).

Netlist seems to suggest that Micron’s prior suits “accusing Netlist of bad faith assertion
of certain other Netlist patents under” Idaho law are enough to manufacture a controversy. FAC
12 (emphasis added). But those suits dealt with different patents and entirely different

circumstances. Micron did not sue Netlist under ldaho’s Bad Faith Assertions of Patent
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Infringement Act for initiating or maintaining patent infringement actions against Micron until
after the PTAB had determined that the patent claims at issue were unpatentable. See RIN Ex. 4
(Micron Idaho complaint on 833 patent) {1 22-35; Id. Ex. 5 (Micron Idaho complaint on *054 and
’918 patents) 1 4; 1d. Ex. 6 (Micron Idaho complaint on *506, 339, *060, *160, 912, and *417
patents) 11 4-11. There have been no similar unpatentability determinations here, nor has Micron
even challenged the validity of the patent-in-suit at the PTAB. This difference is important given
that the case-or-controversy analysis “must be calibrated to the particular facts of each case.”
Prasco, 537 F.3d at 1336 (citation omitted).

Because Netlist has identified no real or imminent injury, it has not stated a cognizable
declaratory-judgment claim, and the Court lacks subject-matter jurisdiction over the claim. The
claim must therefore be dismissed under Rules 12(b)(1) and 12(b)(6). And because Netlist has
failed to add any allegations regarding its alleged injury, despite having an opportunity to do so
after Micron identified these deficiencies in Netlist’s declaratory judgment claim in Micron’s first
motion to dismiss, dismissal should be with prejudice. See, e.g., Scott, 249 F.R.D. at 262 n.7.

IV. CONCLUSION

For the foregoing reasons, the Court should dismiss Netlist’s FAC in its entirety.
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