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23. Defendants, via themselves and/or their subsidiaries or affiliates, regularly conduct 

and transact business throughout-the United States, in the State of Texas, and ,vithin the Southern 

District of Texas. In addition, Casale SA is the assignee of the '168 Patent and Casale prosecuted 

the '168 Patent before the USPTO through its attorney representatives as described below. 
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24. Casale SA has also filed a lmvsuit asserting claims in the Southern District of Texas 

in at least one prior litigation: A,mnonia Cosale SA. v JlfiV Skanderbo1·g, et al. No. 4 :00-cv-2121 

·s-, D T • ' (, ___ . ex.).· 

25. Casale SA's website (bttps://casale.ch/about/) states: '"Casale is a private Group 

\Vith over 400 profossionals, head.quartered in Switzerland and present in the Czech Republic, 

China, and the United States. Casale Holding is the sole O\H1er of the Group Casale." 

26. Casale SA has employees that ,:vork in Houston, Texas. These employees in.dude 

at least one semor process engmeer cnrrentl_y working m Houston. 

https:/i\'\'\\nv.lir±edin.com/in/robertfsrnithpe/. Casale SA also ad'vertises to hire employees in 

Houston. See lrttps://casale.ch/people-careers/iotHJcpoortunilies/? sft iob locations=houslcm-

27. Casale SA_ has imported ammon1a process equipment into the U.S. and into this 

district through the Port of Houston. 

28. In addition, Casale SA has licensed low-carbon ammonia technology (Flexiblue::©) 

for use at a facility located in this district, 111dud.ing, on information and belie( the '168 patent 

technology, \vbich impose enforcernent obligations \Yith a party residing 111 Texas. 

29. In the alternative, this Coull has personal. jurisdiction over Casale SA under F edernl. 

Rule of Civil Procedure 4(k)(2)(A) because: (a) Topsoe's claims adse under federal h:l\v; (b) Casale 

1 .An1.mo11ia Casale SA is predecessor to Casale SA. See June 19, 2014 press release 
httns: /icasale .ch/ha.r1rionized-ski!ls-to-serve-vou~-
bestf# >• :kxt= \Vec~/o20are%i20pleased~,o20tcl%20anwxmce, the9.-·h20name9.-·o20of>o20Casal e'>. o20SA 
("\Ve are pleased to am.lmmce that, Ammonia Casale, Urea Casale, l\-lethanol Casale .and Casale 
Chemicals have merged into a single entity,, \Vhich will trade under the name of Casale SA.")_ 
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SA is a foreign defendant not subject to personal jurisdiction in the courts of any State; and (c) 

Casale SA has suJficient contacts \-vith the United. States as a v,rhole, including, but not limited to, 

filing lmvsuits in the United States and licensing and designing plants located \Vithin the United 

States, such that this Court's exercise of jurisdiction over Casale SA satisfies due process and 

comports \Vith the Constitution and laws of the United States_ 

30. Additionally, Casale SA has sought patent protection in the U,S_ and filed the '168 

patent application at the US_ PTO. Sim.il.arly, Casale SA has registeTed a trademark at the U.S. 

PTO for its lm.v-carbo.n blue ammonia technology, flexiblue,t>, which Casale SA has described as 

covering goods/services directed to "Licensing of patents; legal services, namely, licensing of 

trademarks; licensing of intellectual property rights," 

31. Venue is proper in the Southern District of Texas pursuant to 28 UK C. §§ 1391, 

at least because Casale US is incorporated in the State of Texas, has its principal place ofbusiness 

in tlie Southern District of Texas and at least because Defendants have committed acts of false 

advertising and m1fair compehtion in the Southern District of Texas and attempted to enforce their 

unenforceable patent. in the Southern District of Texas. Venue is also proper in the Southern 

District of Texas pursuant to 28 U.S.C. § l391(c)(.3), as Casale SA is not a resident of the United 

States and, accordingl}', they may be sued in any judicial district. 

FACTUAL ALLJ~GATIONS 

Topsoe's Cont.ributions to the Field of Low Carbon Ammonia Technology 

32. Topsoe Inc. 1.vas incorporated in 1961 and is a \-Vholly o\-vned -:;ubsidiary ofTopsoe 

A/S. Topsoe A/S ,vas founded in 1940 by chemical engineer Dr_ Haldor Topsoe and is 

headquartered in Ravn110lm, Kgs. Lyngby, Dernnark. It has been a provider of industry-leading 

chemical processing solutions and related technologies in the over 80 years since its founding, 
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33. Topsoe, Inc. employs apprnximately 220 full time employees, including 128 at its 

catalyst manufacturing facilities located at Pasadena, Texas, and approximately 90 at its principal 

c011)on1te offices in Houston, Texas. 

34. Topsoe has long been a leader in the development and commercial implementation 

processes to produce ammonia. Topsoe has ,vorked to develop ammonia processes, particularly 

targeting k1\v carbon emissions, vduch it cunently markets commercially under the name 

SynCORIM ammonia, lmv carbon, or blue ammonia, to reduce CO2 emissions for mo.re than nvo 

decades. 

35. Topsoe ~4./S o\vns numerous United States patents in the field of lm.v carbon 

ammonia tedmology, and Topsoe, Inc. is the exclusive licensee (vlithrights to license to its clients) 

of those patent rights in the United States. 

36. Apart from its patents, Topsoe's lmv cai'bml ammoma technology has been 

presented at industry conferences and implemented commercially in ammonia plants around the 

\Vorh:1 

37, An example is the 2009 Fertilizer Association of India (FAI) A.1mual Seminar 

·where Topsoe described aspects of its low carbon ammonia process 1.11 a presentation and 

companion paper both titled "Energy efficiency and CO2. reduction potential in ammonia plants 

based on lean gas." Of particular relevance here, the presentation and paper both describe as part 

of Topsoe 's process splitting the synthesis gas stream i.11to nvo streams one of \Vhich is used as 

fuel-a key feature that Casale \vould claim to have invented a decade later. 

38. Another, much more recent example, is Topsoe's presentation and publication 

about its blue ammorua proce1:,s at the AICHE Anmmnia Safety Conference on September 13, 

2022. Topsoe's paper entltled "Decarbonize with blue anunonia/' and authored b_y At.meet Kakoti 
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and Per Juul Dahl, noted that ''[m]ore than 20 yearn ago, i.e. before the decarbonization took off, 

To_psoe :introduced the foundations for the SynCORn.-1 concept" 

39. Topsoe's ammonia tecJmoiogy also has: been used in commercial ammonia plants. 

Topsoe designed an amm.onia pbnt for the Indian Fanners Fertilizer Cooperative Ltd. (IFFCO), 

Aonla, India. ·n1e first unit at IFFCO was commissioned in Iviay 1988 and foe second unit in 

December 1996. Both units are based on Topsoe' s lm-v carbon ammonia technology, including the 

splitting of a synthesis gas stream into nvo streams of the sa.me composition in \Yhich one of the 

stremu.s is used as fuel. 

Casale's Knowledge of and Access to Topsoe Technology 

40. Casale has long been aware ofTo_psoe's low carbon ammonia technology. 

41. Casale is a regular attendee and presenter at Fettilizer Association of India ("FAJ") 

rneetings, attended the 2009 FA.I meeting, and received preprintSi of the seminar papers, including 

the ammonia paper authored by To_psoe. 1-faterials from the conference shmv that Casale attended 

the Topsoe presentation. 

4·1 Casale circulated information from industry meetings and events w·ithin the 

company. For example, US 7.465,324, 'Nhich lists Ermmmo Filippi as sole inventor, refers to prior 

art processes of competitors that v,rere presented at an industTy meeting. US 7,465,324 col. 1, H . 

.58-63. e'Processes of this type have been described for example in the following papers: 

"Synetix's advanced gas heated reforrner, P. \l/_ Farnell" and "Nev,r Kellogg Brown & Root 

ammonia process, Jim Gosnell"; both expounded at the "'441hAIChE Annual meeting on safety in 

ammonia _plants and related facilities'', Seattle, USA, 27-30 Sep. 1999."). Another example is US 

2002/01.51749, ,vhich lists as a co-inventor Federico Zardi, and refers to "AJChE A1lllno11ia Safety 

Symposium, Boston September 1996." US 2002/0151749 i 9. 
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43. Additionally, Enmmno Filippi, Francesco Baratto, and Raffaele Ostuni regularly 

present at industry events, including events in the United States. For example, Ostm1i presented on 

blue a11u11011ia at the 2022 Ammonia Energy Association meeting iu Phoenix, Arizona, Baratto 

presented ou blue mm11on1a at the 2021 ..-A.nib Fertilizer Association, and Filippi ,vas a panelist for 

10\v-carbon ammonia plants at the 2023 Amrnonia Energy Association A.llllual Conference in 

Atlanta (for \vhich Casale was a sponsor). 

44. On information and belief Filippi, Baratto and Ostuni 111aintain a close ,vorking 

relationship in ·which tedmical infonnation is shared benveen them. For example, they are listed 

as co-inventors in US 2019/0023565. Indeed, in this application Filippi, Baratto and Osumi 

attempted to claim ''a method for revamping of an ammonia plant'' and Casale's work on the 

IFFCO plant in India described above was a revamp. 

45. Casale also gained access to the IFFCO plant in vd1ich Topsoe's knv carbon 

ammonia technology had been installed. Casale gained detailed infbmiation ab-out Topsoe' s 

ammonia technology as part of a revamp project at IFFCO in 201A Ca.sale was responsible for 

the design and supply of equipment for the revamp. 

4-6. As part of Casale's 'Nork on the IFFCO ammonia units, it was given access to 

Topsoe's design for the ammonia units and leamedc-similar to what had been described in 

Topsoe's 2009 paper-that Topsoe's design included splitting a synthesis gas stream into t'.'vo 

stream.s of the san1e con1position so one stream could be used as a fuel. 

47. Casal.e's knowledge of Topsoe's \vork in ammonia synthesis is forther evidenced 

by Casale\, citation to Topsoe processes iI1 prior patent applications, including citation by Casale's 

Chief Technology Officer, Emmnno Filippi. See, e.g., US2012/0279033 (refoni.ng to and 

pmvid.ing a diagram of a Topsoe ammonia synthesis loop); US2019/0023 565 (nm.ning as inventors . . 
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Ermanno Filippi, Francesco Baratto, and Raffaele Ostuni, based upon a PCT application filed by 

l\-1arcoZard.i, and rejected by the PTO over Topsoe prior art references including a PCT application 

entitled "Process for the production of ammonia"}, 

48. Accordingly, Casale has had access to, and detailed information about, Topsoe's 

10\V carbon ammonia process since as early as 2009, if not e.arlier. 

Casale's Application fo1· and Prosecution of the '168 Patent 

49. Casale filed the application for the '168 Patent \Yi.th the US PTO on August 13, 

2019, shortly after completing its \York on revamping the IFFCO plant ',Nhere Topsoe's technology 

had been installed. 

50. The '168 Patent issued 011 March 29, 2022. 

51. The ' 168 Patent is reb ted to EP 3,583,067 (the "'067 Patent"), filed on January 31, 

2018. Both the '168 Patent and the '067 Patent are related to EP 3,363,770 (the "'770 Patent"), 

filed on October 6, 2017 _ 

52. Attorneys of Dorsey & \\,1litney LLP, including :rvfarcus S. Simon (Reg. No. 

50,258) represented Casale in the prosecution of the '168 patent. 

53. The dailus of the '168 patent require, among other tlli.ngs, splitti11g a synthesis gas 

stream into t\vo streams of the same composition so one stream could be used as a fuel, just as was 

done by Topsoe' s technology that had been in use at the IFFCO plant_ Specifically, claim 1 of the 

'168 patent requires "sepa.ration of a part of said CO2-depleted synthesis gas as fuel fraction, 

where:in said fuel fraction is fed as fuel to at least one fornace and \Vherein said separation of the 

fuel fraction includes the split of said CO2-depleted synthesis gas into at least a :first stream and a 

second stream, said first and second streams having the same composition.,., See claim 1. 
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54. AH patent applicants and persons involved with the substantive preparation of a 

patent application have a duty of candor to disclose to the US PTO all kno,vn prior mt or other 

infonnation that may be material to the patentability of the invention. This prior a1t information 

is disclosed in the fonu of an Inforu1ation Disclosure Statement ("IDS") Casale filed one IDS 

during prosecution of the '168 Patent on August 13, 2019, In this IDS, Casale disclosed only a 

limited number of prior art refereuces.2 Casale did not disclose any prior art references, including 

prior uses, that ,vere attributed to Topsoe, despite being awai-e of Topsoe's k:nv carbon am..1.nonia 

technology since at least. as emly as 2009 and having been extensively exposed to it as part of its 

vvork at the IFFCO plant 

55. Casale"s inclusion in its claims of the requirement of splitting the synthesis gas into 

two streams having the same composition so one stream could be used as fuel-the concept which 

it kne\'v Topsoe 1.vas al_ready using and had repeatedly puhlished---pbyed a cmcial part in. Casale's 

ability to procure the patent To overcome a rejection by the US PTO of its claim, Casale argued 

to the Examiner that the '"distinguishing feature of the 'first and second streams having the same 

composition,',, ,.plays a substantial role in the solution of the technical problem underlying the 

claimed subject matter. Due to the fact that a stream of CO2-depleted synthesis gas (i.e,, a gas very 

poor in CO2 and rich in nitrogen and hydrogen) is used as a fuel in the furnace, instead of a methane 

rich stream as suggested by [the prior art] it is advantageously possible to reduce the CO2 

emissions of the process if compared to [the prior art]." Reply to Office Action dated April 28, 

2021. 

2 Casale disclosed only the foUmving prior an references: (1) U.S. Pub .. No. 2004/0234426; 
(2) U.S. Pub. No. 2014/0248205: (3) lLS. Pub. No. 2015/0031916: (4)WIPO Pub. No. 
2010/018550; (5) International Preliminary Report on Patentability for International Application 
No. PCT/EP2018/052358 completed 1Jay 10, 2019~ and (6) fat.emationa! Search Repon frorn 
International Application No. PCT/EP2018/052358 mailed July 31, 2018. 
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56. At the time Casale and its lmvyers made these statements, Casale kuei;v that the 

To_psoe ammonia technology included this same "same distinguishing featme" but intentionally 

hid this infonnation :from. the Examiner in order to secure allowance of the patent. 

57. Casale's strategy v,rorked, and the Examiner ,vithdrew the rejection. The 

Examiner's reason for allmving the claims was the "distinguishing feature of the first and second 

streams having the same composition." Notice of Allowance dated Nov. 18, 2021. 

Casal.e's European Patent 

58. ,As noted above, the European cmmterpan to the '168 Patent, is the '067 Patent. 

59. European Patent Office ("EPO") procedure aHmvs for any member of the public to 

file an opposition to any patent granted by the EPO within the first nine months after the patent 

issues. Almost immediately after it was granted, Casal-e's '067 Patent vms in jeopardy, An 

opposition to the '067 Patent \Vas filed by Linde AG and Thyssenkrnpp Industrial Solutions AG 

(the "European Opposition"), bringing to the attention offae EPO additional prior art that Casale 

had not put before the EPO that called the viability of Casale' s patent into serious question. 

60, Casale recognized the severity of the challenge to its patent from the prior art 

included in the European Opposition, Casa.le had not disclosed tfos prior m1 to the US PTO either. 

As discussed in more detail below, Casale filed a "supplemental examination" in the US PTO and 

submitted the prior mt from the European Opposition to the US PTO, 

61. Both the '067 Patent and the related '770 patent \Vere prosecuted on behalf of 

Casale hy European hnv firm M .. Zardi & Co .. SA ("Zardi"), 

62, Zard.i ,~·as founded in 1999 by 1_.-fm·co Zard.i and is a S,viss law finn specializing in 

intellectual property. 
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63. Both the US and European patents are based on the same PCT application filed by 

Zardi, and specifically, l'viarco Zardi. 

64. Zardi also is representing Casale in the European Opposition. 

65. Zardi, including !vfarco Zaffll and Riccardo Biaz.zi, also vvere substantively 

involved in the prosec.~ution of the '168 Patent. 

66. The cmTent Chief Executive Officer of Casale is Frederico Zardi. 

67. On information and belief, Marco Zardi and Federico Zardi (CEO of Casale) are 

bl.ood relatives. 

68. On infonnation and belief, Casale engaged Zardi, rather than a hnv finu ,vit11 no 

affiliation \.Vith Casale or its officers, to assist it in its \V:mngful scheme to prosecute the U.S. patent 

·without disclosing the material prior art, and to attempt to improperly enforce it by corresponding 

directly ,vith Topsoe to demand a license, and to m,sist ,vitb correspondence to at least one Topsoe 

potential customer. 

Casale's Communications vdth Topsoe Customers 

69_ Unbelo.mv-mst to Topsoe at the time, Casale began communicating \vith Topsoe 

customers about the Disputed Patents and Topsoe's lmv carbon (blue) ammonia technology 

beginning in the Fall of 2022, 

70_ Casale raised the Disputed Patents, including the '168 Patent, in a November 2022 

letter to at least one Topsoe cus.tomer •.vb.o is planning to develop lmv carbon (blue) ammonia 

projects 1n Texas and Louisiana_ The letter ,.vas an effort by Casale to license the' 168 patent for 

use in the United States and specifically for use in this forum. 
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7 L Casale's connmmications to that customer refoned to Casale's rights in the 

Disputed Patents, induding the '168 Patent and expressly represented that the Disputed Patents 

,vere enfr.1rceable. 

72. 111e one feature of the patented technology that is mentioned in the letter is the 

teclmique that, as Casale kr1e\v, has been used by To_psoe in its commercial installations and 

disdosed in its publications since at least 2009 of splitting foe synthesis gas stream into hvo 

streams one of \Vhich is used as fuel. Specifically, Casale stated that the patent concerns «a process 

for the S)'llthesis of ammonia ,,vherein part of the hydrogen-containing process gas is used as a foe! 

fraction to reduce the consumption of hydrocarbon fuel and, consequently, to reduce emissions of 

cmtwn dioxide." Casale represented that, according to its evaluation, ,vithout the use of this 

technique, "the result ,vould rmj1Vay be a higher plant cost ,md a lmver efficiency." 

730 Casal.e's letter to the custmner refe1Ted. to Topsoe's blue ammonia technology and 

Topsoe's 2022 AICHE paper and presentation and attached a copy of the Topsoe's paper claiming 

that it fell ,vithin the scope of the patent, 

740 Casal.e's cmmrn.mications v,rere made to disparage and malign Topsoe by 

characterizing Topsoe as an infringer, as \Vell as to threaten customers with patent infringement 

shoukl they choose to do business with To_psoe. Casale \Vas hoping to scare customers away fi:om 

doing business vvith Topsoe novv, and in the future. 

7·5_ The E11ropea11 ()pJ)ositio·u.'.I file.t1011 Jt111e 8~ 2<)22~ predates Casale ')s co1111111111icatio11s 

to Topsoe's customer. Casal.e's communications. did not include any infonnation related to the 

European Opposition of the '607 Patent, ho,;vever, nor did Casale reveal tlmt the prior art raised in 

those opposition _proceedings raised significant concerns about the enforceability and validity of 

the Disputed Patents. 
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76. The European Opposition, in v,.dlich the validity of the '607 Patent is being disputed, 

\Vas relevant to the contents of Casale' s ,~mmnmricarions at the time sent. The prior mt references 

cited in the European Opposition are material to patentability and enforceability of the Disputed 

Patents. 

7t Casale kne\Y that the European Opposition \Vas relevant to the contents of the 

Casale's conmmnications to customers at the fone sent Casale knev.r that the prior art references 

cited iu the E.uropean Opposition are n1aterial to patentability and enforceability of the Disputed 

Patents at the tin1e Casale sent its communications to Topsoe's cttstomer. 

78. In addition, no reference was made in Casale 's communications to any ofTopsoe's 

prior art publications to which Casale had access, many of vvlrich predate the '168 Patent or to the 

fact that Topsoe had been using the accused technology many years before the patent ,vas filed. 

And no reference \Vas made to the fa.ct that Casale had failed to put any of the Topsoe prior art or 

the prior art raised in the European Opposition \:vhen it obtained the patent from the US PTO. 

79. Casale kne\v that its patent \Vas invalid and unenforceable but engaged in these 

communications reg:ardless. Casale h1e,v that these statements \:\'ere objectivelv baseless for the 
~~· ... . .. 

many reasons described above. 

80. Casale's statements ,vere also false, misleading and objectively baseless because 

Casale represented that it ,vas the only legitimate source for kn.~' carbon ammoma technology that 

uses a ponion of the synthesis gas stieam as fuel. Casale vms folly mvare that this ,vas not tme. 

Casale's Communkatious with Topsoe 

SL On February 24, 2023, afrer Casale began sending its false and misleading 

cormuunications to customers, Casale, through Riccardo Biazzi of Zardi, sent its first 

correspondence ("'First Letter to Topsoe') to Topsoe. 
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8) The First Letter to Topsoe stated that Casale was "of the op1111on that the 

SynCORTM process \Vith hydrogen firing includes all the features recited, at least, m the 

independent claims of the [Disputed Patents]." 

111e First Letter to Topsoe did not include a claim chart. or other detailed 

infringement analysis and instead again emphasized that the synthesis gas is split into t\vo streams, 

one ohvhich is used as fueL Specifically, the First Letter to Topsoe states that the Disputed Patents 

"protect a process for synthesis of a:n1monia from natural gas comprising the cmrversion of 

desulphurized natural gas and steam \Vith oxygen-enriched air or oxygen, and further comprising 

that a part of CO2-depleted synthesis gas (i.e. hydrogen-rich gas) is fed as fuel to at least one 

furnace.'' 

84. In a second letter to Topsoe dated June L 2023 ('"Second Letter to Topsoe") Casale 

pointed to the Topsoe September 13, 2022 paper that ,vas presented at the AI CHE A1mnon.ia Safety 

Conference, alleging its "opinion that the SynCOR process appears to include featmes patented by 

Casale is based on the follO\ving diagram tiom the paper by Kakoti and Dahl." This diagram is as 

follmvs: 

"''.'''' ''··( 
: 1 ..... ~· ") 

•',(',~~ ...... , .. 
,., ... ,..:,-.. •.-:•• 

[li~ .. ,~11!~ .. H:~::~;~:~;:L: 

~--· ,_,;;, 

,' "" .... '" : .-..:~, :,-.~:...:.,; 
:- ·-:-. 
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85. Casale explained: '"Ihve compare the above d.iagrnm with claim 1 of US 11,286,168 

\Ve find self-evident that the SyuCOR process includes all features of the claim." 

86. Neither 111e First Letter or Second Letter to Topsoe disdosed that Casale atrea<ly 

had communicated false, misleading, and disparaging statements to customers. Instead, Casale 

concealed that information. 

87. Topsoe responded to the Second Letter to Topsoe on June 13, 2023 ("Second Leiter 

to Casale"). Tapsoe pointed out that the Topsoe's SynCORTM ammonia process '\vas using the 

features pmvortedly claimed by Casale. long before Casale filed its patents'' and that a process 

identical to the one described in the diagram Casale had included in its second letter \Vas described 

in at least the presentation and accompanying paper at the 2009 FiU meeting that Casale had 

attended. Topsoe noted that Casale had access to at least f11e ''2009 FAI meeting, and received 

preprints of the seminar papers, including the paper authored by Topsoe ... (vvhich] Casale did 

not disclose , . . to the patent office." Topsoe also noted that that Casale had direct access to 

Topsoe's technology implemented at the IIFCO plant \Vhen ''Casale began a revamp of fTopsoe's 

tedmo logy implemented at IFFCO 's A onla Fertilizer pbnt] m 2014 and completed the revamp m 

2018" and that despite this revamp being stmte<l and completed before the filing date of the '168 

Patent, the technology implemented by Topsoe in the plant ,vas not disclosed to the PTO. Topsoe 

closed the letter by asking Casale to advise whether it had communicated its infringement 

allegation to customers and if so, to identif)r those customers and provide copies of any ·written 

communications. 

88. On September 15, 2023, representatives fiom Casale and Topsoe briefly discussed 

verbally Casale's allegations. Casale's US attorneys and attorneys iv[arco Zardi and Riccardo 

Biaz7j fron1 Zardi pmiicipated on the cal_l, as did officers of Casale, Ermanno Filippi, Chief 
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Technical Officer, and Raffaele Ostuni, Head of Gas Technologies (\vho also is named. as an 

inventor on the '168 patent), Topsoe asked \Vhether Cas,1le had commmucated to customers its 

infangement allegations about Topsoe's SynCORTM ammonia technology. Casale's Chief 

Technical Officer, Ermanno Filippi, stated unequivocally tha.t it had not done so. Tbis ivas a !.ie. 

Casale~s Request for Supplemental Examination ofthe '168 Pntent 

89. On February 16, 2023, shortly before its initial co1Tespondence with Topsoe and 

significantly after becoming ,nvare of the Oppositions filed in the European counterpart '067 

patent, Casale filed a request !t)r supplemental examination of the '168 Patent at the USPTO. 

90. Ca.sale's request for supplemental examination _presented to the U.S. Patent Office 

eleven _prior art references that were raised in the European Opposition proceedings stating: 

the European connterpmi (EP Patent No, 358306781) to U.S. Patent 
No. 11,286,168 was challenged via t\:vo Notices of Opposition both 
filed before the European Patent Office on. June 8, 2022. These 
opposition proceedings remain pending before the European Patent 
Office, \Vith the Patent Chvner having filed a reply to the N<:)tice of 
()pposition on November 3, 2022. Out of an abundance of caution, 
the Patent Ov,mer is submitting this Request, vvhich includes as the 
items of infonnation to be considered the references cited iI1 the 
Notice of Opposition.. 

Corrected. Request for Supplemental Examination dated April 16, 2023. 

91. A supplemental examination is a process brought by the patent o\vner to reconsider 

a patent that v.,ras issued by the US PTO. It is an ex pa rte procedure in \vhich no party other than 

the patent mvner can pmi.icipate. By raising tllis prior a.rt in the supplemental exa.mination, Casale 

precluded Topsoe or any other competitor fiom filing a petition for Inter Pmtes Review ("IPR) 

\Vith the US PTO raising any of the prior rui that Casale had omitted. In contrast to the 

supplemental examination procedure chosen by Casale, in an IPR proceeding, the third par!y 'Who 

files the petition is allowed to fully participate. Casale •1,vanted lo prevent this from occmTing so 

that it cou!d completely control the dialogue \Vith the US PTO. 
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92. Casale did not include any other prior use or prior art reference in its request for 

supplemental examination beyond those that had been raised in the European Opposition. 

Incredibly, in requesting the supplemental. examination Casale still failed to raise the Topsoe prior 

mt of \vhicb it was fully avmre. Casale did not include any reference to Topsoe's 2009 FA.I 

presentation or publication in its request fbr supplemental examination, or any other T opsoe 

presentation or publication about its lmv carbon ammonia technology. 

930 Nonetheless., even \vitbout the Topsoe prior art, and even without an adverse party 

panicipating in the proceeding, on r<.fay 11, 2023, the US PTO issued the Supplemental 

Examination Certificate, finding that there v,cas "[a] substantial ne\v question of patentabihty 

affecting claims 1 ~23"' of the '168 Patent based on the prior art references that \'Vere included by 

Carn le in its request for supplemental examination that Casale had not previously disclosed during 

prosecution of the '168 Patent 

94. On June 28, 2023, an ex parte reexamination was ordered by the US PTO pmsuant 

to 35 lLS.C. § 257. As the name implies, in a reexamination proceeding the validity of the patent 

is reexamined by the US PTO. That reexamination proceeding is still ongoing as of the date that 

this Complaint is being filed. 

95. Casale did not include any reference to its revamp of IFFCO's Aon.la Fertilizer 

plant fiom 2014 to 2018 in its request .fbr supplemental examination or in any subsequently filed 

papers in the ex paite reexamination. 

96. On November 2, 2023, Casale submitted an IDS in the ex pm.te reexan.1 that 

included "Response letter from Topsoe counsel dated. June 13, 2023'' aud Topsoe's 2009 FA.I 

paper: '"Fertiliser Policy for Sustainable Agriculture', The F eri:iliser Associate of India Annual 

Seminar 2009, December 3-5, 2009, 10 pages." 
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9 7. Casale has never retracted any of its statements to Topsoe' s customer regarding the 

Disputed Patents and their enforceability, despite knowing that the US PTO placed the' 168 Patent 

into reexamination because it found "'[ a J substantial ne\v question of patentabihty atiecting claims 

1-23" and that the validity of fhe '067 :European Patent is being seriously challenged in the 

European Opposition, 

FIRST COUNT 

(O:ECLARA TORY ~lUDG~·"IENT OF UNENFORCEABILITY O:F LS. PATENT NO. 
11,286,168) 

98. Topsoe UlCOIJ)Onttes by reference the allegations set forth in this Complaint as 

though folly set forth he.rein. ,_ . 

99. ,A.n actual and justiciable controversy exists benveen Topsoe and Casale concerning 

the ' 168 patent 

100. Due, at least in part, to Casale' s repeated letters to Topsoe and to at least one Topsoe 

customer, there is a substantial contrnversy het\veen Topsoe and Casale and there is sn1Iicient 

immediacy and reality that Ca&ale 1.vill seek to assert and enforce its patents against Topsoe. 

TI1erefore, a declaratory judgment action is appropriate. 

101. Topsoe seeks a judgment declaring that the claims of the '168 Patent, and any 

related U.S. patents:, are unenforceable under the doctrine of inequitable conduct. 

102. The claims of the '168 Patent a.re unenforceable due to inequitable conduct 

cormuitted before the US PTO by Casale, Casale's attorneys (including Zardi attorneys and r-..farco 

Zardi), attorney Simon, and Ca.sale's employees' and '168 Patent inventors' Francesco Baratto 

("Bmatto'') and Raffaele Ostuni ("Ostuni"), as ,vell as Casale's Chief Technology Officer, 

Ermanno Filippi. These individuals: deliberately and h10wingly \Vith11eld andior omitted material 

infonnation from Topsoe prior art and Casale' s ov.rn prior art in connection with the prosecution 
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of the application that ma!med into the '168 Patent in violation of the duty of candor to the PTO 

prescribed in 37 CF,R. § L56. The information ,vithhekl and omitted \.Vas highly material, non­

cumulative, and ·v,ras ,virl1held. and omitted ,vith an intent to deceive the PTO and\)r '168 patent 

exarni_ner, as described. belmv. 

103. The '168 Patent lists t\vo inventors, Francesco Baratto and Raffaele Os!m1i. 

104. On infonnation and belief, Casale's Chief Technology Officer, Ennanno Filippi, 

was associated with and substantively illvolved in the preparntion or proset.ution of the patent 

application. Filippi is highly involved ,,::vith Casale's research, development, and design related to 

ammonia production, as 1-veH as the design of the revamping and of ne\v ammonia plants. Filippi 

also is highly involved \.Vith Casale 's efforts to seek patent protection for its armnonia technology, 

as shmm1 by the fact his name appears on lmmlreds of Casale\; patents, rmmy ofv,rhich relate to 

ammonia processes. See e.g. U.S. Patent Nos. 11,155,468, 10,464,818. 

105. Casale's attroneys at Zardi (e.g., tfarco Zard.i) \Vere associated ,:vith and 

substantively involved in the preparntion or prosecution of the patent application. The patent 

application \Vfff, based on a PCT application filed by Zardi, and specificaUy, ?vfarco Zardi. On 

i11fo:nnation and belief, Zmdi, and specifically, 1'vforco Zan.ii, was involved in in i11stmcting 

Casale's U.S. la\vyers on the prosecution of the patent application by, for example, providing {and 

not providing) material prior art references. 

l 06. The '168 Patent vms prosecuted by the attorneys of Dorsey & Whitney LLP, 

including 1-farcus S. Simon (Reg. No. 50,258) C"Siinon"), assisted by Angela Staschke and HoHy 

Mmion. 

107. As a registered patent attorney fbr Casale, Simon 1-vas aware, or should have been 

m~.rare, of his duty of candor to the US PTO. 
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108. Each inventor listed on the '168 Patent ,vas made avn1re of and ackrn.wvledged their 

duty of candor to the US PTO and duty to disclose material information to the USPTO, stating: 

I achi.mvledge the duty lo disclose all information which is material 
to patentability as defined in 3 7 CFR. § 1.56, including for 
continuation-in-part applications, material information which 
became available benveen the filing date of the prior application and. 
the national or PCT international filing date of the continuation-in­
part application. 

Combined Declaration and A.ssignment sim1ed August 28., 2019. 
,:._. ...__. ...... 

109. Additionally, each inventor falsely declared in violation of 37 C.F.R. § 1.63: "I am 

the original inventor or an original joint inventor of a claimed invention in the above-identified 

application." Both inventors 'Were folly mvare that the invention claimed in the '168 Patent bad 

already been publicly disclosed and in the prior an. 

110. Filippi, Osirn1i, Zardi, and Simon have been actively involved in communications 

regarding Casale's assertion of claims of infringement against Topsoe. Filippi, Ostuni, and Simon 

,vere each present during the September 15, 2023, call benveen Casale and Topsoe. 

111. The '168 Patent has an effective filing date of January 31, 2018. 

112. Prior to the ef1ective filing date of the '168 Patent, Casale, including those 

individuals involved with prosecution of the '168 patent, had access to and knmvledge ofCasaie's 

o\vn prior art references as well as several pieces of prior art attributable to Topsoe, including but 

not limited to the 2009 Fertilizer Association of India A1mua1 Seminar presentation; 2009 F AI 

Paper; and Topsoe's technology installed in IFFCO's Aonla Fertilizer plant, \Vhich Casale was 

hired to revamp hen~.reen 2014 and 2018. Topsoe's disclosures predate the '168 Patent. 

113. Baratto, one of the t\vo inventors of the '168 Patent, vms appointed Deputy 

Department Head of the Syngas Process Department of Casale in December 2012. His duties 

associated \:vith this position include coordinating technical proposals and feasibility :study 
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activities. On infonnation and belief, due to Baratto's position, and the relatively small size of 

Casale, he v.rou.ld have vvorked on or at foe very least kI10\v11 of the IFFCO _project to revamp the 

A011la Fertibzer Plant. Further, Baratto v,ras involved in the desig11 of Casa!e's mnm.onia plants,_ 

including revamp projects such as the IFFCO revamp of the .Annla Fertilizer Plant. Therefore, prior 

to, at the time o( and after the effective filing date of the '168 Patent, at least one of the • 168 

.inventors, Baratto, had direct, firsthand kI1m.vledge of at least one piece of Topsoe prior art, 

namely, the Io\v carbon ammonia processes and products embodied in the Aoula Fertilizer Plant 

that \Vas instaUed hy Topsoe and revamped by Casale from 2014 to 2018. 

114. As CTO, Filippi duties associated with this position include revamping activities. 

Due to Filippi's position, and the relatively small size of Casale, he v.rould have v,rorked on or at 

the very least knmvn of the IFFCO project to re·vamp the Aon.la Fe1tihzer Plant. Fm1h.er, Filippi 

was involved in the design of Casale's an1monia plants, including revamp projects such aSi the 

IFFCO revamp of the Aoula Fertilizer Plant. Therefore, prior to, at the time of, and afrer the 

effective filing date of the '168 Patent, at least Filippi, had direct, firsthand knmvledge of at least 

one piece ofTopsoe prior a.rt, namely, the lmv carbon ammonia processeSi and products embodied 

in the Aonla Fertilizer Plant that ·was installed by Topsoe and revamped by Casale from 2014 to 

2018. 

115. Additionally, Filippi, fiequentl:y attends and presents at industTy conferences. As 

just one example, Filippi attended the ESF North America 2022 Conference i11 Houston, Texas 

and presented OU Casale's teclmolo2.ies ,_. for Imv-carbon mnmoma. See 

https://v,;r\v\v.linkedin.com/posts/casaJ.e.:sa_greytogreen-ammonia-greenammonia-activity-

6945292014645092352-R-ro.i. 
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116. On infom1ation and belie{ Filippi, Bam:ito, and Os!1mi also had direct, firsthand. 

knmvledge of at least one additional piece of Topsoe prior art. As described above, materials from 

the 2009 F AI conference sho,v that Casale representatives attended the Topsoe presentation, and 

Casale Ieceived the accm.npanied paper. Casale regnhirly participates in FA.I meetings, seminars, 

and conferences and at least Filippi has attended and presented at F AI events. 

117. Fmiher, given tilat Tops:oe and Casale are direct competitors in an industry vvith 

only a fe'l.v players, and given that the Tops.oe technology at issue had been widely knmvn and used 

111 the industJy for decades, it is extremely unlikely that an alleged inventor of mmnonia processes 

at Casale ,~'tmld not have knmvn of T opsoe' s: technology. This is especia Hy true iu light of the 

frequency at ,,vhich Topsoe publishes papers and other material on this tedmology and in light of 

the fact Topsoe's technology is used com.mercially in many facilities world'>vide. Casale, as one 

ofTopsoe's main competitors, undoubtedly paid attention to Topsoe's activity in the marketplace 

and at industry events. In fact Casale has referenced Topsoe's commercial systems iu its patents 

in the past, including in patents prosecuted hy the bmh finn that list Filippi as an inventor. See 

e.g. E.P. 16,168,159. 

118. The '168 Patent is directed towm·ds a process for synthesis of ai.nmonia fimn nahu:al 

gas. The '168 Patent includes two independent claims. 

119. The first independent claim of the '168 Patent is: 
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1, .A process Jbr synthf.~sis of ammonitt from natuml gw,, 
the prnc(.>ss comprising: 

conversion of a charge nf desulphurired m1lnrnl g.as and 
steam, with oxygen-enriched air or with oxygen, into a 
synthesis gas containing hydrogen, CO and CO'.L in a 
cnnversion section; 

treatment of said symhesis gas including at least a shift 
react.ion (If the carbon monoxidt.: .into CO2, and subse­
quent scparntion of CO2 from the gas, thus obtaining a 
CO2-depleted synthesis gas and a CO2-rich gm:,enus 
flow cnnt,iining the CO2 sep,lrnted hnrn the ga,;; 

separation of a part of said CO2-depleted synthesis gas as 
Jbel fr.action, ,.\:·herein said fuel fraction is fed ns foe] to 
at least one furnace and wherein said separation of 1he 
fuel frncilon i.J.1dudes the split of s~1id C02-ckiplettxl 
synthesis gas into at lea,;;t a first strearn and a :,.ec;ond 
str1.;~mn, said finn and sticond stn}tm1s having the srnnc 
composition, \vhcrenl the first stream fonns the fuc-1 
fraction <-u1d the second stream is pI'l.J1,.'.el,t> gas intm<led 
ibr the synlhcsis of anm10nin. 

Dki .. 1-1 at col. 18, U. 38-57. 

120. The second independent claim of the '168 Patent is: 

21, A mi.ithod fbr t"t.'vmnt_)hW.: n tihni !hr :c;vnth(l8is uf t ....,. . .f '(' 
''""''l"'O!"'h t•·•·«·n ,,,,;,'.~','l 1 <Y•>" q,· ''l'"''l'''')'")_·t•> -'•1r-,,'j pl•>t>l ,,.!:-,-,l·,,,;" <H>.< .,.,. -.\. ,:_ . "'-'" .tos•"··'"'- ! ,:;:,-«::-. , __ , «--« -"~- ,. "'", .,X-<: . _. <<->.<l; ,·n.t,._._ "'·"·' 

the pbnt inch.ides a r~{orrning i,;,~tirm that indudes -n pri­
rnary ,-ti;~mn rdimner ;_wd rin air-tired secondary n.~_fo·m:icr. 
and .l ti;:.?ctinn h).r tr.:atrnent of the ~ynilK~si~ gw; by a :ihiH 
i\:'.action 1)f cm-hon mon(};dde into ciirbnn di();.;id:c:.\ -ilnd d1;.x:~ir­

honation; the m.dhod cou1prising,: 
t)rnviding ::~ lJo\i,o of endch..:.'.d air nr oxvg_rn1 and usinu. said 
6 - ~- • -

fl;)\V ,:is nxidmH! irn;tctid of air, 1hr the tKxxm,dary 
rd<.)rrncr: 

~;;;parnting ,:1 pnrt of Hw ~yntlw$}s gas, <:k>Vdlilr.;.~am of 
de1:,arhonatinn, fbr me as foci frw:.::tion1 .and aUocating ,1 

n..>mJinfag p1\:Jcess fi:w;;tinn of the synthl$lS gas fbr 
ainn1or11n conven.ion: 

fo~>:ding said fhd fo.u.::tion ofthe gtb~ \vhii>li has ti t-educ,•d 
CO2 content, as fod for m fotist one fumace nf foe 

Dkt 1-1 at coL 20, IL 22-38. 
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121. As is apparent from the claims above, a key element of both claims is separating 

out the synthesis gas into t\:vo streams, one of which is then nsed as fueL 

During prosecution of the application that eventnaUy issued as the '168 Patent. 

independent daim l \vas independent daim 19 and independent daim 21 -,,vas independent claim 

39. The patent Examiner initially rejected both claims as obvious under 35 U.S.C. § 103 in light 

of Reddy et al (US 2004/0234426) in vie\v of a nmch earlier filed patent owned by Casale, Ostuni 

et al (US 2016/01150.17 Al)_ Office A_ction dated April 28, 2021-

123_ In response, Casale argued that "[tJhe PTO ha[d] not established a primafacie case 

of obviousness against independent claim [1 J because, at a minimum, the PTO ha[ d] not 

demonstrated that the cited references teach or suggest ___ 'separation of a part of said CO2-

depleted synthesis gas as fuel fraction .. _ wherein said separation of the fuel fraction includes the 

spbt of said CO2-depleted synthesis gas into at least a first stre.am and a second stream, said first 

and second streams ha'ving the same composition_" Response dated Oct 22, 2021. (emphasis in 

original).. Casale distinguished Reddy on the basis that Reddy did not split the synthesis gas into 

t\c\'O streams having the same composition, but rather into "an hydrogen rich stream and a methane 

rich stream.". Casale argued that the ''distinguishing feature ofthe 'first and second streams having 

the same composition,' __ .plays a s1.1bstantial role in foe solution of the technical problem 

underlying the daimed subject matter." This is because using the CO2-depleted synthesis gas 

rather than a methane rich gas (as Casale argued vms taught in Reddy), reduces the CO2 e_missions 

ofthe processes disclosed in the' 168 Patent 3 

:>. Casale did not .make a separate argum.ent directed tmvards the obviousness rejection of 
111dependent claim 21, but i11stead argued that in light of the arguments distinguishing Reddy in 
vie\:v of Ostuni, ''the other rejections to the claims [were] moot and [ did] not, therefore, need to be 
addressed i11dividually." "\\-11ile Casale ackmnvledged that independent claim 21 did not 
specifically claim that "said first aud second streams having the same composition," it claimed this 
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124. At the time Casale made these statements, it vnls well mvare that the Topsoe knv 

carbon ammonia technology included this same "distinguishing feature" but intentionally 

concealed this material information fro1n the Exa.miner 111 order to secure allowance of the patent. 

125. Casale's conceahnent stnHegy worked, and the Examiner vtithdrew the rejection. 

Tue reason the Examiner gave for allo-wi:ng the claims \Vas the '"distinguishing feaime of the fu'st 

and second streams having the same composition." Notice of Allo\vance dated Nov. 18, 2021. As 

a rest1lt, the claims \Vere allmved as originally filed. Independent Ch1ims l and 21 in the issued 

patent are identical to independent claims 19 and 39, respectively, filed in the prelimjnary 

amendment 011 August 13, 2019. 

126. The 2009 FAI Paper states that "Various schemes for optimizing the ammonia 

process in order to .minin1.ize the energy consumption as \Yell as the emission of CO2 \Vil1 also be 

discussed in detail." This reference specifically discloses using part of the synthesis gas stream as 

fuel, stating that: "an excess of synthesis gas is produced, and this excess synthesis gas is used as 

fuel in the primary refonner." As specified by Casale in distinguishing the Reddy prior ait 

reference, the pmpose of separating t\vo streams of synthesis gas, one used as fuel and one used 

for ammonia production,, ,,;plays a substantial role in the solution" provided in the '168 Patent. 111e 

2009 FAI Paper discloses that the excess syngas used fi)r fuel and the gas used to produce ammonia 

can he fi:um the same source gas (e.g., have the same composihcm). The reference explains: ''excess 

synthesis gas is produced, and this excess gas is used as fuel in the prim.ary reformer." Therefore, 

!.imitation was implicit. Casale contended that, in daim111g that "separating a part of the s:ynthesis 
gas, dm.vnstream of decmbonation, for use as foel fraction, and allocating a remaining process 
fraction of the sy11thesis gas for ammonia conversion" and incorporating the argument as to claim 
1 by reference, it is in1phcit in the lang1mge of independent claim 21 that the synthesis gas is 
separated into t\vo streams having the same composition. 
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this reference is: highly material to the patentabihty of the '168 Patent and should have been 

disclosed during prosecution. 

''1'7 Le,. The 2009 FAI Annual Seminar presentahon disdoses substantially the same 

information as d1sdosed in the 2009 FAI Paper, and includes the below figure, ,vhich shows the 

excess syngas being recycled back to the primary reformer as fueL Therefore, for the same reasons 

as discussed above \Vith respect to the 2009 F AI Paper, this reference is highly material to the 

patentability of the '168 Patent and should have been disclosed during prosecution. 

' 

S-fntJ.:~u::..... (~(}: ~~tin: 
◊t~rr-.;:~en~fori 

' 

128. In addition, as part ofCasale"s work on revamping the IFFCO ammonia units from 

2014-2108, it 1-vas given extensive access to Topsoe's design for the ammonia units and learned 

that Topsoe's design included splitting a synthesis gas stream into t\vo streams of the sarne 

composition so one stream could he used as a fuel. Therefore, this i:nfonuation is highly material 

to the claimed subject matter of the '168 Patent and should have been disclosed during prosecution 

of the ' 168 Patent. 

129. Despite Casale's dear and undeniable knoviledge ofthe m1merous material Topsoe 

disclosures th:at predated the '168 Patent, no reference 1-vas made to any prior mi disclosures 

attlibutable to Topsoe during prosecution of the ' 168 Patent. 
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130. Casale also did not disclose any ofthe Topsoe prior art references or Topsoe's kn.v 

carbon ammonia process that \Vas in commercial use \¾'hen Casale filed a request for supplemental 

examination of the '168 Patent. Casale tint.her did not disclose its revamp of ffFCO's .Aonla 

Fertilizer plant from 2014 to 2018 after filing or during the pendency of the exparte reexamination. 

131. Casale intentionally omitted and only finally submitted the Second Letter that 

Topsoe had \-vritten to Casale and the 2009 publication referenced in the Second Letter to Casale 

in an IDS filed 011 November 2, 2023 in response to the reexamination non-final Office Action. 

Casale finally did so because it knew that Topsoe was mvare of the reexamination and Casaie's 

duty of disclosure to the USPTO. 

132. Casale''s disclosure dmiug the ex parte reexamination of the Second Letter to 

Casale and the reference cited in that letter, Topsoe's 2009 publication of"'Energy efficiency and 

CO2 reduction potential in ammonia plants based on lean gas" shm~-'s that Casale knows and 

understands that Topsoe's dis<.~losures of its ammonia technology and the technology used .in the 

IFFCO plant \Vere material to patentability of the '168 Patent and are non-cumulative prior art to 

the '168 Patent Therefore, Casale's knmving and intentional nondisclosure of these prior art 

references, and its access to Topsoe's technology implemented 111 the ffFCO pfant constitutes an 

.intentional and material nondisclosure. 

133, Casale knew of the materiality of the Topsoe prior art references before, during, 

and after prosecution of the '168 Patent, and thus intentionally ·withheld the art so that it could 

receive a patent and wield that patent agaim,t Topsoe, the real inventor ofthe technology. The' 168 

Patent has an effective filing date of January 31, 2018, shortly after Casale completed its revamp 

ofIFFCO's Aonla Fertilizer plant. Casale began sending conununications to customen, in the Fan 

of 2022, shortly after the ' 168 Patent issued 011 l\-larch 29, 2022. Casale' s knmv ledge of the 
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materiality of Topsoe 's prior art reference is also established by the fact Casale argued during 

prosecution that its invention was novel over the prior art due to the exact feature that Topsoe"s 

concealed prior mi. has used and disdosed for decades. 

134. For this reason, the Topsoe prior art that Casale cm1cealed was necessarily non-

cumulative, as Topsoe's prior art papers and implementation dearly include the specific featme 

that Casale argued was the "distinguishing feat11re" that made its purported invention patentable 

over the prior mt, and that the patent. examiner used as the basis of their notice of allmvance of 

Casale':., patent. The fact that Casale itself disclosed the Second Letter to Casale and the 2009 

publication referenced in the Second Letter during the reexamination fm-ther demonstrates that the 

T opsoe prior art that Casale concealed 1,,vas non-cmnulative. 

135. Casale's disclosure of the Second Letter to Casale and the 2009 publication 

referenced in the Second Letter dming t.he reexamination does not hmve,,er, satisfv its disdosme 
~ . . ~ 

requirements before the US PTO. 

136. In addition to not disclosing the Topsoe prior art references, Casale \Vithheld its 

o,vn material prior art disclosures during prosecution of the '168 Patent, including at least 2012 

MEG:AfvIMONIAQ(, - the ivlega-Ammonia Process; the Ne\vest Trend in the an1monia Industry. 

137. En:nanno Filippi, Francesco Baratto, Raffaele Osumi, and l\.farco Zardi ,vere mvare 

of Casale's 0\.VH prior mt such as 201:2 rv1EGA1·1rl.,JONIA® - the 1foga-A.rmnonia Process: the 

Ne,Nest Trend in the ammonia Industry. Indeed, Filippi has presented and published on the 

1viegam1T1 onia. 

138, 2012 1,,fEGA1\'IlvIONL\ff, - the }.,.-fega-A.rnmonia Process: the Ne,vest Trend in the 

ammonia IndustTy discloses a process in \.Vhich CO2 is removed from synthesis gas and split into 
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two streams, one stTeam intended for synthesis of ammonia and one stream intended for use as 

foeL 

l 3 9. This Casale prior mt reference \Vas published prior to the effective filing date oft.he 

'168 Patent and is therefore prior art to that patent. The reference is highly material to the cl.aimed 

sul~iect matter of the '168 Patent and should have been disclosed during prosecution of the '168 

Patent 

140. 111is reference \Vas published by Casale. 111erefore, it is undeniable that Casale 

kne\v of this prior art reference. before, at the time of_ and atler the filing date of the '168 Patent. 

And given that Casale kne\v of this art, and-by its own admission during prosecution of the '168 

patent-. la:1e;,:v that the stream splitting feature v,ms material to patentability, Casale should have 

disclosed this art to the examiner as •.veU. 

141. Despite Casale's dear and undeniable knmvledge of its mvn material disclosure 

that predated the '168 Patent's effective filing date, no reference \Vas made to it dming prosecution 

of the '168 Patent. 

142. Casale clea.rly knev . ., that its mvn prior an references are 1naterial prior an to the 

patentability of the '168 Patent as Ostuni et al. (US 2016/0115017 Al), a patent application also 

owned. by Casale and invented by Ostuni, was cited in the obviousness rejection of the' 168 Patent. 

143. Similarly, in Casale's US2019/0023565 (which names as inventors Enuamm 

Filippi, Francesco Barntto, and Raffaele Ostl.mi and originates fr01n a PCT application filed by 

1vfo.rco Zardi) Casale disclosed its tWvn prior mt references, and the US PTO cited Topsoe prior a1t 

references ,vhen rejecting the claims presented by Casale. Thus, Casale k:ne-v.r its O\Vll prior art 

references,. as \vell as Topsoe prior art references were material to patentability of the '168. 
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144. Casale's failure to disclose the Topsoe prior art references and its ov-tn prior art 

disclosure during the initial prosecution of the '168 Patent ,vas done kI10\0vi11gly and intentionally, 

,vith the intent to fraudulently obtain the '168 Patent hy withho 1.ding material prior art references. 

This therefore constitutes an intentional. and material nondisclosure. 

145. Intentional nondisclosure of material prim art during prosecution of a patent 

application comtitutes inequitable conduct 

146. Inequitable conduct dmingprosecution of a patent application renders any resultant 

patent unenforceable. 

14 7. All non-duplicative relevant prior art must be disclosed and filed during prosecution 

of a patent application. A:u explanation for not submitting any relevant prior art must be included 

during prosecution of a patent application. No such explanation was filed during prosecution of 

the ' 168 Patent as to the nondisdosure oft.he Topsoe references or the Casale reforences that \Vere 

knov,rn to Casale. 

148. At least attorneys Simon and Zard.i, inventors Baratto and Ostuni, ,md CTO Filippi 

were av,rare of.certain Topsoe and Casale prior art and the materiality ofTopsoe and Casale prior 

c!It to the daims they ,vere pursuing in the '168 Patent and intentionally withheld that information 

from the US PTO. 

149. Casale's, Casale's attorneys, attorney Simon's, Zardi's and. Casale's employees' 

and ' 168 Patent inventors' Baratto and Osumi and Casale' s CTO Filippi' s failure to disclose 

niaterial information to the US PTO YVas done b10,v.ingly and intentionally, and \Vith intent to 

deceive the Examiner and the US PTO into issuing a patent even though the '168 Patent's claims 

were not patentable OI \Vhich \vould he at risk of not being patentable due to material disclosures 

in at least Topsoe and Casale prior art. 
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150. Casale, Casale's attorneys, attorney Simon, and Casale's employees and '168 

Patent inventors' Baratto and Osumi engaged in tlris conduct to avoid the Examiner rejecting 

claims of the '168 Patent so that Casale cmi!d monetize its i11teHectnal. property through litigation 

against other members of the industry, to monetize the intellectual property ofTopsoe that Casale 

derived from its access to Topsoe's prncesses as well as to recapture technology that already \ .. vas 

part of the public domain. 

151. As a result of the unenforceahility of the '168 Patent and Casale' s asse1tion of the 

'168 Patent and allegations of infringement of the '168 Patent against Topsoe and its customers, 

Topsoe has suffered and \Vi.11 continue to suffer hmm ,md seeks declaratory judgment of 

unenforceability of the '168 Patent, and. any related U.S. patents. 

SECOND COUNT 

(UNFAIR COMPETITION Al'U) FALSE ADVERTISING UNDER THE LANHAM ACT) 

152, Topsoe incorporates by reference the allegati<:ms set fbrth in this Complaint as 

though fully set forth herein. 

153. ''Any person who, on or in connection with ,my goods or services, or any container 

for goods, uses in co.mmerce any ,vord, tenn, name, symbol, or de-vice,. or any combination thereof_ 

or any false designation of origin, false or misleading description of fact, or folse or misleading 

representation of fact, which-is likely to cause C<:)nfusmn, or to cause mistake, or t<:) deceive as to 

the affiliation, connection, or assnciation of such person \Vith another person, or as to the origin, 

sponsorship, or approval of his or her goods, services, or commercial activities by another pen:,on, 

or in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or 

geographic origin of his or her or another person's goo<:ls, services, or commercial activities, shall 
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be liable in a civil action by any peison \vl10 believes that he or she is or is likely to be damaged 

l 54. Casale's com.munications to at least one Topsoe customer in Novem.ber 2022 

compared its blue ammonia technology, which it falsely claimed were covered by the Disputed 

patents, \Vith Topsoe's blue a1mnonia technology. Casale's cmimmnications falsely claimed that 

Topsoe's blue ammonia technology infringed tile Disputed Patents, including the '168 Patent and 

that the • 168 Patent \Vas valid and enforceable. Fmther, Casale falsely claimed that Casale was 

the only legitimate source for lmv carbon ammonia technologies that uses a portion of the s:ynthesis 

gas stream as fuel. Casale kne,~c, hmvever that these communications \:Vere false and misleading: 

Casale k:ne,,v that the '168 Patent \Vas invalid and unenforceable and that it \Vas it not the only 

legitimate source for this tedmology. Casale also kuev,r that its '067 Patent, which it specifically 

referenced in its conmmnications \0vith the customer, was the subject of the European Opposition, 

vvhich \Vas filed four months earlier in Jm1e 2022 and had raised serious prior art invalidity 

concerns regarding the Disputed Patents. Thns .. Casale misrepresented the nature, characteristics, 

and qualities of both Casale's products and ofTopsoe's products, and made oljectively baseless 

claims to Topsoe 's customers. 

155. Despite Casale's knowledge of its inequitable conduct and the resultant 

unenforceahility of the '168 Patent, it still engaged in a course of conduct in which it asserted its 

urwnforceable patent rights against Topsoe and notified customers of its patent r1ghts, falsely 

claiming that its patents were vahd and enforceable. 

156, Casale, in asserting its unenforceable patent rights and specifically :stating that they 

were "enforceable," despite knowing that the Disputed Patents are unenforceable, if not also 

invalfrL has acted in had faith and ,vifh malice. 1n so doing, Casale's actions are not g11arded from 
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liability under the Lanham Act Casale has acted ,vith malice and specific intent_ as it had 

knmvledge of the falsehood of its baseless statements and/or acted with reckless disregard for the 

trnth and made the statements regardless, ,vith the intent to cause han11 to Topsoe's reputation and 

business_ 

The false statements made by Casale as set forth here, constit11te material 

misrepresentations and/or omissions of the nature, characteristics; and qualities of Casale's and 

Tapsoe's goods, services and/or co1T11nercial activities, and are thus in violation the Lanhan1 Act, 

15 lLS_C.. § 1125(a). The statements ,vere intended to mislead or confiBe consumers and direct 

them to Casale's products instead ofTopsoe·s products_ 

158, Casale"s communicahom constitute m1fair competition under 15 U$.C § 

1l 25(a)(1)(A). Casale's conmnmications included false and misleading descriptions and 

representations of facts, including the enforceability of the Disputed Patents and their 

infringement These false and misleading descriptions and representations of fact were made witli 

knowledge of their falsehood and with the bad faith intent to canse confusion and mistake as to 

the ability ofTopsoe and its customers to make, use, sell, and offer to sell the Topsoe's lmv carbon 

(blue) mnmonia products and processes and ,vere likely to cause such confosion and mistake_ 

159_ Casale's conmmnication to customers constitutes commercial advertising or 

promotion as it constitutes comrnercial speech by a competitor ,:vith tile intent to i1rt1uence 

consumers h1to bu_ying Casale's services rather than Topsoe's_ Casale's comnmnication to 

customers constitutes: sufficient dissemination to the relevant pmchasing plibbc to constitute 

advertising ,vi thin the relevant industJy_ Here, the relei;/aut market for purchasers of low carbon 

ammonia tedmolog}' is incredibly small, 'i~'ith limited customers offering only a small number of 

very large projects that ,,vill typically take years to install. Therefore, Casale's conmmnication to 
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customers, even in a vacuum, constit1.rtes: cormuercial advertising and promotion within the scope 

of the Lanham Act Casale engaged in a course of conduct specifically to interfere \Vith Topsoe's 

relationsllips with its customers by notifying at least one customer of Topsoe's alleged 

infringement, and creating uncertainty as to Topsoe custo.mers' abilities to do business with 

Topsoe ,:vithout liability. This conduct is weH v,rith.in the scope of commercial advertising and 

promotion. 

160. Casal.e's actions took place in interstate commerce. Casale, which js a foreign 

corporation, and ,vhich has a United States headqum1ers in Texas, sent a letter to at least one 

customer with operations in the U.S. and in this District, about nse of Topsoe's blue ammonia 

technology in prt~jects on the Gulf Coast in Texas. Casale ,llso has falsely adveitised that its 

ammonia technology is "patented" at industry events. Additionally, Casale has caused its blue 

ammonia technology products to enter interstate commerce, including throngh its proposals to 

customers in the US. 

161. Casale's communications deceived and/or had. the capacity to deceive customers. 

As a result of Casal e's c01m1mnications, at least one customer is under the impression that Casale 

mvns valid, enforceable, and exdusive rights to lmv carbon (blue) ammonia technology, -..vhich is 

not trne. 

162. Casale" s conmm1ricahons are material and likely to influence the purchasing 

decisions of customers. As Casale weU kne\,v, customers for blue ammonia technology would be 

unwilling to m.ake the large capital expenditures needed to l--mild or revamp an ammonia plant 

under threat of _patent infringement (even when that threat is unfounded), Therefore, the false 

statements in Casale's communications were likely to influence purchasing decisions. 
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163. As a direct and proximate result of Casale's false and misleading statements in the 

marketplace, Casale caused economic injury to Topsoe. Casale's false and misleading statements 

have caused at least one customer to withhold trade from Topsoe. 

164. Further, as a direct and proximate result of Casa1e's false and misleading 

statements, Topsoe has suffered, and \Vill continue to suffer, monetaiy damages, and seeks 

recovery, in an amount to he proven at trial, to compensate for Casale's false advertising and unfair 

cmnpetition. Casal.e's false advertising and unfair competition vtill continue to damage Topsoe, 

causing irreparable hann for which there is no adequate remedy at lmv, unless enjoined by this 

Court. 

165. Casale acted in bad faith, intentionally, vdth knowledge o{ and iu willfi.tl and 

conscious disregard of Topsoe's rights, in misrepresenting the nature, dmrncteristics and qualities 

ofCasale's process and ifa illicitly obta.ined '168 Patent and ofTopsoe's process. Topsoe is entitled 

to injunctive relief and to the recove1y of all available damages, interest, attorneys' foes, costs, 

enhanced damages, and Casale's profits. 

166. 111is is an exceptional case ,vithin the me,ming of Section 35 of the Lanham Act, 

15 lJ.S,C. § 1117. 

THIRD COUNT 

(CO~IIVION LA \V UNFAIR COl\cIPETITION) 

167. Topsoe inc011)orates by reference the allegations set forth in this Complaint as 

though folly set forth he.rein. ,_ . 

168, Topsoe alleges herein that the claim for common hn.v unfair competition arises out 

of the same facts that suppo1t Topsoe' s causes of actions fbr the Lanham Act violations. Therefore, 

Casale's actions give .rise to an actionable cause of action for common 1mv unfair competition. 
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169. As described in Topsoe's Lanham Act claims, Casale has, among other things, 

knO\vingly made false and misleading representations to Topsoe 's customers regarding the validity 

and enforceability of the Disputed Patents and their alleged infringement. These frdse, misleading, 

and baseless descriptions and representations of fact were made ,.,:vitb knovdedge oftheir falsehood 

and \Vith the bad faith intent to cause confusion and mistake as to the ability of Topsoe and its 

customers to make, use, sell, and offer to sell Topsoe's lov.r carbon (blue) ammouiaproducts and 

processes and v,rere likely to cause such confusion and mistake. As a result of Casale's unfair 

competition, Topsoe has suffered monetary damages, and seeks recovery, in an amount to be 

proven at trial, adequate to compensate for Casale' s false advertising and unfa:ir competition. 

Casale's unfair competition \0vill continue to damage Topsoe, causing ineparnble ham1 for ;,vhich 

there is no adequate remedy at lm~', unless enjoined. by this Court. 

170. As a direct and proxin1ate result of Casale's false and misleading statements, 

Topsoe has suffored, is suHeri:ng, and \Vill continue to suffer immediate and continuing ineparable 

injury fbr ,.vhich there is no adequate remedy at law. 

171. On information and belief_ Casale\; false and misleading statements are knmving 

and viillfi.11, t1agrant, and/or with intentional disregard as to the true namre of the product it offers. 

Topsoe is entitled to an mvard of pm1itive damages. 

PRi\. \'ER FOR RELIEF 

'VilHEREFORE, Topsoe prnys for judgment and seeks relief against Casale as follmvs: 

A. For dechrnto1y judgment that Casale's '168 Patent, and any related U.S. patents, 
are unenforceable: 

B. for judgw.ent m:varding attorneys' fees pursuant to 35 U.S.C. § 285, or otherwise 
pennitted by lm.v; 

C for judgment awarding to Topsoe al-1 gains, profits, and advantages derived by 
Casale as a result of its i.\·Tongful conduct; 
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D. for judgment mvarding monetary damages sufficient to compensate Topsoe for the 
harm sutrered as a result of Casale's wmngfo! conduct; 

E. for a judgment awarding enhanced damages and/or attorneys' foes pmsuant to 
15 U.S.C. § 1117; 

F. for a permanent iI~junction that (a) e1~joins Casale, its officers, agents, servants, 
and employees:, and all persons in active concert and pa11icipation \vith them, 
including their affiliates, from further disseminating the false and misleading 
statements in any form. or medium, making the disparaging claims in any form or 
medium; and (b) requires Casale to \Yithd.rmv, retract, and/or retrie,.'e all the 
offending false and misleading statements and disparaging claims; 

G. for a judg:1.nent mvard.ing punitive damages for Casale 's unfoir competition; 

H. forjudginent awarding costs of suit, as ,,,ell as pre- and post-judginent interest: and 

I. for judgment awarding Topsoe such other and further relief as the Court may deem 
just and proper, 
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DEl\,L\l"'D FOR JURY TRIAL 

Pmsmmt to Rule 38(b) of the federal Rules of Civil Procedure, Topsoe hereby demands a 

trial hv jurv of this action. 
~ - -

Dated: May 2, 2024 

Kenneth A Ku\vayti (oro hac vice) 
rvforrison & Foerster 
755 Page Mill Road 
Palo Alto, CA 94304 
Telephone: (650) 813-5688 
Email: kk1l\vayti@1mofo.com 

Berkeley G. Fife (pro hac vice) 
1-forrison & Foerster 
755 Page 1vh!I Road 
Palo ,Alto, CA 94304 
Telephone: (650) 813-5626 
Email: hfife@mofo.com 
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Respectfully submitted 

By: is/Robert Riddle 

Robert R. Riddle (attorney-in-charge) 
Texas Bar No. 24035495 
S.D. Tex. No. 1553007 
Telephone: (713) 469-3881 
Facsirnile: (713) 469-3899 
Email: niddleig)reedsmith.com 

Daniel A villa II 
Texas Bar No. 24109601 
S.D. Tex. No. 3365513 
Reed Smith LLP 
1221 :tvkKinney Street, Suite 2100 
Houston, TX 77010 
Telephone: (713) 469-3869 
Email: davil.a@reeds.mith.co.rn 

Jennifer Black (pro hac vice) 
Reed Smith LLP 
l 717 Arch Street, #3100 
Philad.elphia, PA 19103 
Telephone: 215-241-5460 
Email: iblacb'iz)reedsmith.com ~, \:~,· 

Counsel for PlaintiJI 
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Page 2 of 6 

LEAD ATTORNEY;ATTORNEY TO BE NOTICED 
Reed Smith LLP 
1221 Mckinney Street Suite 2100 
Houston. TX 77010 
USA 
713-469-3881 Fax: 713-469-3899 
Email:Rriddle@reedsmith.Com 

Case Collard 
LEAD ATTORNEY;PRO HAC VlCE;ATTORNEY TO BE 
NOTICED 
Dorsey & Whitney LLP 
1400 Wewatta Street Suite 400 
Denver, CO 80202 
USA 
303-352-1116 Email:Collard. Case@dorsey. Com 

James Brian Vanderv,1oude 
LEAD ATTORNEY;ATTORNEY TO BE NOTICED 
Dorsey & Whitney LLP 
200 Crescent Court Suite 1600 
Dallas. TX 75201 
USA 
214-981-9953 Fax: 214-981-9901 
Email:Vanderwoude.Brian@dorsey.Com 

Payton E. George 
LEAD ATTORNEY;PRO HAC VlCE;ATTORNEY TO BE 
NOTICED 
Dorsey & Whitney LLP 
1401 Ne,v York Avenue Nv>/ Ste 900 
Washington. DC 20005 
USA 
612-492-6632 Email:George.Payton@dorsey .Com 

Case Collard 
LEAD ATTORNEY;PRO HAC VlCE;ATTORNEY TO BE 
NOTICED 
Dorsey & Whitne)1 LLP 
1400 \Nev,.ratta Street Suite 400 
Denver, CO 80202 
USA 
303-352-1116 Email:Collard.Case@dorsey.Com 

James Brian Vanderwoude 
LEAD ATTORNEY;ATTORNEY TO BE NOTICED 
Dorsey & \/Vhitney LLP 
200 Crescent Court Suite 1600 
Dallas, TX 75201 
USA 
214-981-9953 Fax: 214-98'1-990·1 
Email:Vander-Noude.Brian@dorsey.Com 

Payton E. George 
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J~.!!I9.~tn!~""""""""""""""""""""""""""""""""""""""""""""""""""' ~!J2f I!}~Jl.~"""""""""""""""""""""""""""""""""""""""""""""""'w 
LEAD ATTORNEY;PRO HAC VlCE;ATTORNEY TO BE 
NOTICED 
Dorsey & Whitney LLP 
1401 New York Avenue Nv-l Ste 900 
Washington. DC 20005 
USA 
612-492-6632 Email:George.Payton@dorsey .. Corn 

Proceedings 

# 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

i Date jProceeding Text • Source 
i 01/31/2024 COMPLAINT against Al! Defendants (Filing fee$ 405 rece!pt 

number ATXSDC-31131511) filed by Topsoe, Inc .. (Attachments: 
# 1 Exhibit 1, # 2 Civil Cover Sheet)(Ridd!e,. Robert) (Entered: 
01/31/2024) 

i 01.131/2024 CORPORATE DISCLOSURE STATEMENT by Topsoe,. lnc. 
identiiying Topsoe AiS as Corporate Parent, fHed.(Riddle. Robert) 
(Entered: 01/3·Ji20241 

i 01/31/2024 NOTICE to U.S. Patent and Trademark Office Filing re: 1 
Complaint by Topsoe, !nc., filed. (Riddle, Robert) (Entered: 
01/31/2024) 

..................................................................... 

i 01/31/2024 Request for Issuance of Summons as to Casale SA, Casale US, 
!nc., filed. (Attachments:# 1 Request for Surnrnons)(Riddle, 
Robert) (Entered: 01/31/2024) 

i 01/31/2024 MOTION to Appear Pro Hae Vice for Jennifer Black (Fee Paid: 
$100, receipt number ATXSDC-31131987) by Topsoe, Inc, filed. 
Motion Docket Date 2/21/2024. (Riddle, Robert} (Entered: 
01/31/2024) 

---------------------------------------------------------------------

i 01/31/2024 

i 01/31/2024 

MOTION to Appear Pro Hae Vice for Kenneth A. Kuvvayti (Fee 
Paid: $100, receipt number ATXSDC-31132057) by Topsoe, Inc., 
filed. Motion Docket Date 2/21/2024, (Riddle, Robert) (Entered: 
01/3112024) 
MOTION to Appear Pro Hae Vice for Berkeley G. Fife (Fee Paid: 
$100, receipt number ATXSDC-31132098) by Topsoe, Inc., filed. 
Motion Docket Date 2/21/2024. (Riddle, Robert) (Entered 
01/31/2024) 

i 02/01/2024 ORDER for Initial Pretrial and Scheduling Conference and Order 
to Disclose Interested Persons. Initial Conference set for 
5/22/2024 at 09:00 AM by video before Magistrate Judge Andrew 
M Edison. (Signed by Judge Jeffrey V Brown) Parties 
notified.(VanesaAranda, 3) (Entered: 02/01/2024) 

---------------------------------------------------------------------------------------------------------------------------------------------------

! 02/01/2024 US Patent and Trademark Office Notified. AO 120, filed. 
(Attachments:# 1 Complaint) (VanesaAranda, 3) (Entered: 
02/01 i2024) 

i 02/01/2024 Summons Issued as to All Defendants. Issued summons delivered . 

........................................ t.?.Pl~.i.r1t.i.ff .. b.Y...f-:J.E..F., .. fil~cl: .. (Y~.n.~.S.~~.r~.r1r:1~.'. . .3.) .. (E..n.t~r.e.~.=.9.?!?.1.r;q.2.1J .. • 

i 02/01/2024 CERTIFICATE OF INTERESTED PARTIES by Topsoe, Inc., 
filed.(Ridd!e, Robert) (Entered: 02101/2024) 

i 03/01/2024 RETURN of Service of SUMMONS Executed as to Casale US, 
!nc. served on 2i22!2024, answer due 3/14/2024, fi!ed.{Riddle, 

........................................ 3obert). (E:ntefE~d:.03/01/2Q24) ... 
i 03/01/2024 WAIVER OF SERVICE Returned Executed as to Casale SA 

served on 1 !31 i2023, ansvver due 5!1 /2023. filed.{Riddle, Robert) 
(Entered: 03/01/2024) 

......................................................................................... 

14 i 03/27/2024 NOTICE of Resetting. Parties notified. Initial Conference reset for 
................... L 6/5/2024. at 09:00 AM in by video before. fvlagistrale. Judge Andrew 
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15 03/29/2024 

3:24cv33, T opsoe, Inc. V. Casale Us, Inc. Et Al 

M Edison, filed. (rrc3) (Entered: 03/27/2024) 

NOTICE of Appearance by Brian Vanderwoude, Case Collard, • 
and Payton George on behalf of Casale SA, Casale US, !nc .. filed .• 

Page 4 of 6 

, ................... + ....................................... + .. (Vanderwoude, .James) .(Entered: .03/29/2024) ....................................................................................................... .. 
16 04/01/2024 NOTICE of filing of Joint Letter Regarding Motion to Stay • 

Discovery by Casale SA, Casale US, !nc., Topsoe A/S, Topsoe • 

.................... +- ........................................ , ... Holdings.A/S,.filed •. (Vanderwoude •. James). {Entered: .04!01i2024) ....•............................................................ 
17 04/02/2024 

18 04/02/2024 

MOTION to Appear Pro Hae Vice for Payton George (Fee Pald: 
$100, receipt number ATXSDC-31412488) by Casale SA, Casale 
US, Inc., filed. Motion Docket Date 4i23i2024. (George, Payton) 
(Entered: 04/02/2024) 

MOTION to Appear Pro Hae Vice for Case Collard {Fee Paid: 
$100, receipt number ATXSDC-31417064) by Casale SA, Casale 
US, Inc., filed. Motion Docket Date 4/2312024. (Collard, Case) 

•···················+········································,···i·~·11t.E!r.E:9.: .. ~~:/Q.?!.?Q.?'±L ............................................................................................ , ........................................................... . 
19 04/03/2024 

20 04/03/2024 

•···················'·······································1 

21 04/03/2024 

•····················+·········································, 

22 04/03/2024 

23 04/03/2024 

ORDER granting 17 Motion for Payton George to Appear Pro Hae 
Vice Note: Instructions to request Texas Southern CM!ECF 
registration through PACER are found here.(Signed by Judge 
Jeffrey V Brown} Parties notified. (GeorgeCardenas, 3) (Entered: 
04/0312024) 

ORDER granting 18 Motion for Case Collard to Appear Pro Hae • 
Vice Note: Instructions to request Texas Southern CM/ECF • 
registration through PACER are found here.(Signed by Judge • 
Jeffrey V Brown) Parties notified. (GeorgeCardenas, 3) {Entered: • 
04/03/2024) • • 

•• ORDER granting·5·~1otion.for.Je11nifei.B!ack.to.AppearPro.Hac····································································· 

Vice Note: Instructions to request Texas Southern OvliECF • 
registration through PACER are found here.(Signed by Judge • 
Jeffrey V Brown, Parties notified. (GeorgeCardenas, 3) (Entered: • 

... 04/03/2024) ...................................................................................................................•............................................................ 
ORDER granting 6 Motion for Kenneth A Kuwayti to Appear Pro 
Hae Vice Note: Instructions to request Texas Southern CM/ECF 
registration through PACER are found here.(Signed by Judge 
Jeffrey V Brown} Parties notified. (GeorgeCardenas, 3) (Entered: 
04/0312024) 

ORDER granting 7 Motion for Berkeley G. Fife to Appear Pro Hae 
Vice Note: Instructions to request Texas Southern CM/ECF 
registration through PACER are found here.(Signed by Judge 
Jeffrey V Brown) Parties notified. (GeorgeCarclenas, 3) {Entered: 

•···············~····································· ,ooma~4l 
24 04/18/2024 

25 04/18/2024 

ORDER REFERRING CASE to Magistrate Judge Andrew M 
Edison (Signed by Judge Jeffrey V Brown) Parties notified. (va3} 
(Entered: 04/18/2024) 

NOTICE of Setting re: 16 Notice {other). Parties notified. 
Discovery Hearing set for 4/22/2024 at 02:00 PM by video before 
Magistrate Judge Andrew M Edison, filed. (rrc3) (Entered: 
04/1812024) 

•···················,·········································t-----------------------------------------------------------------------------------------------------------------------------------------------'- -----------------------------------------------------------

26 04/22/2024 Minute Entry for hearing held before Magistrate Judge Andt·ew M 
Edison on April 22, 2024. Discovery hearmg ileld re dkt 16. 
Plaintiffs amended complaint due May 2, 2024. Motion to dismiss 
due 5124/2024, response due 6/14i2024, and reply due 6/2112024. 
Initial Conference set for 6/5/2024 is canceled. Plaintiff to send 
Defendants jurisdictional discovery by April 26, 2024. A hearing to 
discuss any jurisdictional discovery issues is set for 5/3!2024 at 
10:30 am via zoom before Magistrate Judge Andrew M Edison. 
Judge Edison also allowed discovery to commence, with 
restrictions set forth on the record. Appearances: Robert Riddle. 
Ken Kuwayti and Berkeley Fife for Plaintiff, Case Collard for 
Defendant. (ERO: yes)., filed. (rrc3) (Entered: 04/23/2024} 

'···················'············································'-----------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------
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# i Date Proceeding Text • Source 
-------------------,--------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------'------------------------------------------------------------

27 i 04.123/2024 CLERKS NOTlCE OF CANCELLATION Initial Conference set for 

28 i 05/02/2024 

29 i 05/03/2024 

6/5i2024 at 09:00 AM is CANCELED. Parties notified, filed. (rrc3) 
(Entered: 04/23/20241 

First AMENDED COMPLAlNT with Jury Demand against Casale 
SA, Casale US, Inc. filed by Topsoe. Inc .. (Riddle, Robert) 
(Entered: 05/02/2024) 

!Vlinute Entry for hearing held before Magistrate Judge And1·ew M 
Edison on May 3, 2024. Discovery hearing held. Parties to file joint 
letter b'.{ 2pm on 5i6i2024 providing jurisdictional discovery 
requests and arguments as to propriety of those requests. Court 
continued the discovery hearing for 5/7.!2024 at 1 :30 pm via zoom 
before Magistrate Judge Andrew M Edison Appearances: Robert 
Riddle, Ken Krn,vayti and Berkeley Fife for Plaintiff, Case Collard 
and Payton George for Defendant. (ERO: yes}, filed. (rrc3} 
(Entered: 05/06/2024) 

30 i 05.106/2024 NOTICE of Filing Jurisdictional Discovery Dispute Table re: 29 
i Discovery Hearing,, by Topsoe, Inc., filed. (Attachments:# 1 • 
i Exhibits A-D to Jurisdictional Discovery Dispute) (Riddle. Robert) • 
! (Entered: 05/06/2024) • • 

-------------------,--------------------------------------------------------------------------------------'-----------------------------------------------------------------------------------------------'------------------------------------------------------------
i 05/07/2024 Minute EntryDiscovery llea1·ing held on 5/7/2024 before Magistrate 
i Judge Andrew M Edison. Jurisdictional discovery issues 
i discussed. Rulings made as stated on tile record. Appearances: 
! Case Collard, Payton E. George, Robert Reinaldo Riddle, Jennifer 
i Black, Kenneth A. KuwaytL Berkeley G Fife.{ERO:Y). filed. (agg3) 
i (Entered: 05/07/20241 

-------------------'-------------------------------------------'-------------------------------------------·-----------------------------------------------------------------------------------------------·------------------------------------------------------------

31 ! 05/24/2024 SEALED MOTION to Dismiss Amended Complaint by Casale SA, 
filed. {Attachments:# 1 Deel. of G. Matmnola, # 2 Ex. A UNDER 
SEAL- CASALEUS_00000087, # 3 Ex. B UNDER SEAL -
CASALEUS_00000099, # 4 Dedaration of C. Mancinelli,# 5 Ex. C 
- CASALEUS_00000277, # 6 Ex. D - CASALEUS_00000298, # 7 
Ex. E - CASALE US_ 00000300, # 8 Ex. F -
CASALEUS_00000280, # 9 Ex. G - CASALEUS_00000220, # 10 
Ex. H, # 11 Ex. l UNDER SEAL - CASALEUS_00000222, # 12 Ex. 
J UNDER SEAL - CASALEUS_00000141, # 13 Ex. K UNDER 
SEAL - CASALEUS_00000166, # 14 Ex. l -
CASALEUS_00000210, # 15 Ex. M - CASALEUS_00000206, # 16 
Ex. N - CASALEUS_00000208. # 17 Ex. 0 -

i CASALEUS_00000209, # 18 Declaration of P. George,# 19 Ex. P 
i UNDER SEAL - CASALE_000001-000010 (Confidential),# 20 Ex. 
i Q - 2023-02-24 Lette1· Zardi to Topsoe, # 21 Ex. R - 2023-03-23 
! letter Topsoe to Zardi, # 22 Ex. S - 2023-06-01 AMC193QB -
! Letter to Topsoe, # 23 Ex. T - 2023-06-13 letter to Zardl) {Collard, 

................... !... ....................................... Case). (Entered: .05/24/202 4) ·················································································"···························································· 
32 i 05/24/2024 PROPOSED ORDER re: 3·1 SEALED MOTION to Dismiss 

33 i 05/24/2024 

Amended Complaint, filed. (Collard, Case) (Entered: 05i24i2024) 

MOTION to Seal l'v1otion to Dismiss 1st Amended 
ComplaintMotions referred to Andrew M Edison. by Casale SA, 
filed. Motion Docket Date 6/14./2024. (Attachments:# 1 Proposed 
Order) (Collard, Case) (Entered: 05/24/2024) 

34 i 05/24/2024 SEALED f\:1OTION to Dismiss Amended Complaint by Casale US, 
i Inc., filed. (Attachments:# 1 Proposed Order) (Co!!ard, Case) • 
i /Entered: 05/24/2024) • 

-------------------+--------------------------------------- ---·-------------------------------------------·-----------------------------------------------------------------------------------------------'------------------------------------------------------------
35 i 05/24/2024 

36 i 05/31/2024 

37 i 05/31/2024 

MOTION to Sea! Casale US !nc.'s Motion to Dismiss Amended 
ComplaintMotions referred to Andrew M Edison. by Casale US. 
!nc., filed. Motion Docket Date 6/14i2024. (Attachments:# 1 
Proposed Order) {Collard, Case) (Entered: 05/2412024) 

ORDER granting 35 Motion to Seal.{Signed by Magistrate Judge 
Andrew M Edison) Parties notified. (agg3) (Entered: 05i31i2024} 

ORDER granting 33 fl..1otion to Seal.(Signed by Magistrate Judge 
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, ... # ................ + .... o ... a.t .. e ............................. + .. Proceeding Text ........................................................................................................... ll.<>.ll!~.~ ........................................ .. 

38 06/04/2024 

Andrew M Edison) Parties notified. (agg3) {Entered: 05131/2024} • 

MOTION to Dismiss fv1otions referred to Andrew M Edison. by 
Casale SA, filed. Motion Docket Date 6/25/2024. (Attachments:# 
1 REDACTED Deel. of G. Matrono!a. # 2 REDACTED Declaration 
of C. Mancinelli,# 3 Exhibit C, # 4 Exhibit D, # 5 Exh!bit E, # 6 
Exhibit F, # 7 Exhibit G, # 8 Exhibit H, # 9 Exh!bit L, # 10 Exhibit 
!\/1, # 11 Exhibit N, # 12 Exhibit 0, # 13 Exhibit REDACTED 
Declaration of P. George,# 14 Exhibit Q, # 15 Exhibit R, # 16 
Exhibit S, # 17 Exhibit T. # 18 Proposed Order) (Collard, Case) 

.................... + .......................................... , (Entered: 06/04/2024) -- - -----------------------------------------------------------------------------------------------,------------------------------------------------------------

39 06/04/2024 

Patents 

Number 

11,286.168 

Title 

!V1OTION to Dismiss Motions referred to Andrew tv1 Edison. by 
Casale US, !nc., filed. Motion Docket Date 6i25/2024. 
(Attachments: # 1 Proposed Order) (Collard, Case) (Entered: 
06/04/2024) 

Process for the synthesis of ammonia with low 
emissions of CO21N atmosphere 

Issued 
03/29/2022 

Copyright@ LexisNex::s Cm,rtlink .. Inc. Al: R:gt,ls Reserved. 
'" THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY"' 

Class 

1 

Subclass 

1 
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UNITED STATES PA TENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

96/000,424 04/26/2023 

116407 7590 06/11/2024 

Dorsey & Whitney / UT GENERAL 
111 South Main Street 
21st Floor 
Salt Lake City, UT 84111-2176 

FIRST NAMED INVENTOR 

11286168 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

283386WOUS02_ 495230-102 9950 

EXAMINER 

DIAMOND, ALAND 

ART UNIT PAPER NUMBER 

3991 

MAIL DATE DELIVERY MODE 

06/11/2024 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Notice of Intent to Issue 

Control No. 
96/000,424 

Patent Under Reexamination 
11286168 

Ex Parle Reexamination Certificate Examiner 
ALAN D DIAMOND 

Art Unit 
3991 

AIA Status 
Yes 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

1. 0 Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is 
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be 
issued in view of 
(a) 0 Patent owner's communication(s) filed: 28 May 2024. 
(b) □ Patent owner's failure to file an appropriate timely response to the Office action mailed: __ . 
(c) □ Patent owner's failure to timely file an Appeal Brief (37 CFR 41.31 ). 
(d) D The decision on appeal by the D Board of Patent Appeals and Interferences D Court dated __ 

(e) D Other: __ . 

2. The Reexamination Certificate will indicate the following: 
(a) Change in the Specification: □ Yes 0 No 
(b) Change in the Drawing(s): □ Yes 0 No 
(c) Status of the Claim(s): 

(1) Patent claim(s) confirmed: . 
(2) Patent claim(s) amended (including dependent on amended claim(s)): 1-19 
(3) Patent claim(s) canceled: 20-23. -­
(4) Newly presented claim(s) patentable: __ . 
(5) Newly presented canceled claims: 24-26. 
(6) Patent claim(s) □ previously □ currently disclaimed: __ 
(7) Patent claim(s) not subject to reexamination: __ . 

3. DA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

4. 0 Note the attached statement of reasons for patentability and/or confirmation. Any comments considered 
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly 
to avoid processing delays. Such submission(s) should be labeled: "Comments On Statement of Reasons for 
Patentability and/or Confirmation." 

5. 0 Note attached NOTICE OF REFERENCES CITED (PT0-892). 

6. 0 Note attached LIST OF REFERENCES CITED (PTO/SB/08 or PTO/SB/08 substitute). 

7. □ The drawing correction request filed on __ is: □approved □disapproved. 

8. 0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 
a) 0 All b) □ Some* c) □None of the certified copies have 

□been received. 
□not been received. 
0been filed in Application No. 16/485,695. 
□been filed in reexamination Control No. __ 
□been received by the International Bureau in PCT Application No. __ . 

* Certified copies not received: __ . 

9. □ Note attached Examiner's Amendment. 

10. □ Note attached Interview Summary (PT0-474). 

11. □ Other: __ 

All correspondence relating to this reexamination proceeding should be directed to the Central Reexamination 
Unit at the mail, FAX, or hand-carry addresses given at the end of this Office action. 

/ALAND DIAMOND/ 
Patent Reexam Spec., CRU 3991 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 
PTOL-469 (Rev. 08-13) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No. 20240604 
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Application/Control Number: 96/000,424 
Art Unit: 3991 

Notice of Pre-A/A or AJA Status 

Page 2 

U.S. Patent 11,286,168 was examined under the first inventor to file provisions of 

the AIA. 

STATEMENT OF REASONS FOR PATENTABILITY AND/OR CONFIRMATION 

The following is an examiner's statement of reasons for patentability and/or 

confirmation of the claims found patentable in this reexamination proceeding: The 

reasons for patentability of claims 1-19 is set forth on p. 10 of the Office action mailed 

04/22/2024. 

Any comments considered necessary by PATENT OWNER regarding the above 

statement must be submitted promptly to avoid processing delays. Such submission by 

the patent owner should be labeled: "Comments on Statement of Reasons for 

Patentability and/or Confirmation" and will be placed in the reexamination file. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 

specialist should be directed to Alan Diamond whose telephone number is 571-272-

1338. The specialist can normally be reached on Monday through Thursday from 5:30 

am to 3:00 pm and Fridays from 5:30 am to 9:30 am. If the attempts to reach the 

specialist are unsuccessful, the specialist's supervisor, Jean Witz can be reached by 

dialing 571-272-0927. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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Application/Control Number: 96/000,424 
Art Unit: 3991 

Page 3 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

All correspondence relating to this ex parte reexamination proceeding should be 

directed: 

By EFS: Registered users may submit via the electronic filing system EFS-Web 
at httgs://efs.uspto.f.Jov/efi!e/rnv_oorta!/efs-reqistered 

By Mail to: 

By FAX to: 

By hand: 

Signed: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

/ALAN D DIAMOND/ 
Patent Reexamination Specialist 
Central Reexamination 3991 

/JOSEPH R KOSACK/ 
Patent Reexamination Specialist 
Central Reexamination Unit 3991 

/Jean C. Witz/ 
Supervisory Patent Reexamination Specialist 
Central Reexamination Unit 3991 
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UNITED STATES PATENT AND TRADEMARK OFFICE CONTROL NO{S). 

CLERK CHECKLIST- REEXAMINATION 9 6/000424 

0 Ex Partes Reexam □ Inter Partes Reexam 
9 _______ _ 

9 _______ _ 

PATENT REEXAMINATION SPECIALIST or REEXAMINATION CLERK: 

All of the following items must be completed by you: 

A. After completion, the following items should be forwarded (together), via the CRU SPE (for reexams in CRU) or TC SPRE (for reexams in 
TC), to the Office of Patent Legal Administration. Check box(es) when item is present. 

0 1. This Reexamination Clerk Checklist (PTO-1517) 

0 2. Examiner Checklist- Reexamination (PTO-1516) 

0 3. Patent file wrapper (if one exists) 

B. Mark the following boxes upon ensuring that the item is present in the file history, in correct form, and complete: 

0 1. The title report, Patent Abstract of Title, or a statement under § 3. 73(b) 

Filed/Prepared by the Office [Give date & IFW doc code of latest document in IFW] 

IFW doc code: RXTTLRPT Date: 02 May 2023 

(Note Item 26 of Examiner Checklist) 

0 2. All PTO-892 and PTO-1449 reference citation sheets 

Total no. of sheets: 5 

C. Mark each of the following boxes upon ensuring that the item has been completed by the examiner. 

Items on IFW - Issue Classification form 

0 1. Patent Number 

0 2. Reexamination Control Number 

0 3. International Classification 

0 4. Original U.S. Classification 

0 5. Cross References (Entry present or a dash placed in the x-ref. box for no entry.) 

0 6. Assistant Examiner (if any - for reexam in TC) 

0 7. Primary Examiner 

0 8. Claim No. for O.G. 

0 9. Drawing Fig., if any, for certificate and for O.G. 

0 10. Index of Claims 

Items on IFW - Reexamination form 

0 11. Co-pending Office Proceedings. (information or "No concurrent Office proceedings" entered in lower left hand box) 

0 12. Reexamination Certificate No. (e.g. C1, C2, C3 to be entered in "Certificate Number" box) 

0 13. Litigation Review 

Items on IFW - Search Notes form 

0 14. Reexamination Field of Search ("None" entered, if no search) 

FORM PTO-1517 
(09/25/2012) 
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1187 Topsoe, Inc. – EX1003 
Page 1187 of 1210



D. In each of the following items mark either the "YES" or "NO" box. 

YES NO 

0 ~ 1. Are there any amendments to the description? If yes, identify the IFW doc code(s) and dates of the document(s) containing the 

amendments. (Note Item 1 of Examiner Checklist). 

IFW doc code: _______________________ Date: 

IFW doc code: _______________________ Date: 

IFW doc code: _______________________ Date: 

0 ~ 2. Are there any changes to the patent drawings? If yes, identify the following. (Note Item 2 of Examiner Checklist). 

IFW doc code: _______________________ Date: 

Fig. No(s). containing changes: __ _ 

IFW doc code: _______________________ Date: 

Fig. No(s). containing changes: ________________ _ 

0 ~ 3. Was a terminal disclaimer filed DURING reexamination and approved? (Note Item 3 of Examiner Checklist.) If yes, the 
Terminal 
Disclaimer "approved" box on the IFW - Terminal Disclaimer form must be checked. Also, indicate the document(s) containing 
the terminal disclaimer(s). 

IFW doc code: Date: -----------------------
IFW doc code: Date: -----------------------

0 ~ 4. Have any certificates of correction been issued? If yes, indicate date(s) issued. (Note Item 4 of Examiner Checklist.) 

0 ~ 5. Has any document been submitted indicating the names of registered attorneys or agents or a law firm to be published on the 
reexam certificate? If yes, indicate the filing date and IFW doc code of the document containing the names. (Note Item 5 of 
Examiner Checklist.) 

Filed [Give filing date(s) & IFW doc code(s)]: 

IFW doc code: _______________________ Date: 

IFW doc code: _______________________ Date: 

0 ~ 6. Was/were any statutory disclaimers or dedications filed prior to, or during, the reexamination, and approved? If yes, complete 
the following, and place copy of approved dedication/statutory disclaimer in reexamination file. (Note Items 9 & 10 of the 
Examiner Checklist.) 

FORM PTO-1517 
(09/25/2012) 

1a. Filed - IFW doc code: __________________ _ Date: 

1b. O.G. citation:-----------------------------------

1c. Claims disclaimed/dedicated: _____________________________ _ 

2a. Filed - IFW doc code: __________________ _ Date: 

2b. O.G. citation:-----------------------------------

2c. Claims disclaimed/dedicated: _____________________________ _ 
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YES NO 

0 0 7. Have any claims been amended? A claim is "amended" if there is any change to its text. If yes, list all amended claims by the 
most recent IFW doc code date of the document which contains the final version of all of the amended claims. (Note Item 12 
of Examiner Checklist.) 

IFW doc code: CLM Date: 28 May 2024 

Claims: 1, 10 and 19 

IFW doc code: Date: -----------------------
Claims: --------------------------------------
IFW doc code: Date: -----------------------
Claims: --------------------------------------
IFW doc code: Date: -----------------------
Claims: --------------------------------------
(Note: these claims will be printed on the reexamination certificate.) 

0 0 8. Have new claims been added and allowed during the reexamination? If yes, (1) indicate the filing date and IFW doc code of the 

document containing the final version of the allowed, new claims and (2) list the claims by final number. (Note Item 14 of 
Examiner Checklist.) 

IFW doc code: _______________________ Date: 

Claims:--------------------------------------

IFW doc code: _______________________ Date: 

Claims:--------------------------------------

IFW doc code: _______________________ Date: 

Claims:--------------------------------------

IFW doc code: _______________________ Date: 

Claims:--------------------------------------

(Note: these claims will be printed on the reexamination certificate.) 

E. Have any of the following items been changed or added since the patent was issued? If yes, indicate the filing date and IFW doc code of 
the document containing the change/addition and mark the appropriate boxes upon ensuring statement is correct. Certificate of 
Correction changes are not to be indicated here; instead see Item D.4. 

YES NO 

D 

D 

D 

D 

FORM PTO-1517 
(09/25/2012) 

INID 
CODE 

(54) 1. Title of Invention. (Note Item 21 of Examiner Checklist.) 

IFW doc code: _____________________ Date: 

D Update information has been entered on bib data sheet. 

(75) 2. lnventor(s). (Note Item 22 of Examiner Checklist.) 
or 

(76) IFW doc code: _____________________ Date: 

(73) 3. Assignee (if any): Compare assignee information on (a) title report, Patent Abstract of Title, or 37 CFR 3.73(b) 
statement (see Item B1 above), with (b) printed patent entry, and (c) reexamination bib data sheet entry. Assignment/ 
owner document: 

IFW doc code: Date: ---------------------
□ Update information has been entered on bib data sheet. 
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YES NO 

□ 0 

□ 0 

□ 0 

□ 0 

□ 0 

□ 0 

EXAMINER 

/BRIAN HARDEN/ 
Examiner, OCRU 

FORM PTO-1517 
(09/25/2012) 

INID 
CODE 

4. 

(60) 

(62) 

(63) 

(64) 

(30) 5. 

(57) 6. 

Continuing Data. (Note Item 23 of Examiner Checklist.) 

a. -- Combination of Division and Continuation and/or C.I.P. 

Document adding data: 

IFW doc code: Date: ---

-- Provisional Application(s) 

Document adding data: 

IFW doc code: Date: ---

b. Division(s). 

Document adding data: 

IFW doc code: Date: ---

c. Continuation(s) and/or C.I.P. 

Document adding data: 

IFW doc code: Date: ---

d. Reissue(s) where patent reissues during pendency of reexam. 

Amendment document containing the statement "This is a reissue of " 

IFW doc code: Date: ---
D Update information has been entered on reexamination bib data sheet. 

D Update information has been entered in the first sentence of the specification following the title. 37 CFR 1.78(a). 

Foreign Priority. (Note Item 24 of Examiner Checklist.) 

Document adding data: 

IFW doc code: Date: ---
D Update information has been entered on reexamination bib data sheet. 

Abstract. (U - Note Item 25 of Examiner Checklist.) 

IFW doc code: Date: ---

DATE CRU SPE/TC SPRE REVIEW DATE 

07 June 2024 /JEAN C WITZ/ 07 June 2024 

Supervisory Patent Examiner, Art Unit 3991 
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UNITED STATES PATENT AND TRADEMARK OFFICE CONTROL NO{S). 

EXAMINER CHECKLIST - REEXAMINATION 9 6/000,424 

0 Ex Partes Reexam □ Inter Partes Reexam 
9 _________ _ 

9 _________ _ 

EXAMINER: 

All items must be reviewed and completed by the examiner. After completion, this checklist and the reexamination IFW Action Folder (and the 
patent file wrapper, if one exists) should be forwarded (a) for a reexam in the TC, to the reexamination clerk, or (b) for a reexam in the CRU, to the 
Patent Reexamination Specialist. Note: If a previous reexamination certificate has been issued, all references below to "the patent" should be 
replaced by "previous reexamination certificate" and all data entries should be made accordingly. 

0 YES 0 NO 1. Are there any amendments to the description? If yes, indicate (a) the doc code and date of the document containing 
the amendments and (b) the patent column number(s) and beginning and ending lines of the paragraph(s) containing 
the changes. 

(1 )(a) IFW doc code _____________________ Date __ 

(1)(b) beginning----------------------------------­

(1)(b) end line------------------------------------

(2)(a) IFW doc code _____________________ Date __ 

(2)(b) beginning----------------------------------­

(2)(b) end line------------------------------------

0 YES 0 NO 2. Are there any amendments to the patent drawings? If yes, indicate (a) Fig. No. containing the change(s), (b) the doc 
code and date of the document containing the NEW sheet of drawings, and (c) a brief description of the change(s), e.g., 
"reference numerals 10 and 11 have been added to Fig. 1." 

(1 )(a) Fig. No(s). 

(1 )(b) IFW doc code 

(1 )(c) The drawings 
figure(s) have been 
changed as follows: 

(2)(a) Fig. No(s). 

(2)(b) IFW doc code 

(2)(c) The drawings 
figure(s) have been 
changed as follows: 

___________________ Date __ _ 

___________________ Date __ _ 

0 YES 0 NO 3. Was a terminal disclaimer filed and approved DURING reexamination? If terminal disclaimer approved, "approved" box 
on the IFS - Terminal Disclaimer form (available in OACS) must be checked. Also, give the doc code and date(s) of each 
document containing approved terminal disclaimer. 

FORM PTO-1516 
(05/25/2011) 

Terminal Disclaimer IFW doc code _________________ Date __________ _ 

Terminal Disclaimer IFW doc code _________________ Date __________ _ 

Terminal Disclaimer IFW doc code _________________ Date __________ _ 
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D YES 0 NO 4. Have any certificates of correction to the patent been issued? If yes, give date(s) issued (the date signed and sealed by 
the USPTO Director on the certificate of correction). 

Dates issued: 

D YES 0 NO 5. Has a document been submitted indicating the names of the registered attorneys or agents or a law firm to be printed 
on the reexaminations certificate? If yes, indicate the doc code and date of the document containing the names. (Must 
be a separate document addressed solely to this issue.) 

IFW doc code ____________________ _ Date 

D YES 0 NO 6. Did a litigation search, or any other part of the record, indicate the existence of litigation with respect to the patent 
being reexamined? Has an entry been made in the "Litigation Review" box of the IFW - Reexamination form? If yes, and a 
court decision has been issued, complete the following entry. Such decisions include final court decisions (even if still 
appealable), vacate decisions, remands, and decisions as to the merits of the patent claims. Non-merits decisions on 
motions such as for a new venue, a new trial/discovery date, or sanctions are not to be entered. 

"Attention is directed to the decision of: 

relating to this patent. This reexamination may not have resolved all questions raised by this decision. See 37 CFR 1.552(c) 
for ex parte reexam and 37 CFR 1.906(c) for inter partes reexam." (Enter case name, court, and date of decision.) 

D YES 0 NO 6.1 Is there a reissue application/reexamination proceeding pending at this point, with which this reexamination 
proceeding has not been merged? If yes, (a) fill in the application or reexamination control number(s), and the filing date(s), 
and (b) check the appropriate box(es) (two boxes-if both reissue & reexam are pending). 

D » "At the time of issuance and publication of this certificate, the patent remains subject to pending reissue application 

□ » 

□ » 

□ » 

FORM PTO-1516 
(05/25/2011) 

number ___________________ filed 

The claim content of the patent may be subsequently revised in the reissue proceeding." 

"At the time of issuance and publication of this certificate, the patent remains subject to pending reissue application 

numbers ________________ filed _______________ respectively. 

The claim content of the patent may be subsequently revised in the reissue proceedings." 

"At the time of issuance and publication of this certificate, the patent remains subject to pending reexamination control 

number ___________________ filed 
The claim content of the patent may be subsequently revised in the 
reexamination proceeding." 

"At the time of issuance and publication of this certificate, the patent remains subject to pending reexamination control 

numbers ________________ filed _______________ respectively. 

The claim content of the patent may be subsequently revised in the reexamination proceedings." 
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For items 7-16, mark the "YES" box(es) where appropriate and complete the statement. If not applicable, mark the "NO" box(es). Patent claims retain 
their original number. All NEW allowed claims should be renumbered, if necessary, to immediately follow the highest numbered patent claim. Note 
that a Claim is "amended" if there is ANY change to its text. A claim number should NOT be repeated in items 7-16. 

ALL the ORIGINAL patent claims and ONLY new renumbered claims must be listed in items 7-16. Only original patent claims are to be listed in 
items 7-13 and 15-16. Only new allowed claims are listed in item 14; cancelled new claims are not listed anywhere on this form. 

0 YES 0 NO 

0 YES 0 NO 

0 YES 0 NO 

0 YES 0 NO 

0 YES O NO 

0 YES O NO 

0 YES O NO 

0 YES 0 NO 

FORM PTO-1516 
(05/25/2011) 

7. The patentability 
of claim(s) 

is confirmed. 

8. Claim(s) 

was (were) previously cancelled. (Relates to a prior proceeding.) 

9. Claim(s) 

was (were) previously disclaimed. (Statutory disclaimer prior to present reexam.) 

10. Claim(s) 

is (are) now disclaimed. (Statutory disclaimer in present reexamination.) 

11. Claim(s) 20-23 

is (are) cancelled. 

(Examiner Note:item 11 is IlQ1 to be used for new claims that were cancelled. 
Cancelled new claims are not entered on this form.) 

12. Claim(s) 1, 10 and 19 

is (are) determined to be patentable as amended. 

(Printer Note: these claims are to be printed on the reexamination certificate.) 

13. Claim(s) 2-9and11-18 

dependent on an amended claim, is (are) determined to be patentable. 

(Examiner Note: item 13 is to be used for dependent claims whose text has not changed. Dependent claims 
with changes in the text are "amended claims" which must be listed in item 12, above.) 

14. New claim(s) 

is (are) added and determined to be patentable. 

(Printer Note: these claims are to be printed on the reexamination certificate.) 
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0 YES 0 NO 

0 YES 0 NO 

15. Claim(s) 

was (were) not reexamined. 

16. Other 
(identify claims 
and status) 

Mark the following boxes upon ensuring that the following statements relating to the IFW - Issue Classification form (available in OACS) are correct. 

17. The international classification (updated to reflect the current format of the most recent edition) includes all 
international classifications presently listed on the patent. 

18. The reexamination original U.S. classification is the same as the current original U.S. classification of the patent. 

19. All current cross-reference classifications are included. 

Question 20 has been removed from this document, as it is no longer relevant. 

For items 21-25, mark the "YES" or "NO" box indicating whether the item has been changed or added during the reexamination. If 
yes, indicate doc code date of document containing the change or addition. Certificate of Correction changes are not to be 
indicated here; instead see Item 4. 

□ YES 0 NO INID CODE: (54) 

□ YES 0 NO INID CODE: (75) 

-OR-

□ YES 0 NO INID CODE: (76) 

0 YES 0 NO INID CODE: (60) 

0 YES 0 NO INID CODE: (62) 

0 YES 0 NO INID CODE: (63) 

0 YES 0 NO INID CODE: (64) 

FORM PTO-1516 
(05/25/2011) 

21. Title of Invention. 
IFW doc code ______________ Date 

22. lnventor(s) 

IFW doc code Date --------------

23. Continuing Data 

a. -- Combination of Division and Continuation and/or C.I.P. 
Give doc code and date of document adding data: 

IFW doc code ______________ Date 

-- Provisional Application(s) 
Give doc code and date of document adding data: 

IFW doc code ______________ Date 

b. Division(s) 
Give doc code and date of document adding data: 
IFW doc code Date --------------

c. Continuation(s) and/or C.I.P. 
Give doc code and date of document adding data: 
IFW doc code ______________ Date 

d. Reissue(s) 
Give doc code and date of document adding data: 
IFW doc code ______________ Date 
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0 YES ~ NO INID CODE: (30) 24. Foreign Priority 
Give doc code and date of document adding data: 
IFW doc code ______________ Date 

0 YES ~ NO INID CODE: (57) 25. Abstract 
Give doc code and date: 
IFW doc code ______________ Date __ 

26. For item 26, (a) check the box indicating which document identifies the correct, current owner/assignee of the patent, and 
(b) indicate the date of the document that you checked. 

(Examiner Note: only one box is to be checked and completed.) 

~ (a) Title Report, (b) Prepared [Give doc code and date] 

IFW doc code RXTTLRPT Date 05/02/2023 

D (b) § 3.73 (b) Statement, (b) Filed [Give doc code and date] 

IFW doc code ______________ Date __ 

(Examiner Note: Give the latest document, unless the record reflects that an earlier document gives 
the current patent owner/assignee.) 

EXAMINER 

/ALAN D DIAMOND/ 
Patent Reexam Spec., CRU 3991 

FORM PTO-1516 
(05/25/2011) 

DATE 

04 June 2024 

CRU SPE/TC SPRE REVIEW DATE 

/JEAN C WITZ/ 07 June 2024 
Supervisory Patent Examiner, Art Unit 3991 
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Application/Control No. Applicant(s)/Patent Under 
96/000,424 Reexamination 

Notice of References Cited 
11286168 

Examiner Art Unit 
ALAND DIAMOND 3991 Page 1 of 1 

U.S. PATENT DOCUMENTS 

* 
Document Number Date 

Name CPC Classification US Classification 
Country Code-Number-Kind Code YYYY-MM-DD 

* A US-8137422-B2 2012-03-20 Licht; William Robert C01 B3/382 423/655 

* B U S-20040234426-A 1 2004-11-25 Reddy, Satish C01 C1/0476 422/148 

C 

D 

E 

F 

G 

H 

I 

J 

K 

L 

M 

FOREIGN PATENT DOCUMENTS 

* 
Document Number Date 

Country Name CPC Classification 
Country Code-Number-Kind Code YYYY-MM-DD 

* N EP-2817260-B1 2018-05-16 EP FILLIPPI C01 B3/025 

* 0 EP-1648817-B1 2006-10-25 EP BLUMEFELD B01 D53/04 

* p EP-2266922-A1 2010-12-29 EP LICHT C01 B3/382 

* Q DE-102015210803-A1 2016-12-15 DE GORVAL C01 B3/382 

* R D E-102014209635-A 1 2015-11-26 DE GORVAL C01 B3/025 

s 
T 

NON-PATENT DOCUMENTS 

* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 

* u "Ammonia; Principles and Industrial Practice", Wiley-VCH, ISBN 3-527-29593-3, January 1999, pp. 1-301. (Year: 1999) 

* V 
Haussinger, et al., "Hydrogen, 3. Purification", Ullmann's Encyclopedia of Industrial Chemistry, Vol. 18, 2012, pp. 309-333. (Year: 
2012) 

* w Noelker, et al.," Autothermal reforming: a flexible syngas route with future potential", Prepared for Presentation at NITROGREN & 
SYNGAS 2010 International Conference, Bahrain, 28 February - 3 March 2010, pp. 1-20. (Year: 2010) 

* X 
Shimura, "Urea Product Expansion by Newly Developed CO2 Recovery Process from Primary Reformer Flue Gas", Ammonia 
Technical Manual, Vol. 47, 2006, pp. 237-246. (Year: 2006) 

*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).) 
Dates in YYYY-MM-DD format are publication dates. Classifications may be US or foreign. 

U.S. Patent and Trademark Office 

PTO-892 (Rev. 11-2023) Notice of References Cited Part of Paper No. 20240604 
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Reexamination Application/Control No. Applicant(s)/Patent Under Reexamination 

96/000,424 11286168 

Certificate Date Certificate Number 

C1 

Requester Correspondence Address: ~ Patent Owner □ Third Party 

Dorsey & Whitney/ UT GENERAL 
111 South Main Street 
21st Floor 
Salt Lake City, UT 84111-2176 

LITIGATION REVIEW ~ 

Case Name 

3:24-cv-33, US District Court, Texas Southern 

/AD/ 
(examiner initials) 

COPENDING OFFICE PROCEEDINGS 

TYPE OF PROCEEDING 

None 

U.S. Patent and Trademark Office 

06 June 2024 
(date) 

Director Initials 

jcw for dr 

NUMBER 

DOC. CODE RXFILJKT 
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Application/Control No. Applicant(s)/Patent Under Reexamination 

Search Notes 96/000,424 11286168 

Examiner Art Unit 

ALAN D DIAMOND 3991 

I CPC - Searched• 

Symbol I Date I Examiner 

CPC Combination Sets - Searched* 

Symbol Date Examiner 

US Classification - Searched* 

Class Subclass Date Examiner 

* See search history printout included with this form or the SEARCH NOTES box below to determine the scope of 
the search. 

Search Notes 

Search Notes Date Examiner 

Reviewed ligation search of 06/04/2024 06/04/2024 /AD/ 

P-TACTS for AIA proceedings 06/04/2024 /AD/ 

PDP (Patent Data Portal) for continuity data 06/04/2024 /AD/ 

Reviewed underlying patent file wrapper for US 11,286,168 (16/ 06/04/2024 /AD/ 
485,695) 

Interference Search 

US Class/CPC 
US Subclass/CPC Group Date Examiner 

Symbol 

U.S. Patent and Trademark Office 
Page 1 of 1 
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Application/Control No. Applicant(s)/Patent Under Reexamination 

Issue Classification 96/000,424 11286168 

Examiner Art Unit 

ALAN D DIAMOND 3991 

CPC 

Symbol Type Version 

C01C rnI 1 
I rnI 04 F 2013-01-01 

C01B rnr 3 1m 025 I 2013-01-01 

C01B rn t 3 I rn 48 I 2013-01-01 

C01B rn 2203 I mt 0244 A 2013-01-01 

C01B rnr 2203 1m 0283 A 2013-01-01 

C01B mt 2203 I mt 042 A 2013-01-01 

C01B rn t 2203 I mt 0445 A 2013-01-01 

C01B rnr 2203 1m 0475 A 2013-01-01 

C01B rnr 2203 1m 068 A 2013-01-01 

C01B rn t 2203 I rn 1241 A 2013-01-01 

CPC Combination Sets 

Symbol Type Set Ranking Version 

I l I I l I 

NONE 
Total Claims Allowed: 

(Assistant Examiner) (Date) 19 

/ALAN D DIAMOND/ 04 June 2024 
O.G. Print Claim(s) O.G. Print Figure Patent Reexamination Specialist, CRU 3991 

(Primary Examiner) (Date) 1 1 

U.S. Patent and Trademark Office Part of Paper No.: 20240604 
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Application/Control No. Applicant(s)/Patent Under Reexamination 

Issue Classification 96/000,424 11286168 

Examiner Art Unit 

ALAN D DIAMOND 3991 

INTERNATIONAL CLASSIFICATION 

CLAIMED 

C01 C1/04 I rn 1 I rn 04 

C01 B3/02 1m 3 1m 02 

C01 B3/48 I rn 3 I rn 48 

I NON-CLAIMED 

US ORIGINAL CLASSIFICATION 

CLASS SUBCLASS 

CROSS REFERENCES(S) 

CLASS SUBCLASS (ONE SUBCLASS PER BLOCK) 

I I I I I 

NONE 
Total Claims Allowed: 

(Assistant Examiner) (Date) 19 

/ALAN D DIAMOND/ 04 June 2024 
O.G. Print Claim(s) O.G. Print Figure Patent Reexamination Specialist, CRU 3991 

(Primary Examiner) (Date) 1 1 

U.S. Patent and Trademark Office Part of Paper No.: 20240604 
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Application/Control No. Applicant(s)/Patent Under Reexamination 

Issue Classification 96/000,424 11286168 

Examiner Art Unit 

ALAN D DIAMOND 3991 

~ Claims renumbered in the same order as presented by applicant □ CPA □ T.D. □ R.1.47 
CLAIMS 

Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original 

NONE 
Total Claims Allowed: 

(Assistant Examiner) (Date) 19 

/ALAN D DIAMOND/ 04 June 2024 
O.G. Print Claim(s) O.G. Print Figure Patent Reexamination Specialist, CRU 3991 

(Primary Examiner) (Date) 1 1 

U.S. Patent and Trademark Office Part of Paper No.: 20240604 
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Bibliographic Data 

Application No: 96/000,424 
Foreign Priority claimed: @ Yes O No 

35 USC 119 (a-d) conditions met: ~Yes 0No 

Verified and Acknowledged: I/ALAND DIAMOND/ 

Examiner's Signature 

D Met After Allowance 

Initials 

Title: PROCESS FOR THE SYNTHESIS OF AMMONIA WITH LOW 
EMISSIONS OF C02IN ATMOSPHERE 

FILING or 371(c) DATE 

04/26/2023 

RULE 

APPLICANTS 

INVENTORS 

11286168, 

CASALE SA, 

PATENT OWNER, 

CONTINUING DATA 

CLASS GROUP ART UNIT 

428 3991 

This application is a SER of 16485695 08/13/2019 PAT 11286168 

16485695 is a 371 of PCT/EP2018/052358 01/31/2018 

FOREIGN APPLICATIONS 

EPO EP17156256.4 02/17/2017 

EPO EP17195305.2 10/06/2017 

IF REQUIRED, FOREIGN LICENSE GRANTED** 

** SMALL ENTITY ** 

STATE OR COUNTRY 

ADDRESS 

Dorsey & Whitney / UT GENERAL 

111 South Main Street 

21st Floor 

Salt Lake City, UT 84111-2176 

UNITED STATES 

FILING FEE RECEIVED 

$7,984 

ATTORNEY DOCKET NO. 

283386WOUS02_ 495230-
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Ok to enter 
/AD/ 
06/04/20024 

VIAeFILE PATENT APPLICATION 
Docket No. 283386WOUS02 495230-102 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re patent of 

CASALE SA 

Control/Serial No.: 96/000,424 

Patent No. 11,286,168 

Issued: March 29, 2022 

Confirmation No.: 9950 

For: PROCESS FOR THE SYNTHESIS OF AMMONIA 
WITH LOW EMISSIONS OF CO2 IN ATMOSPHERE 

Examiner: Jerry Johnson 

Customer No.: 116407 

AMENDMENT "B" AND RESPONSE UNDER 37 C.F.R. § 1.530 

VIAeFILE AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Commissioner: 

) 
) 
) 
) 
) 
) 
) Art Unit 
) 3991 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

In response to the Final Office Action dated April 22, 2024, please amend the above­

identified application as follows: 

Amendments to the Claims are reflected in the listing of claims which begins on page 2 

of this paper. 

Remarks/Arguments begin on page 6 of this paper. 

4894-9181-8939\l 
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96/000,424 - GAU: 3991 

Doc code: I OS 
Doc description: Information Disclosure Statement (IDS) Filed 

PTO/SB/08a (02-18) 
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1 

EXPARTE 
REEXAMINATION CERTIFICATE 

THE PATENT IS HEREBY AMENDED AS 
INDICATED BELOW. 

Matter enclosed in heavy brackets [ ] appeared in the 
patent, but has been deleted and is no longer a part of the 
patent; matter printed in italics indicates additions made 
to the patent. lO 

AS A RESULT OF REEXAMINATION, IT HAS BEEN 
DETERMINED THAT: 

2 
quent separation of CO2 from the gas, thus obtaining a 
CO2-depleted synthesis gas and a CO2-rich gaseous 
flow containing the CO2 separated from the gas; 

separation of a part of said CO2-depleted synthesis gas as 
fuel fraction, wherein said fuel fraction is fed as fuel to 
at least one furnace and wherein said separation of the 
fuel fraction includes the split of said CO2-depleted 
synthesis gas into at least a first stream and a second 
stream, said first and second streams having the same 
composition, wherein the first stream forms the fuel 
fraction and the second stream is process gas intended 
for the synthesis of ammonia. 

10. The process of claim 1, wherein said fuel fraction of 

Claims 20-23 are cancelled. 

Claims 1, 10 and 19 are determined to be patentable as 
amended. 

Claims 2-9 and 11-18, dependent on an amended claim, 
are determined to be patentable. 

15 
the synthesis gas feeds one or more of the following appa­
ratuses: a steam production and/or superheating furnace; 
[one or more burners of a primary steam reformer;] or one 
or more furnaces for pre-heating the charge of [an] the 
autothermal reformer [or partial oxidation reactor] or natu­
ral-gas desulphurization section. 

20 19. The process of claim 1, wherein: 1. A process for synthesis of ammonia from natural gas, 
the process comprising: 

conversion of a charge of desulphurized natural gas and 
steam, with oxygen-enriched air or with oxygen, into a 
synthesis gas containing hydrogen, CO and CO2, in a 25 
conversion section including an autothermal reformer 
downstream from a pre-reformer and without a primary 
reformer therebetween; 

treatment of said synthesis gas including at least a shift 
reaction of the carbon monoxide into CO2, and subse-

[the conversion of the natural gas charge into synthesis 
gas includes a step of autothermal reforming, or a step 
of partial oxidation; 

said step of autothermal reforming or partial oxidation] 
conversion of the charge of desulphurized natural gas 
and steam into the synthesis gas in the autothermal 
reformer is performed with a steam/carbon ratio not 
greater than 2. 

* * * * * 
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