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SCOTT A. PENNER, CA Bar No. 253716
ScottPenner@eversheds-sutherland.com
REGIS C. WORLEY, JR., CA Bar No. 234401
RegisWorley@eversheds-sutherland.com

EVERSHEDS SUTHERLAND (US) LLP

12255 EL CAMINO REAL, SUITE 100
SAN DIEGO, CALIFORNIA 92130
TELEPHONE: 858.252.6502
FACSIMILE:  858.252.6503

Attorneys for Plaintiff and Counter Defendant
MERIDIAN INTERNATIONAL CO., LTD.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

SOUTHERN DIVISION
%E]%{IDIAN INTERNATIONAL CO., Case No. 8:24-cv-01840 JWH (JDEx)
o PLAINTIFF MERIDIAN
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Pursuant to the February 28, 2025 Scheduling Order (ECF No. 80), Plaintiff and
Counter Defendant Meridian International Co., Ltd. (“Meridian” or “Plaintiff”’) makes
the following Infringement Contentions, including the attached claim charts to
Defendant and Counter Claimant ToughBuilt Industries, Inc. (“ToughBuilt” or
“Defendant”).

Meridian makes these Infringement Contentions based upon information
presently known and reasonably available to it as of this date, as Meridian’s
investigations are ongoing and ToughBuilt has not completed discovery. Accordingly,
Meridian reserves the right to amend, modify, supplement, or narrow any portion of
these Infringement Contentions, including, but not limited to, the identification of the
claims infringed by ToughBuilt, the products accused of infringement, and the bases
and manner of infringement described in these Infringement Contentions. Meridian
reserves the right to supplement these Infringement Contentions as necessary and as
appropriate in accordance with the Federal Rules of Civil Procedure and/or the Local
Rules in light of future document production, interrogatory responses, admissions,
disclosures, fact witness testimony, expert discovery, any other discovery, future rulings
from the Court, any amendments to the pleadings, any additional items of evidence,
and/or for any other reason authorized by statute, rule, or applicable case law. Meridian
further reserves the right to rely upon the opinions of one or more experts in support of
its Infringement Contentions in accordance with the Court’s scheduling order.

To the maximum degree allowed by the Federal Rules of Civil Procedure and the
Local Rules, Meridian reserves its right to supplement, amend, modify and/or narrow
these Infringement Contentions, as appropriate, as the extent of infringement becomes
more fully known, the Court makes any relevant rulings, and the case develops over the
course of discovery.

L. DISCLOSURE OF ASSERTED CLAIMS AND INFRINGEMENT

CONTENTIONS

A. Identification of Asserted Claims.
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ToughBuilt has infringed and continues to infringe at least claims 1-7, 9-16 of
U.S. Patent No. 11,986,946 (“the 946 patent”) and at least claims 1-6 of U.S. Patent
No. 11,192,689 (“the *689 patent™).

Because ToughBuilt has not yet completed discovery, the above identification is
based on the information publicly available to Meridian and the limited discovery
provided as of the date hereof. Meridian reserves the right to amend, modify,
supplement, or narrow these contentions, as appropriate, including identifying
additional asserted claims, as it obtains additional information over the course of
discovery.

B. Identification of Infringing Instrumentalities.

Meridian accuses ToughBuilt’s modular stackable storage boxes marketed under
the “StackTech” brand of infringing the 946 patent, including but not limited to, at
least the following StackTech® line of products: TOUGHBUILT STACKTECH 22.3-
in W x 26-in H Black Plastic/Metal Wheels Tool Box (Model TB-B1-B-70R);
TOUGHBUILT STACKTECH XL 21-in W x 15.6-in H Black Plastic/Metal Tool Box
(Model TB-B1-B-70); TOUGHBUILT STACKTECH Large 21-in W x 11.7-in H Black
Plastic/Metal Tool Box (Model TB-B1-B-50); TOUGHBUILT STACKTECH 21-in
Black Plastic/Metal Tool Box (Model TB-B1-B-30); TOUGHBUILT STACKTECH
Crate 21-in W x 11.4-in H Black Plastic/Metal Tool Box (Model TB-B1-X-50);
TOUGHBUILT STACKTECH Compact 10.4-in Black Plastic/Metal Tool Box (Model
TB-B1-B-60C); TOUGHBUILT STACKTECH 11-Compartment Large Plastic Small
Parts Organizer (Model TB-B1-O-30); TOUGHBUILT 22-Compartment
STACKTECH Low-Profile Plastic Small Parts Organizer (Model TB-B1-O-10);
TOUGHBUILT 12-Compartment STACKTECH Compact Low-Profile Plastic Small
Parts Organizer (Model TB-B1-O-10C); TOUGHBUILT STACKTECH XL 21-in W x
15.6-in H Ball-bearing 3-Drawer Black Plastic/Metal Tool Box (Model TB-B1-D-70-
3); TOUGHBUILT STACKTECH 21-in W x 8.8-in H Ball-bearing 1-Drawer Black
Plastic/Metal Tool Box (Model TB-B1-D-30-1); TOUGHBUILT STACKTECH XL
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White 38-Quart Insulated Chest Cooler (Model TB-B1-C-70); and TOUGHBUILT
STACKTECH Compact White 16-Quart Insulated Chest Cooler (Model TB-B1-C-60C)
(collectively, the “Accused StackTech Products”).

Meridian accuses ToughBuilt’s modular storage containers marketed under the
“CaseStack” brand of infringing the *689 patent, including but not limited to, at least
the following products: the Kobalt CaseStack Blue Polyester 20-in Zippered Tool Bag
(model number KB-CS-S20) and Kobalt CaseStack Blue Polyester 20-in Tool Tote
(model number KB-CS-T20) (together, the “Accused Modular Tool Bags”).

Collectively the Accused StackTech Products and the Accused Modular Tool
Bags will be referred to as the Accused Products.

More complete information about the Accused Products that Defendant has sold
is in the possession of Defendant and is expected to be obtained through discovery and
document production. Any additional products sold by Defendant with the claimed
features are included within the scope of “Accused Products,” regardless of whether
listed above.

Because ToughBuilt has not yet completed discovery, the above identification is
based on the information publicly available to Meridian and the limited discovery
provided as of date hereof. Meridian anticipates that discovery will reveal additional
products, features and/or services that infringe the patents-in-suit. Meridian reserves the
right to amend, modify, supplement, or narrow these contentions, if necessary and
appropriate, including identifying additional products, features and/or services, as it
obtains additional information over the course of discovery.

C. Claim Charts

The attached Appendix A shows how the Accused StackTech Products infringe
each of the asserted claims of the 946 patent).

The attached Appendix B shows how the Accused Modular Tool Bags infringe
each of the asserted claims of the *689 patent).

Appendix A and Appendix B (collectively, the “Appendices”) are incorporated
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by reference as if fully set forth herein. Any citations included in the Appendices are
exemplary only and are not limiting. In the attached Appendices, Meridian has
subdivided certain claims to explain where the respective Accused Instrumentalities and
other products meet each claim limitation. The subdivisions in the Appendices are not
to be taken as an indication of the boundaries of claim elements with respect to doctrine
of equivalents, or any other issue. Additionally, the Accused Instrumentalities and
ToughBuilt’s other products may infringe the Asserted Claims in multiple ways.

Where the charts incorporate information or photographs of particular versions of
the Accused Products, the reference to those versions is exemplary and not to the
exclusion of any other versions of the Accused Products or any versions related to the
Accused Products.

Because ToughBuilt has not yet completed its production or responses to
outstanding discovery requests, the above identification is based on the information
publicly available to Meridian and the limited discovery provided as of date hereof.
Meridian reserves the right to provide an alternative claim mapping or infringement
contentions for such Accused Instrumentalities or other products and/or services as
appropriate, as it obtains additional information over the course of discovery. Meridian
further reserves the right to rely upon the opinions of one or more experts in support of
its Infringement Contentions in accordance with the Court’s scheduling order.

D. Method of Infringement

ToughBuilt directly infringes each of the asserted claims of the 946 patent.
ToughBuilt indirectly infringes each of the asserted claims of the *946 patent by
providing products operating as the “another storage box” in claim 1 and claims
depending therefrom. Direct infringement occurs when an end-user purchases one of
the Accused StackTech Products operating as the “storage box” in claim 1 and claims
depending therefrom to be used with any previous, contemporaneous, or later purchased
Accused StackTech Products operating as the “another storage box” in claim 1 and
claims depending therefrom. ToughBuilt induces infringement by branding the

4 Case No. 8:24-cv-01840 JWH (JDEXx)

51754520




O 0 9 O D Bk~ WD =

[\ T NG TR NG T NG T NG T N N N T N T N T S e e S ey
co J (@) D AN W \) — (e O c0 3 (@) ) EAN W (\S) —_ o

Accused StackTech Products as containing “StackTech” functionality and through its
marketing materials and user manuals which encourage end-users to use the Accused
StackTech Products in conjunction with each other and with other StackTeck
technology. ToughBuilt contributorily infringes by offering the Accused StackTech
Products for sale. The Accused StackTech Products are also especially adapted for use
in the claimed invention and the connection components have no substantial non-
infringing uses.

ToughBuilt indirectly infringes each of the asserted claims of the *689 patent.
Direct infringement occurs when an end-user purchases one of the Accused Modular
Tool Bags to be used with any previous, contemporaneous, or later purchased
CaseStack technology. ToughBuilt induces infringement by branding the Accused
Modular Tool Bags as containing “CaseStack” functionality and through its marketing
materials and user manuals which encourage end-users to use the Accused Modular
Tool Bags in conjunction with other CaseStack technology. ToughBuilt contributorily
infringes by offering the Accused Modular Tool Bags for sale. The Accused Modular
Tool Bags are also especially adapted for use in the patented system and the connection
component has no substantial non-infringing uses.

At the present time, Meridian does not contend the Asserted Claims have been
infringed based on joint acts by multiple parties.

Meridian reserves the right to amend, modify, augment, and/or supplement its
direct and indirect Infringement Contentions based on information obtained through
discovery, document production, after claim construction, or any other permissible
grounds.

E. Literal Infringement and Doctrine of Equivalents

Meridian presently asserts that each limitation of each Asserted Claim is literally
present within each of the Defendant’s Accused Products.

To the extent any differences are alleged to exist between the Asserted Claims

and the Accused Products, such differences are insubstantial and the Accused Products
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perform substantially the same function, in substantially the same way, to yield
substantially the same result, and therefore the Accused Products infringe under the
doctrine of equivalents.

Meridian reserves the right to amend, modify, augment, and/or supplement its
disclosure concerning literal infringement and/or the doctrine of equivalents based on
additional information obtained through discovery and/or based on the Court’s claim
construction.

F.  Priority Dates

Without prejudice to its right to assert other earlier dates, the Asserted Claims of
the Asserted Patents are entitled to at least the following claims of priority to an earlier
application:

Each asserted claim of the 946 patent claims priority to application No.
18/176,907, tiled March 1, 2023, which in turn claims priority to foreign applications
CN 202210212862.5 filed March 4, 2022 and CN 202320135456.3 filed January 13,
2023. Claims 6, 13, 14 and 16 of the 946 patent are entitled to the March 4, 2022
priority date. All other asserted claims of the 946 patent are entitled to a priority date
of March 4, 2022.

Each asserted claim of the 689 patent claims priority to foreign application CN
201922118361.7 filed November 27, 2019. Each asserted claim of the 689 patent is
entitled to a priority date of November 27, 2019.

Meridian reserves the right to amend, modify, augment, and/or supplement its
direct and indirect Infringement Contentions based on information obtained through
discovery, document production, after claim construction, or an any other permissible
grounds.

//
//
//
//
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H. Date of First Infringement

Based on information presently available to it, and without prejudice to its right
to assert other earlier dates, Meridian contends the date of first infringement and the
start of claimed damages is the date of the first sale of the Accused Products after the
patents came into force, and the end of claimed damages is the earlier of the date of the
last sale of the Accused Products or the last expiration date of the Asserted Claims.

For example, ToughBuilt’s infringement of the 946 patent began on the date of
issuance of the patent: May 21, 2024 as Meridian believes the Accused StackTech
Products were on sale prior to the issuance of the 946 patent. Infringement is ongoing
and damages continue to accrue.

ToughBuilt’s infringement of the 689 patent began on or before November 24,
2023. Because ToughBuilt has records reflecting the first sales date of the Accused
Modular Tool Bags, once produced, those records will accurately reflect the start date
of infringement of the 689 patent. Infringement is ongoing and damages continue to
accrue.

I. Willfulness Infringement

Based on information presently available to it, and without prejudice to its right
to assert other earlier dates, Meridian contends that Defendant had actual knowledge of
and an intent to infringe at least the 946 patent as of at least June 5, 2024 when
Meridian sent a cease-and-desist letter to the counsel identified on Defendant’s public
website attaching a copy of the patent and claim charts showing how Defendants
products infringed the 946 patent. Defendant had actual knowledge of and an intent to
infringe the 689 patent at least as early as August 21, 2024, the filing date of the

Complaint.
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DATED: March 21, 2025

51754520

Respectfully submitted,
EVERSHEDS SUTHERLAND (US) LLP

SCOTT A. PENNER, CA Bar No. 253716
ScottPenner@eversheds-sutherland.com
REGIS C. WORLEY, JR., CA Bar No. 234401
RegisWorley@eversheds-sutherland.com

12255 EL CAMINO REAL, SUITE 100
SAN DIEGO, CALIFORNIA 92130
TELEPHONE: 858.252.6502
FACSIMILE: 858.252.6503

Attorneys for Plaintiff and Counter Defendant
MERIDIAN INTERNATIONAL CO., LTD.
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CERTIFICATE OF SERVICE

I am a citizen of the United States of America and [ am employed in San Diego,
California. I am over the age of 18 and not a party to the within action. My business
address is 12255 El Camino Real, Suite 100, San Diego, California 92130.

On March 21, 2025, I caused to be served the within PLAINTIFF MERIDIAN
INTERNATIONAL CO. LTD.’S INFRINGEMENT CONTENTIONS on the parties
or their counsel shown below, by electronic service pursuant to the parties agreement
regarding accepting electronic service dated December 2, 2024, to the following email

addresses:

Ramsey M. Al-Salam

R. Tyler Kendrick

PERKINS COIE LLP

1201 Third Avenue, Suite 4900

Seattle, Washington 98101-3099
ralsalam@perkinscoie.com
rkendrické erkinscoie.com .
ToughBuilt-Meridian@perkinscoie.com

Miguel J. Bombach

PERKINS COIE LLP

11452 El Camino Real, Ste 300
San Diego, California 92130-2080
mbombach@perkinscoie.com

Jon Daryanani

PERKINS COIE LLP

1888 Century Park East, Suite 1700
Los Angeles, California 90067-1721
jdaryanani@perkinscoie.com

Attorneys for Defendant and Counter Claimant
TOUGHBUILT INDUSTRIES, INC.

Dated: March 21, 2025 EVERSHEDS SUTHERLAND (US) LLP

SCOTT A. PENNER
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